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PREFACE 


TO 


THE    SECOND    EDITION. 


During  tlie  six  years  which  have  passed  since  the  first  edition  of 
this  book  was  submitted  to  the  profession,  many  new  cases  have 
been  decided  with  respect  to  the  registration  and  the  infringement 
of  trade  marks,  and  a  new  Act  of  Parliament  lias  been  substituted 
for  the  statutes  recently  in  force.  These  additions  to,  and  altera- 
tions in,  the  law,  together  with  other  new  matter  (in  particular, 
the  forms  and  precedents  in  Appendix  B.),  account  for  the  expan- 
sion of  the  book  from  SOO  pages  to  500.  The  cases  cited  have  alone 
increased  from  under  600  to  over  1000. 

In  this  edition,  as  in  the  first,  a  large  number  of  American 
decisions  arc  cited,  both  because  of  the  sale  which  this  book  has 
obtained  in  the  United  States  and  the  Colonies,  and  also  because 
of  the  increasing  extent  to  which  such  decisions  are  cited  in  this 
country.  "Although,"  as  Cockbum,  C.J.,  said  (a),  "  the  decisions 
of  the  American  Courts  are,  of  course,  not  binding  on  us,  yet  the 
sound  and  enlightened  views  of  American  lawyers  in  the  adminis- 
tration and  development  of  the  law — a  law,  except  so  far  as  altered 
by  statutory  enactment,  derived  from  a  common  source  with  our 
own — entitle  their  decisions  to  the  utmost  respect  and  coniidence 
on  our  part."  The  American  references  are  explained  by  the 
Table  of  Abbreviations. 

(tf)  In  Scaramanga  v.  Stamp,  6  G.  P.  D,  295—803. 


Tl  PRBFAGE. 

Some  difficulty  was  felt  in  dealing  with  the  unreported  caseB,  of 
which  a  considerable  number,  especially  in  connection  with  r^s- 
tration,  are  cited  in  this  edition,  since,  on  the  one  hand,  valuable 
decisions  known  to  the  author  could  hardly  be  passed  over  merely 
because  they  had  not  been  published  in  the  Reports  and  were  too 
recent  for  the  author's  Digest  of  Trade  Mark  Cases,  while,  on  the 
other  hand,  it  was  not  possible  to  give  the  necessary  details  of 
these  cases  wherever  they  were  mentioned.  Some  of  the  more 
important  of  these  cases  have  been  printed,  at  the  author's 
suggestion,  in  the  form  of  notes  to  later  reported  cases,  and  for 
them  the  references  are  given,  but  in  most  instances  the  particulars 
can  be  ascertained  at  some  one  or  other  of  the  pages  of  this  buok 
noted  against  the  case  in  the  Table  of  Cases.  With  respect  to 
reported  cases,  all  references  are  given  in  the  Table  of  Cases,  and 
the  cases,  reported  and  unreported,  are  brought  down  to  the 
present  date. 

The  author's  thanks  are  due  to  various  friends  at  the  Bar  and  at 
the  Patent  Office,  for  useful  hints  and  assistance,  in  particular  to 
Mr.  John  Cutler,  of  Lincoln's  Inn,  who  kindly  prepared  the 
three  forms  of  Statements  of  Claim  in  Appendix  B.,  and  made 
several  valuable  suggestions. 

The  documents  relating  to  the  International  Arrangements,  just 
concluded,  will  be  found  inserted  after  the  Table  of  Abbreviations. 

L.B.  S. 

2,  Nkw  Squabi^  Luiooln's  Inn, 
/u^y,  1884. 


EXTRACT    FROM    THE 


PREFACE 


TO 


thp:  first  edition 


In  this  book  an  attempt  is  made  to  present  a  complete  view  of 
the  Law  of  Trade  Marks  in  this  country.  It  is  hoped  that  it  may 
at  least  be  found  to  be  of  some  service  to  those  who  have  to  con- 
sider the  numerous  questions  which  are  now  constantly  arising  in 
connexion  with  that  branch  of  Law. 

Where  practicable,  the  ipsis^ima  verba  of  the  various  learned 
judges  who  decided  the  cases  to  which  reference  is  made  are 
given,  as  it  is  thought  that  their  views  are  best  expressed  in  the 
language  they  themselves  advisedly  employed. 

A  considerable  number  of  American  cases  have  been  cited,  con- 
taining the  decisions  of  acute  and  practised  lawyer,  delivered  after 
full  consideration  of  English  as  well  as  American  authorities. 
Such  decisions  are,  it  is  admitted,  "  intrinsically  entitled  to  the 
highest  respect"  (a);  and  though  they  are,  of  course,  not  in  any 
way  binding  upon  British  Courts,  it  may  reasonably  be  anticipated 
that  EngHsh  judges  will  in  similar  circumstances  arrive  at  similar 

(a)  Per  Pattesoo,  J.,  in  Beverley  v.  Lincoln  Oom  Light  and  Coke  Co.,  6  Ad  k  E. 
82»— 37 ;  and  aee  per  V.-C.  Bacon,  in  Davnon  v.  Bank  of  Whitehaven,  A  Ch.  D.  639—48. 


Vlil  PREFACE. 

coDcIuBioDs  with  the  Couits  of  the  United  States.  The  AmericaD 
cases  have  generally  been  cited  from  the  "Eeports  of  Trade  Mark 
Cases"  (a),  by  Mr.  Rowland  Cox,  or,  in  the  more  recent  in- 
stances, from  the  "American  Reports"  (6). 

fi.  B.  S. 


2,  Nkw  Square,  Lincoln's  Inn, 
March  l8t,  1878. 


(a)  Robert  Clarke  &  Ca,  Ciodzmati,  1871.  (6)  J.  D.  Panwiu,  AlUny. 
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6  W.  W.  &  A'B.  Eq.  225  ;  Dig.  661     . 


Dig.  556       ...        . 
36  L.  T.  N.  S.  51 ;  Dig.  531 


183,  819 

51,  192 

293 

11,51,  90,92,93, 

276,  280,   28iJ, 

236 
115,  124,  203 
25,  50,  59,  90,  94, 

98,    169,    190, 

247,  259,  283 
87. 170,  313 
36,  38,  115,  426 

228,     230,     232, 
432 


128 

111,     121,     128, 

202 
127,  128,  202 
.  I  128,  161,  208 


195 


N.  Y.  C.  P.— 51  How.  Pr.  457     . 

N.   Y.   Ct   of    App.— 69    N.   Y.   (24 

Sickels)  271  ;  15  Alb.  L.  J.  454  ;  25 

Amer.  Hep.  188  ;  Dig.  483 
6  W.  W.  &  A'B.  Eq.  216 ;  Dig.  650    .    Ill,     113,     121, 

I      124,  128,  202 
1  Leg.  Obs.  364  ;  Dig.  48     .        .        .,8,113,127,150 
18  U.  S.Pat  Gaz.  922.         .         .         .52,488 
82  N.  Y.  (37  Sickels)  519;  37  Amer.  ,  52,  115,  125,  203 

Rep.  689 
21  Ch.  D.  798  ;  51  L.  J.  Ch.  845 ;  47    252 

L.  T.  N.  S.  82  ;  31  W.  R  22 
44  N.  Y.  Super.  Ct  (12  J,  &  S.)  12      .    157 


TABLE  OF  CASES. 


XXIX 


Name  of  Caic 


Hine  r.  Lart  . 
Hinrichs  r.  Bern  Job 
Hindi  r.  Joiia^ 
Hirst  r.  Deuliam 
Hitchcock  r.  Coker 


Hobba  r.  Frangais  . 

Hoby  r.  Grosvennr  Lib- 

niy  Co.,  limited 
Hodjon  k  C**.,  In  re 

Hoffoukn  r.  Duncan 
Hogg  r.  Kirby 
Hogg  r.  Maxwell 
And    see    Maxwell    r. 


XloUoiray  r.  HoIIo^ay    . 


Holmes,  Booth  &  Hay- 
dens  r.  Holmes,  Booth 
k  Atwooil  MTg.  C  s 

Hookham  r.  Pottag^e 


Hooaier     Drill     Ca      r. 

Ingels 
Hopkina  r.  Ilitcbct^k 


Honburgh,  In  re 


Hos^tettcr  r.  Adams 
Hustetter  v.  Anderson 

Hostetter  r.  Vowinkle     . 
Hovenden  r.  Uojd 
Howard  r.  Henriques 

Howe  r.  Howe  M.ichiDe 

Co. 
Hove  r.  McKeman 


Referencos. 


10  Jut.  106  ;  7  L.  T.  41 ;  Dig.  80 

W.  N.  1878,  p.  1 1 ;  L.  J.Notes  of  Cases, 

1878,  p.  11  ;  Dig.  6^4 
3  Cb.  D.  584  ;  45  L.  J.  Ch.  364  ;  3 

L.  T.  N.  S.  228  ;  Dig.  494 
L.  R.  14  Eq.  542 ;  41  L.  J.  Ch-  752  ; 

27  L.  T.  N.  S.  56  ;  Dig.  400 
6  Ad.  k  £.  438 ;  1  N.  &  P.  796  ;  2 

H.  &  W.  464  ;   6  L.  J.  Ex.   N.  8. 

266  ;  Dig.  58 
19  How.  Pr.  567  ;  R.  Cox,  287  ;  Dig. 

191 
28  W.  R  386 


Pago  whcro  eitod. 


26  Sol  J.  43 


Seton,  4ih  ed.  256  ;  Dig.  122 

8  Ve^.  215  ;  Dig.  10     ...         . 

V.  C— 12  Jur.  N.  S.  916;  15  L.  T. 

K  S.  204  ;  15  W.  R.  84 
C.  A.— L.  R  2  Cb.  316  ;  36  L.  J.  Ch- 

437  ;  16  L.  T.  N.  a  133  ;  15  W.  R 

470 ;  Dig.  265 
13Beav.  209;  Digl06 


37  Conn.  278  ;  9  Amer.  Rep.  324  ;  Dig. 
340 

V.  C— L.  R.  8  Ch.  93n.;  26  L.  T.  N.  S. 

755  ;  20  W.  R.  720 
C.  A.—U  R.  8  Ch.  91  ;  27  L.  T.  N.  S. 

595 ;  21  W.  R.  47  ;  Dig.  398 
14  U.  S.  Pat.  Gaz.  785  ;  Dig.  627 

14  C.  B.  N.  S.  65  ;  32  L.  J.  C.  P.  154  ; 

9  Jur.  N.  S.  896  ;  8  L.  T.  N.  S.  204  ; 

11  W.  R.  597;  2  N.  R  32;  Dig. 

216 
53  L.  J.  Ch.  237;  50  L.  T.  N.  S.  23 ; 

32  W.  R.  530;  1  Trade  Marks,  260; 

Dig.  597 
22  U.  S.  Pat  Gaz.  943    ... 
1  V.  R.  (1  W.  A'B.  &  W.)  Eq.  7 ;  1 

A.  J.  4  ;  Dig.  652 

1  DUl.  329;  iSg.  366  .    .    .    . 
18  W.  R.  1132;  Dig.  337  . 

2  Saodf.  8.  C.  725 ;  R.  Cox,  129  ;  Dig. 
108 

50  Barb.  236 ;  R.  Cox,  421  ;  Dig.  284 . 

30  Beav.  647 ;  Dig.  203   ..    . 


51,  63,  76,  97, 
'  112,  170,  295 
250 

4,  15,  76,  130, 
I  168,  267 

3,  37,  52,  54,  58, 
;  153 

276 


192 

166, 241 

47,  97,  169,  305, 

313,  317 
236,  433 
8,  192,  261,  428 
191,  195 


26,  31,  162,  192. 

193,  203,  233, 

280 
230,  233,  235 


113,  239,  282, 
290,  296,  297, 
432 

77,  479,  484 

69,  178 


30,  50,  82,  101, 
116,  117,  123, 
305,  315 

51,  123 

34,  113,  129 

34,  125,  148,  213 
96,  97,  185,  259 
242 

25,32 

75,  206 


} 
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Namo  of  Case. 


Howe  V.  Searing 

Hoyle  ft  Son8|  Limited, 

In  re  (1) 
Hoyle  ft  Sons,   Limited, 

In  re  (2) 
Hudson  V.  Bennett . 

Hudson  7*.  Osborne . 


Hudson  r.  0«gerby . 
Hunt  V.  Maniero 


References. 


Hurricane  Patent  Lantern 

Co.  V.  Miller  ft  Co. 
Hutchings  r.  Sheard 
Huwor  r.  DannenhofFf  r  . 
Hyde  ft  Co.,  In  re  . 


Imbe,  Inre     , 

India  and  China  Tea  Co. 

r.  Toede 
India- Rubber  Comb  Co., 

In  re 
India-Rubber  Comb  Co. 

V.  Meyer 
India-Rubber  Comb  C-o. 

V.   Rubber  Comb   and 

Jewelry  Co. 
Ingram  v.  Stiff 

Insurance  Oil-Tank  Co.  v. 

Scott 
Isaacs  V.  Daly 

Isaacson  v.  Thompson 


6  Bos.  354  ;  10  Abb.  Pr.  264  ;  19  How. 
Pr.  14  ;  R.  Cox,  244;  Dig.  185 

V.  C.  H.— May  8th,  1880     . 

Chitty,  J.— Nov.  30th,  1883 

12  Jur.  N.  S.  619 ;  14  L.  T.  N.  S.  698; 

14W.  R.911  ;  Dig.  261 
39  L.  J.  Ch.  79 ;  21  L.  T.  N.  S.  386 ; 

Dig.  323 

50  L.  T.  N.  f .  323 
'  M.  R,— 34  Beav.  157  ;  34  L.  J.  Ch.  142  ; 

11  Jur.  N.  S.  28;  11  L.  T.  N.  S.  469 ; 

13  W.  R  212 ;  5  N.  R.  181 
C.  A.— 34  L.  J.  Ch.  144;  11  Jur.N.S. 

73 ;  11  L.  T.  N.  S.  723 ;  13  W.  R. 

863  ;  5  N.  R.  295 ;  Dig.  239 
56  How.  Pr.  234 

W.  N.  1881.  p.  20    .    .    .    . 
82  N.  Y.  (37  Sickels)  499  . 

7  Ch.  D.  724  ;  88  L.  T.  N.  S.  777 ;  26 
W.  R  625;  1  Trade  Marks,  245; 
Dig.  593 


10  U.  S.  Pat  Gaz.  463 ;  Dig.  518 
W.  N.  1871,  p.  241   . 

8  U.  S.  Pat.  Gaz.  905 ;  Dig.  476  . 

Cited  8  U.  S.  Pat.  Gat  905  ;  Dig.  475. 

45  N.  Y.  Super.  Ct.  (13  J.  ft  S.)  258  . 


5  Jur.  N.  S.  947 ;  S3  L.  T.  195 ;  Dig. 

175 
33  La.  Ann.  946 ;  39  Amer.  Rep.  286  . 

39  N.  Y.  Super.  Ct.  (7  J.  ft  S.)  511 ; 

Dig.  440 
41  L.  J.  Ch.  101  ;  20  W.  R  196  ;  Dig. 

381 


IHige  wliero  cited. 

234,276,278,286, 

288 
870 

86.  813,  817,  370 

214,  219 

11,  92,  93,  193, 
286,  240,  276, 
280,  432 

217 

176 


Jacoby  r.  Whitmore        .    49  L.  T.  N.  S.  335;  32  W.  R  18 
Jacoby  ft  Co.  r.  Lopes  ft    23  U.  S.  Pat.  Gaz.  342 
Co. 


James  r.  James 


L.  R.  13  Eq.  421 ;  41  L.  J.  Ch.  353 ; 
26  L.  T.  N.  S.  568;  20  W.  R  484; 
Dig.  388 


120 

264 

96,  271 

36,  46,  100,  185, 
223,  808,  312, 
316,  828,  346 


70,  120,  314,  483 
231 

30,  32,  282,  483 

33 

26,  83,  70,  lis, 
119,  162,  202, 
232,  233 

264,  427 

52 

266, 267 

160,162,185,186, 
189,  216,  233 


270,  284,  285 
484,  493 

26,33,48,60,249, 
252,  257,  258, 
432,  436 


TABLE  OF  CASES. 


XXXI 


NameolCaM. 


J  wis  V.  Pedc 

Jelley,  Son  ft  Jones,  In  re 


Jendwine  r.  Slade  . 
Johofon  t>.  Helleley 


Referanoes. 


Pago  where  cited. 


Johnson  r.  Raylton 

Johnson  k,  Co.,  Jn  re 
Johnston,  Jn  re 
Johnston  &    Ca  v.   Orr- 

Ewing  &  Co.     iSltf  Orr- 

Ewing  &  Co.  r.  Johnston 

&Ca 
JoUie  r.  Jaques 
Jones,  Bros.  &  Ca,  //i  r« 
Joeselyn  r.  Sweseyft  Dart 
Julian   r.   Hoosier  Drill 

Ca 
Jnigensen  v.  Alexander  . 


Kane  ft  Ca,  In  re  . 
Keene  r.  Harris 
Keep,  Bros.,  In  re   . 

Kelly  r.  Byles 


Kelly  r.  Hooper 
KeUy  r.  Hntton 


10  Paige,  118        ...        . 
51  L.  J.  Ch.  639  ;  46  L.  T.  N.  S.  8S1 
1  Trade  Marks,  846  ;  Dig.  616 


258 

46,  81,  97,  119, 
122,  127,  222, 
805,  306,  811, 
312,  813,  314, 
342 

179 

236,  297,  299 


2  Esp.  N.  P.  C.  572 ;  Dig.  8 

M.  K.~-34  BeaY.  63  ;  34  L.  J.  Ch.  82  ; 

10  Jur.  N.  S.  1041  ;  11  L.  T.  N.  S. 

295;  13  W.  R  88;  5  N.  R.  4 
C.  A.— 2  De  O.  J.  ft  S.  446  ;  34  L.  J. 

Ch.l79;llL.T.N.8.581;13W.R 

220;  5N.  R.211;  Dig.  238  ' 

7  Q.  B.  D.  438  ;  50  L.  J.  Q.  B.  785  ;    130,  177, 179 

45  L.  T.  N.  S.  374  ;  30  W.  R.  350 
2  U.  S.  Pat.  Gaz.  315  ;  Dig.  404 .         .    50,  59 
43  L.  T.  N.  S.  672        ....    86,809,848 


1  Bl.  C.  C.  618  ;  Dig.  105 
V.  r.  H.— July  10th,  1880 
15U.  a  Pat  Gaz.  702. 
75  Ind.  408  . 


Kamedy  r.  Lee 
Kidd  p.  Johnson 


24  How.  Pr.  269  ;  R  Cox,  298 ;  Dig. 
211 


9  U.  S.  Pat  Gaz.  105  ;  Dig.  480 . 

17  Ves.  338 

26  Ch.  D.  187  ;  50  L.  T.  N.  k  453;  32 

W.  R  427 
V.  C— 13  Ch.  D.  682 ;  48  L.  J.  Ch. 

569 ;  40  L.  T.  N.  S.  623 ;  28  W.  R 

585 
C.  A 18  Ch.  D.  691 ;  49  L.  J.  Ch. 

181  ;  42  L.  T.  N.  S.  338 ;  28  W.  R 

587 
1  Y.  ft  C.  Ch.  197 
V.  C— 37  L.  J.  Ch.  297;  17  L.T.N.S. 

591 
C.  A L.  R  3  Ch.  703 ;  37  I^  J.  Ch. 

917 ;  19  L.  T.  N.  S.  228;  16  W.  R 

1182 ;  Dig.  292 
3  Mer.  441 ;  Dig.  27     ...         . 
100  U.  S.  Eep.  (10  Otto)  617 


267 

223,  308, 3  U,  870 

484 

100,  187 

32,  159 


48,  72,  482 

264, 266, 276, 277 

87,  309,  349 

265 


Kidd  ft  Co.  v.MiIls»  John-   5  U.  a  Pat  Gaz.  837  ;  Dig.  437  . 

mmdi  Co. 
Kimball,  In  re        .         .    11  U.  S.  Pat  Gaz.  1109 ;  Dig.  553 

i 


219, 220 

11,  15,  263,  266, 
267 


280,  291, 297 
2,  10,  58,  89,  94, 

95,    102,    154, 

185, 269 
32,  52,  58,  94,  95, 

102, 185, 188 
58,  480 
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Name  of  Case. 


Kinahan  v.  Bolton  . 


King,  Ex  parte 

King  r.  Midland  Railway 

Co. 
Kinney  r.  Allen 

Kinney  v.  Ba!%h  '. 
Kipling,  Ex  pai-te  . 
Kitchin,   In  re;    see  Ex 

parte  Punnett. 
Knapp,  Ex  parte 

Knott  r.  Morgan 
Kuhn  &  Co.,  In  re  . 


References. 


Labauchere  r.  Dawson    . 


Lafermft   (Compagnie)  r. 

Uendrickx 
Laird  v.  Wilder 

Jjamplough  v.  Balmor 
Laniplongh  v.  Beedzler    . 

Ijauferty  r.  Wheeler 
L.iutz  Bros.  v.  Schultz  & 

Co. 
Lawrence  Bros.,  Ex  parte 

Lawrence  &  Co,,  In  re'    . 
Lawi  cnce  Manufacturing 

Co.  V,  Lowell 
Lawsonr.  Bank  of  London 


Lazcnby,  Ex  parte  . 
Lazenby  r.  Lazenby 

Lazenby  v.  White  (1) 


Lazenby  r.  White  (2) . 
Lea  r.  Millar  . 


15  Ir.  Ch.  75 ;  Dig.  223 


U.  P.  Pat.  Comm.  Decis.  1870,  109; 

Di»r.  341 
17W.  R.113 

1  Hughes,  IOC  ;  4  Ahl  L.  T  .N.  S.  258 ; 

Dig.  557 
1  Trade  Marks,  183 ;  Dig.  542     . 
24U.  S.  Pal.  Gaz.  899. 


16U.  S.  Pat  Gaz.318 

2  Keen,  213  ;  Dig.  57  . 

53  L.  J.  Ch.  238  ;  Dig.  C37  , 


L.  R.  13  Eo.  322  ;  41  L.  J.  Ch.  427 ; 

25  L.  T.  N.  S.  894  ;  20  W.  K  309 ; 

Dig.  385 
Dig.  512 

9  Bush,  131 ;  15  Amer.  Rep.  707  ;  Dig. 

418 
W.  N.  1867,  p.  293  ;  Dig.  288      . 
M.  R.— 24  Sol.  J,  672  . 
C.  A.— Nov,  12,  1880 
63  How.  Pr.  488 

9  U.  S.  Pat.  Gaz.  791  ;  Dig.  496  . 

44  L.  T.  N.  S.  98  ;  29  W.  R.  392  ;  Dig. 
630 

10  U.  S.  Pat  Gaz.  163 ;  Dig.  504 

,  129  MaKH.  (15  Lathrop),  325 ;  37  Amer. 
■      Rep,  362 
18  C.  B.  84  ;  25  L.  J.  C.  P.  183 ;  2  Jur. 

N.  S.  716  ;  27  L.  T.  134 ;  4  W.  R. 

481;  Dig.  140 
V.  C.  M.— Feb.  26th,  1830  . 
Seton,  4th  ed.  237;  cited  41  L.  J.  Ch. 

354;  Dig.  160 
M.  R.— Cited  L.  R.  11  Eq.  448;  40  L.  J. 

Ch.  576;  24  L.  T.  N.  S.  380;  19  W.  R. 

595;  Setm,  4th  ed.  237 
C.  A.— 41  L.  J.  Ch.  354  ;  Dig.  314 
L.  R.  6  Cb.  89;  19  W.  R.  291;  Dig.  846 
Seton,  4th  ed.  242;  Dig.  513 


Fago  where  cited. 


68,105,115,154, 
157,  185,  183, 
202 

479 

270, 289 

53,  70,  71,  117, 

482 
64,66,70,71,119 
51,  156,  488 


56,  66,  194,  315, 
482 

243,  255,  431 

47,  84,  86,  185, 
190,  220,  221, 
223,  308.  312, 
313,  316,  317, 
328 


271,280,281,233, 
298,  435 

16,  105,  162,  216 

113,127,190,192 

57.  196, 199 
51,  116,  120,  318 

64,  123,  193 

484 

88,  171,  310,  318, 

827.  328,  349 
50,  62.  482 
55,  70,  71 

78,  147,  229 


330 

33,  45,  123 

25,  45,  48,  50, 
100,  187,  253 


163 

11,  44,  C'i,  100, 
102 
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xzxni 


Name  of  Que. 


Rofflre&oos* 


Piigo  where  dtod. 


Lnr.  Wdir 


Leather  Clotfa  Co.  v,  Ame- 
riam  Leather  Cloth  Co. 


Leather    Cloth    Ca    r. 

Hinchfeld  (1 ) 
Leather    doth     Ca     r. 

Hinchfeld  (2) 
Leather    doth    Ca     r. 

Hinchfeld  (3) 
Leather     doth     Ca    r. 

Lonont 


Ledger  r.  Ray 
Lee«,  Ehihart 
Lee  r.  Haley  . 


Lcggott  V,  Barrett  . 

T^hmanw  v.  McArthur   . 

Leidendorf  r.  Fiint  (1)   . 

Leiderid<»i  r.  FJint  (2)  . 
Lemoine  r.  Ganton 

Lefxnaid  &  Ellifs  In  re 
See  Leonard  ft  Ellis  v. 
Wells  &Ca 

Leonard  &  Ellis  p.  Wells 
ftCa 


Lemardt, /n  fv 
Levy  V.Walker 


N.  Y.  Sup.  Ct— IS  Abb.  Pr.  N.  a  889; 

1  Thomp.  ft  C.  626 

N.  Y.  Sup.  Ct— 15  Abb.  Pr.  N.  S.  1; 

46  How.  Pr.  157;  1  Am.  L.  T.  N.  S. 

400;  Dig.  407 
V.  C—l  H.  ft  M.  271;  82  L.  J.  Ch. 

721;  8  L.  T.  N.  S.  829;  11  W.  R.  931; 

2  N.  R.  481 

L.  C— i  De  G.  J.  ft  S.  137;  33  L.  J. 

Ch.  199;  10  Jur.  N.  S.  81;  9  L.  T. 

N.  S.  558;  12  W.  R.  289;  8  N.  B. 

264 
H.  L.— 11  H.  L.  C.  628;  35  L.  J.  Ch. 

63;  11  Jur.  N.  8.  513;  12  L.  T.  N.  8. 

742;  13  W.  R.  873;  6  N.  R.  209;  Dig. 

223 
1  N.  R  551  (and  see  1  H.  ft  M.  295); 

Dig.  214 

1  H.  ft  M.  295;  11  W.  R.  933;  Dig. 
224 

L.  R.  1  Eq.  299;  13  L.  T.  N.  S.  427; 

14  W.  R.  78;  Dig.  252 
L.  R.  9  Eq.  345;  39  L.  J.  Ch.  M;  21 

L.  T.  N.  &  661;  18  W.  R.  572;  Dig. 

324 

Dig.  550 

19  L.  T.  N.  S.  637 

V.  C— 21  L.  T.  N.  S.  546 ;  18  W.  R.  181 

C.  A.— L.  R  5  Ch.  155;  39  L.  J.  Ch. 

284;  22  L.  T.  N.  S.  251;  18  W.  R. 

242 ;  Dig.  325 
15  Ch.  D.  306;  51  L.  J.  Ch.  90;  43 

L.  T.  N.  S.  641;  28  W.  R.  962 
L.  R.  8  Ch.  496;  37  L.  J.  CL  625;  18 

L.  T.  N.  S.  806;  16  W.  R.  877 
8  BiBSL  327;  13  Am.  L.  Rev.  390;  18 

Alb.  L.  J.  429;  Dig.  629 
50  Wisa  401 

2  E.  D.  Smith,  343 ;  &  Cox,  142 ;  Dig. 
125 


Pearson,  J.— 63  L.  J.  Ch.  233 ;  50  L.  T. 

N.  a  23  ;  32  W.  R  630 
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L 

IimB5ATIONAL  CONTENTION  FOR  THE  PROTECTION  OF  InDUSTRIAIj 

Property. 

Su/ned  at  Paris,  Mar^h  20,  1883. 
[Ratifications  exchanged  at  Paris,  June  6,  1884.] 


{Official  Translation.) 

His  Majesty  the  King  of  the  Belgians,  His  Majesty  the  Em- 
peror of  BiazU,  His  Majesty  the  King  of  Spain,  the  President  of 
the  French  Republic,  the  President  of  the  Republic  of  Guatemala, 
His  Majesty  the  King  of  Italy,  His  Majesty  the  King  of  the 
Netherlands,  His  Majesty  the  King  of  Portugal  and  the  Algarves, 
the  President  of  the  Republic  of  Salvador,  His  Majesty  the 
King  of  Servia,  and  the  Federal  Council  of  the  Swiss  Confede- 
ntion, 

Being  equaUy  animated  with  the  desire  to  secure  by  mutual 
agreement^  complete  and  effectual  protection  for  the  industry 
and  commerce  of  their  respective  subjects  and  citizens,  and  to 
provide  a  guarantee  for  the  rights  of  inventors,  and  for  the  loyalty 
of  oommercial  transactions,  have  resolved  to  conclude  a  conven* 
tion  to  that  effect,  and  have  named  as  their  plenipotentiaries, 
that  is  to  say: — 

(Here  follow  tJie  appointments  of  the  pl^ipoientiaines.) 

Who,  having  communicated  to  each  other  their  respective  full 
poweiB,  found  in  good  and  due  form,  have  agreed  upon  the 
following  Articles: — 
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Article  L 

The  Governments  of  Belgium,  Brazil,  Spain,  France,  Guate- 
mala, Italy,  Holland,  Portugal,  Salvador,  Servia,  and  Switzer- 
land constitute  themselves  into  a  union  for  the  protection  of 
industrial  property. 

Article  11. 

The  subjects  or  citizens  of  each  of  the  contracting  states  shall, 
in  all  the  other  states  of  the  union,  as  regards  patents,  industrial 
designs  or  models,  trade-marks  and  trade  names,  enjoy  the 
advantages  that  their  respective  laws  now  grant,  or  shall  here- 
after grant,  to  their  own  subjects  or  citizena 

Consequently  they  shall  have  the  same  protection  as  the  latter, 
and  the  same  legal  remedy  against  any  infringement  of  their 
rights,  provided  they  observe  the  formalities  and  conditions 
imposed  on  subjects  or  citizens  by  the  internal  l^slation  of 
each  state. 

Article  III. 

Subjects  or  citizens  of  states  not  forming  part  of  the  union, 
who  are  domiciled  or  have  industrial  or  commercial  establish- 
ments in  the  territory  of  any  of  the  states  of  the  union,  shall  bo 
assimilated  to  the  subjects  or  citizens  of  the  contracting  states. 


Article  IV. 

Any  person  who  has  duly  applied  for  a  patent,  industrial 
design  or  model,  or  trade-mark  in  one  of  the  contracting  states, 
shall  enjoy,  as  regards  registration  in  the  other  states,  and 
reserving  the  rights  of  thinl  parties,  a  right  of  priority  during 
the  periods  hereinafter  stated. 

Consequently,  subsequent  registration  in  any  of  the  other 
states  of  the  union  before  expiry  of  these  periods  shall  not  be 
invalidated  through  any  acts  accomplished  in  the  interval,  either, 
for  instance,  by  another  registration,  by  publication  of  the 
invention,  or  by  the  working  of  it  by  a  third  party,  by  the  sale 
of  copies  of  the  design  or  model,  or  by  use  of  the  trade-mark. 

The  above-mentioned  terms  of  priority  shall  be  six  montlis 
for  patents,  and  three  months  for  industrial  designs  and  models 
and  trade-marks.  A  month  longer  is  allowed  for  countries 
beyond  sea. 

Article  Y, 
(Relates  only  to  patents.) 
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Article  VL 

Eveij  trade-mark  duly  registered  in  the  country  of  origin  shall 
be  admitted  for  registration,  and  protected  in  the  form  originally 
registered  in  all  the  other  countries  of  the  union. 

That  country  shall  be  deemed  the  country  of  origin  where  the 
applicant  has  his  chief  seat  of  business. 

if  this  chief  seat  of  business  is  not  situated  in  one  of  the 
countries  of  the  union,  the  country  to  vrhich  the  applicant 
belongs  shall  be  deemed  the  country  of  origin. 

R^Lstration  may  be  refused  if  the  object  for  which  it  is 
sohcited  is  considered  contrary  to  morality  or  public  order. 

Article  VIL 

The  nature  of  the  goods  on  which  the  trade-mark  is  to  be 
used  can,  in  no  case,  be  an  obstacle  to  the  registration  of  the 
trade-mark. 

Article  VIII. 

A  trade  name  shall  be  protected  in  all  the  countries  of  the 
union,  without  necessity  of  registration,  whether  it  form  part  or 
not  of  a  trade-mark. 

Article  IX. 

All  goods  illegally  bearing  a  trade-mcirk  or  trade  name  may  be 
seized  on  importation  into  those  states  of  the  union  where  this 
mark  or  name  has  a  right  to  legal  protection. 

The  seizure  shall  be  effected  at  the  request  of  either  the  proper 
public  department  or  of  the  interested  party,  pursuant  to  the 
internal  legislation  of  each  country. 

Article  X. 

The  provisions  of  the  preceding  Article  shall  apply  to  all 
goods  falsely  bearing  the  name  of  any  locality  as  indication  of 
the  place  of  origin,  when  such  indication  is  associated  with  a 
trade  name  of  a  fictitious  character  or  assumed  with  a  fraudulent 
intention. 

Any  manufacturer  of,  or  trader  in,  such  goods,  established  in 
the  locality  falsely  designated  as  the  place  of  origin,  shall  be 
deemed  an  interested  party. 

Article  XI. 

The  high  contracting  parties  agree  to  grant  temporary  protec- 
tion to  patentable  inventions,  to  industrial  designs  or  models, 
and  trade- marks,  for  articles  exhibited  at  official  or  officially 
recognized  international  exhibitions. 
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Article  XII. 

Each  of  the  high  contracting  parties  agrees  to  establish  a 
special  Government  Department  for  industrial  property,  and  a 
central  office  for  communication  to  the  public  of  patents,  indus- 
trial designs  or  models,  and  trade-marks. 

Article  XIII. 

An  international  office  shall  be  organised  under  the  name  of 
"Bureau  International  de  TUnion  pour  la  Protection  de  la 
Propri6t<^  Industrielle "  (International  Office  of  the  Vnion  for 
the  Protection  of  Industrial  Property). 

This  office,  the  expense  of  which  shall  be  defrayed  by  the 
Governments  of  all  the  contracting  states,  shall  be  placed  under 
the  high  authority  of  the  Central  Administration  of  the  Swiss 
Confederation,  and  shall  work  under  its  supervision.  Its  func- 
tions shall  be  determined  by  agreement  between  the  states  of 
the  union. 

Article  XIV. 

The  present  convention  shall  be  submitted  to  periodical 
revisions,  with  a  view  to  introducing  improvements  calculated 
to  perfect  the  system  of  the  union. 

To  this  end  conferences  shall  be  successively  held  in  one  of 
the  contracting  states  by  delegates  of  the  said  states.  The  next 
meeting  shall  take  place  in  1885  at  Rome. 

Article  XV. 

It  is  agreed  that  the  high  contracting  parties  respectively 
reserve  to  themselves  the  right  to  make  separately,  as  between 
themselves,  special  arrangements  for  the  protection  of  industrial 
property,  in  so  far  as  such  arrangements  do  not  contravene  the 
provisions  of  the  present  convention. 

Article  XVI. 

States  which  have  not  taken  part  in  the  present  convention 
shall  be  |>ermitted  to  adhere  to  it  at  their  request. 

Such  adhesion  shall  be  notified  officially  through  the  diplo- 
matic channel  to  the  Government  of  the  Swiss  Confederation, 
and  by  the  latter  to  all  the  others.  It  shall  imply  complete 
accession  to  all  the  clauses,  and  admission  to  all  the  advantages 
stipulated  by  the  present  convention. 

Article  XVII. 

The  execution  of  the  reciprocal  engagements  contained  in  the 
present  convention  is  subordinated,  in  so  far  as  necessary,  to  the 
observance  of  the  formalities  and  rules  established  by  the  consti- 
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tutional  laws  of  those  of  the  high  contractiiig  parties  who  are 
bound  to  procure  the  application  of  the  same,  which  they  engage 
to  do  with  as  little  delay  as  possible. 

Article  XVIII. 

The  present  convention  shall  come  into  operation  one  month 
after  the  exchange  of  ratifications,  and  shall  remain  in  force  for 
an  nnllniited  time,  till  the  expiry  of  one  year  from  the  date  of 
its  denunciation.  This  denunciation  shall  be  addressed  to  the 
Government  commissioned  to  receive  adhesions.  It  shall  only 
afiect  the  denouncing  state,  the  convention  remaining  in  opera- 
tion as  regards  the  other  contracting  parties. 

Article  XIX. 

The  present  convention  shall  be  ratified,  and  the  ratifications 
exchanged  in  Paris,  within  one  year  at  the  latest. 

In  witness  whereof  the  respective  plenipotentiaries  have  signed 
the  same,  and  have  affixed  thereto  their  seals. 

Dated  at  Paris  the  20th  March,  1883. 

(Signed  by  the  Plenipotetittafies.) 


IL 
Final  Protoool. 


(Official  Translation,) 

On  proceeding  to  the  signature  of  the  convention  concluded 
this  day  between  the  Governments  of  Belgiimi,  Brazil^  Spain, 
Fiance,  Guatemala,  Italy,  the  Netherlands,  Portugal,  Salvador, 
Servia,  and  Switzerland,  for  the  protection  of  industrial  pro- 
perty, the  undersigned  plenipotentiaries  have  agreed  as  follows : 

1.  The  words  "  industrial  property  "  are  to  be  understood  in 
their  broadest  sense ;  they  are  not  to  apply  simply  to  industrial 
products  properly  so  called,  but  also  to  agricultural  products 
(wines,  com,  fruits,  cattle,  &c.),  and  to  mineral  products  em- 
pk>yed  in  commerce  (mineral  waters,  &c), 

2.  (Relates  only  to  patents.) 

3.  The  last  paragraph  of  Article  II.  does  not  afifect  the  legis- 
lation of  each  of  the  contracting  states  as  regards  the  procedure 
to  be  followed  before  the  tribunals,  and  the  competence  of  those 
tribunals. 

4.  Paragraph  1  of  Article  YL  is  to  be  understood  as  meaning 
that  no  trade  mark  shall  be  excluded  from  protection  in  any 
state  of  the  union,  from  the  fact  alone  that  it  does  not  satisfy. 
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in  regard  tu  the  signa  composing  it,  the  conditions  of  the  Icgta- 
lation  of  that  state ;  provided  that  on  this  point  it  comply  with 
the  legislation  of  the  country  of  origin,  and  that  it  had  bcon 
proi>crly  registered  in  said  country  of  origin.  With  this  excejv 
tion,  which  relates  only  to  the  fomi  of  the  mark,  and  under 
reserve  of  the  provisions  of  tlie  other  turticlcs  of  the  convention, 
the  internal  legislation  of  each  state  remains  in  force. 

To  avoid  misconstruction,  it  is  agreeil  that  the  use  of  public 
armorial  bcarii^  and  decorations  mny  be  considered  aa  being 
contrary  to  public  onler  in  the  sense  of  the  last  jMragraph  of 
Article  VI. 

5.  The  organisation  of  the  s]>ccial  de[>artment  for  industrial 
property  mentioned  in  Article  XII.  shall  comprise,  so  far  as 
possible,  the  publication  in  each  state  of  a  i>eriodicftl  official 

6.  (After  providing  for  the  common  esjienscs  of  the  inter- 
national office,  continues : — ) 

The  Swiss  Govenmient  will  su^wvintond  tlic  expenses  of  the 
international  offico,  advance  the  necessary  funilsi,  and  render  an 
annual  account,  which  ivill  be  commiinicateil  to  all  the  other 
admi  nistmtions. 

The  international  office  will  centralise  information  of  every 
kind  relating  to  the  protection  of  industrial  property,  and  will 
bring  it  together  in  the  form  of  a  general  statistical  statement 
which  will  be  distributed. to  all  the  admin isiratiouB.  It  will 
interest  itself  in  all  matters  of  common  utility  to  the  union,  and 
will  edit,  with  the  help  of  the  documents  supplied  to  it  by  the 
various  administrations,  a  periodical  paper  in  the  French 
language  dealing  with  questions  regarding  the  object  of   the 

Tlie  numbers  of  this  paper,  as  well  as  all  the  documents  pub- 
lished by  the  international  office,  will  be  circulated  among  tlic 
administrations  of  the  states  of  the  union  in  tlie  proportion  of 
the  number  of  contributing  units  as  mentioned  above.  Such 
further  copies  as  may  be  desired  either  by  the  said  administra- 
tions, or  by  societies  or  private  persons  will  be  paid  for 
sejMrately. 

Tlie  international  office  shall  at  all  times  hold  itself  at  tho 
service  of  members  of  the  union,  in  order  to  supply  them  with 
any  special  information  thi;y  may  need  on  questions  relating  to 
the  international  system  of  industrial  property. 

The  administration  of  the  country  in  which  the  next  con- 
ference  is  to  be  held  will  make  preparation  for  the  transactions 
of  that  conference,  with  the   assistance   of  the  international 

The  director  of  the  international  office  will  be  present  at  tlic 
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ni^   ^J^^^^0  ^^^    ^'^1  take  part  in  the  disciis- 

E\o\\^\Ax\.m^^:=^^   0.^^,^^^^^^^  TOport  upon  his  administration  of 
UW^towso^  ^\i\Hi  ^oTomuixicated  to  all  the  members  of 

^^\^e''^e\»^A»i^S'^  oi  Wie  mtemational  office  will  be  French. 

7    TYvc  wteaccA.  ^^^  protocol,  which  shall  be  ratified  together 

with.  t\ie  cottvcwWow  concluded  this  day  shall  be  considered  as 

iorming  an  intcgtd  part  of,   and  sliall  have  the  same  force, 

validity,  and  dviTaiion  as  the  said  convention. 

In  witness  whereof  the  undersigned  plenipotentiaries  have 
dra\>Ti  up  the  present  protocol 

{SiffTied  hij  the  Plenipotentiaries.) 


III. 

AccBssiON  OP  Her  Majesty's  Government  to  the 

Convention. 

The  undersigned,  ambassador  extraordinary  and  plenipoten- 
tiary of  Her  Majesty  the  Queen  of  the  United  Kingdom  of 
Great  Britain  and  Ireland  to  the  French  Kepublic,  declares  that 
Her  Britannic  Majesty,  having  had  the  International  Convention 
for  the  Protection  of  Industrial  Property,  concluded  at  Paris  on 
the  20th  March,  1883,  and  the  protocol  relating  thereto,  signed 
on  the  same  date,  laid  before  her,  and  availing  herself  of  the 
right  reserved  by  Article  XVI.  of  that  convention  to  States  not 
))arties  to  the  original  convention,  accedes,  on  behalf  of  the 
United  Kingdom  of  Great  Britain  and  Ireland,  to  the  said 
international  convention  for  the  protection  of  industrial  pro- 
perty, and  to  the  said  protocol,  which  are  to  be  considered  as 
inserted  word  for  word  in  the  present  declaration,  and  fonnally 
engages,  as  far  as  regards  the  President  of  the  French  Republic 
and  the  other  high  contracting  parties,  to  co-operate  on  her  part 
in  the  execution  of  the  stipulations  contained  in  the  convention 
and  protocol  aforesaid. 

The  undersigned  makes  this  declaration  on  the  part  of  Her 
Britannic  Majesty  with  the  express  understanding  that  power 
is  reserved  to  Her  Britannic  Majesty  to  accede  to  the  Conven- 
tion on  behalf  of  the  Isle  of  Man  and  the  Channel  Islands,  and 
any  of  Her  Majesty's  possessions,  on  due  notice  to  that  effect 
being  given  through  Her  Majesty's  Government. 

In  witness  Avhereof  the  undersigned,  duly  authorized,   has 
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signed  the  present  declaration   of    accession,    and   has  affixed 
thereto  the  seal  of  his  arms. 

Done  at  Paris,  on  the  17th  day  of  March,  1884. 

(L.S.)        (Signed)  Lyons. 


IV. 

Declaration  of  Acceptance  of  Accession. 

(Offirial  Translatwfu) 

Her  Majesty  the  Queen  of  the  United  Kingdom  of  Great 
Britain  and  Ireland,  having  acceded  to  the  International  Con- 
vention relative  to  the  protection  of  industrial  property,  con- 
cluded at  Paris,  March  20,  1883,  together  with  a  protocol  dated 
the  same  day,  by  the  declaration  of  accession  delivered  by  Her 
Ambassador  Extraordinary  and  Plenipotentiary  to  the  Goveni- 
nicnt  of  the  French  Republic ;  the  text  of  which  declaration  is 
wonl  for  woixi  as  follows : — 

(Here  is  ineerted  tite  text  of  No,  III,  in  English  ) 

The  President  of  the  French  Republic  has  authorized  the 
undersigned,  President  of  the  Council,  Minister  for  Foreign 
Affairs,  to  fonually  accept  the  said  accession,  together  with  the 
reserves  which  are  contained  in  it  concerning  the  Isle  of  Man, 
the  Channel  Islands,  and  all  other  possessions  of  Her  Britannic 
Majesty,  engaging  as  well  in  his  own  name  as  in  that  of  the 
other  high  contracting  parties  to  assist  in  the  accomplishment  of 
the  obligations  stipulated  in  the  convention  and  the  protocol 
thereto  annexed,  which  may  concern  the  United  Kingdom  of 
Great  Britain  and  Ireland. 

In  witness  whereof  the  undersigned,  duly  authorized,  has 
drawn  up  the  present  Declaration  of  Acceptance  and  has  affixed 
thereto  his  seal. 

Done  at  Paris,  the  2nd  April,  1884. 

(L.S.)        (Signed)  Jules  Ferry. 


V. 

Order  in  Council. 

(Tlw  Patents  Act,   1883.) 

At  the  Court  at  Windsor,  the  26th  of  June,  1884.     Present, 
the  Queen's  Most  Excellent  Majesty  in  Council. 
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Whereas  by  the  provisions  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883,  it  is,  amongst  other  things,  provided : — 

That  if  Her  Majesty  is  pleased  to  make  any  arrangement  with 
the  Government  or  Governments  of  any  foreign  State  or  States  for 
mutual  protection  of  inventions,  designs,  and  trade  marks,  or 
any  of  them,  then  any  person  who  has  applied  for  protection  for 
any  invention,  design,  or  trade  mark  in  any  such  State  shall, 
subject  to  the  conditions  further  provided  and  set  forth  in  the 
said  Act,  be  entitled  to  a  patent  for  his  invention,  or  to  registra- 
tion of  his  design  or  trade  mark  (as  the  case  may  be)  under  the 
said  Act  in  priority  to  other  applicants,  and  such  patent  or. 
registration  shall  have  the  same  date  as  the  date  of  the  protec- 
tion obtained  in  such  foreign  State  : 

And  whereas  it  has  pleased  Her  Majesty  to  make  an  arrange- 
ment of  the  nature  contemplated  by  the  said  Act  by  and  in 
virtue  of  a  declaration  signed  and  sealed  by  Her  Majesty's 
Ambassador  at  Paris  on  the  17th  of  March,  1884,  duly  conveying 
the  accession  of  Great  Britain  to  the  International  Convention 
and  Protocol  for  tlie  Protection  of  Industrial  Property,  signed 
by  representatives  of  certain  powers  on  the  20th  of  March,  1883, 
and  duly  ratified  on  the  6th  of  June,  1884,  power  being  reserved 
to  Her  Majesty  to  hereafter  accede  to  the  provisions  of  the  said 
convention  and  protocol  on  behalf  of  the  Isle  of  Man,  the 
Channel  Islands,  and  any  of  Her  Majesty's  possessions,  which 
declaration  of  accession  was  duly  accepted  by  the  French  Govern- 
ment on  behalf  of  the  signatory  powers  by  and  in  virtue  of  a 
declaration  dated  the  2nd  of  April,  1884  : 

Now,  therefore,  Her  Majesty,  by  and  with  the  advice  and 
consent  of  her  Privy  Council,  and  by  virtue  of  the  authority 
committed  to  her  by  the  said  Act,  doth  declare,  and  it  is  hereby 
declared,  that  the  provisions  of  the  said  Act  hereinbefore 
specified  shall  apply  to  the  following  countries,  viz. : — Belgium, 
Brazil,  France,  Guatemala,  Italy,  Netherlands,  Portugal, 
Salvador,  Servia,  Spain,  Switzerland,  Ecuador,*  and  Tunis.* 

And  it  is  hereby  further  ordered  and  declared  that  this  order 
shall  take  efiect  from  the  7th  of  July,  1884.  C.  L.  Peel. 


Tlieee  States  acceded  to  the  Convention  and  Protocol 
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ADDENDUM. 

Since  the  book  has  been  in  print  a  new  edition  of  the  Instructions  to  Applicants 
for  Registration  has  been  issued  (see  pp.  873-883,  iit/rd). 
The  only  alterations  of  importance  are : — 

1.  Par.  5  is  cancelled,  the  official  publications  being  now  only  obtainable  at  the 

Sale  Branch  of  the  Patent  Office. 

2.  Par.  80  is  altered  by  limiting  the  refusal  of  registration  of  the  Royal  Arms, 

or  arms  resembling  them,  to  the  case  of  new  marks,  and  omitting  the  words 
"  patent,"  **  patented  "  from  the  list  of  prohibited  phrases. 

3.  Par.  31  is  altered  by  limiting  the  refusal  of  registration  of  National  Arms  or 

Flags  to  those  of  Great  Britain,  and  omitting  prize  or  exhibition  medals 
from  the  list  of  prohibited  particulars  in  new  marks. 


THE  LAW  OF  TRADE 


K7« 


CHAPTER  I. 

OENEBAL  INTRODUCTION. 


The  general  principle  upon  which  the  Courts  exercise  General  prin- 
jurisdiction  in  the  case  of  trade  marks  is,  that  "  a  manu-  m^^  Uw.  *. 
facturer  who  produces  an  article  of  merchandise  which  he 
announces  as  one  of  public  utility,  and  who  places  upon  it 
a  mark  by  which  it  is  distinguished  from  all  other  articles 
of  a  similar  kind,  with  the  intention  that  it  may  be  known 
to  be  of  his  manufacture,  becomes  the  exclusive  owner  of 
that  which  is  henceforth  called  his  trade  mark.  By  the 
law  of  this  country — and  the  like  law  prevails  in  most  other 
civilised  countries— he  obtains  a  property  in  the  mark  which 
he  so  affixes  to  his  goods.  The  property  thus  acquired  by  the 
manufacturer,  like  all  other  property,  is  under  the  protec- 
tion of  the  law,  and  for  the  invasion  of  the  right  of  the 
owner  of  such  property  the  law  affords  a  remedy  similar  in 
all  respects  to  that  by  which  the  possession  and  enjoyment 
of  all  property  is  secured  to  the  owners  '*  (a).  "  A  man  is 
not  to  sell  his  own  goods  under  the  pretence  that  they  are 
the  goods  of  another  man ;  he  cannot  be  permitted  to 
practise  such  a  deception,  nor  to  use  the  means  which 
contribute  to  that  end.  He  cannot,  therefore,  be  allowed 
to  use  names,  marks,  letters,  or  other  indicia  by  which  he 
may  induce  purchasers  to  believe  that  the  goods  which  he 

(a)  Per  Bacon,  V.-C,  in  Rantome  ▼.  Ch'aham,  51  L.  J.  Ch.  897. 

B 
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Function  of 
trade  mark. 


is  selling  are  the  manufacture  of  another  person"  (a). 
"  Supposing  the  rival  trader  to  have  obtained  celebrity  in 
his  manufacture,  he  is  entitled  to  all  the  advantages  of  that 
celebrity,  whether  resulting  from  the  greater  demand 
for  his  goods,  or  from  the  higher  price  which  the 
public  are  willing  to  give  for  them,  rather  than  for  the 
goods  of  other  manufacturers  whose  reputation  is  not  so 
high.  Where,  therefore,  a  manufacturer  has  been  in  the 
habit  of  stamping  the  goods  which  he  has  manufactured 
with  a  particular  mark  or  brand,  so  that  thereby  persons 
purchasing  goods  of  that  description  know  them  to  be  of 
his  manufacture,  no  other  manufacturer  has  a  right  to 
adopt  the  same  stamp.  By  doing  so  he  would  be  sub- 
stantially representing  the  goods  to  be  of  the  manufacture 
of  the  manufacturers  who  had  previously  adopted  the 
stamp  or  mark  in  question,  and  so  would  or  might  be 
depriving  him  of  the  profit  he  might  have  made  by  the  sale 
of  the  goods  which,  ex  hypotkesi,  the  purchaser  intended 
to  buy.  The  law  considers  this  to  be  wrong  towards  the 
person  whose  mark  is  thus  assumed,  for  which  wrong  he 
has  a  right  of  action,  or,  which  is  the  more  effectual  remedy, 
a  right  to  restrain  by  injunction  the  wrongful  use  of  the 
mark  thus  pirated  "  (6). 

The  function  of  the  trade  mark  is  to  give  the  purchaser 
a  satisfactory  assurance  -of  the  make  and  quality  of  the 
article  he  is  buying.  Thus,  it  was  said  by  Lord  Cotten- 
ham,  C  (c),  *'  take  a  piece  of  steel ;  the  mark  of  the  manu- 
facturer from  whom  it  comes  is  the  only  indication  to  the 
eye  of  the  customer  of  the  quality  of  the  article ;  so  it  is  of 


(a)  Per  Lord  Langdale,  M  K.,  in 
p€rry  v.  Tru^U,  6  Beav.  66. 

{d)  Per  Lord  Cranworth,  C,  in 
Seixo  V.  Provezende^  L.  R.  1  Ch.  192. 
And  see  per  the  United  States 
Supreme  Court  in  Canal  Co,  y. 
Clark,  18  Wall.  811;  McLean  v. 
Fleming,  96  XJ.  S.  Rep.  245,  and 
Amoakeag  Manufacturing  Co,  v. 
Trainer,  101  U.  S.  Rep.  51;   and 


per  Molesworih,  J.,  in  the  Supreme 
Court  of  Victoria  in  In  re  Brebner^ 
2  W.  ft  W.  12 ;  and  per  Levinge,  J., 
in  the  High  Court  of  Bengal,  in 
Orr-Ewing  ds  Co,  v.  Grant,  Smith  4k 
Co,,  2  Hyde  185. 

(c)  In  SpattiavBoodt  ▼.  Clarhe,  2 
Vh,  154 ;  and  see  Sohl  v.  Gnaendorf, 
1  Wils.  (Ind.)  60;  Kidd  y.Johnwm, 
100  U.  S.  Rep.  617. 
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blacking,  or  anj  other  article  of  maDufacture,  the  particular 
quality  of  which  is  not  disceraible  by  the  eye."  It  is  on  the 
&ith  of  the  mark  being  genuine,  and  representing  a  quality 
equal  to  that  which  he  has  previously  found  a  similar 
mark  to  indicate,  that  the  purchaser  makes  his  purchase. 
"That,  in  truth/'  said  James,  L.  J.  (a),  "is  the  meaning 
and  object  of  a  trade  mark.  It  indicates  this — ^that  you 
may  take  this  as  a  warranty  that  it  has  come  from  the 
particular  manufacturer  of  the  goods  with  which  you  have 
been  hitherto  pleased." 

Yet,  while  the  object  of  the  trade  mark  is  to  indicate  M«re  sute- 
quality,  a  mere  English  adjective,  or  word  in   common  quality,  no 
use  (i),  which  indicates  quality  and   nothing  more,  not  *"***  ""•'^ 
serving  to  connect  the  goods  with  any  particular  manufac- 
turer or  seller,  cannot  be  appropriated  as  a  trade  mark,  for 
no  person  can  be  permitted  to  exclude  others  from  the  use 
of  words  common  to  all,  even  in  their  application  to  goods ; 
and  without  such  exclusive  appropriation,  the  mark  is  a 
mere  statement,  offering  no  guarantee,  and  making  no  one 
responsible  for  its  correctness.     And  in  the  same  way  the 
use  of  a  mark  which  has  for  its  object  the  enabling  pur- 
chasers to  divide  into  equal  pieces  the  substance  to  which 
it  is  applied,  cannot  deprive  other  makers  of  the  right  to 
use  other  somewhat  similar  marks  with  the  same  object  (c). 

Marks,  however,  which  do  serve  to  indicate  the  produc-  Exception. 
tion  of  a  certain  manufacturer,  though  at  the  same  time 
subject  to  variation  for  the  purpose  of  denoting  different 
qualities,  are  entitled  to  protection  (d).    And  it  may  be 

(e)  DaAuman  and  Dmmmorut 
Tobacco  Co,  v.  Riiffner,  16  U.  S. 
Pat  Gaz.  559. 

(c2)  Hirtt  V.  Denham,  L.  B.  14 
£q.  542;  Hansome  v.  Graham,  51 
L.  J.  Gh.  897;  Moms  v.  Sargood, 
Dig.  636;  SoU  v.  Qei$endorf,  1 
Willi.  (Ind.)  60;  GodWot  v.  Harri$ 
(per  Danforth,  J.),  81  N.  ¥.263.  See 
Stoke»  V.  Landgraff,  17  Barb.  608; 
R  Cox,  137;  GilloU  v.  KdUe,  3 
Duer,  624;  R.  Cox,  148;  GOoUy, 

b2 


(a)  Mattam  ▼.  /.  W.  Tkorlej/'$ 
CaUU  Food  Co.,  (2)  14  Gh.  D.  748; 
and  see  Amosteag  Manufacturing 
Cb-  T.  Trainer,  101  U.  S.  Rep.  61. 

il)  BraJkam  y.  Bustard,  1  H.  &  M. 
447;  RaggrU  t.  Findfater,  L.  R. 
17  Bq.  29;  In  re  Barruwt,  5  Ch. 
D.  363;  SpoUi*wood€  ▼.  Ctarkc, 
Q,  Coop.  164 ;  GiUoU  v.  EsUrbrook, 
B.  Cox.  353;  Osgood  v.  Alle»,  1 
Hofanes  186  ;  In  re  EngU  Pencil  Co., 
10 U.S.  Pat.Gaz.eai. 
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Trade  mark 
not  always 
indicative  of 
actual  maau- 
faotorer. 


May  be  in- 
dicative of 
■elector. 


Alay  indicate 
natural  pro- 
ducts. 


observed  that  a  symbol  or  word  indicating  quality  in  one 
class  of  goods  need  not  necessarily  do  so  in  another  (a). 

The  use  of  the  trade  mark  is  not  in  all  cases  to  designate 
the  maker  of  the  substance  to  "which  it  is  attached  (6), 
though  that  is  usually  so ;  it  may  indicate  some  other  per- 
son who  has  expended  labour  on  the  article,  so  that,  as 
finished,  it  owes  some  portion  of  its  value  to  him.  Thus, 
in  a  case  in  the  Supreme  Court  of  New  York  (c)  it  was 
held  that,  where  one  person  manufactured  cotton  cloths, 
and  another  printed  them,  the  mark  was  indicative  of  the 
printer  and  not  of  the  original  manufacturer.  So  a  trade 
mark  has  been  recognised  as  indicating  the  bleacher  who 
finished  the  goods  which  another  person  had  manu- 
factured  (d);  and,  in  the  same  way,  one  may  serve  to 
denote  the  importer  (e)  or  exporter  (/)  of  manufactured 
goods. 

Again,  a  trade  mark  may  be  so  composed  as  to  indicate 
that  the  goods  have  been  examined  and  selected  by  a 
person  of  known  ability,  so  that  they  have  attributed  to 
them  such  value  as  his  approval  can  give,  and  his  reputa- 
tion depends  upon  their  corresponding  to  their  alleged 
quality.  In  such  a  case,  therefore,  the  trade  mark  belongs 
to  the  selector  and  not  to  the  manufacturer  (g). 

To  go  farther,  it  is  not  necessary  that  the  goods  to  which 
the  mark  is  affixed  should  be  manufactui*ed  goods  at  all; 
it  is  sufficient  if  the  vendora,  whase  property  the  trade 
mark  is,  have  alone  the  opportunity  of  procuring  the  article 
in  question,  so  that  the  trade  mark  indicates  accurately 


Siterbrook,  47  Barb.  466$  R.  Coz, 
840;  S  Sickels,  874:  Amotkeag 
Manufacturing  Co.  v.  Trainer,  101 
U.  S.  Rep.  61. 

(a)  In  re  Englink,  U.  S.  Pat.  Comm. 
Decia.  1870,  142;  In  re  Dick  <fr  Co., 
9  U.  S.  Pat.  Gas.  638. 

(6)  See  per  V.-C.  B.  in  Ford  v. 
Fetter,  L.  R.  7  Ch.  611. 

(c)  Amotkeag  Manufacturing  Co, 
V.  Garner^  66  Barb.  161 ;  R.  Cox, 
641.    See  Amotkeag  Manufacturing 


Co.  ▼.  Oamer  (2),  64  How.  Pr. 
298,  and  Wanuutta  Mills  v.  AlUn, 
12  Phila.  636. 

id)  In  re  Sykes,  48  L.  T.  N.  S.  626. 

(e)  OodiUot  v.  Hazard,  44  N.  Y. 
Super.  Ct.  427. 

(/)  Hofnmon  v.  Finlajf,  9  Ch.  D. 
489,  though  it  was  held  on  Appeal 
that  in  th»t  particular  instance  this 
was  not  the  case. 

(g)  Birseh  v.  /otmu,  8  Ch.  D. 
584. 
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the  source  from  which  the  article  is  derived.  This  is 
particularly  the  case  with  mineral  waters  and  similar 
productions  (a).  A  mere  name,  however,  for  a  natural 
product  which  is  available  by  all  the  world,  cannot  be 
exclusively  appropriated  by  an  individual,  who  possesses 
no  exclusive  access  to  its  source  (b). 

The  benefits  derivable  from  the  recognition  of  the  exclu-  Advantages 
sive  right  of  a  trader  to  his  trade  mark  are  apparent  from  ^J^^m^^  ^'**** 
the  consideration  that  the  "  trade  mark  is  both  a  sign  of 
the  quality  of  the  article  and  an  assurance  to  the  public 
that  it  is  the  genuine  product  of  his  manufacture.  It  thus 
often  becomes  of  great  value  to  him,  and  in  its  exclusive 
use  the  Court  will  protect  him  against  attempts  of  others 
to  pass  off  their  products  upon  the  public  as  his.  This 
protection  is  afforded,  not  only  as  a  matter  of  justice  to  him, 
but  to  prevent  imposition  upon  the  public  "  (c). 

The  protection  of  trade  marks  is,  therefore,  beneficial 
to  the  public,  since  it  enables  them  to  buy,  with  confidence 
that  they  are  getting  what  they  require;  while  at  the  same 
time  it  is  beneficial  to*  the  manufacturer,  since  it  affords 
him  the  means  of  secunDg  the  benefit  of  the  custom  which 
he  deserves  and  which  is  intended  for  him.  When  the 
owner  of  a  trade  mark  is  asserting  his  exclusive  rights, 
"monopoly  is  not  the  thing  for  which  the  one  party 
struggles  and  which  the  other  resists.  On  the  contrary, 
&ir  trading  is  all  for  the  protection  of  which  the  law  is 
invoked,  and  the  public,  as  well  as  the  manufacturer  or 


(a)  ApoUinans  Co,  v.  Norrith,  38 
L  T.  N.  S.  242;  ApolUnaris  Co,  v. 
Edwards,  Seton,  4th  ed.  237  (Apol- 
fiiuuris  Water);  Radde  v.  Norman, 
L.  R.  14  Eq.  848  (LeopoldshaU 
Kainit);  Congress  and  Empire  i^pring 
Co.  y.  high  Rock  Congress  spring 
Co.,  57  Barb.  526;  R.  Cox,  699  (Con- 
gnm  SpiJDg  Water);  Wheeler  ▼. 
JohnsUm,  8  L.  B.  Ir.  284  (Cromao 
Springs  Water);  Dunbar  v.  Cflenn, 
42  Wlac.  118  (Bethesda  Mineral 
Water);  and  see  the  coal 


Canal  Co.  v.  Clark,  18  Wall.  811; 
Braham  v.  Beachim,  7  Ch.  D.  848; 
l>avi8  v.  Tylor,  M.  R.,  April  24th, 
1879;  Lochgdly  Co.Ld.  v.  Lumphin- 
nans  Iron  Co.,  Ct.  Seas.  Cas.,  4th 
Ser.  VI.  482. 

(b)  Young  v.  Mturae,  9  Jur.  N.  S. 
822. 

(c)  Per  U.  S.  Sup.  Gt.  in  Manhat- 
tan Medicine  Co.  v.  Wood,  23  U.  S. 
Pat.  Graz.  1925;  and  see  Amoskeag 
Manufacturing  Co.  v.  Spear,  2  Sandf . 
S.  a  599. 


C) 
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Southern  v. 

JJotC€. 


Btanchard  v. 
JJUl. 


Singleton  v. 
BoUon. 


luercbaDty  are  concerned  that  infringement  of  trade  marks 
and  trade  designations  should  be  prevented  For  there  is 
a  double  wrong:  the  public  are  or  may  be  deceived,  and 
the  trader  whose  trade  mark  or  trade  designation  is 
infringed  is  or  may  be  injured"  (a).  So  advantageous  did 
the  adoption  of  a  trade  mark  speedily  prove  to  be  that, 
in  1742,  Lord  Hardwicke,  C,  said,  that  "every  particular 
trader  had  some  particular  mark  or  stamp"  (i). 

In  the  earliest  case  on  record  (c)  damages  were  given 
for  the  infringement  of  a  mark  on  cloth,  though  it  is 
not  clear  from  the  reports  whether  the  plaintiff  was 
a  ciothmaker  whose  mark  had  been  pirated,  or  a 
purchaser  who  had  been  deceived  into  buying  the  wrong 
goods. 

In  Blanchai'd  v.  Hill  (d),  however,  in  1742,  Lord 
Hardwicke  refused  to  protect  the  *'  Great  Mogul"  stamp 
on  cards,  deciding,  in  effect,  that  there  was  no  right  of 
property  in  a  trade  mark,  though  actual  fraud  might  be 
restrained  or  punished,  as  in  Southern  v.  Howe  (e).  The 
decision  seems  in  great  measure  to  have  been  founded 
upon  a  dread  of  setting  up  a  monopoly,  the  distinction 
between  a  trade  mark  and  a  patent  not  being  clearly 
present  to  his  lordship's  mind. 

In  Singleton  v.  Bolton  (/),  in  the  Court  of  King's 
Bench  (1783),  Lord  Mansfield,  C.  J.,  said  that  if  the 
defendant  had  sold  a  medicine  of  his  own  under  the 
plaintiff's  name  or  mark,  that  would  be  a  fraud  for 
which  an  action  would  lie;  but  the  name  of  an  original 
inventor  being  the  trade  mark  in  question,  evidence 
was  necessary  of  the  medicine  having  been  sold  as  if 
prepared  by  the  plaintiff,  a  distinction  being  thus  drawn 


(a)  Per  Lord  Craighill  in  Dun- 
juackie  v.  Young  A  Sona,  Ct.  Seas.  Cas. 
4th  Ser.  X.  874  ;  and  see  State  of 
Misfouri  v.  Gibba,  56  Mo.  183  ;  and 
MichceU  ▼.  WrigKt,  78  N.  Car.  810. 

(b)  manckard    v.    Hill,.  2  Atk. 


484,  485. 

(c)  Southern  v.  ffow,  Poph.  144 ; 
SCio.  471;  2RoUe28. 

(d)  Atk.  484. 
{e)  Vbi  wprd. 
{/)  3  Doug.  293. 
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between  the  transmissibility  of  a  name  and  that  of  other 
trade  marks,  which  has  since  been  removed  (a). 

In  Scotland  an  interdict  was  granted  in  1823  to  Sykes  ▼. 
restrain  the  infringement  of  a  trade  mark  (6),  but  in^^*^ 
England  it  was  for  the  first  time  perceived,  in  1824,  that 
goods  sold  with  a  pirated  mark  attached,  though  they 
might  not  deceive  an  immediate  purchaser,  yet  might 
deceive  an  ultimate  purchaser,  who  might  have  no  notice 
of  the  fraud  (c). 

This  case  marks  the  last  stage  of  development  in  the  Rcquuites  to 
law  of  trade  marks  as  recognised  at  Common  Law  (d) ;  and  «**^***«  ^ 

^  ^    ■  ^  .      .  damage*  at 

the  requisites  necessary  to  entitle  a  plaintiff  to  recover  Common  Law. 
damages  were,  in  accordance  with  the  judgment  of  Sir  T. 
Wilde,  C.  J.,  in  Rodgera  v.  Nowill  (e),  that  he  should  have 
been  accustomed  to  use  a  certain  mark  upon  goods  of  his 
manufJEUsture  to  denote  that  that  was  so,  that  that  mark 
was  known  in  the  trade  (/),  and  that  the  defendant  had 
imitated  the  mark  and  sold  goods  bearing  it,  as  and  for  the 
plaintiff's  goods,  with  intent  to  defraud  (g). 

Lord  Blackburn,  discussing  the  history  of  trade-mark  law  Lord  Black- 
in  Singer  Manuf(icturing  Co.  v.  Loog  (h),  said  that,  "  The  Manufactw^ 


original  foundation  of  the  whole  law  is  this — that  when  one,  y»^  ^'  ^• 
knowing  that  goods  are  not  made  by  a  particidar  trader,  sells 
them  as  and  for  the  goods  of  that  trader,  he  does  that  which 
mjures  that  trader.  At  first  it  was  put  upon  the  ground  that 
he  did  so  when  he  sold  inferior  goods  as  and  for  the  trader's; 
but  it  is  established,  alike  at  law  and  in  equity,  that  it  is  an 


(a)  See  Leather  OMh  Co.  y.  Atnt- 
riean  Leather  Cloth  Co.,  1  H.  ft  M. 
271 ;  4  De O.  J.  ft  S.  187 ;  11  H.L. 
C.  523,  and  other  cases. 

<&)  WiOie  ▼.  McCuOoch,  Ct  Sees. 
Cu.,  let  Ser.  II.  418. 

(e)  S9ke$  ▼.  Sy^  3  B.  ft  Cr.  541. 

id)  See  per  Sir  G.  Mellish,  L.  J^ 
in  Singer  Manvfaeturing  Co,  y. 
WUmn,  2  Ch.  D.  484-454. 

(^  5  C.  R  109.    . 

If)  Begistratioii,  proyided  the 
gw^nrriffft  with  the  goodwill  of  the 


biuinees  »  obeeryed,  is  now  equiva- 
lent to  pnblicuse  of  a  mark:  Patents 
Act,  1883,  §  75;  and  nee  Trade 
Marks  Act,  1875,  §2.  This  was  held 
to  be  so  also  in  America  nnder  the 
IT.  S.  SUtute  of  1870 :  In  re  The 
JhOe^ier  Temple Co.fV  S.  PstComm. 
Decis.  1871,  248.  And  see  §  7  of 
the  U.  S.  Act  of  1881. 

ig)  See,  however,  the  Jndicatare 
Act  of  1873,  §  25,  by  which  the 
mlee  of  Equity  prevaiL 

(A)  8  App.  Cm.  29. 
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Equity — 
AfiUinfftan  y. 


actioBable  injury  to  pass  off  goods  known  not  to  be  the 
plaintiff's  as  and  for  the  plaintiff's,  even  though  not  in- 
ferior. The  modes  in  which  goods  may  be  passed  off  as  and 
for  the  plaintiff's  vary.  The  most  usual  is  where  a  parti- 
culai*  mark  on  the  goods,  or  on  the  packages  in  which  they 
are  sold,  has  been  used  to  denote  that  they  are  made  by  a 
particular  firm  to  such  an  extent  that  it  is  understood  in 
the  market  to  bear  that  meaning.  The  law  as  to  those 
trade  marks  is  now  regulated  by  statutes,  but  before  there 
was  any  legislation  on  the  subject  it  was  well  settled  that 
when  any  one  adopted  a  mark  so  closely  resembling  the 
trade  mark  of  the  plaintiff  that  it  would  be  likely  to  be 
mistaken  for  it,  and  put  it  on  his  goods  and  sold  them, 
knowing  that,  though  the  persons  to  whom  he  sold  them 
were  well  aware  that  they  were  not  the  plaintiff's  make, 
yet  that  they  were  meant  to  be  sold  to  others  who  would  see 
only  the  trade  mark,  and  were  likely  to  be  deceived  by  its 
resemblance  to  that  of  the  plaintiff,  he  might  be  properly 
found  to  have  knowingly  and  fraudulently  sold  the  goods 
as  and  for  the  plaintiff's  goods.  And,  so  far,  there  was  no 
difference  between  law  and  equity. 

"  But  at  law  it  was  necessary  to  prove  that  an  injury  had 
been  actually  done ;  in  equity  it  was  enough  to  show  that 
the  defendant  threatened  to  do,  and  would,  if  not  pre- 
vented, do  that  injury.  But  there  is  a  further  question  on 
which  there  may  be  a  difference  between  law  and  equity." 
The  difference  to  which  allusion  is  here  made  arises  from 
the  fact  that  in  equity  the  protection  to  the  manufacturer 
and  the  public  was  carried  a  stage  farther  in  1833  by  the 
decision  of  Lord  Cottenham,C.,inifiKz7i^ony.^oa!;(a),since 


(a)  8  My.  &  Or.  888.  In  Chvt  v. 
Alepioglu,  5  Leg.  Obs.  496,  the  Vice- 
Chancellor  of  England  held  that 
**  the  plaintiff  had  acquired  by  long 
previous  usage  the  exclutive  right'* 
to  his  trade  marks,  but  the  report  is 
too  brief  to  show  whether  that  ex- 
Jtression  was   employed  in  its  full 


meaning,  ffopg  v.  Kirhy,  8  Ves. 
215  (I8U8);  and  Day  ▼.  Binning,  C. 
P.  Cooper,  489,  and  1  Leg.  Obs.  205 
(1831),  were  cases  of  fraudulent 
competition ;  and  in  Henry  y.  Pricfj 
1  Leg.  Obs.  864  (1881),  there  were 
circumstances  of  fraud. 
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which  time  it  has  not  been  necessary  to  prove  an  actual 
fraudulent  intention,  the  remedy  being  obtainable  if  the 
defendant  s  conduct  has  been  such  as  to  produce  the  effects 
of  fraud,  though  he  may,  in  &ct,  have  acted  in  perfect 
innooence. 

It  is,  however,  *'  no  part  of  the  duty  of  the  Court  to  Limito  to 
enforce  the  observance  of  the  dictates  of  morality"  (a),  and,  ^u?on."***'" 
therefore^  if  a  defendant  "  has  an  abstract  right  to  do  what 
he  has  done,  the  Court  must  permit  it,  however  opposed  to 
one's  moral  sense"  (6).  The  Court  will  not  interfere,  simply 
on  the  ground  that  there  is  a  misrepresentation,  unless  some 
right  belonging  to  the  plaintiff  has  been  interfered  with  (c). 

The  mode  of  acquiring  a  right  to  a  trade  mark  was,  from  AoauWtioo  of 
1875  to  1883,  regulated  by  the  Trade  Marks  Registration 
Acts,  1875-7  (d).  The  trade  mark  was  required  to  accord 
with  the  definition  contained  in  section  10  of  the  Act  of 
1875  (e),  and  not  to  be  obnoxious  to  the  restrictions  of 
section  6,  and  it  had  to  be  registered,  or,  if  it  had  been  used 
before  the  passing  of  the  Act,  application  must  have  been 
made  for  registration,  and  have  been  refused,  in  which  case 
a  certificate  of  refusal  could  be  obtained  from  the  regis- 
trar (/),  unsuccessful  applicants  thus  retaining  whatever 
rights  might  have  been  theirs  before  the  Act.  For  a  mark 
to  have  been  used  before  the  Act,  it  was  sufficient  for  a 
vendible  article  to  have  been  actually  in  the  market, 
bearing  the  mark  in  question ;  it  was  not  necessary  for  this 
to  have  been  the  case  for  any  length  of  time,  so  long  as 
there  was  some  user  (g). 


(«)  Per  Sir  W.  P.  Wood,  V.-C, 
io  Batty  ▼.  IfUl,  1  H.  ft  M.  264. 
And  see  Bojper^t,  Ac.,  Co.  ▼.  Cope* 
man\  <€v^,  AsaociaUan,  Limited  28 
SoL  J.  218. 

(6)  Braham  v.  Bugtardj  1  H.  ft  M. 
44Z. 

\c)  See  BiiUy  v.  Hill,  tthi  tuprd 

id)  38  ft  89  Vict.  c.  91 ;  89  ft  40 
Vict  (X  33 ;  40  ft  41  Vict  c.  87. 

(e)  Which  was  ao  restricted  M 
to  exdade  from  registration  some 


marks  previously  recognised :  Ex 
parte  St^hene,  8  Ch.  D.  659 ;  In  re 
Mitchdl  (1),  7  Ch.  D.  36.  See  Roee 
V.  Evan»,  48  L.  J.  Ch.  618. 

(/)  Section  2  of  the  Amendment 
Act,  1876. 

{g)  Per  Lord  Westbnry,  C,  in 
McAnd/rew  y.  Bnuett,  4  De  G.  J.  ft 
S.  380 ;  Wheder  v.  Johneton,  8  L. 
R.  Ir.  284 ;  In  re  Simpaon,  Daviea 
A  Bom,  M.  R.,  Jan.  12,  1881,  and 
otlier  cases. 
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to  special 
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goods. 


AKsignmeDt 
and  trans- 
mission. 


The  Trade  Marks  Acts,  1875-7,  are  now  repealed,  and 
replaced  by  the  Patents  Act,  1883  (46  &  47  Vict.  c.  57), 
which  contains  a  wider  and  more  comprehensive  definition 
of  a  trade  mark  (a),  but  is  in  other  respects  substantially 
identical,  so  far  as  concerns  the  acquisition  of  trade  marks, 
with  the  repealed  Acts  (6). 

A  trade  mark  must,  under  the  present  Act,  as  under  the 
r^peajed  Acts,  be  registered  as  belonging  to  particular 
goods  or  classes  of  goods  (c),  according  to  the  classification 
of  goods  contained  in  the  Rules,  and  trade  marks  used  before 
the  Act  of  1875  can  only  be  protected  in  respect  of  the 
same  classes  of  goods  as  those  to  which  they  have  been 
habitually  applied,  for  no  man  could  be  so  deceived  as  to 
suppose  that  he  was  buying  A.*s  linen  because  he  saw  the 
same  mark  as  A.'s  on  B.'s  iron  (d), 

A  trade  mark  is  assignable'  and  transmissible,  but  only 
in  connection  with  the  goodwill  of  the  business  concerned 
with  the  goods  or  classes  of  goods  to  which  it  relates  (e). 
A  trade  mark  cannot  exist  in  gross  and  unattached  to 
specific  articles  (/),  for,  if  that  could  be  so,  the  mark  might 
come  to  be  an  instrument  of  deception,  instead  of  a 
guarantee  of  genuineness  (g).  In  an  assignment  of  the 
business  and  goodwill,  the  tmde  mark  passes  as  a  matter 
of  course  (h),  or,  if  specially  excepted,  must  cease  to  be 
available  by  the  vendor.     On  the  death  of  a  registered 


(a)  See  §  64. 

(6)  See  §§  62—74. 

(c)  Trade  Marks  Act,  1875,  §  2; 
Patents  Act,  1888,  §  65. 

id)  Ball  V.  Barrowiy  i  Be  G. 
J.  &  S.  150;  Aingworth  v.  WcUmtUyy 
L.  B.  1  Eq.  518;  Merchant  Banking 
Co.  V.  MerchanUi'  BonJc,  9  Ch.  D. 
560;  Sociiti  Anonyme  v.  Baxterj  14 
Bl.  C.  C.  261 ;  Cclman  v.  6V?<mp,  70 
N.  Y.  573. 

(e)  Patents  Act,  1883,  §  70,  and 
see  Trade  Maiks  Act,  1875,  §  2 ; 
IlaU  V.  BarrovfSt  4  De  6.  J.  &  S. 
150 ;  and  Dixon  Crucible  Co.  v. 
Uuggenfidmy  2    Brewster,  321 ;  R. 


Cox,  559. 

(/)  McAndreto  v.  Bastett,  4  De  O. 
J.  &  S.  3f0;  Leather  Cloth  Co.  v. 
American  Leather  Cloth  Co.^  ib.  137; 
11  H.  L.  G.  523 ;  ZHxon  v.  Ouggen- 
heinit  vbi  tvprd ;  WheeUr  ▼.  /oAn- 
ston,  3  L.  R,  Ir.  284  ;  Kidd  v.  John- 
ton,  100  U.  S.  Rep.  617  ;  Weston  v. 
Ketcham  (1)  39  N.  Y.  Super.  Ct  54 ; 
S.  a  (2)  61  How.  Pr.  455. 

(*/)  Cotton  V.  GiUard,  44  L.  J.  Ch. 
90 ;  see  WUthaua  v.  Braun,  44  Md. 
303. 

(A)  Shipwright  v.  Clementt,  19  W. 
R.599. 
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proprietor,  his  legal  personal  representative  acquires  the 
title  to  the  mark.  Subsequent  registered  proprietors  stood 
in  the  same  position,  under  §  4  of  the  Trade  Marks  Act  of 
1875,  as  if  their  title  were  a  continuation  of  the  title  of 
the  first  registered  proprietor  (a).  And  it  seems  that  this 
will  still  be  so,  though  the  section  has  not  been  re-enacted 
in  the  new  Act. 

It  has   been   held  in   bankruptcy  that  a   trade  mark  Bankruptcy. 
passes  to  a  trustee  in  bankruptcy,  as  being  *' goods  and 
chattels"  within  §  15,  sub>s.  5,  of  the  Bankmptcy  Act, 
1869  (6). 

Apart  from  the  special  provisions  of  the  Patents  Act,  Trade  mark 
1883,  a  trade  mark  may  be  lost,  as  by  its  coming  to  be  ^ 
commonly  applied  to  a  special  article,  in  which  case  it 
becomes  publid  juris;  thus  "Worcestershire  sauce,*'  which     ' 
might  at  one  time  have  been  protected,  could  no  longer 
be  so  when  it  had  come  into  common  use  (c).     So,  too,  if 
a  person  abandons  a  suit  which  he  has  undertaken  to 
restrain  infringement,  he  abandons  his  exclusive  right  (d). 

When  once  a  person  has  acquired  a  right  in  a  trade  Infringement. 
mark,  any  infiringement  of  that  right  will  form  a  ground 
for  the  interference  of  the  Court  For  the  Court  to  inter- 
fere there  must  be  fraud,  for  where  there  is  no  fraud  there 
is  no  wrong  to  be  redressed  and  no  remedy  applicable. 
But  it  is  not  necessary  that  there  should  be  fraud  in  the 
sense  that  the  infringer  knowingly  and  wilfully  makes  a 
fraudulent  attempt  to  appropriate  to  himseK  the  fruits  of 
another's  reputation ;  if  he  acts  so  that  custom  intended 


(a)  And  see  WaUon  y.  Crtndey, 
8  BL  C.  C.  440 ;  R  Cox,  166. 

(6)  Ex  parte  Young  ;  Re  Lemon 
Hart  6s  Son,  Dig.  537  ;  and  see  KeUy 
V.  HuUon,  L.  R.  8  Ch.  7U8 ;  Hudson 
T.  Otiborne,  89  L.  J.  Ch.  79;  and  cases 
at  p.  93,  note  (t);  also  the  Bankraptcy 
Act,  1888,  §  44  (iii).  In  America 
it  has  been  considered  a  disputable 
question  whether  property  in  a  trade 
mark  is  the  subject  of  attachment 


or  levy  under  execution  {Hegeman 
<k  Co.  V.  ffegeman,  8  Daly  6),  or 
whether  it  will  pass  under  a  general 
assignment  (MUliken  v.  Darty  33  N. 
Y.  Sup.  Ct.  24). 

(c)  Lea  V.  Millar ^  Dig.  513  ;  and 
see  per  Sir  G.  Mellinh,  L.  J.,  in  Ford 
V.  Poeter,  L.  R.  7  Ch.  611. 

{d)  Browne  v.  Freemanf  12  W.  R. 
305. 
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Kemedies  for 
infringement. 


Fraudulent 
intention. 


for  another  is  diverted  to  himself,  and  that  the  public  buy 
and  pay  for  one  thing  while  intending  to  buy  and  pay  for 
another,  so  that  both  vendor  and  purchaser  are  injured, 
there  is  fraud,  and  the  animus  of  the  infrincrer  is  un- 
important  (a).  Even  if  the  purchaser  is  told  that  the 
goods  are  the  goods  of  the  actual  seller,  but  the  imitated 
mark  is  upon  them,  there  is  ground  for  interference,  since 
the  goods  may  be  resold  bearing  the  mark,  but  without 
the  information  necessary  to  correct  the  statement  thereby 
made  (6).  There  is  infringement  if  ordinary  purchasers, 
purchasing  with  ordinary  caution,  are  likely  to  be 
misled  (c) ;  on  the  one  hand  the  Court  will  not  strain 
its  jurisdiction  to  protect  fools  and  idiots  (d);  on  the 
other  hand,  it  will  not  require  such  minuteness  of 
imitation  as  to  deceive  persons  of  unusual  sagacity  and 
information. 

Infringement  is  criminally  punihable  under  an  indict- 
ment for  obtaining  money  by  false  pretences  (e),  or  in 
accordance  with  the  special  provisions  of  the  Merchandise 
Marks  Act,  1862  (/),  expressly  enacted  to  prevent  such 
practices.  The  Common  Law  remedy  is  by  an  action  on 
the  case  for  damages  caused  by  the  oflFender  s  fraud  (g). 
The  equitable  remedy  is  by  injunction,  together  with  an 
account,  or  damages,  if  preferred.  The  greater  suitability 
of  this  form  of  remedy  has  occasioned  the  adjudication  in 
Chancery  of  the  great  majority  of  trade-mark  cases,  and  the 
carrying  into  operation  of  the  Trade  Marks  Registration 
Acts  was  further  entrusted  to  the  Chancery  Division  (h). 

At  Common  Law,  at  all  events  until  the  Judicature 
Acts,  it  was  necessary  to  prove  knowledge  of  the  plaintiff's 
rights  and  intentional  deception  on  the  part  of  the  de- 


(a)  See  cases  collected  at  p.  153, 
note  {d). 

{b)  Syket  V.  Sykea,  3  B.  &  Or.  641 ; 
and  cases  at  pp.  145,  14  A. 

(c)  Seixo  V.  Prorezende,  L.  R. 
1  Ch.  192. 

{d)  Singer  Manufacturing  Co.  v. 


Wilson,  2  Ch.  D.  434—47 ;  Black- 
veil  V.  Wright,  73  N.  Car.  810. 

(e)  See  C  h.  6. 

(/)  25  &  26  Vict.  c.  88. 

{g)  An  injunction  may  now  fonn 
part  of  the  relief. 

[h)  Trade  marks  rule  42  of  1876. 
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fendant  (a);  to  obtain  an  injunction  in  Chancery  this  has 
not  been  required  since  MiUington  v.  Fox  (b),  in  1833.  It 
may,  however,  be  material  with  reference  to  the  extent  of 
the  relief  to  be  granted,  since  a  plaintiff  is  only  entitled  to 
an  accoant  in  respect  of  such  user  of  his  trade  mark  by 
the  defendant  as  has  been  subsequent  to  the  latter  becom- 
ing aware  of  the  prior  ownership,  or  at  least  of  the  prior 
existence  as  a  trade  mark  of  the  mark  used  by  him  (c). 
A  plaintiff  who  in  other  respects  would  be  entitled  to  PWntiff  dii- 

1..  1  ..  •    n  •  .-Lj'j  entitled  to 

obtain  a  remedy  agamst  an  infringer  may  yet  be  deprived  reUef. 
of  his  right  by  reason  of  some  fraudulent  statement  con- 
tained in  his  own  trade  mark  (d),  for  "ex  turpi  causd  rum 
oritur  actio,  and  if  the  trade  mark  contains  a  false  repre- 
sentation calculated  to  deceive  the  public,  a  man  cannot 
by  using  that  which  is  in  itself  a  fraud  obtain  any  right 
at  all  in  the  mark''  (e). 

A  mere  collateral  misrepresentation,  not  contained  in  When  not 
the  trade  mark  itself,  and  therefore  not  repeated  at  every 
transfer  of  the  article,  is  not  sufficient  to  disentitle  the 
trade  mark  to  protection  (/). 

A  particular  form  of  misstatement  which  has  proved  Unauthorized 
fatal  in  several  cases  has  been  the  insertion  or  retention  in  2^tent/''^&o. 
a  trade  mark  of  the  words  "patent"  or  "patented,''  so  as 
to  indicate  the  protection  of  an  existing  patent^  to  which 
the  article  bearing  the  trade  mark  is  not  in  fact  entitled  (g), 

"  Trade  marks  have  sometimes  been  likened  to  letters  Distinction 
patent  and  sometimes  to  copyrights,  from  both  of  which  nJSTamd     * 
they  differ  in  many  respects  "  (h),  "  There  is  this  difference  patent 
between  the  case  of  a  trade  mark  and  that  of  a  patent:  in 
the  former  case  the  article  sold  is  open  to  the  whole  world 

(a)  JRodgen  v.  NawiU,  6  C.  B.  109.  and  other  cases  in  Ch.  7,  p.  190. 

(5)  3  My.  &  Gr.  388.  («)  Per  Sir  G.  Mellish,  L.  J.,  in 

{e)  Eddttm  t.  EddMten,  1  De  G.  Fvrd  ▼.  Potter,  L.  R.  7  Ch.  611. 

J.  k  S.  185;  CaHier  v.  CaHile,  31  (/)  Ford  v.  Fotter,  vibi  iuprd. 

BeaT.   292 ;    Meet    v.   Caution,  38  Q)  See  the  cases  in  Ch.  7,  p.  195. 

Beav.  578.  (A)  Per  Lord  Blackburn,  in  John- 
id}  See  Piddmff  y.  ffow,  8  Sim.  tton  v.  Orr-Eiffing,  7  App.  Cas.  219 

477;  Perry  ▼.  5V«c^,  6  Beav.  66;  —228. 
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to  manufacture,  and  the  only  right  the  plaintiff  seeks  is 
that  of  being  able  to  say — *  Don't  sell  any  goods  under  my 
mark/  He  may  find  his  customers  fall  off  in  consequence 
of  the  defendant's  manufacture;  but  it  does  not  necessarily 
follow  that  the  plaintiff  can  claim  damages  for  every  article 
manufactured  by  the  defendant,  even  though  it  be  under 
that  mark.  On  the  other  hand,  every  sale  without  license 
of  a  patented  article  must  be  a  damage  to  the  patentee"  (a). 
In  the  case  of  a  trade  mark,  "  the  property  and  right  to 
protection  is  in  the  device  or  sjnnbol  which  is  invented  and 
adopted  to  designate  the  goods  to  be  sold,  and  not  in  the 
article  which  is  manufactured  and  sold  **  (b).  The  broad 
difference  between  a  patent  and  a  trade  mark  is,  therefore, 
that  the  public  are  prohibited  and  restrained  from  manu- 
fitcturing  any  article  protected  by  the  former,  so  long  as  the 
protection  exists,  whereas  the  public  are  at  full  liberty  to 
manufacture  an  unpatented  article  (o),  and  that  according 
to  the  identical  original  process,  and  to  say  that  they  are 
so  doing,  and  this  is  so  whether  the  original  makers  use, 
or  do  not  use,  a  trade  mark  upon  their  goods.  What  the 
subsequent  manufacturers  may  not  do  is  to  put  upon  their 
goods  the  mark  used  by  the  original  makers,  so  as  to  repre- 
sent that  such  goods  are  the  actual  goods  of  the  original 
makers,  and  not  merely  equivalent  goods  made  by  others. 
The  benefit  conferred  upon  the  public  by  the  communica- 
tion of  a  new  invention,  which  after  a  limited  period  all 


(a)  Per  Wood,  V.C.,  In  Daren- 
port  y.  Rylandi,  L.  R.  1  £q.  S02. 

(b)  Per  Monell,  C.  J.,  in  GodUlot 
▼.  Hcaard,  49  How.  Pr.  5;  and  »ee 
McLean  v.  Fuming^  96  IT.  S.  Rep. 
245 ;  and  Swift  ▼.  Petert,  11  U.  S. 
Pat  Gas.  1110. 

(c)  This  is  quite  dear  in  America 
as  well  as  in  this  country.  See 
Thornton  v.  Wincheater,  19  Pick. 
814 ;  R.  Cox.  7;  Cffeen  v.  Brunion, 
4  McLean,  516 ;  R.  Cox,  82 ;  DavU 
▼.  KendaU,  2  R.  L  566;  R.  Cox, 
112;  Comstock  v.   White,  18  How. 


Pr.  421  ;  R.  Cox,  282  ;  Phalon  ▼. 
Wright,  6  PiiiliL  464 ;  R.  Cox,  807 ; 
FaUnnburg  v.  Lucy,  86  Cal.  62 ;  R. 
Cox,  448;  Cook  v.  Starkweather,  13 
Abb.  Pr.  N.  S.  392  ;  OodWot  v. 
Hazard,  44  N.  Y.  Super.  Ct.  427  ; 
ffardp  V.  Cvtter,  8  U.  S.  Pat  Gax. 
468 ;  Frege  ▼.  Bachqf  (2),  1 4  BL  C.  C. 
432;  Manhattan  Medicine  Co,  y. 
Wood,  4  Cliff.  461.  So  also  in  Soot- 
land,  Singor  Man^acturing  Co.  v. 
KitnbaU  and  Morton,  Ct  Seas.  Caa., 
8rd  Ser.  IX  267. 
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can  nse,  is  the  congideration  in  respect  of  which  a  monopoly 
of  the  invention  is  granted  to  the  inventor  for  that  limited 
period  (a).  Any  attempt,  therefore,  to  prolong  the  term 
of  the  patent  by  means  of  a  trade  mark  will  be  dis- 
cooraged  (&). 

As  a  trade  mark  is  not  the  same  thing  as  a  patent,  so  it  Trade  mark 
18  not  the  same  as  a  copyright  (c).  The  difference  between  ^^^^ 
them  is  in  tact  so  wide  that  the  United  States  statute  of  right. 
1870,  by  which  the  registration  of  trade  marks  was  author-* 
ized  and  regulated,  was  held  to  be  unconstitutional  and 
invalid  on  the  express  ground  that  the  clause  in  the  Con- 
stitution empowering  the  Legislature  to  regulate  patents 
and  copyrights  conferred  upon  it  no  authority  to  make  a 
statute  for  the  regulation  of  trade  marks.  A  copyright, 
like  a  patent,  relates  to  the  substance  of  an  article,  but 
differs  in  that  it  has  reference  to  a  literary  instead  of  a 
material  production.  A  trade  mark  does  not  protect  the 
substance  of  the  article  to  which  it  is  attached  from  being 
imitated, .  but  it  identifies  an  article  and  indicates  the 
source  to  which  that  article  is  to  be  attributed.  Trade 
mark  not  being  copyright,  registration  of  a  trade  mark,  or, 
what  comes  to  be  much  the  same  thing,  a  title  of  a  book 
or  paper,  under  the  Copyright  Acts,  is  unnecessary  and 
useless  (d). 

Since  trade  marks  are  recognised  throughout  the  world,  Trade  marloi 
and  not  merely  in  the  manufacturer's  own  country,  as  in-  tectedT"  ^^ 
dicative  of  his  goods,  so  that  the  subjects  of  any  country 
are  liable  to  be  defrauded  by  goods  bearing  an  imitation  of 
a  foreign  trade  mark,  and  any  manufacturer  is  liable  to 


(a)  Ckeavin  v.  Walker,  6  Ch.  D. 
860— 63. 

(6)  See  per  Sir  6.  MeBuh,  Is,  J., 
in  Singer  MannfaeUiTing  Oo,  ▼.  WU' 
*m,  2  Ch.  D.  434—66. 

(c)  Farina  v.  Siiverlock,  6  De  G. 
11  &  6.  214  ;  CoUiiu  Co.  v.  Coweit, 
3  K.  &  J.  428 ;  OorrtBpondefU  Neum- 
foper  Oo.  y.  8au»den,  11  Jur.  N.  S. 
540;  Kttty  v.  ffutUm,  L.  R.  8  Ch. 


708  ;  Dich  v.  rata,  18  Ch.  D.  76 ; 
Taylor  v.  Carpenter,  H  Paige,  292  ; 
2  Sandf.  603  ;  R.  Cox,  45 ;  Wolfe  v. 
Barnett,  24  La.  Aon.  97;  13  Amer. 
Rep.  111. 

id)  M<tawea  ▼.  Ho^g,  L.  R.  2  Ch. 
807 ;  KdLy  y.  Hviton,  L.  R.  8  Ch. 
708  ;  Hirtch  v.  Jona$,  3  Oi.  D.  584; 
8o<mlU  y.  Tolamd,  6  West.  L.  J.  84. 
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suffer  by  the  forgery  of  his  marks  abroad,  the  right  of 
property  in  a  trade  mark  is  not  limited  by  territorial 
bounds  (a),  though  a  limitation  may  be  imposed  by  means 
of  an  exception  of  specified  places  by  the  assignor  of  a  trade 
mark  on  assignment  (6),  and  aliens'  marks  are  protected 
in  the  English  Court  in  precisely  the  same  manner  as  if 
they  belonged  to  British  subjects  (o).  The  same  is  the 
case  in  the  United  States  (d),  in  India  (e),  Canada  (f),  and 
elsewhere. 
Conflict  of  jf  y  direct  conflict  of  laws  has  as  yet  arisen  in  the  English 

Courts  with  respect  to  trade  marks,  though  on  some 
occasions  such  has  appeared  likely  to  be  the  case.  In 
Farina  v.  Cathery  (g)  the  question  was  raised  whether  a 
Prussian  manufacturer  could  be  restrained  in  this  country 
from  using  a  trade  mark  which  he  was  entitled  to  use  under 
Prussian  law.  It  was  held,  however,  that  the  mark  was 
not  identical  with  that  to  which  a  right  had  been  acquired 
in  Prussia.  In  Gompagnie  Laferme  v.  Hendrickx  (h)  there 
was  a  question  whether  a  German  manufacturer  could 
acquire  a  right  in  England  to  the  exclusive  use  of  a  trade 
mark  consisting  of  the  word  "  Laferme/'  a  mere  word  not 
being  allowed  in  Germany  to  constitute  a  trade  mark ;  but 
as  the  plaintiff  failed  to  satisfy  the  Court  that  he  had  been 
the  first  to  use  the  word  in  Germany,  no  decision  was 
.  given  on  the  point.  In  In  re  Farina  (2)  (i)  registration  was 
refused  to  a  German  mark  on  the  ground  of  too  great  a 
similarity  existing  between  it  and  a  previously  registered 
German  mark,  notwithstanding  that  the  German  Court  of 
Appeal,   reversing   the   decision  of  the    Court   of  First 

(a)  Derringer  v.  PlaU,  29  CaL  292;  (e)  Orr-Emig  v.  ChoonedoU  Mul- 

R.  Cox,  826.  lick.  Cor.  150. 

{h)  MankcUtan   Medicine    Co.  ▼.  (/)  Davis  y.  Kenntdy,  18  Grant 

Wood,  4  Cliff.  461.  Up.  Can.  Ch.  528. 

(c)  CoUita  Co.  ▼.  Cmoen,  8  K.  ft  J.  {g)  L.  J.  Notes  of  Casefs  1867, 

428;  and  cases  at  p.  75,  note  (a).  p.  184. 

(<i)  Taylor  v.  Carpenter,  8  Story,  (A)  Dig.  512. 

458  ;  R.  Cox,  14 ;  and  cases  at  p.  75,  (i)  27  W.  R.  456. 
note  (a). 
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Instance,  had  held  that  there  was  no  such  similarity  as  to 
prevent  the   registration  in  that  country  of  the   second 
marL     It  has  also  been  held  that  user  abroad  is  not  such 
user  aj5  will  bring  tbe  person  using  within  the  three-mark 
role  (a),  and  that  &  person  who  has  not  even  an  intention  of 
nsing  a  trade  mark:  in  England  cannot  be  a  person  aggrieved 
by  a  wrongful  entry  on  the  register  (6),  but  the  latter  deci- 
aon  was  reversed  (c).     Sections  103  and  104  of  the  Patents 
Act  provide   for   tbe  grant  of  privileges  to  foreigners  and 
colonists   in   cases   in  which  their  governments  give  pro- 
tection to  Britisb  subjects. 

Besides  cases  of  infringement  of  trade  marks  proper,  there  Caaeii  anaio. 
are  some  other  classes  of  cases  nearly  akin  to  the  former,  S^u*!!^* 
but  differing   from  them  in  some  important  particulars, 
which  yet  require  notice  in  connection  with  the  subject  of 
trade  marks,  as  where  there  is  an  unfair  competition  in 
trade  contrived,  not  by  imitation  of  trade  marks,  but  by 
other  forms  of  representation  that  one  man's  goods  are 
another's-     Such  cases  are  governed  by  substantially  iden- 
tical principles  with  those  which  regulate  the  law  of  trade 
marks,  the  decision  of  the  Ck)urt  of  Appeal  to  the  con- 
trary (d)  having  been  overruled  by  the  House  of  Lords  (e). 

In  imitations  of  trade  names,  again,  used  as  such  and  TnMle  namea. 
not  as  trade  marks  on  goods,  there  is  a  difference  from 
trade  mark  cases  proper;  there  is  a  false  representation, 
but  it  is  a  representation,  not  that  certain  goods  are  certain 
other  goods,  but  that  a  certain  establishment  is  a  certain 
other  establishment,  the  object  being  that  the  one  estab- 
lishment should  obtain  custom  intended  for  the  other. 
Such  cases  are  not  cases  of  trade  mark,  not  being  concerned 
with  marks  placed  on  vendible  articles  in  the  market  (/), 
but  still  the  Court  has  to  proceed  on  much  the  same  lines. 

(a)  In  re  Munch,  60  L.  T.  N.  S.  {d)  Singer  Manufacturing  Co,  v. 

12.  WUion,  2  Ch.  D.  484. 

(5)  In  re  Riviere  A  Co,,  49  L.  T.  (e)  S.  C.  3  App.  Cm.  876. 

N.  a  506.  (/)  McAi^rw)  f.  BaneU,  4  De  G. 

{<r)  32  W.  B.  890.  J.  &  »•  880. 
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Goodwill.  All  such  cases,  whether  of  trade  mark,  or  trade  name,  or 

other  unfair  use  of  another's  reputation,  are  concerned  with 
an  injurious  attack  upon  the  goodwill  of  a  rival  business ; 
customers  are  diverted  from  one  trader  to  another,  and 
orders  intended  for  one  find  their  way  to  the  other.  Trade 
marks  are  really  a  branch  of  the  goodwill  of  the  business 
with  which  they  are  connected,  representing  it  in  the 
market,  while  the  trade  name  over  the  shop  represents  it 
to  the  passer-by.  It  is  by  the  devolution  of  the  goodwill 
that  that  of  the  trade  marks  is  regulated  (a),  they  are  in 
fact  included  in,  and  valued  as  part  of,  the  goodwill  (b) ; 
severed  from  it  they  cannot  exist. 

(a)  §  70  of  Patents  Aot,  1883  }      the  Trade  Marks  Rules,  1876. 
and  see  Rule  86,  also  §  2  of  Trade  (6)  HaU  y.  Barrowt,  4  De  G.  J. 

Marks  Act,  1875,  and  Rule  27  of      &  S.  150. 


CHAPTER  II 

WHAT  IS  A  TRADE  MABK? 

The  first  point  which  has  to  be  considered  in  regard  to  the  whtx  U  » 
law  of  trade  marks  is,"  What  is  a  trademark  ?"  With  what  t«de  mMk? 
class  of  objects  is  this  branch  of  law  concerned  ?    On  the 
answer   to  this   question   must    necessarily  depend    the 
principles  to  be  applied  in  any  given  case. 

The  most  important  criterion  by  which  a  case  of  trade  A  true  tnda 
mark  may  be  distinguished  from  a  case  of  false  representa-  ^^^J^*J|^ 
tion  not  amountiug  to  an  infringement  of  trade  mark,  was  wtiole. 
thus  described  by  Sir  O.  Jesse],  M.  R.  (a) :  "  The  cases 
which  have  come  before  the  Courts  may,  I  think,  be  con- 
▼eniently  divided  into  two  classes.  The  first  class,  which 
is  the  most  numerous,  consists  of  cases  where  the  goods 
manufactured  are  distinguished  by  some  description  or 
device  in  some  way  or  other  affixed  to  the  article  sold.  It 
may  be  description — that  is,  it  may  consist  of  a  name 
or  names  or  a  lengthy  description  consisting  of  names 
with  superadded  words — and  that  description  may  be 
either  affixed  to,  or  impressed  upon,  the  goods  themselves 
by  means  of  a  stamp  or  an  adhesive  label,  or  it  may  be 
made  to  accompany  the  goods  by  being  impressed  or 
made  to  adhere  to  an  envelope  or  case  containing  the 
goods  (6). 

"  An  illustration  of  the  first  class  would  be  the  common 
trade  mark,  which  is  either  the  name  or  the  image  of  some 

{a)  Singer  ManufcuAuring  Co.  y.  L.  R.  Ir.  284 ;  ako  SL  Louis  Piano 

Wihtfn,  2  Ch.  D.  434—440.  Manv^actwring  Co,  v.  Merkd,  1  Mo. 

(6)  See  the  definition  bj  the  V.-C.  App.  S05. 
off  Ireland  in  Wheder  t.  Jokniton,  8 

C  2 
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known  or  unknown  thing,  actually  impressed  upon,  or 
worked  into,  the  material,  or  made  to  adhere  to  the  surface 
of  the  material,  or  it  may  be  not  what  is  commonly 
known  as  a  trade  mark,  a  distinguishing  mark  which, 
perhaps,  to  a  legal  mind  would  be  a  trade  mark,  but  some 
form  of  the  material  itself."  His  lordship  then  instanced 
a  case  recently  before  him  in  which  the  trade  mark  con- 
sisted of  certain  lines  woven  into  the  fringe  of  a  certain 
make  of  cloth  and  continued — 

"  Sometimes  you  do  not  find  anything  put  on  the 
goods  themselves,  the  reason  often  being  that  the  goods 
are  not  capable  of  it;  for  instance,  when  there  sre 
liquids,  upon  which,  of  course,  you  cannot  put  a  mark, 
and  therefore  a  mark  is  put  on  the  bottle  containing 
the  liquid,  or  on  the  cork  which  is  in  the  bottle  and 
helps  to  retain  the  liquid.  These  are  again  true  trade 
marks,  whether  affixed  in  the  shape  of  a  label  on  a  bottle 
of  liquid,  or  in  the  shape  of  a  device  on  the  cork,  or 
in  the  case  of  other  goods,  such  as  cigars,  affixed  to  the 
box  which  contains  the  cigars,  or  the  string  which  en- 
circles them,  they  are  in  some  way  or  other  attached  to 
the  goods,  and  go  along  with  the  goods  on  sale.  That  I 
call  the  first  class." 

As  to  the  second  class,  his  lordship  said  that  *'  they  are 
cases  where  the  defendant,  without  putting  any  trade 
mark  at  all  on  his  goods,  or  putting  a  trade  mark  which  is 
admittedly  different  in  substance  fi'om  the  trade  mark,  if 
any,  of  the  plaintiflF  on  the  goods,  has  represented  the  goods 
as  being  goods  manufactured  by  the  plaintiff!  Here,  again, 
the  Court  has  to  try  the  question  of  representation.  What 
the  defendant  has  said  or  has  done  must  amount  to  a 
representation  that  the  goods  to  be  sold  are  the  goods  of 
the  plaintiff",  or  that  they  are  manufactured  by  the  plaintiff*. 
What  amount  of  representation  will  be  sufficient  for  that 
purpose  must  again  depend,  of  course,  on  the  fects  of  each 
particular  case." 
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For  a  trade  mark  to  be  entitled  to  protection,  it  must  Begistntion 
&erefoTe  not  only  be  applicable,  but  be  actually  applied  to  ^bUo  um. 
a  **  vendible  article  "  (a)  in  the  market ;  the  registration, 
however,  of  a  trade  mark  under  the  Patents  Act  of  1883, 
as  under  the  Trade  Marks  Acts  of  1875-77,  is  equivalent 
to  pnblic  use  of  the  same  (6). 

Bui  it  is  not  everything  that  can  be  marked  on  goods  Noteyeiy 
that  will  constitute  a  valid  trade  mark:  a  mere  descriptive  ^be^tnde 
adjective,  for  instance^  cannot  be  appropriated  from  the  ™^^ 
rest  of  the  world  (c).     It  is  necessary,  therefore,  to  dis- 
tinguish true  trade  marks  from  other  marks,  which,  though 
affixed  to  goods,  yet  cannot  be  claimed  as  the  exclusive 
trade  marks  of  any  individual. 

In  some  American  cases  a  difficulty  has  been  raised  with  Name  and 
regard  to  a  supposed  requirement  for  a  trade  mark  to  J^JStor 
contain  an  indication  of  the  name  and  address  of  its  pro-  need  not  be 
prietor.     This   requirement,  however,  which  appears  to 
have  been  based  on  a  misconstruction  of  the  language  of 
Duer,  J.,  in  Amoskecbg  MomufacturiTig  Co.  v.  Spear  (d),  has 
in  practice  been  disregarded,  and  the  reasoning  of  the  U.  S. 
Commissioner  of  Patents,  when  admitting  the  number  "  140" 


<a)  See  per  Lord  Westbuiy,  C,  in 
MeAndrew  v.  BatteU,  4  De  G.  J.  ft 
Sw  S80;  alao  Maxwell  ▼.  Hogg,  L.  B. 
2C1I.307;  CwU  Service  Su^yAKO- 
dation  ▼.  Dean,  13  Gh.  D.  512;  In 
re  Simpton,  Davia  A  Sont,  M.  R., 
Jan.  12tb,  1S81 ;  Wheeler  v.  John- 
ston, 3  K  R.  Ir.  284;  Candee  y. 
Detrt,  54  HL  439. 

(&)  3S  ft  39  Vict.  c.  91,  §  2;  46  ft 
47  Vict  c  57,  §  75.  And  tbis  is  so 
alao  in  the  United  States.  See  In 
re  IhOchtr  Temple  Co,,  U.  S.  Pat 
Comm.  I>eci8.  1871, 248. 

{€)  Of.  Raggett  v.  PindJUUer,  L  .R. 
17  £q.  29;  Braham t.  Buttard,  1  H. 
ft  M.  447;  In  re  Brandreth,  Dig. 
626;  Ftdton  v.  Sellert,  4  Brews.  42, 
and  other  cases.  As  to  trade  marks 
oomposed  of  an  essential  particular 
with  an  addition  varied  to  indicate 
different  qualities  or  other  matters, 
and  how  such  marks  should  be  regis- 


t^ed,  see  infrd, 

{d)  2  Sandf.  S.  C.  599;  R.  Cox, 
87.  The  passage  alluded  to  runs 
thus: — "The  owner  of  an  original 
trade  mark  haa  an  undoubted  right 
to  be  protected  in  the  exclusive  use 
of  all  the  marks,  forms,  or  symbols 
that  were  appropriated  as  designat- 
ing the  true  origin  or  ownership  of 
the  article  or  fabric  to  which  they 
are  affixed ;  but  he  has  no  right  to 
an  exclusive  use  of  any  words,  letters, 
figures,  or  symbols  which  have  no 
rdation  to  the  origin  or  ownership 
of  the  goods,  but  are  only  meant  to 
indicate  their  name  or  quality.  He 
has  no  right  to  appropriate  a  sign  or 
symbol  which,  from  the  nature  of 
tifie  fact  which  it  is  used  to  signify, 
others  may  employ  with  equal  truth, 
and  therefore  have  an  equal  right  to 
employ  for  the  same  purpose.' 
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to  registration  as  a  trade  mark  for  umbrellas  (a),  seems  to 
be  conclusive.  ''  A  trade  mark/'  he  says,  "  must  be  of  such 
a  character  as,  when  attached  to  the  applicant's  goods  in 
the  market,  will  distinguish  them  as  to  origin  from  other 
goods  of  the  same  class.  To  do  this,  it  need  not  necessarily 
give  the  name  of  the  person  owning  the  said  mark,  nor 
the  place  where  the  goods  are  made  or  sold.  It  is  enough 
if  the  mark  is  of  such  a  character  as  to  indicate  to  the 
purchaser  that  all  articles  bearing  it  come  from  one  and 
the  same  sourca  The  object  a  man  has  in  view  in  adopt- 
ing a  trade  mark  is  to  secure  to  himself  the  benefits  arising 
from  the  superior  merits  of  his  goods  over  others  of  the 
same  class.  To  do  this  he  puts  upon  them  a  peculiar  mark, 
that  purchasers  may  be  able  to  distinguish  them  in  the 
market.  It  matters  not  to  him  nor  to  others  whether  the 
purchasers  know  either  his  name  or  place  of  business, 
provided  that  his  goods  have  some  mark  by  which  they 
may  be  designated  and  inquired  for."  Again,  "  If  a  trade 
mark  possesses  the  evidence  upon  its  face  that  it  is  put 
forth  or  given  out  as  a  distinguishing  mark  of  the  goods  to 
which  it  is  attached,  that  is,  distinguishing  as  to  origin, 
and  not  as  to  kind  or  quality,  it  may  have  all  the  requisites 
of  a  valid  trade  mark  without  naming  the  person  or  place 
whence  it  came  "  (6).  In  short,  if  a  trade  mark  is  properly 
distinctive,  no  further  particularity  can  be  required,  unless 
under  the  provisions  of  some  statutory  enactment. 
Non-NBtndnt  The  fact  that  an  action  to  restrain  the  use  of  a  particular 
wiraS^t^  trade  mark  has  been  successfully  defended  raises  no  pre- 
in  favour  of  sumption  that  the  defendant's  mark  is  a  valid  trade  mark 
^"^  or  capable  of  registration,  for  the  action  may  have  fieuled 

on  such  grounds  as,  e,g.,  that  the  plaintiff's  and  defendant's 
marks  were  alike  descriptive  (c). 
Definition  of        For  the  purposes  of  the  Merchandise  Marks  Act,  1862  (d), 

tnde  mark  in 

(a)  Ex  parte  Dawet  A  Fanninff,  1  Gomm.  Deds.  1871,  248. 

U.  8.  Pat.  6a«.  27.  (c)  In  re  AnderBon,  W.  N.  1884, 

(6)  Per  U.  S.  Gommiasioner  in  In  p.  75. 

re  Dutcher  Temple  Co.,  U.  S.  Pat  (d)  25  &  26  Yict  c  88,  §  1. 
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a  vwy  wide  definition  was  adopted  for  the  words  "  trade  MovhaDdife 
mark/'  a  definition  too  little  precise  to  be  of  much  practical  ^g^s.  ^^ 
Qse  outside  of  that  Act,  although  it  was  adopted  by  the 
V.-C.  of  Ireland  in  WTieeUr  v.  Johnston  (a). 

The  Trade  Marks  Registration  Act  of  1875  (6),  howeyer,  Definltioii  in 
contained  a  definition,  which  was  not  only  valuable  iR  f^j^** '^**' 
itself^  but  was  of  great  practical  importance,  qualifying,  as 
it  did,  for  registration  and  the  accompanying  advantages, 
all  marks  which  satisfied  its  requirements ;  and  this  defini- 
tion is  now  repeated,  in  a  somewhat  amplified  form,  in  the 
Patents  Act,  1883  (c). 

The  definition  in   question,  as  it  now  stands,  is  as 
follows : — 

''For  the  purposes  of  this  Act  a  trade  mark  must  consist  of 
or  contain  at  least  one  of  the  following  essential  particulars: 
(a.)  A  name  of  an  individual  or  firm  printed,  im- 
pressed, or  woven  in  some  particukr  and  distinc- 
tive manner ;  or 
(6.)  A  written  signature,  or  copy  of  a  written  sig- 
nature, of  the  individual  or  firm  applying  for 
r^istration  thereof  as  a  trade  mark ;  or 
(a)  A  distinctive  device,  mark,  brand,  heading,  label, 
ticket,  or  fancy  word  or  words  not  in  common  use. 
There  may  be  added  to  any  one  or  more  of  these  particu- 
lars any  letters,  words,  or  figures  (cQ,  or  combination  of 
letters,  words,  or  figures,  or  of  any  of  them« 

Provided  that  any  special  and  distinctive  word  or  words, 
letter,  figure,  or  combination  of  letters  or  figures,  or  of 
letters  and  figures,  used  as  a  trade  mark  before  the  13th 
day  of  August,  1875,  may  be  registered  as  a  trade  mark 
under  this  part  of  this  Act "  (e). 

(a)  8  L.  R.  Ir.  284.  245.    The  House  of  Lords  appean 

(5)  §  10.  to  have  coiuidered  that  it  was  the 

(e)  §  64.  easential  elements  that  oonstitated 

{d)  '*Flfi:nreB"  means  '^nnmerals:"  the  trade  mark,  not  the  whole  label 

Ex  parte  St^^iens,  3  Ch.  D.  659.  with  all  the  minor  and  immaterial 

(e)    And    see    the    definition    in  9dditioDBi0rr-Ewing^,  Regiatrarof 

McLean  ▼.  FUmmg,  96  U.  S.  Rep.  Trade  Marks,  4  App.  Cas.  479. 


} 
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And  by  §  74  provision  is  made  for  the  registration  of 
additions  to  registered  trade  marks. 
Effect  of  thifl  The  effect  of  this  definition  is  to  restrict  the  variety  of 
marks  now  capable  of  adoption  for  the  first  time  by  a 
manufacturer^  for  he  cannot  register  or  obtain  protection 
under  the  Act  for  a  new  mark  which  does  not  comply  with 
this  definition  by  containing  some  one  of  the  three  first 
mentioned  essential  particulars,  although  previously  to  the 
Act  it  would  have  been  perfectly  good.  "There  was 
obviously  much  more  difficulty/'  said  Lord  Blackburn  (a), 
referring  to  the  Act  of  1875,  "in  dealing  with  existing 
trade  marks,  in  which  there  was  a  vested  right  of  property, 
than  in  dealing  with  new  trade  marks,  as  to  which  no 
one  as  yet  had  a  vested  right.  According  to  the  usual 
course  of  legislation  in  this  country,  vested  rights  of  property 
are  to  be  respected,  and  not  interfered  with  farther  than  is 
necessary ;  but  as  to  rights  to  be  acquired  hereafter,  it  is 
merely  a  question  of  expediency  what  conditions  the 
Legislature  may  think  fit  to  attach  to  the  acquiring  of  those 
rights/*  The  Act  of  1883  goes  beyond  the  Act  of  1875  in 
admitting  to  registration  as  a  new  trade  mark  a  fancy 
word  or  fancy  words,  but  there  are  still  some  marks  incap- 
able of  registration  as  new  ones  which  would  have  been 
protected  before  the  Act  of  1875.  However,  a  manufacturer 
is  entitled  under  §  64  to  register  any  distinctive  mark 
used  as  such  before  the  passing  of  the  Act  of  1875,  and 
which  is  within  the  wording  of  §  64  (6),  so  obtaining 
for  it  the  benefits  of  the  Act,  or,  in  case  of  registration 
being  refused,  to  demand  a  certificate  of  such  refusal  (c), 
the  possession  of  which  will  place  him  in  a  position  to 
exercise  whatever  rights  he  may  have  had  before  and  inde- 
pendently of  the  Acts. 

(a)  Orr-Emng   y.    Registrar    of  may  be  registered  as  an  old  trade 

Trade  Marki^  4  App.  Cas.  495.  mark,  though  this  was  not  so  under 

(6)  This  is  wider  than  the  word-  the  Act  of  1875 :  In  re  Mitchell  (1), 

i^g  of  §  10  of  the  Act  of  1875,  and  7  Ch.  D.  36. 

a  single  distinotiye  letter  or  figure  (c)  Patents  Act,  1888,  §  77. 
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In  accordance  with  the  above  definition,  the  first  species  ^^^  <!^»»  o^ 
of  trade  marks  consists  of  a  name  of  an  individual  or  firm,  _a  name. 
printed,  impressed,  or  woven  in  some  particular  and  dis- 
tinctive manner,  to  which   essential  particular  may   he 
added   any   letters,  words,  or  figures,  or  combination  of 
letters,  words,  or  figures,  or  of  any  of  them. 

There  is  between  a  name  of  an  individual  or  firm  used  How  names 
as  a  trade  mark,  and  a  fancy  name  or  arbitrary  symbol  other  trade 
used  for  the  same  purpose,  a  broad  distinction,  which  was  ^"^^ 
early  perceived,  and  which  caused  some  difficulty  in  the 
universal  acceptance  of  a  name  as  an  efficacious  trade 
mark.     This  difference  is  that  a  name  is  in  its  very  nature 
generic,  and  is  properly  applied  to  designate,  not  one  in- 
dividual in  the  world,  but,  it  may  be,  many  thousands,  to 
all  of  whom  it  is  equally  appropriate.     The  addition  of  the 
Christian  to  the  surname  does,  indeed,  diminish  the  number 
of  persons  to  whom  the  appellation   belongs;   but  the 
Christian  name  is  commonly  abbreviated  to  an   initial 
letter,  and,  in  any  case,  the  surname  is  the  important  part 
of  the  name,  beyond  which  many  persons  do  not  care  to 
investigate. 

The  impossibility  of  a  single  manufacturer  being  allowed  Sj*°JSht  "*^^ 
to  arrogate  to  himself  the  exclusive  use  of  a  name  which  name  rued  as 
he  shares  in  common  with  many  other  persons  is  apparent;  ^^^eoT^ 
and  from  this  circumstance  the  rule  was  deduced  that,  plete. 
while,   as  against   persons   bearing   a  different  name,  a 
manufacturer's  right  in  his  name  trade  mark  is  absolute 
and  exclusive,  as  against  persons  bearing  the  same  name 
no  such  exclusive  right  can  be  set  up  (a).    Thus  in  Dence 


(a)  Bftrgetiv.BurgetitZ'DeG.M. 
&  G.  896,  and  irrfrd,  p.  27;  Faber  ▼. 
Faber,  49  Barb.  857  ;  B.  Cox,  401  ; 
Mened^  y.  Mentdy,  17  Sickels,  427. 
See  Howe  v.  Howe  Machine  Co.,  50 
Barb.  236 ;  B.  Cox,  421  ;  Lazenby 
V.  White  (1),  41  Lu  J.  Ch.  354; 
Matmm  v.  Tkcnity't  Cattle  Food  Co, 
(1),  6  Ch.  D.  574 ;  McLean  v.  Flemr 
wg,  9d  U.  S  Bep.  245  ;  Bmninger 


V.  Watae$y  28  How.  Pr.  206 ;  GU- 
man  ▼.  HunneweU,  122  Mase.  139; 
Prince  MetaUie  Faint  Co.  v.  Carbon 
Metallic  Paint  Co.,  Dig.  573  ;  Hdm^ 
hold  V,  Helmbold  Mant^acturing  Co., 
53  How.  Pr.  453;  Atkins  v.  Piper, 
15  Grant  Up.  Can.  Ch.  581 ;  Decker 
V.  Decker,  52  How.  Pr.  218  ;  Hardy 
V.  CtOter,  8  U.  S.  Pat.  Gaz.  468 ; 
In  re  Consolidated  Fruit  Jar  Co.,  14 
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V.  Mason  (a),  Malins,  V.-C,  held  that  during  the  continu- 
ance of  the  partnerahip  between  two  persons  named  Mason 
and  Brand  they  could  not  be  prevented  from  using  the 
latter  8  name  in  their  business,  notwithstanding  that  it  was 
well  known  in  connection  with  a  similar  old-established 
business;  and  the  Court  of  Appeal  held  (6)  that  the  same 
would  be  the  case  if  a  new  bond  fide  partnership  should  be 
formed.  This  rule  must^  howeyer^  be  qualified  by  the 
statement  that  where  a  person  uses  his  own  name  for  the 
pforpose  of  fraud,  and  satisfactory  evidence  of  fraudulent 
intention  can  be  produced,  such  unfair  conduct  will  be 
restrained,  even  though  the  free  use  of  the  man's  own 
name  may  be  thereby  hindered  (c).  And  the  Criminal 
Law  also  admits  of  the  punishment  of  such  fraudulent  user 
of  a  man's  own  name  (cZ). 
Statements  on  A  valuable  statement  of  the  law  was  made  by  Lord 
^"^  Graighill  in  the  Scottish  Court  of  Session,  in  Dunnachie 
V.  Young  <b  Sons  (e\  in  which  he  said  : — "  The  name  of  a 
person  may  be  a  trade  mark ;  there  may  be  other  manu* 
facturers  of  goods  of  the  same  description,  and  the  latter 
are  not  precluded  from  placing  their  own  names  on  their 
goods  by  reason  of  the  fact  that  this  name  has  already 
become  the  trade  mark  of  another  manufacturer.  The 
only  condition  they  must  fulfil  is  that  the  name  as  used  by 
them  shall  be  accompanied  with  something  which  shall  be 


17.  S.  Pat  Gas.  269;  ManhaU  ▼. 
Pinkham,  52  Wiao.  572.  And  in 
the  same  way  it  seema  that  a  manu- 
facturer may  put  hia  addroBS,  the 
name  of  hia  mill,  on  his  goods, 
though  it  may  resemble  the  address 
on  another  man's  goods  :  CamUchiel 
T.  Latimer,  11  R.  L  895. 

(a)  Dig.  584. 

(6)  41  L.  T.  N.  S.  578. 

le)  HdUoway  v.  HoUovfdy,  18 
Beav.  209,  and  infrii\  Rodgen  ▼. 
NowiU,  6  Hare,  825 ;  5  C.  B.  109 ; 
TayUyr  ▼.  Taylor,  28  L.  J.  Ch.  255  ; 
Jamei  ▼.  JamM,  L.  R.  18  £q.  421  ; 
Fuilwood  V.  Ffdlvfood,  W.  N.  1878, 
pp.  98-185 ;  FuUwood  ▼.  FuUwood  (2), 


9  Ch.  D.  176  ;  Manam  v.  Thoriey^t 
CatOe  Food  Co.  (2),  14  Ch.  D.  748 ; 
PvUar  ▼.  PuOar,  Fit,  J.,  April  9th, 
1888 ;  OiUiM  ▼.  HaU,  R.  Coz,  596 ; 
SUmebraJcer  v.  StonebraheTf  83  Mary- 
land, 252;  McLean  v.  Fleming,  96 
17.  S.  Rep.  245  ;  Devlin  v.  DevHn, 
69  N.  Y.  212 ;  Wilder  t.  Wilder, 
Dig.  872 ;  Peltz  v.  Eichde,  62  Mo. 
171 ;  Fogere  v.  Taintor,  97  Mass. 
291 ;  In  re  ConBoUdated  FruU  Jar 
Co,,  14  U.  S.  Pat  Gas.  269  ;  Shaver 
V.  Shaver,  52  Iowa,  208;  India  Fvlh 
ber  Comb  Co,  v.  Rubber  Comb  d:  Jew- 
dry  Co.,  45  N.  T.  Super.  Ct  258. 

id)  R,  V.  Dundae,  6  Coz,  880. 

(f)  Ct  Seas.  Cas.  4th  Ser.  X.  874. 
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a  distinction,  if  the  bare  name  would  lead  to  the  deception  of 
the  public  and  the  injury  of  the  trader  on  whose  goods  the 
name  first  appeared  as  a  trade  mark."  And  in  the  New 
York  case  of  England  v.  The  New  York  Publishing  Co.  (a), 
Daly,  C.  J.,  said : — "  The  fact  that  a  man  has  used  his  o¥ni 
nune  to  designate  the  article  he  produces,  and  that  the 
name  has  become  valuable  to  him  through  the  article 
becoming  extensively  koown,  gives  him  no  right  to  ex- 
dnde  any  other  man  of  the  same  name  from  affixing  his 
name  upon  the  same  kind  of  article,  if  he  manufactures  iL 
The  test  is  whether  he  uses  the  name  honestly  and  fairly 
in  the  ordinary  prosecution  of  his  business,  or  dishonestly, 
to  palm  ofiF  his  own  commodity  as  the  production  of 
another." 

In  HoUoway  v.  HoUoway  (6),  the  defendant,  Henry  HcUoway  r. 
Holloway,  sold  pills  and   ointment  in  packets  and  pots,  ^' 

similar  to  those  in  which  his  brother,  the  plaintiff,  Thos. 
Holloway,  sold  his,  and  the  defendant  also  affixed  to  his 
packets  and  pots  similar  labels  and  wrappers,  but  with 
**  H.  Holloway,"  instead  of  simply  "  Holloway."  Thomas 
Holloway  having  filed  a  bill  for  an  injunction.  Lord 
Langdale,  M.  R.,  granted  the  injunction,  saying,  on  the 
evidence,  that  it  was  as  clear  and  as  plainly  avowed  a 
fraud  as  he  ever  knew.  He,  however,  expressly  stated 
that  ''the  defendant's  name  being  Holloway,  he  had  a 
light  to  constitute  himself  a  vendor  of  Holloway's  pills 
and  ointment,"  and  that  he,  the  M.  R.,  "  did  not  intend  to 
say  anything  tending  to  abridge  such  right;"  the  defendant 
had,  nevertheless,  no  right  to  do  so  with  such  additions  to 
his  own  name  as  to  deceive  the  public  and  make  them  be- 
lieve that  he  was  selling  the  plaintiff's  pills  and  ointment. 

The    case  of  Burgess  v.   Burgess  (c)  was    somewhat  Bwrgm  ▼. 
similar.     There  the  plaintiff's  father,  to  whose  business  the    **'^*^ 
plaintiff  had  succeeded,  had  invented  "Burgess'  Essence 

(a)  8  Daly,  376.  (c)  3  De  G.  M.  &  G.  896. 

(6)  13  BeftT.  209. 
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of  Anchovies."  He  employed  his  two  sons  as  his 
assistants,  and  the  business  was  conducted  by  him  and 
them  at  107,  Strand.  After  a  time  one  of  the  sons,  W.  H. 
Burgess,  took  a  house  in  King  William  Street,  and  setting 
up  for  himself,  put  on  his  shop  front,  "  W.  H.  Burgess, 
late  of  107,  Strand."  He  also  headed  his  labels, ''  36,  King 
William  Street,  City,  London  (Royal  Arms),  late  of  107, 
Strand,  Burgess'  Essence  of  Anchovies ;"  plaintiff's  labels 
being  headed, "  107  (Royal  Arms),Strand,comer  of  the  Savoy 
Steps,  John  Burgess  and  Son,  Original  and  Superior  Essence 
of  Anchovies."  Sir  R.  T.  Kindersley,  V.-C,  granted  an 
injunction  as  to  "  late  of  107,  Strand,"  and  the  continuance 
on  the  sides  of  the  defendant's  shop  door  of  a  plate  with 
the  words  "Burgess'  Fish  Sauce  Warehouse,  late  of  107, 
Strand ;"  but  the  part  of  the  motion  which  referred  to  the 
use  of  the  words  "  Burgess'  Essence  of  Anchovies "  being 
refused,  the  plaintiff  appealed,  and  the  Lords  Justices  then 
distinctly  refused  to  deny  a  man  the  use  of  his  own  name. 
Sir  J,  L.  Knight-Bruce,  L.  J.,  said,  "  All  the  Queen's  sub- 
jects have  a  right  to  sell  their  articles  in  their  own  names, 
and  not  the  less  so  that  they  bear  the  same  name  as  their 
fathers  (a).  The  defendant  carries  on  business  in  his  own 
name,  and  sells  his  essence  of  anchovies  as  'Burgess' 
Essence  of  Anchovies,*  which,  in  truth,  it  is ;"  and  Sir  G. 
Turner,  L.  J.,  added  that,  "  where  a  person  was  selling  goods 
under  a  particular  name,  and  another  person,  not  having 
that  name,  was  using  it,  it  might  be  presumed  that  he 
so  used  it  to  represent  the  goods  sold  by  himself  as  the 
goods  of  the  person  whose  name  he  used  (6) ;  but  that 
where  the  defendant  sold  goods  under  his  own  name,  and 

(a)  And  see    Hardy    t.    Cutter,  name  with  the  father,  by  the  father's 

8  U.  S.  Pat.  Gaz.  468.    However,  desire,  the  latter  cannot  afterwards 

a  son  has  no  right  to  deceive  the  pub-  interfere  with  the  honest  nse  of  the 

lie  by  using  his  father's  new  name,  fictitious  name  by  the  son  :  England 

after  the  father  has  assumed  a  dif •  v.  New  York  Publiahing  Co.,  8  Daly, 

ferent  name  from  that  to  which  the  875. 

son  is  entitled  :  Gouraud  v.  Trust,  (6)  See  Perks  y.  HaUACo,,  W.N. 

10  N.  Y.  Sup.  Ct.  627  ;  but  if  the  1881,  p.  111. 
son  has  assumed  the  same  fictitious 
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it  did  happen  that  the  plaintiff  had  the  same  name,  it 
did  not  follow  that  the  defendant  was  selling  his  goods  as 
the  goods  of  the  plaintiff"  (a) ;  if,  however,  a  fraudulent 
intention  had  heen  proved,  both  judges  agreed  that  the 
case  would  have  been  different. 

The  fact  that  according  to  these  cases  a  man  might  with  Aingworih  v. 
impunity,  in  the  absence  of  proof  of  actual  fraud,  sell  the 
same  goods  as  another,  under  the  same  name,  provided 
that  his  own  name  was  the  same  as  that  of  the  rival 
manufacturer,  who  had  been  in  the  habit  of  using  his 
name  as  his  trade  mark,  not  unnaturally  produced  doubts 
whether  a  trade  mark  which  was  not  capable  of  protection 
against  infringement  in  all  cases  could  rightly  be  termed 
a  trade  mark  at  all ;  9»nd  in  Ainsworth  v.  Walmaley  (b), 
where  the  defendant  had  affixed  to  thread  not  of  the 
plaintiff's  make  labels  with  the  words,  '' Ainsworth's 
Thread,"  it  was  argued  that  such  a  case  was  no  case  of 
trade  mark,  and  that,  this  being  so,  it  became  necessary 
for  the  plaintiff  to  prove  the  scienter  on  the  part  of  the 
defendant.  Sir  W.  P.  Wood,  V.-C,  however,  declined  to 
adopt  that  argument,  and  intimated  that  in  his  opinion  a 
man's  name  was  '*  as  strong  an  instance  of  trade  mark  as 
could  be  suggested,"  adding  that  it  was  subject  "  only  to 
this  inconvenience — that  if  a  Mr.  Jones  or  a  Mr.  Brown 
relied  on  his  name,  he  might  find  it  a  very  inadequate 
security,  because  there  might  be  several  other  manufac- 
turers of  the  same  name." 

The  decision  in  this  case  finally  established  the  principle  A  name  may 
that  the  name  of  an  individual  or  firm  duly  appended  to  t^de  mark. 
the  vendible  article  is  a  valid  trade  mark  (c),  subject  to 
the  inconvenience  mentioned  above. 

(a)  In  3f(U9am  ▼.  /.  W,  Thorlet/*t  lated  to  mislead. 
Cattle  Pood  Co,  (2),  14  Oh.  D.  74S,  {b)  L.  R.  1  £q.  518. 

James,  L.  J.,  expreswd  the  opinion  {c)  See  per  Lord  Kingsdowny  in 

that  the  language  of  Tomer,  L.  .1.  Leather  Cloth  Co.  v.  American  Lect' 

to    be    preferred  to    that   of  ther  Cloth  Co,.,   11  H.   L.  C.  523, 


Knight-Bmce,  L.  J.,  the  terms  used      where  he  treats  a  name  as  a  good 
\jy  the  latter  being  somevrhat  calcu-       trade  mark. 
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A  name  now 
first  used  asi 
trade  mark 
mnat  be  in  a 
distinctiYe 
form. 


The  name 
need  not  be 
that  of  the 
actual  manu- 
lactnxer. 


That  inconvenience  has  now  been  removed  as  to  new 
marks  by  the  requirement  for  the  name  claimed  as  a  trade 
mark  to  be  "  printed,  impressed,  or  woven  in  some  par- 
ticular and  distinctive  manner  "  (a).  For  the  future,  a  new 
trade  mark  consisting  of  a  name  will  be  available  against  all 
the  world,  without  exception,  for  with  the  mere  collocation 
of  letters  there  is  to  be  combined  some  further  element,  in 
respect  of  colour,  pattern,  or  some  other  such  differentia, 
which  shall  effectuaUy  distinguish  the  trade  mark  from 
even  a  similar  succession  of  letters  from  which  that 
further  characteristic  shall  be  absent  (6).  The  effect  of 
this  provision  is  to  render  necessary  for  the  future  a  pre- 
caution which  many  manufacturers  have  already  volun- 
tarily adopted,  and  the  employment  of  a  mode  of  printing, 
the  imitation  of  which  would  furnish  an  almost  irrefutable 
presumption  of  fraud,  may  be  instanced  from  Stephens  v. 
Peel  (c),  before  Sir  W.  P.  Wood,  V.-C,  in  which  case  the 
labels  on  the  bottles  containing  the  plaintiff's  ink  were 
printed  in  letters  which  are  described  as  being  in  part 
white  on  a  red  ground,  in  part  white  on  a  blue  ground, 
and  in  part  blue  on  a  white  ground. 

There  is  no  provision  in  the  Act  which  requires  that  the 
name  selected  as  the  trade  mark  shall  be  the  name  of  the 
individual  or  firm  by  whom  the  goods  to  which  the  trade 
mark  is  to  be  attached  are  actually  manufisM^tured.  Neither 
was  this  the  case  before  the  passing  of  the  Act  In  many 
instances,  it  \a  true,  the  name  was  that  of  the  actual  manu* 


(a)  Patents  Act,  1888,  §  64 ; 
Trade  Marks  Act,  1875,  §  10. 

(6)  See  per  Jessel,  MM.,  in  In  re 
Honburgh  d:  Co.,  58  L.  J.  Oh.  287. 
In  tiie  same  way,  the  United  States 
Statute  uf  1870,  §  79,  provided  that 
the  Corominioner  of  Patents  shoold 
not  reoeive  and  record  any  propooed 
trade  mark  which  was  merely  the 
name  of  a  person,  firm,  or  oorpora- 
tion  only,  unacoompanied  by  a  mark 
sufficient  to  distinguish  it  from  the 


same  name  where  used  by  other 
persons.  And  the  Statute  of  1881, 
now  in  foroe,  proyides  by  §  8,  that 
"no  alleged  trade  mark  shall  be 
registered  which  is  merely  the  name 
of  the  applicant."  See  the  decisions 
in  In  re  India  Hubber  Comb  Co., 
8  U.  S.  Pat.  Gaz.  905,  and  In  re 
Rowe  A  Pott,  9  U.  S.  Pat  Gas.  496, 
under  the  Act  of  1870,  and  other 
cases  noted  against  the  Act 
(c)  16  L.  T.  N.  S.  145. 
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facturer ;  thus,  the  words  "  Ainsworth's  Thread "  (a)  and 
"  Taylor's  Persian  Thread  "  (6)  were  used  as  trade  marks 
on  thread  produced  by  those  makers,  "  Ramsay  "  was  used 
on  bricks  by  G.  IL  Samsay  (c),  Thomas  Holloway  placed 
"Holloway's  PiUs"  and  "Holloway's  Ointment"  on  his 
boxes  and  pots  (d),  and  so  in  many  cases  more  (e). 

But  where  a  name  has  once  become  a  trade  mark,  by  ^  "•"•^^ 
registration,  or,  if  used  before  the  passing  of  the  Trade  mark  may 
Marks  Registration  Act  of  1875,  by  actual  user  on  aPJJJ!!?'**** 
vendible  article  (/),  since  followed  by  registration  or  the 
procurement  of  a  certificate  of  refusal  to  register,  it  is 
assignable  (gr), subject  to  a  connection  with  the  goodwill  of 
the  business  {k),  and  may  easily  pass  to  and  become  the 
property  of  a  person  or  firm  whose  own  name  is  widely 
different  Thus,  the  trade  mark  "  William  Ash  "  in  Bury 
V.  Bedford  (i),  "1847,  Rogers  Bros.  A.  1,"  in  Meriden 
Britannia  Co.  v.  Parker  (*),  "  Thorley's  Cattle  Food  "  in 
Massam  v.  J,  W.  TJuyrZej/a  Cattle  Food  Co.  (2)  (Z),  « D. 
Simmons"  in  Weed  v.  Peterson  (m),  "Pepper's  Signal 
Oil "  in  Weston  v.  Ketcham  (1),  (2)  (n),  "  Dr.  C.  McLane's 
Pills  **  in  McLean  v.  Fleming  (o),  "  Smith,  Snyder  &  Co." 
in  Young  v.  Jones  Bros.  &  Co,  {p\  "  Cakes'  Candies  *'  in 
Probasco  v.  Bouyon  (g).     But  it  is  a  fraudulent  act  to  pur- 


(a)  Aintworth  ▼.  Wabn^ejf,  L.  R. 
1  Bq.  51S. 

(6)  Taylor  t.  Taylor,  23  L.  J. 
Cb.  255. 

{c)  Diaetm  ▼.  FawcuM,  3  EIL  &  EU. 

637. 

{d\  ffolloway  v.  HoUcway,  18 
Beav.  209. 

ie)  Burgen  ▼.  Burffoi,  3  De 
G.  U.  &  G.  896 ;  Wedgwood  ▼. 
Smith,  Dig.  9d ;  ColUfU  Co.  r. 
BrowH^  3  K  &  J.  428  ;  8tephen$ 
T.    Fed,    16    L.    T.    N.    S.    145, 


(/)  MeAndrew  ▼.  BanOi,  4  De  G. 
J.  ft  S.  830. 

{fl)  ffall  V.  Barrovfg,  4  De  G.  J. 
ft  &  150;  The  Leather  Cloth  Com- 
pania*  aue,  1  H.  ft  M.  271  (V.  C. 


Wood),  and  11  H.  L.  C.  523  (Lords 
Granwozih  andKingffdowD);  Jtogen 
y.  Taintor,  96  Mms.  291;  Emerwon 
7.  Badger,  101  Mass.  32. 

(A)  Trade  Marks  Registration 
Act,  1375,  §  2.  Patents  Act,  1833, 
§70. 

(t)  82  L.  J.  Ch.  741,  and  4  De  G. 
J.  ft  S.  852. 

{k)  39  Conn.  450;  12  Amer.  Rep. 
401. 

(/)  14  Ch.  D.  748. 

(m)  12  Abb.  Pr.  N.  S.  178. 

(m)  39  N.  T.  Super.  Ct  54 ;  51 
tLow.  Pr.  455. 

(o)  96  U.  S.  Rep.  245. 

(p)  3  Hoghes,  274. 

iq)  1  Ma  App.  241. 
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XamoB  of 
fancy  per- 
sonages. 


Name  8ome> 
times  used 
alone. 


chase  the  right  to  use  the  name  of  a  small  maker  because 
it  happens  to  be  identical  with  that  of  a  maker  of  reputa- 
tion (a). 

Among  trade  marks  used  before  the  passing  of  the 
Trade  Marks  Act  of  1875,  instances  are  not  unusual  of 
marks  consisting  of  a  name  which  neither  is  nor  ever  has 
been  borne  by  the  present  or  any  past  manufacturer,  but 
which  either  belongs  to  some  person  who  actually  exists 
or  has  existed,  or  to  some  imaginary  or  symbolical  person- 
age, or  character  from  a  book.  Thus,  the  names  "  Victoria," 
**  Albert,"  &c.,  are  very  commonly  used  on  a  great  variety 
of  articles;  thus  "Bismarck"  denoted  paper  collars  (6), 
and  "Roger  Williams"  long  cloth  (c),  "Dave  Jones" 
whiskey  (d),  "Lone  Jack"  tobacco  («)  ;  so  too  " Britannia," 
"Dolly  Varden,"&c.  All  such  names,  whether  of  real  or  ficti- 
tious characters,  will  properly  be  classed  with  fancy  names. 

In  some  cases  the  name  constituting  the  trade  mark  is 
used  alone,  as  "Wilkie"  in  Wilkie  v.  McCuUoch  (J), 
"  Dent "  in  DeTit  v.  Tuiyin  (g),  "  Ramsay  "  in  Dixon  v. 
Fawcus  {h),  *'Howe"  in  Howe  v.  Howe  Machine  Co.  (i), 
"  Wedgwood  "  in  Wedgwood  v.  Smith  (k),  "  Derringer  "  in 
Bemnger  v.  Plate  (?),  "  Jules  Jurgensen  "  in  Jurgenaen 
v.  Alexander  (m),  "  A.  W.  Faber  "  in  Faber  v.  FaJ}er  {n).  - 


(o)  Perhs  ▼.  Hatt  A  Co.  W.  N. 
1881,  p.  111. 

(6)  Mfsterofe  v.  Tynhergy  4  Abb. 
Pr.  N.  S.  410  ;  R  Ck)x,  479.  In 
the  U.  S.  Patent  Office  it  has  been 
held  that  one  man  may  register  as 
hifl  trade  ma^k  another  man's  name 
with  the  latter's  written  consent: 
Ex  parte  Sullivan  A  Burhe^  16 
U.  S.  Pat.  Gaz.  766;  Ex  patU  Pace, 
TaUxjtt  A  Co.,  yh.  909. 

(c)  Barrows  v.  Knight,  6  R.  I. 
484;  R  Cox,  238. 

{d)  Kidd  A  Co.  v.  MUU,  Johnton 
d:  Co.,  6  U.  a.  Pat  Gaz.  387. 

(e)  CarroU  \.  Ertheiler,  21  Alb.  L. 
J.  503. 

{f}  Ct  Sess.  Gas.  Ist  Ser.  II.  418. 

ig)  2  J.  &  H.  139. 


ih)  8  EU.  ft  EU.  587. 

(i)  60  Barb.  286;  R  Cox,  421. 

{k)  Dig.  96. 

(0  29  Cal.  292;  R  Cox,  824. 

{m)  24  How.  Px-.  269;  R  Cox, 
298 

(n)  49  BarK  867;  R  Cox,  401. 
And  see  Eichards  v.  WiUiafMon, 
80  L.  T.  N.  8.  746;  Ftdlwood  v. 
FvUwood,  W.  N.  1878.  pp.  98—185; 
Tmgt  V.  Ward,  21  L.  T.  N.  S.  480; 
Ftdlwood  V.  Fullwood  (2),  9  Ch.  D. 
176;  Bowman  v.  Floyd,  86  Mass. 
76;  Rogers  v.  Tainiar,  97  Mass. 
291;  Emerson  t.  Badger,  101  Mass. 
82;  Sohier  v.  Johnson,  111  Mass. 
238;  Sherwood  v.  Andrews,  8  Am. 
L.  Reg.  N.  S.  688;  In  re  India 
Rubber  Comb  Co.,  8  U.  S.  Pat.  Gaz. 
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In  other  cases  the  name  is  used  in  combination  with  Sonretimea 
other  letters,  words,  or  figures,  or  combinations  of  letters,  tions. 
words,  or  figures ;  and  the  name  of  an  inventor,  discoverer, 
manufacturer,  &c.,  "may  make  words  distinctive  which, 
without  the  name,  would  not  be  so"  (a).  Thus  "Chubb's 
Patent-Lock  Fire-proof  Safe  "  (6),  "  Collins  &  Co.  Hartford 
Cast  Steel,  Warranted  "  (c),  "  Taylor's  Persian  Thread  "  {d), 
•'Stephens'  Blue  Black  Writing  Fluid"  (e),  "Thorley's 
Cattle  Food "  (/),  "  Coe's  Super-phosphate  of  Lime "  {g\ 
"  Wolfe's  Aromatic  Schiedam  Schnapps "  (A),  "  Mrs. 
Winslow's  Soothing  Syrup  '*  (i),  "  1847,  Rogers,  Bros.^ 
A  1 "  {k\  «  Meneely's  West  Troy,  N.  Y.^'  (t).  Again,  "  j! 
Bodgers  &  Sons "  was  coupled  with  a  crown  between  the 
initials  of  the  sovereign  (m),  and  "  Ransomes  &  Co."  was 
foUowed  by  "  H.  H.  6  "  {n). 


905 ;  India  Rvhber  Comb  Co,  v.  Meyer, 
ib.  905;  India  Rubber  Comb  Co,  y. 
Rubber  Comb  dtr  Jewelry  Co.,  45  N.  Y. 
Super.  Ct.258;  In  re  Rubber  Clothing 
Co.,  10  U.  S.  Pat.  Gaz.  Ill;  In  re 
Ooggin,  Kidder  A  Co.,  11  U.  8.  Pat. 
Gaz.  1109;  In  re  HaU  <£:  Co.,  13 
TJ.  S.  Pat.  Gaz.  229;  Qurmiekelv. 
Latimer,  11  R.  I.  895. 

(a)  FuUon,  v.  Sdlert,  4  Brews.  42. 

Q>)  ChM>  V.  Priegt,  1  L.  T.  142. 

(<r)  CoUinB  Co.  v.  Brown,  3  K.  & 
J.  423;  ColUna  Co.  y.  Covoen,  3  K. 
&  J.  428. 

(d)  Taylor  v.  Taylor,  28  L.  J. 
Ch.255. 

{e)  Stephen»v.Ped,Ulj.l!.T^.^.U$. 

if)  Matmm  y.  /.  W.  Thoriey't 
CattU  Food  Co.  (2),  14  Ch.  D.  748. 

{3)  Bradley  y.  Norton,  88  Conn. 
157;  R  Cox,  381. 

(A)  Burhe  y.  Cauin,  45  CaL  467; 
13  Amer.  Bep.  204. 

(i)  Curtit  y.  Bryar^,  2  Daly,  212; 
R  Cox,  434. 

{k)  Meriden  Britannia  Co.  y. 
Parker,  39  Conn.  450;  12  Amer. 
Rep.  401. 

(2)  Menedy  y.  Menedy,  17  Sickles, 
427. 

(ill)  Rodgen  v.  NomU,  6  Hare, 
825;  5C.R109;  3DeG.M.&G.614. 


(n)  Rangome  v.  Bentall,  8  L.  J. 
Ch.  161.  And  see  Oreen  y.  Fol- 
gkam,  1  S.  &  S.  398 ;  Jamei  v.  Jamee, 
L.  R  18  £q.  421 ;  Lazenby  v.  Lazen- 
by,  Dig.  160 ;  OiUis  y.  Hall,  R  Cox, 
596.  Also  Wilder  v.  Wilder,  Dig. 
372  ("J.  B.  Wilder  k Co.'s  Stomach 
Bitters");  Wetton  v.  ffemmone,  2 
Vict  L.  R  Eg.  121  ("Weston's 
Wizard  Oil ") ;  FUkins  v.  Blaekman, 
18  Bl.  C.  C.  440  (*'Dr.  J.  Blackman^s 
Grenuine Healing  Balsam" ) ;  Oouraud 
y.  Trutt,  10  N.  Y.  Sup.  Ct  627 
("Gonrand's  Oriental  Cream,  or 
Magical  BeautiBer");  Wetton  v.  Ket^ 
cham,  (1)  and  (2)  39  N.  Y.  Super.  Ct 
54;  51  How.  Pr.  465  ("Capt.  S.  Pep- 
per's Extra  Signal  Oil ") ;  In  re  Roh^ 
land,  10  U.  S.  Pat  Gaz.  980  ("Dr. 
Lobenthal's  Essentia  Antiphthi* 
sica  ") ;  Swift  v.  Peters,  11 U.  S.  Pat 
Gaz.  1110  C*The  John  C.  Ragsdale 
Ammoniated  DissoWed  Bone ") ; 
McLean  y.  Filming,  96  U.  S.  Rep. 
245  ('*Dr.  C.  McLane's  Liver 
Pills  '*) ;  Davit  y.  Kennedy,  13  Grant 
Up.  Can.  Ch.  523  ("  Perry  Davis' 
Vegetahle  Pain^Killer  ") ;  PuWm  v. 
SdUrt,  4  Brews.  42 (''Dr.  J»  M.  Tind* 
sey's  Improved  Blood  Searcher"); 
ManhtOtan  Medicine  Co.  v.  Wood,  4 
CUff.  461  ("  Atwood's  Physical  Vege- 
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Second  class 
of  trade 
marks. — A 
signature. 


The  second  class  of  trade  marks  to  which  the  Act  allows 
registration  is  really  little  else  than  a  subdivision  of  the 
first  class,  consisting,  as  it  does,  of ''  a  written  signature,  or 
copy  of  a  written  signature  of  the  individual  or  firm  apply- 
ing for  registration  thereof  as  a  trade  mark,"  to  which 
there  may  be  added,  as  before,  "any  letters,  words,  or 
figures,  or  combination  of  letters,  words,  or  figures,  or  of  any 
of  them."  The  signature  of  an  individual  or  firm  is  in  fact 
the  name  of  the  individual  or  firm  printed  or  written  in  a 
"particular  and  distinctive  manner,"  and  as  such,  even 
before  the  Registration  Acts,  necessarily  exhibited  charac- 
teristics which  could  hardly  be  copied  without  the  presump- 
tion being  irresistible  that  the  imitation  was  fraudulent 
and  intended  to  invade  the  rights  of  the  person  whose 
signature  was  in  question.  In  the  cases  of  FariTia  v.  Sil- 
verlock  (a)  and  Welch  v.  Knott  (6),  the  signature  formed 
an  important  part  of  the  trade  mark  concerned,  and  in 
America  the  signatures  of  individuals  and  firms  have  been 
admitted  to  registration  on  the  same  principle.  Under  the 
Act  of  1875,  §  10,  there  was  no  necessity  for  the  signa- 
ture to  be  that  "of  the  individual  or  firm  applying  for 
registration  thereof  as  a  trade  mark,"  but  that  is  now 
required  by  §  64  of  the  Act  of  1883,  so  that  an  individual 
or  firm  will  not  in  the  future  be  able  to  register  the  signa- 
ture of  the  person  or  firm  to  whose  business  he  or  they  suc- 
ceededy  unless  that  is  an  old  mark,  having  been  used  as  such 
before  the  passing  of  the  Act  of  1875.  However,  when  the 
signature  is  once  registered  as  a  trade  mark,  whether  with 
or  without  additions,  it  will  descend  and  be  assignable  just 


table  Jaundice  Bitters");  ffoateUer 
▼.  VowinkU,  1  DilL  829,  and  Hot- 
teUer  v.  Anderson,  1  V.  R.  £q.  7 
("  Hostetter*s  Celebrated  Stomach 
Bitters");  Radvfay  v.  Colemanf  15 
Grant  Up.  Can.  Ch.  60  ("  Radwa/s 
Beady  Relief  ") ;  Chinn  v.  TAjomat, 
5  Vict.  L.  R.  Eq.  188  ("Hood  & 
Co.'s  Soluble  Sheep  Dip  ") ;  Hanford 
▼.  Wedeott,  16  U.  S.  Pat.  Gas.  118 


('<  Hanford^B  Chestnut  Giove  Whis- 
key  ") ;  Morgan  v.  Rogers,  26  i6. 11 18 
("i>r.  Haynes*  Arabian  Balsam"). 

(a)  1  K.  &  J.  609;  6  De  G.  M.  & 
G.  214 ;  4  K.  &  J.  660. 

(6)  4  K.  &  J.  747.  See  Maseam 
y.  Thoriey'M  CaUle  Food  Oo.  (1),  6 
Ch.  D.  674;  In  re  FaHna  (2),  27 
W.  R.  466;  In  re  Farina  (S),  Dig. 
664;  In  re  Maignm,  28  W.  R.  769. 
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as  any  other  trade  mark,  without  its  new  owner  being 
liable  to  any  imputation  of  representing  the  person  whose 
signature  is  employed  to  be  still  in  charge  of  the  business, 
although  formerly  the  use  of  a  mark  of  this  description 
might  not  improbably  have  been  held  to  convey  some  such 
representation  to  the  publia  To  a  case  of  this  description 
Lord  Granworth's  observations  very  directly  apply,  when, 
speaking  of  a  buyer  of  a  business  using  the  name  of  a 
former  maker,  he  said  (a),  "the  question  in  every  such 
case  must  be  whether  the  purchaser  in  continuing  the  use 
of  the  original  trade  mark  would,  according  to  the  ordinary 
usages  of  trade,  be  understood  as  saying  more  than  that  he 
was  carrying  on  the  same  business  as  had  been  formerly 
carried  on  by  the  person  whose  name  constituted  the  trade 
mark.  In  such  a  case  I  see  nothing  to  make  it  improper 
for  the  purchaser  to  use  the  old  trade  mark,  as  the  mark 
would  in  such  a  case  indicate  only  that  the  goods  so 
marked  were  made  at  the  manufactory  which  he  had  pur- 
chased." The  provision  in  the  Acts  of  1875  (6)  and 
1883  (c)  that  a  trade  mark  "  shall  be  assigned  and  trans- 
mitted only  in  connexion  with  the  goodwill  of  the  busi- 
ness" wUl  enable  the  purchaser  to  use  the  trade  mark  so 
acquired  by  him  without  his  motives  being  open  to  ques- 
tion, BXkd  will  at  the  same  time  ensure  that  marked  goods 
purchased  by  the  public  shall,  except  in  cases  of  punishable 
infringement,  be  produced  at  the  works  from  which  they 
purport  to  have  come. 

The  third  class  of  marks  comprises  "a  distinctive  device,  Third  clan  of 
mark,  brand,  heading,  label,  ticket,  or  fancy  word  or  words  — A*di8tin<> 
not  in  common  use,"  to  which  again  may  be  added  *'  any  ^^«  device, 
letters,  words,  or  figures,  or  combination  of  letters,  words,  or 
figures,  or  of  any  of  them." 

The  imjtortant  feature  which  is  absolutely  necessary  in  DiBtinctive- 
all  the  varieties  of  trade  marks  included  in  this  class  is  °^  «>q«"^ 

(a)  Leather  Cloik  Co.  v.  American  (5)  §  2. 

Ltatker  Cloth  Co.,  11  H.  L.  C.  528.  (c)  §  70. 

D2 
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Compoeitioii 
of  trade  mark, 
and  manner  of 
use  alluded  to. 


"Device"  and 
"  mark." 


Mode  of  appli- 
cation indi* 
cated  by 
them. 


**  Brand." 


**  Heading.'* 


that  of  distinctiveneas;  each  mark  must  be  such  that,  if  a 
question  of  infringement  arises,  it  shall  be  perfectly  clear 
what  it  is  that  is  being  infringed,  and  that  this  something 
is  quite  different  from  all  other  marks  used  upon  the  same 
class  of  goods. 

Of  the  words  "device,  mark,  brand,  heading,  label,  or 
ticket,"  some  point  more  directly  to  the  matter  of  which 
the  trade  mark  is  composed,  others  to  the  manner  in  which 
it  is  affixed  to  the  vendible  article. 

"  Device  "  and  "  mark  "  seem,  at  first  sight,  wide  enough 
to  include  any  of  the  symbols  or  combinations  of  which  a 
trade  mark  could  consist.  It  has,  however,  been  held,  under 
the  Act  of  1875,  that  they  do  not  include  a  mere  word,  or 
collocation  of  letters  or  figures,  however  strangely  combined, 
or  singular  in  their  application  (a),  and  the  decision  seems 
to  be  equally  applicable  to  the  Act  of  1883,  though  such 
combinations  can  now  be  registered  as  fancy  words. 

When  used  as  indicative  of  the  mode  of  application  of 
the  trade  mark,  these  words  will  include  such  cases  as 
where  the  mark  is  stamped  on  shirts  (b)  or  other  cotton 
goods  (c),  or  imprinted  on  sticks  of  liquorice  (d),  or  sealing- 
wax  {e)f  and,  generally,  any  cases  which  do  not  come 
within  the  remaining  and  more  exact  terms. 

''Brand"  refers  to  cases  in  which  the  trade  mark  is 
branded  on  metal  goods  (/)  or  on  wine-casks  (g),  or  corks  {h), 

"  Heading  "  applies  to  cases  where,  in  addition  to  the 
ordinary  label  on   the   goods,  there   is  a  separate  label 


(a)  Ex  parte  BtepKtngy  8  Ch.  D. 
659. 

(6)  Ford  V.  Potter,  L.  B.  7  Ch. 
611. 

(c)  Htnderton  t.  Jom^  Dig.  198; 
Carver  v.  PitUoLeite,  L.  R.  7  Ch.  90 ; 
Broadhurtt  ▼.  Barlow,  W.  N.  1872, 
p.  212 ;  Cbnw  v.  Bowker,  Dig.  581. 

{d)  Mc Andrew  t.  BoMteU,  i  De 
O.  J.  k  S.  380. 

(e)  In  re  Hyde  «fc  Co.  7  Ch.  D. 
724. 


(/)  Motley  ▼.  Downman,  3  My.  & 
Cr.  1;  MOUngton  v.  Pox,  ib.  338; 
Crawskay  v.  T/iompaon,  4  M.  &  G. 
357;  Hall  v.  Barrowi^  82  L.  J.  Oh. 
548 ;  and  4  De  G.  J.  &  S.  150,  &c. 

ig)  Seixo  v.  Provezende,  L.  R.  1 
Ch.  192  ;  Moet  t.  CoueUm,  33  Beav. 
578;  Ponaardin  ▼.  Peto,  33  Beav. 
642,  &C. 

(A)  Moet  y.  Clyhouw,  Dig.  533; 
Moet  ▼.  Pickering,  8  Ch.  D.  372. 
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affixed  above  it,  on  which  the  special  mark  is  exhibited  {a). 
It  also  applies  to  the  kind  of  marks  specially  applicable  to 
the  case  of  textile  fabrics,  in  which  a  heading  of  special 
pattern  is  inwoven  into  the  edge  of  the  goods  (6). 

"Label"  indicates  an  impression  of  a  trade  mark  upon  "Label." 
a  piece  of  paper,  or  some  other  thin  substance,  which  is 
made  to  adhere  to  the  goods  to  which  it  is  applied,  or  to 
the  vessel  containing  them.  Thus,  in  Wotherspoon  v. 
Currie  (c),  the  label  was  affixed  to  packets  of  starch ;  in 
Bass  V.  Dawber  (d)  to  bottles  of  beer;  in  Blackwell  v. 
Crabb  (e).  Cocks  v.  Chandler  (/),  Cotton  v.  Gillard  (g), 
and  other  cases,  to  bottles  of  pickle. 

"  Ticket "  points  to  a  mark  also  impressed  upon  a  sepa-  "Ticket." 
rate  material,  but  only  loosely  attached  to  the  goods  the 
make  of  which  it  indicates.  Thus  the  trade  mark  of  a  wire 
manufacturer  consisted  of  an  anchor  stamped  on  the  tallies, 
or  metal  labels,  attached  to  the  bundles  of  his  wire  (h) ;  the 
trade  mark  of  a  clothier  was  imprinted  on  a  ticket  pinned 
on  to  his  wares  (i). 

The  question,  "  What  is  a  trade  mark?"  is,  however,  less  ^f^l^^^^^i. 
directed  to  the  manner  in  which  the  trader's  symbol  is  at- 
tached to  his  goods  than  to  its  composition,  and  the  varieties 
of  mark  which  will  merit  and  receive  protection. 

The  original  form  of  trade  mark  was  probably  the  repre-  "I>evice.*' 
sentation  of  some  animal,  or  other  natural  object,  or  mathe- 
matical figure,  as  the  Hall  mark  of  the  lion  or  leopard  s 
head,  the  Freemasons'  square  and  compasses  {k\  or  the 

{a)  ExpaTU8tq>heM,2iW.R.9eS.  (»)   Hint   v.  Denham,  L.  R.  14 
(6)  Hanier  v.  Sauvazoglu,  W.  N.  £q.  542. 
1875,  pp.  11-101;  Carter  v.  Bowher,  \k)  As  to  this  Freemasons'  em- 
Dig.  581 ;  Xobifuon  v.  Finlay,  9  Ch.  blem,  it  has  been  held  in  the  United 
D.  487;  and  8*e  per  Sir  6.  Jesse],  States  that  it  is  so  generally  appro- 
M.  R.,  in  Singer  Manufacturing  Co.  priated  to  a  special  purpose  as  not 
T.  WiUon,  2  Ch.  D.  434.  to  be  registrable  by  a  private  firm, 
(c)  Lb  B.  5  H.  L.  508.    See  Oil-  even  in  combination :  In  re  ToUe, 
mam  ▼.  Htamewdl,  122  Mass.  139.  2  U.  S.  Pat  Gaz.  415.     Bat  this 
{d)  19  L.  T.  N.  S.  626.  decision  was  not  followed  in  In  re 
\e)  86  L.  J.  Ch.  504.  Thmtuu,  14  TJ.  S.  Pat.  Gaz.  821, 
(/)  L.  R.  11  £q.  446.  though  in  Ex  parte  Smith  (3),  16 
(g)  44  L.  J.  Ch.  90.  tJ.  S.  Pat.   Gaz.  764,   registration 
(A)  EdeUUn  v.  EdeUten,  1  De  G.  was  refused  to  the  word  **  Masonic.'* 
J.  ft  a  185. 
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Examples. 


A  crest 


Portrait. 


Initials. 


Government  broad  arrow.  Such  a  mark  would  be  inde- 
pendent of  language,  and  would  serve  to  distinguish  goods 
of  a  certain  make,  even  for  the  illiterate. 

Such  marks  are  still  frequently  employed,  and  this 
clause  specially  includes  them.  To  this  class  belong  the 
marks  of  an  anchor  (a),  an  eagle  (b),  a  lion  (c),  an  ele- 
phant (c),  a  cross  (cQ,  a  pyramid  (e),  a  bell  (/),  a  hand  (g), 
a  cock  (h),  a  rising  sun  (i),  or  a  triangle  (k). 

A  crest  is  just  as  capable  of  becoming  a  trade  mark  as 
any  other  arbitrary  device  \l).  In  Beard  v.  Turner  (m) 
Sir  W.  P.  Wood,  V.-C,  said,  "  I  am  not  prepared  to  say  or 
hold  that  a  man  putting  hb  crest  should  not  so  put  it  as 
to  establish  his  right  to  say,  '  Nobody  shall  use  my  crest.' 
It  is  incumbent  on  him,  as  on  every  plaintiff,  to  show  that 
the  crest  is  an  essential  part  of  his  trade  mark."  Tlie 
readiest  way  of  proving  this  is  now  by  reference  to  the 
Register  of  Trade  Marks. 

The  portrait  of  a  person  whose  name  has  become  de- 
scriptive of  the  goods,  is  not  suflBciently  distinctive  to  be 
registered  as  a  good  trade  mark  {n)  \  but  the  portrait  of  a 
public  character  has  been  allowed  to  be  registered  in 
America  (o). 

Before  the  Trade  Marks  Act  of  1875  a  trade  mark  might 
consist  of  initials,  either  alone,  or  in  combination  with 


(a)  Edeltten  v.  Edd*tef%,  1  De  a. 
J.  &  S.  185. 

(6)  Standith  v.  WhUwdl,  U  W. 
R.  512. 

{c)  ffendermm  y.  Joru,  Dig.  198. 

id)  Cartxer  t.  CaHUe,  31  Beay. 
292  ;  Cartier  v.  Wedkead,  Dig.  199; 
Cartier  v.  May,  Dig.  200. 

(e)  Boat  T.  DawSer,  19  L.  T.  N.  & 
626. 

(/)  BeUy.BeU.'Dig.bU, 

Q)  Alltopp  V.  Walker,  Dig.  545. 

{h)  In  re  Walkdm  Airaitd  Waten 
Co,,  Dig.  558. 

U)  Morse  ▼.  Worrdl,  10  PhiU.  168. 

{k)  In  re  Worthington,  14  Gh.  D.  8. 

{I)  In  Steinthal  y.  SatMon,  Dig. 
546^  the  trade  mark  consisted  of  the 


crest,  anns,  and  motto  of  the  plain- 
tiffs family.  See  Bobtmon  v.  Pin- 
lay,  9  Ch.  D.  487;  Haryrtavei  v 
Smith,  11  Oh.  D.  388  ;  In  re  Basing, 
Dig.  621;  In  re  Farina  (1),  26  W 
R.  261;  In  re  Farina  (8),  Dig.  654; 
OodiUot  y.  Bagard,  81  N.  T.  263; 
also  Instructions,  as  to  royal,  na- 
tional, municipal,  &c.,  arms. 

(m)  18  L.  T.  N.  8.  746.  In  Stan- 
dish  y.  WhUwdl,  14  W.  R  512,  the 
defendant  was  restrained  from  using 
what  he  alleged  to  be  his  own  crest 
as  his  trade  mark. 

(n)  InreAnderson,W,  N.1884,p.75. 

(o)  Ex  parte  Sullivan  A  Burke,  16 
XT.  S.  Pat  Gas.  765;  Ex  parte  Pace, 
TalboU  <»  Cb.  §6.  909. 
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other  ingredients  fa).  Now,  however,  it  would  he  difficult 
to  assert  that  initials  alone,  printed  in  the  usual  mauner, 
and  without  any  distinguishing  peculiarities  of  shape, 
colour,  &C.,  could  be  described  as  "a  distinctive  device, 
mark,  brand,  heading,  label,  ticket,  or  fancy  word  or  words.'* 
Where  the  letters  are  combined  together  into  the  form  of  a 
monogram,  or  enclosed  within  a  distinctive  border,  or  are 
in  any  other  way  used  in  such  a  combination  as  to  be  dis- 
tinguiBhable  from  the  same  letters  used  in  the  plain 
ordinary  way,  it  might  have  been  supposed  that  a  device 
or  mark  would  be  constituted  capable  of  registration;  but 
in  Liuke  v.  Webster  (h),  the  late  Master  of  the  Rolls,  while 
admitting  to  r^^tration  as  an  old  mark  a  monogram  on 
a  shield,  suggested  that  he  could  not  have  done  so  if 
it  had  been  a  new  mark.  In  the  American  case  of  United 
States  V.  Marble  (c),  the  Commissioner  of  Patents  con- 
sidered that  the  letters  ''W.  O."  in  a  monogram  were 
registrable  as  a  trade  mark. 

Marks  which  have  a  mechanical  purpose,  e.  g,,  to  serve  Marks  with  » 
as  guides  for  the  equal  division  of  the  article  to  which  they  JJ^I^H^"^ 
are  applied,  cannot  deprive  other  manufacturers  of  the 
right  to    use    somewhat    similar    marks  for    the    same 
purpose  (c2). 

In  some  American  cases  it  has  been  held  or  suggested  that  Muks  repre- 
a  device  which  represents  the  article  to  which  it  is  intended  atSdJf  *  * 
to  be  applied  must  be  treated  as  descriptive  and  incapable  of 
appropriation,  in  the  same  way  as  words  which  are  descrip- 
tive of  the  article  to  which  they  are  applied  are  refused 
recognition  as  fancy  names.  Thus  the  representation  of  a 
pig,  attached  to  packages  of  lard  («),  the  representation  of 
a  fish,  for  fishing-lines  (/) ;  the  representation  of  a  bed 
made  under  a  special  patent,  for  beds  so  made  (g)\  tbe 

(a)  See  p.  67,  infrd.  {e)  Pophxm,  t.   WUcoa^  66  N.  Y. 

(6)  M.  R.,  April  4Ui,  1879.  69. 

{c)  22  U.  a  P«t  Gaz.  1366.  {f)  In  re  PraUSs  Farmer,  \^V.^, 

(d)  Dautman  and  Drummond  T<h  Fat.  Gaz.  866. 

baeeo  Ch.  v.  Xuffaer,  16  U.  S.  Pat.  iff)  Tucker  Manufaetwring  Co.  t. 

Ga&  559.  BoyinffUm,  9  U.  S.  Pat  Oaz.  455.. 
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ffarter  v. 
Souvazex/lu. 

••  Heading/ 


representation  of  a  barrel  composed  of  alternate  light  and 
dark  staves,  for  barrels  of  flour  so  made  up  (a) ;  the  repre- 
sentation of  a  twig  with  three  leaves  and  a  plum,  for 
medicated  prunes  (6).  But  there  is  no  English  authority 
in  favour  of  such  devices  being  incapable  of  appropriation, 
and  it  is  very  doubtful  whether  the  principle  would  be 
recognised  in  this  country.  In  the  case  of  the  descriptive 
name,  the  right  to  use  it  could  hardly  be  separated  from 
the  light  to  make  and  sell  the  article;  but  there  is  no 
imperative  necessity  that  every  one  who  has  the  latter 
right  should  also  be  entitled  to  sell  the  article  under  a 
mark  containing  a  representation  of  it.  If  the  trade  are 
entitled  to  sell  the  article,  and  to  sell  it  by  its  appropriate 
name,  their  requirements  appear  to  be  satisfied.  However* 
the  question  would  probably  be  treated  as  being,  to  some 
extent  at  least,  one  of  degree. 

In  Haii^r  v.  Souvazoglu  (c)  the  trade  mark  consisted 
of  a  certain  combination  of  purple,  pink,  and  green 
threads,  nine  stripes  in  three  gradations,  which  were  woven 
as  a  heading  into  cotton  goods,  which  were  forwarded  to 
the  markets  of  Turkey  and  the  Levant.  The  owners  of 
this  mark  having  filed  a  bill  for  an  injunction  against  a 
rival  trader  who  had  copied  the  mark.  Sir  C.  Hall,  V.-C. 
held  ''  that  a  heading  could  be  the  subject  of  a  trade 
mark,  that  the  evidence  in  the  case  showed  that  this 
heading  was  distinguished  from  others  in  Turkey,  and 
that  it  had  become  a  trade  mark,  although  it  was  some- 
times associated  with  stamps  on  the  goods,  of  the  lion  and 
the  sun,  and  other  devices.  Customers  had  bought  goods 
because  of  this  particular  heading,  and  he  therefore  con- 
sidered that  the  plaintiflFs  who  had  adopted  it  were  entitled 
to  the  protection  they  asked,  and  that  no  other  persons 
could  use  it "  (d). 


{a)  Ex  parte  HaUiday  Brothers,  16 
IT.  S.  Pat  Gaz.  500. 

(6)  Ex  parte  Smith  (2),  16  U.  S. 


Pat.  Gaz.  679. 
(f)  W.  N.,  1875,  pp.  11-101. 
{d)  And  Bee  per  Sir  G.  Jessel, 
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Besides  the  varieties  of  marks  to  which  reference  has  Fancy  words. 
already  been  made,  the  third  class  of  registrable  trade 
marks  under  §  64  of  the  Patents  Act,  1883,  also  in- 
cludes "a  fancy  word  or  words  not  in  common  use." 
This  was  not  so  under  the  Trade  Marks  Registration  Act, 
1875 — 7,  which  entirely  excluded  fancy  words  from  regis- 
tration as  new  marks,  and  only  admitted  such  as  had  been 
used  before  the  Act  of  1875.  This  exclusion  was,  however, 
found  to  cause  great  annoyance  and  inconvenience,  since  a 
fancy  name  is  of  all  trade  marks  the  most  useful,  seeing 
that  it  affords  so  easy  a  mode  of  inquiring  for  and  obtaining 
goods  produced  by  the  precise  manufacturer  whose  pro- 
duction is  desired.  For  this  reason  the  use  of  such  words 
as  trade  marks  has  been  more  general  than  that  of  any 
other  description  of  mark,  and  during  the  period  of 
exclusion  from  registration  recourse  was  had  to  all  kinds  of 
contrivances  for  obtaining  the  registration  and  at  least 
partial  protection  of  fancy  names.  The  present  Act  places 
the  matter  on  a  proper  footing. 

For  fancy  names  to  be  capable  of  exclusive  appropriation  Distinctive- 
by  registration  they  must  be  "  distinctive,"  and  **  not  in  ***"  »«qw»«t«- 
common  use,''  that  is  to  say,  they  must  be  peculiar  in  their 
application  to  the  goods  manufactured  at  a  certain  estab- 
lishment, and  be  capable  of  being  understood  by  the  public 
as  ascribing  the  article  to  which  they  are  applied  to  the 
manu&cture  of  that  establishment,  and  that  only.  Whether, 
however,  a  name  selected  for  this  purpose  is  really  and  truly 
a  fancy  name  is  often  a  question  of  extreme  nicety. 

The  word  may  be  purely  descriptive,  that  is  to  say,  it  Uoscriptive 
may  express  accurately  and  appropriately  the  material  or  '^^"^ 
mode  of  composition  of  the  goods  to  which  it  is  a£Bxed, 
and  unless  the  exclusive  manufacture  of  such  goods  is 


M.  B.,  m  Singer  Manvfaetvaring  Co.  where  a  heading  of  oolonred  threads 

▼.    WUMtm,  2   Ch.   D.   434.      Also  was  a  part  of  the  combination  mark. 

Carver  t.  Bowker,  Big.  581,  and  though  not  mentioned  in  the  report. 
RMtutm  y.  Pinlay,  9  Ch.  D.  487, 


I 


M(ker<u, 


42  WHAT  IS  A  TRADE  MARK? 

protected  by  a  patent,  and  the  same  result  cannot  be 
attained  without  infringement  of  the  patent,  all  the  world 
has  the  right  to  make  and  sell  such  goods ;  and  further, 
when  the  goods  are  manufactured  and  in  course  of  sale, 
not  only  has  the  right,  but  is  in  duty  bound  to  describe 
them,  for  the  proper  information  and  protection  of  the 
public,  in  such  manner  as  will  convey  the  most  correct 
idea.  Hence  the  original  maker  can  claim  no  exclusive 
right  in  the  properly  descriptive  name,  nor  would  it  be  in 
accordance  with  the  principles  of  Equity  that  he  should  be 
able  to  do  so,  for,  as  was  well  said  by  Mr.  Justice  Strong, 
in  the  Supreme  Court  of  the  United  States  (a),  "  Equity 
will  not  enjoin  against  telling  the  truth." 
Young  v.  The  reasoning  of  Sir  W.  P.  Wood,  V.-C,  in  Towng  v. 

Macrae  (b),  affords  a  good  example  of  the  just  way  of 
considering  cases  of  this  description.  In  that  case  the 
plaintiffs,  who  held  a  patent  for  manufacturing  a  kind  of 
oil  which  they  called  "  Paraffin  oil,"  filed  a  bill  against  the 
defendant,  who  sold  a  substance  which  he  styled  ''  Kerosene 
oil/'  or  ''  American  Paraffin  OiL"  The  case  coming  on  on 
motion  for  injunction,  the  Yice-Chancellor  said,  "In  the 
patent  the  process  is  described  as  '  a  distillation  of  coal  so 
as  to  obtain  oil  containing  paraffin,  and  from  this  oil  I 
obtain  paraffin.'  So  he  calls  it  paraffin  oil  because  it 
contains  paraffin.  Here  is  a  well-known  substance  called 
'  paraffin.'  A  chemist  discovers  that  by  the  same  process 
by  which  paraffin  is  produced,  an  oil  containing  paraffin, 
and  from  which  paraffin  can  again  be  produced,  is  obtain- 
able. Therefore,  it  being  an  oil  containing  paraffin,  and 
producing  paraffin,  he  calls  it  'paraffin  oiL'  It  is  not  a 
fanciful  or  whimsical  name,  but  it  describes  the  thing 
which  he  has  produced.  A  man  cannot  take  out  a  patent 
for  a  natural  substance,  but  he  can  take  out  a  patent  for 
arriving  at  that  natural  substance,  and  he  may  christen  it, 

(a)  Canal  Co.  y.  Clark,  IS  Wall.  (5)  9  Jar.  N.  S.,  822. 

811. 
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pattmg  aside  all  other  people,  having  called  it  by  that 
name."  The  Vice-Chancellor  then  put  the  case  of  a  man 
extracting  sugar  from  beet- root  by  a  patented  process,  and 
calling  the  extract  "  beet-root  sugar "  for  a  period  of  ten 
years.  In  such  a  case,  when  beet-root  sugar  was  asked  for, 
it  would  be  known  that  his  was  meant,  because  he  was  the 
only  man  who  made  it  "  The  name,"  the  Vice-Chancellor 
said,  **  does  not  become  a  trade  mark,  but  it  gets  fixed  to 
his  sugar  simply  because  nobody  else  could  make  it.  Then, 
suppose  that  another  man  found  out  another  method  of 
making  sugar  from  beet-root,  and  so  extracted  it,  not 
wanting  to  patent  it,  and  described  it  as  '  beet-root  sugar,* 
may  he  not  call  it  'beet-root  sugar'  because  the  other 
gentleman  for  ten  years  has  been  the  manufacturer  of  it, 
and  sold  it  aa  such?  I  think  the  question  of  the  fanciful- 
ness  of  the  name  is  a  question  whether  it  is  taken  by  way 
of  trade  mark  or  not.  All  he  (i.  «.,  the  plaintiff)  has  done 
here  is  this,  he  has  found  out  an  article  which  is  a  natural 
product,  and  he  has  given  that  natural  product  a  name." 
**  This  is  not  like  the  case  of  the '  Medicated  Mexican 
Balm,'  which  is  a  name  extravagantly  ridiculous.  I  there- 
fore should  not  assume  mala  Jidea  against  a  person  who 
calls  the  thing  what  it  is.  It  is  paraffin  and  it  is  oil, 
therefore  paraffin  oil.  There  is  paraffin  in  it,  and  paraffin 
to  be  obtained  from  it,  and  it  is  American."  Injunction 
refused. 

In  a  later  case  (a)  the  same  Vice-Chancellor  referred  to 
the  above  case  of  Tcyumg  v.  Macrae  (b),  and  remarked  that 
''  if  the  evidence  had  gone  to  show  that  the  plaintiff  had 
been  the  first  to  apply  the  name  '  paraffin '  to  the  oil,  he 
would  have  granted  an  injunction  (c);  but  that  he  had  there 

(a)  Bmham  v.  Buatard^  1  H.  ft  but  see  Siegert  v,  Findlater,  7  Ch.  D. 

M.  447.  807 ;  Lifuieum  Mantrfticturing  Co, 

(6)  9  Jar.  N.  S.  822.  v.  Nairn,  7  Gh.  D.  884 ;  and  Canal 

(c)  So  in  gno  v.  Stephens,  Dig.  Co.  ▼.  Clark,  13  Wall.  811,  as  to  a 

609,  the  term   "Fruit  Salt"  was  name  which  is  appropriated  to  an 

protected  at  the  instance  of   the  article. 

penon  who  was  the  first  to  use  it ; 
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had  it  proved  that  the  name  *  parafBn  oil '  had  long  been 
known  as  the  scientific  name  of  the  article,  and  that  the 
defendant  could  not  well  have  called  it  anything  else." 

Name  become  Again,  a  word  which  was  first  applied  to,  or  was  even 
invented  for  the  sole  and  express  purpose  of  designating  a 
substance  or  composition  may  prove,  on  investigation,  to  have 
ceased  to  retain  the  characteristic  which  it  once  possessed, 
of  conveying  the  idea  of  the  goods  being  of  a  particular 
manufacture,  in  which  case  the  person  who  first  used  the 
word,  though  its  inventor,  will  cease  to  have  any  exclusive 
rights  in  it,  since  it  will  have  become  purely  descriptive 
of  an  article  which  all  may  freely  make  (a).  The  name  thus 
becomes  pv}jlici  juris,  and  not  only  can  be,  but  ought  to  be 
employed  by  all  who  maufacture  and  sell  an  article  which 
they  are  at  perfect  liberty  to  manufacture  and  sell,  and  of 
which  the  name  in  question  is  generally  recognised  as  the 
appropriate  designation.  This  point  is  well  stated  by  Lord 
Selbome,  C,  in  Singer  Manufacturing  Co.  v.  Loog  (3)  (J), 
where  he  says,  "  The  reputation  acquired  by  machines  of  a 
particular  form  or  construction  is  one  thing,  the  reputation 
of  the  plaintiffs,  as  manufacturers,  is  another.  If  the 
defendant  has  no  right  under  colour  of  the  former  to 
invade  the  latter,  neither  have  the  plaintiffs  any  right 
under  colour  of  the  latter  to  claim  (in  effect)  a  monopoly 
of  the  former.  If  the  defendant  has  a  right  to  make  and 
sell,  in  competition  with  the  plaintiffs,  articles  similar  in 
form  and  construction  to  those  made  and  sold  by  the 
plaintiffs,  he  must  also  have  a  right  to  say  that  he  does  so, 
and  to  employ  for  that  purpose  the  terminology  common 
in  his  trade,  provided  always  that  he  does  this  in  a  fair, 
distinct  and  unequivocal  way." 

Eflfectof  The  registration  as  a  trade  mark  of  a  name  of  this 

registratioD. 

(a)  -^.5'.,"Wopce8ter8hipe  Sauce"—  8  Am.  L.  Reg.  N.  S.  588. 

Lea  V.  Millar,  Dig.  513;  "Calhoun  (b)  8  App.  Cas.  27;  and  see  per 

Plough,'*  In  re  HaU  ^  Co.,  13  U.  8.  MelliBh,  L.  J.,  in  Singer  Manufac- 

Pat  Gbz.  229;  "Holbrook's  School  turing  Co.  v.  Wilwn,  2  Ch.  D.  484— 

Apparatus,'*  Sherwood  v.  Andrews,  456. 
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description   will   somewhat   complicate   the   question,   as 

registration  of  a  trade  mark  is  to  be  primd  fade  evidence, 

wid,  after  five  years'  registration,  conclusive  evidence  of 

the  right  of  the  registered  owner  to  the  exclusive  use  of 

such  trade   mark   (a);   but  the  wording  of  the  Act  is 

entirely  directed  to  the  registration  of  "a  trade  mark," 

the  exclusive  use  of  "  a  trade  mark,"  &c.,  and  since  a  name 

which  has  become  pvUici  juris,  whether  registered  or  not, 

cannot  be  a  "  trade  mark  "  within  the  definition  section  of 

the  Act,  because  it  contains  nothing  distinctive,  it  seems 

that  this  enactment  does  not  preclude  a  defence  on  the  [ 

ground  that  the  name  so  registered  is  in  fact  no  trade  | 

mark,  and  was  registered,  or  is  continued  on  the  register, 

by  error.     At  all  events,  whether  that  be  so  or  not,  it  has  \ 

been   decided   by  the  Court  of  Appeal  that  five  years' 

registration  cannot  protect  a  descriptive  term  which  has 

l)een  registered  as  a  trade  mark  from  being  removed  from  { 

the  register  on  the  ground  of  its  descriptiveness  (b)  ;  and  ' 

the  remarks  of  Sir  G.  Mellish,  L.  J.,  in  Ford  v.  Foster  (c), 

appear  to  be  equally  applicable  since  the  Act  as  before  it. 

"There   is  no   doubt,   I   think,   that  a  word  which  was 

originally  a  trade  mark,  to  the  exclusive  use  of  which  a 

particular  trader,  or  his  successor  in  trade,  may  have  been 

entitled,  may  subsequently  become  publid  juris,  as  in  the 

case   which   has  been   instanced  of  Harvey's   sauce   (d). 

Then,  what  is  the  test  by  which  a  decision  is  to  be  arrived 

at  whether  a  word  which  was  originally  a  trade  mark  has 

become  pvhlid  juris  ?    I  think  the  test  must  be,  whether 

the  use  of  it  by  other  persons  is  still  calculated  to  deceive 


{n)  Patents  Act,  1883,  §  76. 

(6)  In  re  Palmer  (1)  and  (3),  21 
Ch.  D.  47;  24  ib.  504.  The  wiMst 
ooiine  to  take  in  snch  a  case  is  no 
donbt  to  Apply  to  rectify  the  renter 
by  the  removal  of  the  oflFendin^ 
mark,  e.g.,  Leonard  d:  Ellis  v.  Welli 
d!  Oo.  53  Lt.  J.  Ch.  233;  C.  A.  82 
W.  R.  630. 

{€)  L.  B.  7  Ch.  611. 


(d)  With  respect  to  this  example, 
an  injunction  was  granted  by  Sir  J. 
Romilly,  M.  R.,  in  1858,  to  restrain 
a  n;presentation  that  the  defen- 
dant's sauce  was  that  of  the  inven- 
tor's successor  in  business.  See 
Lazenby  v.  Lazenhy,  Dig.  160.  But 
in  Laztnby  v.  WhUe,  41  L.  J.  Ch. 
854,  it  was  admitted  that  the  name 
was  common  to  the  trade. 
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The  three- 
mark  rule. 


the  public,  whether  it  may  still  have  the  effect  of  inducing 
the  public  to  buy  goods  not  made  by  the  original  owner 
of  the  trade  mark  as  if  they  were  his  goods.  K  the  mark 
has  come  to  be  so  public  and  in  such  universal  use  that 
nobody  can  be  deceived  by  the  use  of  it,  or  can  be  induced 
from  the  use  of  it  to  believe  that  he  is  bu}ring  the  goods 
of  the  original  trader,  it  appears  to  me,  however  hard  to 
some  extent  it  may  appear  on  the  trader,  yet  practically, 
as  the  right  to  a  trade  mark  is  simply  a  right  to  prevent  a 
trader  from  being  cheated  by  other  persons*  goods  being 
sold  as  his  goods  through  the  fraudulent  use  of  the  trade 
mark,  the  right  to  the  trade  mark  must  be  gone  "  (a). 

When  the  Trade  Marks  Registration  Act,  1875,  first 
came  into  operation,  it  was  found  that  in  many  trades 
application  was  made  by  two  or  more  traders  for  the  regis- 
tration of  substantially  identical  marks,  the  fact  being  that 
the  marks  had  not  previously  come  into  collision  on  account 
of  their  being  used  in  different  parts  of  the  country,  without 
any  suspicion  of  want  of  bona  fides  on  the  part  of  any  of 
the  rival  applicants.  If  the  strict  letter  of  the  Act  ^and 
Rules  had  been  adhered  to,  much  injustice  would  have 
been  done  to  the  later  applicants,  whose  applications  must 
have  been  refused ;  and  the  Commissioners  of  Patents, 
therefore,  framed  the  rule  that  identical  or  similar  old 
marks  might  be  registered  by  different  persons  in  the 
same  trade  up  to  the  number  of  three,  but  not  more ;  the 
rule  providing  that  if  the  mark  had  been  used  bondfidehy 
more  than  three  persons  it  must  be  treated  as  common  to  the 
trade,  and  no  registration  at  all  be  allowed.  This  rule  was 
recognised  by  Courts  of  First  Instance  in  numerous  cases  (b) ; 


(a)  Thns,  the  marks  of  the  crown 
and  horseshoe  were  proved  to  be 
common  to  the  iron  trade  :  in  In  re 
Barrows,  5  Ch.  D.  853;  the  term 
"Braided  Fixed  Stars  "to  be  com- 
mon to  the  match  trade,  as  describ- 
ing dgar  lights  having  their  heads 
secured  by  braiding :  Jn  n  Palmer 


(3),  24  Ch.  D.  504;  and  see  §  9  of 
the  Merchandise  Marks  Act,  1862. 
(6)  In  re  Watkden  Co.,  Dig.  558; 
In  re  Poveil,  Dig.  589 ;  In  re  Hyde 
<£:  Cb.,  Dig.  593  ;  In  re  Leonardt, 
Dig.  610;  In  re  MUchell  (2),  Dig. 
611;  In  re  Jdley,  Son  d:  Jonee,  51 
L.  J.  Ch.  639;  £x  parU  Salei  Fd- 
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and  in  two  cases  (a)  three  substantially  identical 
new  marks  were  allowed  to  be  registered  for  the  same 
goods  by  different  traders  with  consent  of  all  the  parties 
concerned.  The  rule  has  now  found  its  way  into  the 
Patents  Act»  1883,  in  the  shape  of  a  provision  in  §  74, 
q.  v.,  that  any  device  which  was  before  August  13th,  1875, 
pablicly  used  by  more  than  three  persons  on  the  same  or  a 
similar  description  of  goods  shall,  for  the  purposes  of  the 
section  (i.e.,  for  the  purpose  of  registration  as  an  addition 
to  a  trade  mark,  exclusive  rights  therein  being  disclaimed) 
be  deemed  common  to  the  trade  in  such  goods  (b). 

Id  the  majority  of  cases  in  which  the  question  has  been  Name  indica- 
ndsed  whether  a  word  was  descriptive  of  the  article  to  prf^^pi*  of 
which  it  was  applied,  or  distinctive  of  the  maker  by  whom  constructioiL 
that  article  was  made,  the  question  has  been  whether  the 
word,  according  to   the   ordinary  usage   of  the   English 
language,  indicated  correctly  the  nature  or  origin  of  the 
article.   Thus,  "Porous  Plasters"  (c),  ''Croup  Tincture"  (d), 
and  80  on.     But  in  a  considerable  number  of  instances  the 
question  has  been  whether  a  word,  which  had  no  descrip- 
tive signification  to  persons  unacquainted  with  the  particu- 
lar trade,  did  or  did  not  indicate  to  persons  versed  in  the 
trade  an  article  prepared  according  to  a  definite  process, 
or  a  machine  constructed  on  a  definite  principle,  the  rule 
being  that  if  the  word  indicates  such  a  process  or  principle 
it  is  descriptive  and  incapable  of  exclusive  appropriation. 

This  difficulty  has  especially  arisen  with  respect  to  articles  Articles  m«de 
made  under  a  patent,  which  can  only  be  made  by  the  paten-  JI*!^tent«l*^ 
tee  during  the  existence  of  the  patent,  and  to  which,  con-  procesa. 
sequently^  his  name  or  some  other  special  name  usually 
becomes  attached.    "  Where  a  patented  article  is  known 

^^  A  Co.,  Dig.  620;  In  re  Kuhn  <6  (b)  Common  user  is  not  proved 

^,  S3  L.  J.  Ch.  238;  In  re  Brook,  26  by  the  books  containing  applications 

W.  R.  791;  Jn  re  Hodnn  ^  €h.j  26  for  registration:  Orr-Ewmg  A  Co.  v. 

SoL  J.  48;  Benbow  v.  Low  (4),  44  Johnston  A  Co.,  13  Ch.  D.  434. 

L.  T.  N.  S.  875.  (c)  In  re  Brandreth,  Dig.  626. 

(a)  Inre)V€ahdenCo.,T>ig.56S;  In  [d)  In  re  Roach,  10  U.  S.  Pat. 

«  Feryonw,  V.-C.  H.,  June  Srd,  1881.  Gaz.  833. 
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The  sewing- 
machine 


caaen. 


in  the  market  by  any  specific  designation,  whether  of  the 
name  of  the  patentee,  or  otherwise,  every  person  at  the 
expiration  of  the  patent  has  a  right  to  manufacture  and 
vend  the  same  under  the  designation  thereof  by  which  it 

was  known  to  the  public The  original  patentee 

or  his  assignees  have  no  right  to  the  exclusive  use  of  the 
designation  as  a  trade  mark.  Their  rights  were  under  the 
patent  and  expired  with  it "  (a). 

Thus  in  the  case  of  The  Wheeler  <t  Wilson  Manufacture 
iTig  Co.  V.  Shakespeare  (6),  Sir  W.  M.  James,  V.-C.,  and 
in  that  of  The  Singer  Mfg.  Co.  v.  Wilson  (c).  Sir  G.  Jessel, 
M.  R.  (affirmed  by  the  Court  of  Appeal),  refused  to  assist 
an  attempt  at  continuing  the  monopoly  in  sewing  machines 
which  had  been  patented,  after  the  expiration  of  the 
patent,  by  a  claim  to  the  exclusive  use,  by  way  of  trade 
mark,  of  the  name  by  which  the  peculiar  principle  of 
construction  had  come  to  be  generally  known.  In  the 
latter  case  the  House  of  Lords  declined  to  decide 
whether  the  name  "  Singer  "  was  indicative  of  a  maker  or 
of  a  principle  of  construction,  the  defendant's  evidence 
being  incomplete,  but  it  was  assumed  that  if  the 
latter  had  been  proved,  the  defendant  would  have  suc- 
ceeded (d),  and  that  result  actually  took  place  in  Singer 


(o)  Per  Treat,  J.,  in  Singer  Manu- 
facturing Co.  V.  Stanage,  2  McCraiy 
512;  andfleefcie^tenv.  Kicib.llHare, 
78;  rottn^v.ifacra«,9  Jur.N.S.322; 
Ortm  V.  Booke,  W.  N.,  1872,  p.  49; 
Liebig'8  Extract  of  Meat  Co.  ▼.  Ban- 
bury, 17  L.  T.  N.  S.  298;  Satne  v. 
Anderton,  W.  N.,  1888,  p.  186  ; 
Lazenby  ▼.  White,  41  L.  J.  Gh.  854; 
Condy  v.  Mitchell,  87  L.  T.  N.  S. 
766 ;  James  v.  James,  L.  B.  18  Eq. 
421 ;  Cheavin  v.  Walker,  5  Ch.  D.  850; 
Mataam  v.  Thorley't  CatHe  Food  Co. 
(1),  6  Cb.  D.  574  ;  Siegert  v.  Find- 
later,  7  Ch.  D.  801;  Linoleum  Manu- 
factuHng  Co.  v.  Nairn,  7  Ch,  D.  884; 
In  re  Ralph,  25  Ch.  D.  194;  In  re 
Leonard  <£r  £Uis,  32  W.  R.  530, 
1884,  per    Cotton   L.   J.  ;    In    re 


Richardson,  8  U.  S.  Pat  Gas.  120; 
Tucker  Manufacturing  Co.  v.  Boying 
eon, 9U. S.Pat Gaz. 455;  CanalCo.y. 
6^rl:,13WaU.323,perStrong,J.;  In 
re  Kane  A  Co.,  9  U.  S.  Pat.  Gaz.  105; 
In  re  ConMlidated  Fruit  Jar  Co.,  14 
U.  S.  Pat  Gaz.  269;  Ex  parte  Con- 
solidated Fruit  Jar  Co.,  16  ib.  679; 
Fairbanks  v.  Jacobus,  14  BL  C.  C. 
837;  BurUm  v.  Stratton,  73  L.  T. 
349.  Bee  In  re  Eastman,  W.  N., 
1880,  p.  128,  in  which  registration 
was  granted  to  a  name  which  had 
been  used  for  soap  made  under  a 
patent 

(b)  39  L.  J.  Ch.  86. 

(c)  2  Ch.  D.  434. 
id)  3  App.  Cas.  376. 
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Mjg,  Go.  V.  Loog  (3)  (a).  So  in  America,  in  Singer  Mfg.  Co. 
V.  Larsen  (b),  and  Singer  Mfg.  Co.  v.  Stanage  (c),  tJiough 
in  the  earlier  Scotch  case  of  Singer  Mfg.  Co.  v.  KimJxUl  dk 
Morton  (d)  the  decision  was  in  favour  of  the  company. 

And  even  where  no  patent  is  obtained,  ''it  is  to  beNewnftme 
observed  that  the  person  who  produces  a  new  article,  and  j^deT 
is  the  sole  maker  of  it,  has  the  greatest  difficulty  (if  it  is 
not  an  impossibility)  in  claiming  the  name  of  that  article 
as  his  own,  because,  until  somebody  else  produces  the 
same  article,  there  is  nothing  to  distinguish  it  from  ^^(e). 
Thus  it  was  held  by  the  Court  of  Appeal  that  a  firm  who 
invented  a  new  description^  of  oil,*and  called  it  "  Valvo- 
line,"  had  no  right  of  trade  mark  in  the  word  (/). 

Of  course,  in  any  case  which  arises,  any  element  of  Actual  fraud, 
actual  intentional  fraud  will  be  taken  into  consideration, 
and  the  Court  will,  in  the  exercise  of  its  general  jurisdic- 
tion for  the  repression  of  fraud,  award  an  injunction  or 
damages  in  a  case  in  which,  but  for  the  fraud,  no  remedy 
would  have  been  given.  Thus,  for  instance,  in  a  case  in 
which  the  infringer  might  have  taken  with  impunity  the 
name  of  an  article  invented  by  another,  but  not  content 
with  so  doing,  described  his  own  manufacture  as  ''the 
original "  article,  he  was  retrained  by  injunction  from  the 
use  of  that  misleading  epithet  (g). 

The  general  principle,  however,   is  that  where  a  name  ^"i?  merely 
used  by  way  of  a  trade  mark  either  was  originally,  or  has  cimnot  b«* 
since  come  to  be,  merely  descriptive  of  the  article  to  which  P«>tect«i 
it  is  attached,  so  that  while  serving  to  indicate  what  the 
article  is,  it  does  not    serve  to  connect    it    with   any 
particulai'  manufacturer  or  manufacturing  establishment 

(a)  S  App.  Cm.  15.  (/)  In  rt  Letmard  df  EUi$,  32  W, 

(6)  8  Bias.  191.  B.  580. 

(c)  2  McCmy,  512.  {g)  Coeki  v.  Chandler,  L.  R.  H 

(<4  Ct  SesB.  Cftfl.,  8rd  Ser.  XT.,  £q.  446.    The  presumption  of  fraud 

267.  may,  however,  be  refuted,  as  by  a 

<e)  Per  Try,  J.,  in  SUgert  v.  Find'  fair  statement  of  the  maker's  own 

fafer,  7  Cfa.  D.  801 ;  andseeZttioIetim  name:  Browne  y.  Freeman^  \%  W, 

Mtmirfaehirimg  Co,  t.  Nairn,  %b.  884.  R.  805. 
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that  name  caDnot  be  protected  as  a  trade  mark  (a),  or 
registered  as  special  and  distinctive.  The  Act  establishing 
registration    "takes    nothing    away    from    anybody.    It 


Descriptive 
wordit. 


(a)  The  following  are  cases  in 
which  words  have  Men  held  to  be 
dncriptive :  — Thomion  v.  Winchetter, 
19  Pick.  214  ("Thomsonian  Medi- 
cines"); Fetridge  v.  WdU,  R.  Coz, 
180  C'Balm  of  Thousand  Flow- 
ers"); Wolfe  V.  Goulard,  18  How. 
Pr.  64  ("Schiedam  Schnapps")) 
Burl-e  y.  Castin,  45  Gal.  467  (da) ; 
Wdfe  Y.  ffart,  4  Vict  L.  R.  Eq. 
126  (do.);  Corwin  t.  Daljff  7  Bos. 
222  ("Club  House  Oin");  Yo»ng 
r.  Macrae,  9  Jur,  N.  S.  822  ("  Pa- 
raffin  Oil");  Phalon  v.  Wright, 
5  Pbila.  464  ("Extract  of  Night- 
Blooming  Cereus")  ;  Binninffer  v. 
Wata^a,  28  How.  Pr.  206  ("Old 
London  Doek  Gin  *') ;  Lielng*^  Ex- 
trad  of  Meat  Co.  r,  ffanbury,  17 
L.  T.  N.  S.  298  ("  Liebig  8  Extract 
of  Meat  **) ;  Same  ▼,  Anelerdon, 
W.  N.  1888,  p.  185  (do.) ;  Catwell  v. 
DavUy  58  N.  Y.  223  ("  Ferro- 
phosphorated  Elixir  of  Galisaya 
Bark**);  Tmm  r.  Stetson,  4  Abb. 
Pr.  X.  8.  218  ("Desiccated  Cod- 
fish *') ;  Gawd  Co,  v.  Clark,  13  Wall 
811  ("Lackawanna " coal);  ChoymH 
V.  Cohen,  39  CaL  501  ("  Antiqniirian 
Book  Store  ') ;  Chray  v.  Koch,  2  Mieh. 
N.  P.  119  (*'  Mammoth  Wardnibe'*); 
In  re  Hauthaway  (1  and  2),  U.  S.  Pat 
Comm.  Deeii.  1871,  97, 284  ("Bees- 
wax Oil") ;/»  re  RoberU  (4),  ih.  100 
("  Razor  Steel ") ;  In  re  Blakeslee  dt 
Co.,  ib,  284  ('*  Cundurango  Oint- 
ment, C.  0.  *') ;  Ex  parte  Palmer, 
tb,  289  ("Invisible  Face  Powder'*); 
Rowlafui  V.  Breidcnhack,  Dig.  386 
("  Macassar  **  oil) ;  JawM  v.  Jamet, 
L.  R  13  Bq.  421  ('*  Lieut  James' 
Horse  Blister**);  Qreen  v.  Roohe, 
W.  N.  1872,  p.  49  ("Golden  Oint- 
ment ") ;  In  re  Joknton  A  Co,,  2  U. 
S.  Pat  Gas.  815  ("Parsons'  Pni^ga^ 
tive  Pills,  P.  P.  P.'*  and  ♦'Johnson's 
American  Anodyne  Liniment, 
Established  A.a  1810");  In  re 
Graham,  2  ih.  618  ("New  Manny 
Harvester  *') ;  In  re  Eiehardton,  3  tb. 
120  ("Richardson's  Patent  Union 
Leather-splitting  Machine  ") ;  In  re 
The  A  merican  Sardine  Co.,  3  ib.  495 
("American  Sardines");  Hardy  v. 


CvUer,  3  U.  S.  Pat  Gai.  468  ("  Old 
Bourbon  **  whiskey) ;  TSwJcer  Manu- 
facturing Co.  v.  Boyington,  9  ib.  455 
("  Tucker  Spring  B«d  '*) ;  Browne  v. 
Freeman,  12  W.  R.  305  ("Chloro- 
dyne");  Bulloch,  Lade  A  Co.  v. 
Gray,  19  Joum.  of  Jurisp.  218 
("  Loch  Katrine  "  wh'skey)  ; 
GodiJlot  V.  Hazard,  81  N.  Y.  263 
("Julienne"  soup);  In  re  Dick 
Js  Co.,  9  U.  S.  Pat  Gai.  538  ("Taste- 
less "  druflfs) ;  In  re  Lawrence  <£  Co., 
10  ib.  163  ("Pur  Familien  Ge- 
branch,"  and  "Lawrence  Feiner 
Familien  Flannel");  In  re  Roach, 
10  ib.  333  ("Croup  Tincture**); 
Gilman  v.  HunnewtU,  122  Mass.  139 
("Cough  R«*medy");  In  re  Good- 
year Rubber  Co.,  11  U.  S.  Pat  Gas. 
1062  ("  Crack-proof  "  indiarubber) ; 
In  re  Warburg  A  Co.,  13  ib.  44 
("CSachemire  Milano");  Ayer  v. 
Rushton,  7  Daly,  9  ("Cherry 
Pectoral");  Hdmbold  v.  Hdmiold 
Manufacturing  Co.,  53  How.  Pr. 
453  ("Highly  Concentrated  Com- 
pound Fluid  Extract  of  Buchu") ; 
In  re  Dele  Brothen,  12  U.  S.  Pat 
Gas.  939  ("  Egg  Macaroni  **) ;  SiegeH 
v.  Findlater,  7  Ch.  D.  801  ("  Angos- 
tura  Bitters  '*) ;  In  re  HorAurgk,  53 
L.  J.  Ch.  237,  and  In  re  Leonard  A 
EUie,  53  L.  J.  Ch.  233 ;  C.A.32 W.  R. 
530  ("  Valvoline"  oil);  In  re  Rader 
A  Co.,  18  U.  S.  Pat  Gas.  596  ("  Iron- 
stone "  water  pipes) ;  In  re  Sau- 
nion  A  Co.,  Dig.  625  ("Anglo- 
Portugo**  oysters) ;  In  re  Brandreth^ 
Dig.  626  ("Porous"  plasters);  Ex 
parte  Safety  Powder  Co.,  16  U.  S. 
Pat  Gaz.  136  ("  Safety  *'  powder) ; 
Pairbanlu  v.  Jacobus,  14  BL  C.  C. 
337  ("Fairbanks'  Patent'*);  Lino- 
leum Manufacturing  Co.  v.  Nairn, 
7  Ch.  D.  834  ("Linoleum**); 
Lazenby  v.  White,  41  L.  J.  Ch.  854 
("  Harvey's  Sauce  **) ;  Wother9po(m 
A  Co.  V.  Gray  A  Co.,  Ct  Sess.  Cas., 
8rd  Ser.  IL,  38  ("Victoria"  lozen- 
ges) ;  Popham  v.  Wilcox,  66  N.  Y. 
69  ("Prime  Leaf'*  lard);  Sher- 
wood v.  Andrews,  3  Amer.  L.  Reg. 
N.  a  588  ("Holbrook*s  School 
Apparatus  '*) ;   Alleghany   Fertilizer 
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confers,  upon  certain  conditions    and    under    particular 
circumstances,  rights  which,  but  for  the  Act  of  Parliament^ 


Co.  ▼.    Woodmde,   1    Hughes,    115 
("  A^nmoniatad    Bone    Superphoi- 
phate  of  Lune") ;   FrcBe  ▼.   Bachof 
(2),   14    BL    C.    C.    482    ("H»m- 
buzv"  tea);   Ex  parU  Alden,   15 
U.  S.  Pat  Gaz.  389  ("Eyaporated" 
artidea  of  food) ;  Ex  parte  Mar$ehing 
<ir  09^  15  t6.  294  ("Freneh"  paiiite) ; 
Ex    pane    Cohn    (1),    16    ib,    680 
<"  Standard  A  '  cigan) ;  Ex  parte 
Cokn  (2)  16  ib.   680  ("Dru^ists' 
Sandiin  "  cigan) ;  Ex  parte  ^nith, 
(2)  16»6. 679  (*•  Medicated  Pnm««") ; 
Ex  parte  Tkompmm,  Derby  A  Co.^ 
16     ib.     187     (**  Swing"     scythe- 
•ockete) ;  Ex  parU  Smith  (8)  16  ib. 
764  ("Masonic'*  cigan);  Ex  parte 
Waeferting,  16  ib.  764  ('*  Granulated 
Dirt-killer  Soap  ") ;    Lamplough  ▼. 
Eeedder,  C.    A.,  Nov.   12th,   1880 
('* Pyretic  Saline");  Day  ▼.  Neale, 
V.  G.  B.,  May  24th,  1881  ("  White 
Chemical        Extract,"        *'  Brown 
Chemical  Extract,*'  *'Red  Paste," 
"Bed  Drench,"   "Gaseous  Floid," 
fta);    EobertM  ▼.   ShtUUm,   8  Biss. 
898     r ParaboU '*— eye    needles); 
Van  BeU  ▼.  PrttoaU,  82  N.  T.  680 
("Bye  and  Bock"  liquor);   Mar- 
AaU  y.   PnUtham,   52    Wise.    572 
("  Old  Dr.  &  MarshaU's  Celebrated 
Jjinin&ent ") ;    ffoatetter  ▼.   Adams, 
22  n.&  Pat  Gaz.  948  ("  Celebrated 
Stomach  Bitters") ;  Ex  parU  Brig- 
ham.    20  ib.   891  ("  Satin  Polish " 
boots  and  shoes) ;  Ex  parte  Ams,  23 
ib.  344  ("  Albany  Beef  ") ;  Ex  parte 
Stratbwrger  ^  Co.,  20  ib.  155  (''Time- 
keeper" watches)  ;  Ex  parte  Kip- 
Kfiff,  24  ib.  899  ("  Cristalline  "  bril- 
liants) ;  Electro  SiUeon  Co,  v.  Levy, 
59  How.  Pr.  469  ("SiUoon  "  polish- 
ing powder)  ;  Hegeman  A  Co.  v.  Heg^ 
«UMS  8  Daly,  1  ("  Hegeman's  Fer- 
rated  Elixir  of  Bark,  or  Elixir  of 
Calisaya  Bark  with  Iron,"  "  Hege- 
man's  Compound  Fluid  Extract  of 
Buchn,"     "  Hegeman'a,     formerly 
Vdlpeau's^  Celebrated  Remedy  for 
Diarrhoea");  /»r«i2a^ 25 Ch.D. 
194  ("  The  Homewasher  ";. 

In  the  following  cases  deseriptiTe- 
nsas  has  either  not  been  alleged  or 
has  been  held  not  to  be  established, 
and  the  words  have  been  treated  as 


ixncy  words  i^Pidding  v.  ffow,  6 

Sim.  477  ("  Howqua  s  Mixture  ") ; 

Perry  v.  TruefiU,  6  Bear.  66  ("Medi- 
cated Mexican  Balm");  Taylor  ▼. 

Carpmler  (1).  3  Story,  458  ("  Persian 

Thread  ") ;  8.  C.  {'i)  2  Wood.  &  M. 

1  (do.) ;  .H.  C.  (3)  2  Sandf.  Ch.  603 

(da)  ;  Taylor  v.  Taylor,  2  Eq.  Rep 

290   (do.) ;  Bine  v.   LaH,  10  Jur. 

106      ("  Ethiopian  "      stockings)  ; 

FowU  V.  Spear,  7  Penn.  Ij.  J.  176 

("Wistar*s       Balsam      of     Wild 

Cherry  ") ;    Cqffeen  v.  BrwtUon  (1), 

(2),   4  McLean,   516;    5    ib.    256 

("Chinese   Liniment");   Davit   v. 

Kendall,  2  R.  L  566  ("Pain  KiUer  " 

medicine) ;   Davie  ▼.  Kennedy,   13 

Grant  Up  Can.  Ch.  528  (da) ;  JL  v. 

Dundas,    6   Cux,   380    ("  Everett  s 

Premier"     blacking);     Beaih    v. 

Wright,  R  Cox,  154  ("Kathairon**) ; 

Fetridge  v.  Merchani,  4  Abb.  Pr. 

156  ("Bahn  of  Thousand  Flowers") ; 

Williams   ▼.    Johnson,    2     Bos.    1 

("Yankee    Soap");     WilUams    v. 

Sp€n4se,   25   How.   Pr.    366    (do.); 

WiUiams  ▼.  Adams,  8  Bias.  452  (da) ; 

Comstock  y.  White,  18  How.  Pr.  421 

("  Dr.  Morse's  Indian  Root  Pills  ") ; 
Braham  v.  Bustard,  1  H.  ft  M.  447 

("  Excelsior  '*  soap) ;   MeA  ndrew  v. 
Bassett,  4  De  G.  «f.  k  S.  380  ("Ana- 
tolia" liquorice;   Faber  v.   Bovey, 
Dig.  481  ("Star"  pencils) ;  JUllet  v. 
earlier,  61  Barb.S.  C.  435  ("Gre- 
nade "  synip) ;  SmiU^  v.  Woodruff, 
48  Barb.  488  ("  Sweet  Op  -ponax  of 
Mexico "    perfume) ;    Burnett     v. 
PhaJUm,  3  K«yes,  594  ("  C^icoaine  " 
hair  oi') ;   Messerole  ▼.  Tynberg,  4 
Abb.  Pr.  N.  S.   410  ("Bismarok" 
collars) ;    Bawley    v.    Boughton,   2 
Brews.  303  ("  Hero  "  jars) ;  Palmer 
y.  Barris,  6  Penn.   156  ("(3olden 
Crown"  dgan);  FUley  v.  Fassstt, 
44    Ma     173    ("Charter    Oak" 
stoTes) ;  FUley  y.  Child,  16  Bl  C.  C. 
376  (da);    Lodtwood  v.   Boshriek, 
2  Daly,  521  ("  Boyilene  "  pomade) ; 
Congress  A  Empire  Spring  Co.   v. 
Bigh  Roek  Congress  Sjpring  Co.,  45 
N.    T.    291    ("Congress   Spring "  Fancy  words, 
water) ;  AUeghany  Fertiliser  Co.  y. 
IFoMJncie,  1  Uughes,  115  ("  Eureka  " 
manure) ;   Ford  y.  Foster,  L.  R  7 
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would  not  be  as  clearly  asserted,  but  it  takes  nothiug 
away.  Any  man  who  has  a  right  to  a  trade  mark  has  hift 
trade  mark  just  the  same  after  the  passing  of  the  Trade 
Marks  Registration  Act  as  he  had  before.  Only,  if  the 
persons  eujoying  the  trade  mark  have  been  so  numerous 
that  it  is  impossible  to  say  that  any  of  them,  or  all  of  them 
together,  had  an  exclusive  right  to  it,  then  they  shall  not 
have  the  benefit  of  the  registration,  which  would  give  an 
exclusive  right"  (a).  Common  marks  may,  however,  now 
be  registered  as  additions  to  good  trade  marks,  if  an  exchi- 
sive  right  in  them  is  disclaimed  (6).  If  the  name  is 
descriptive,  the  addition  of  "  new  '*  or  "  improved  *'  does 
not  better  the  case  (c\  nor  that  of  initials  representing  the 
name  of  the  goods  (d)^  or  of  a  mere  oval  border  (e). 


Oh.  611  ("  Eureka  *'  shirti)  ;  SeUzer 
V.  PoweU,  8  Phila.  296  ("«il^er 
Grove  **  whiskey) ;  Jn  re  Francis  <t* 
MaUon,  U.  S.  Pat  Comm.  Dficis. 
1871,  288  ("Beaverine"  bo<>to); 
Blachcdl  v.  Armitteadf  5  Am.  L.  T. 
85  (*' Durham"  tobacco);  Armi- 
$Uad  V.  Blachwelly  1  U.  S,  Pat. 
Gaz.  603  (do.) ;  Biaclnodl  v,  Wright, 
73  N.  Car.  310  (do,) ;  BiacheeU  y. 
Dibrefl,  UU.&.  Pat.  Gai;  633  (do.) ; 
Hint  V.  Venham,  L,  R.  14  £q.  542 
(•'Turin,"  "Sefton,"  "Leopold,- 
"Liverpool,"  cloth);  SUmbergtr  v- 
Thalheimer,  3  U.  S.  Pat  Gac  120 
("  CenteDDial  '*  clothing)  %  In  rt 
Bush ii  Co.,  10 16. 164  ("GeDtennlal " 
wine*) ;  Kidd  As  Co,  v.  MtUs,  John" 
am  ^  Co.,  6  i6.  337  ("  Magnolia,*' 
*'  Dave  Jones.''  whiskey) ;  Mont  y, 
Worrdl,  10  PhiU  108  ("Rising 
Sun  "  stove  polish) ;  Cotton  y.  OU- 
lard,  44  L.  J.  Oh.  90  ("Licensed 
Victuallers'  Relish ");  Smith  y, 
Mamm,  W.  N.  1875,  p.  62  (**  Pecto- 
rine  "  medicine) ;  Oouratid  v.  Trvst, 
10  N.  Y.  Sup.  CX  627  ("G<.urand*» 
Oriental  Cream ") ;  In  re  Glinei,  8 
U.  S.  Pat  Gas.  435  (**  Slate  Roof- 
ing  Paint ") ;  In  re  Green,  8  ib.  729 
(''Gennan  Sirup");  In  re  Weaver, 
10  t6.  1  ("  Lion  "  goods) ;  GriUon  v. 
Gianin,  W.  N.  1877,  p.  14  ("Tamar 
Indien"  lozenges) ;  Camriclcy.  Mor- 
ton, Dig.  543  ("  Lactopeptine  "  medi- 
cine); In  re  ComvxUl  (2),  12  U.  S. 


Pat  Gaz.  31 2  ("  Dublin  "  soap) ;  Eno 
V.  Stephens,  Dig.  609  ("Fruit  Salt  '*); 
Reinhardt  y,  Spalding,  49  L.  J.  Ch. 
57  ("Family  Salve");  Rosing  v. 
Aikinstm,  27  Sol.  J.  534  ("Edel- 
weiss "  perfume) ;  Berliner  Brauerei 
GeulUch^t  Tiroli  v.  Knight,  Stocls 
it'  Co,,  wl  N.  1883,  p.  70  ("Tivoli" 
lagper  beer) ;  In  re  Porter  Blanehardt 
Sons,  U,  &  Pat.  Comm.  Deci&  1871, 
97  ("Blaochard  Chum");  In  re 
Rohland,  10  U.  S.  Pat  Gaz.  980 
("Dr.  Lobeothal's  Essentia  Anti- 
phthi8ica");iSo9?7V.  Wdsh,  16 ih.  910 
{**  Tidal  Wave  "  tobacco) ;  In  re  East- 
man, y/.  N.  1880,  p.  128  ("  Kitchen 
Ciystal  Soap  ") ;  Bvrton  v.  Stratum, 
73  L.  T.  349  ("Twin  Brothers" 
yeast) ;  ffier  v,  Ahrahamt,  82  N.  Y. 
519("Pride"cigarH);  Insurance ChU 
tank  Co,  v.  SeoU,  33  La.  Ann.  946 
("  Insurance  "  oU) ;  SmUh  v.  Six- 
bur^,  82  N.  Y.  Sup.  Ct  232  ("  Mag- 
netic Balm");  £x  parte  Heyman, 
18  U.  S.  Pat  Gaz.  922  ("Invigo- 
rator  "  ^ring  bed- bottoms). 

(a)  Per  Bsoon,  Y.-C,  in  Benbow 
V  Low  (4),  44  L.  r.  N.  S.  875. 

(5)  Patents  Act,  18*3,  §  74. 

(c)  In  re  Graham,  2  U.  S.  Pat 
Gaz.  618. 

{d)  In  re  Blahedce  A  Co.,  U.  S, 
Pat  Comm.  Decis.  1871,  284;  In  re 
IHck  d:  Co.,  9  U.  S.  Pat  Gaz.  538. 

(e)  In  re  Rader  <i-  Co^  13  U.  S. 
Pat  Gaz.  596. 
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Again,  where  a  mark,  though  not  descriptive,  yet  does  Name  not 
not  serve  to  distinguish  the  person  using  it  from  a 
number  of  other  persons  who  use  or  are  entitled  to 
use  it,  it  cannot  be  a  valid  trade  mark,  since  it  is  com- 
mon, if  not  to  the  whole  wt>rld,  at  all  events  to  a  class 
of  persons.  Thus  "  prize  medal "  (a),  "  gold  medal "  {by 
The  objection,  however,  will  not  prevail  where  the  class  is 
very  limited  (c). 

Again,  an  ordinary  adjective  in  the  common  language  of  Adjective 
the  country,  descriptive  of  the  quality  of  the  article,  and  qimiuy  only, 
not  designating  it  to  be  of  the  manufacture  of  a  certain  in-  »o*«demArk. 
dividual  or  establishment,  as  "superior"  (d),  "superfine"  (d), 
"  nourishing  "  (e),  cannot  be  exclusively  appropriated  as  a 
trade  mark.     And  the  same  is  the  case  with  a  word  or 
symbol  which  is  understood  generally,  or  in  the  trade,  to 
indicate  quality  and   not  a  special  manufacturer.     Thus 
"A,No.  i;'«AX,No.  1"(/). 

But  in  some  of  the  American  cases  this  principle  appears  Marin 
to  have  been  carried  to  an  extent  which  is  unreasonable,  nTaker  m  weU 
and  which  has  not  been  and  would  not  be  recognised  in  MqaAlitymaj 
this  countiy,  the  rule  having  been  laid  down  too  generally  marks, 
that  every  word  or  symbol  which  serves  to  indicate  quality 
is  incapable  of  appropriation  as  a  trade  mark,  the  qualifica- 
tion being  omitted  that,  if  such  woixl  or  symbol  also  serves 


{a)  BaUy  v.  HiU,  1  H.  &  M.  264. 
See  Roper^B,  dx.  Co,  v.  Copemavkt,  dx, 
AtBocioHan,  LcL,  28  SoL  J.  218. 

(6)  Tojfior  V.  GUli€8,  14  Sickels, 
831. 

{e)  DetU  V.  Tvrpin,  2  J.  &  H. 
139.     And  see  p.  97,  note  (a). 

{d)  Brakam  v.  Bustard,  1  H.  &  M. 
447. 

(f)  RoffffeU  V.  FindlaUr,  L.  R  17 
£q.  29;  and  see  SpoUiswoode  ▼. 
Clarke,  G.  Coop.  154;  GiOoU  y. 
FMierbrook,  R..  Cox,  3.53;  Ex  parU 
Paimer,  U.  S.  Fat  Comm.  Deds. 
1871, 289;  In  re  Dick  «t  Co.,  9  U.S. 
Pat  Gaz.  538;  In  re  Goodyear 
RMer  Co.,  11  ib.  1062;  PuUon  v. 


8^Ur$,  4  Brews.  42;  Fx  parte  Cohn 
(1),  16  U.  S.  Pat.  Gaz.  980. 

(/)  Candee,  Swan  <fc  Co.  y.  Deere 
Ar  Co.,  54  IlL  439 ;  5  Amer.  Rep. 
125;  and  see  The  Amoekeag  Manu- 
facturing Co.  V.  Spear,  2  Sand.  8^,0. 
699;  R  Cox,  87;  Same  v.  Trainer, 
101  U.  S.  Rep.  51;  Burke  v.  Caetin, 
45  Cal.  467;  13  Amer.  Rep.  2*>4; 
Stokee  v.  Landqrag,  17  Barb.  608; 
R.  Cox,  137:  Kinney  v.  Aflen,  1 
Hughes,  106;  /#«  re  Ewjle  Pencil  Co., 
10  U.  S.  Pat  Gaa.  981;  O»jood  ▼. 
AUen,  1  HolmeH,  185;  Carver  ▼. 
Bowker,  Dig.  581;  Avery  v.  Meikle, 
23  Alb.  L.  J.  413. 
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to  indicate  a  particular  manufacturer,  the  mark  may  be  a 
good  trade  mark.  In  Amoakeag  Manufacturing  Co.  v. 
Trairier  (a)  the  Supreme  Court  of  the  United  States 
itself  appears  to  have  decided  in  favour  of  the  wider  rule. 
There  the  plaintiff  company  manufactured  cotton  tickings, 
and  sold  the  different  qualities  under  different  labels,  of 
which  the  one  affixed  to  the  best  quality  of  the  goods  bore 
a  combination  device,  in  which  the  prominent  and  con* 
spicuous  feature  consisted  of  the  letters  "  A.  C.  A.'*  Those 
letters  had  for  many  years  been  recognised  as  indicating 
that  the  goods  to  which  they  were  attached  were  of  the 
plaintiff  company's  manufacture,  and  also  of  the  beist 
quality  of  the  goods  so  manufactured,  and  the  plaintiffs' 
user  of  the  letters  had  been  substantially  exclusive.  In  an 
action,  however,  brought  against  defendants  who  had  sold 
similar  goods  of  their  own  make  under  a  label  containing 
the  same  letters  in  a  conspicuous  place,  the  Supreme 
C!ourt  held  that  the  letters  being  indicative  of  quality,  no 
protection  could  be  given.  All  trade  marks,  however, 
which  are  of  any  value  at  all,  denote  that  the  goods  to 
which  they  are  attached  are  of  good  quality,  and  by  far  the 
greater  number  of  large  manufacturing  firms  use  a  variety 
of  trade  marks,  which  they  apply  to  goods  of  different 
descriptions  or  qualities,  or  intended  for  different  markets. 
So  that  it  seems  that  the  English  rule  that  combinations 
of  letters,  or  words,  or  symbols,  which  indicate  that  the 
goods  to  which  they  are  applied  have  been  manufactured 
by  a  particular  person  or  firm,  may  constitute  valid  and 
registrable  trade  marks,  notwithstanding  that  they  also 
indicate  the  quality  or  pattern  of  the  goods  as  com- 
pared with  other  goods  of  the  same  makers  (&),  is  prefer- 
able to  that  formulated  in  some  of  the  American  Courts. 
Thus,  in  Hirst  v.  Denham  (c),  different  fancy  patterns  of 
the  plaintiff's  cloth  were  marked   with  different  names, 

(a)  101  U.  S  Eep.  51.  Ch.  897. 

(h)  jRantome  r.  Graham,  51  Ij.  J.  (c)  L.  R.  14  £q.  542. 


WHAT  IS  ▲  TRADE  MARK? 


.•>0 


each  of  which  was  protected ;  in  Moses  v.  Siirgood, 
Ewen  dt  Go.  (a),  the  pIuintiflTs  clothing  was  marked  with  a 
number  of  crowns,  varying  from  one  to  six,  according  to 
quality ;  in  JZansome  v.  Oraham  (b)  the  plaintiff's  ploughs 
were  marked  with  the  letters  "  E.  N."  and  an  additional 
letter  or  numeral,  varied  according  to  pattern  and 
quality  (c). 

If  a  word  or  symbol  is  only  indicative  of  quality  in  a  Marks 
particular  trade,  it  seems  that  it  may  be  used  as  a  trade  q^ty  fn 
mark  in  a  different  trade  (d).  ®^  ^^ 

Again,  a  trade  mark  which  contains  false  representations,  ]>eoeptiv6 
so  as  to  deceive  the  public,  will  not  be  protected  in  equity  mftrka. 
as  a  valid  trade  mark  (e),  and  cannot  be  registered  as  such 
under  the  Patents  Act  of  1883  (/).  In  short,  as  was 
said  by  Wallace,  J.,  in  Ginter  v.  Kiwney  Tobaceo  Co.  {g\ 
**  no  principles  are  better  settled  in  the  law  of  trade  marks 
than  that  a  generic  name,  or  a  name  merely  descriptive  of 
the  ingredients,  quality,  or  characteristics  of  an  article  of 
trade,  cannot  be  the  subject  of  a  trade  mark ;  and  that  the 
use  of  a  name  or  term  which  is  likely  to  deceive  the  public 
in  reference  to  the  components  or  nature  of  the  article  to 
which  it  is  applied  will  not  be  tolerated."  But  mere 
collateral  misrepresentations  do  not  disqualify  (h). 

An  attempt  has  occasionally  been,  made  to  meet  the  Marks  which 
contention  that  a  word  claimed  as  a  trade  mark  is  in-  descriptive  or 
capable  of  appropriation  by  reason  of  its  descriptiveness>  <*«««P^^«- 
by  the  allegatiou  that  the  goods  to  which  it  is  applied  do 
not  answer  the  description  imported  by  the  word,  and  there- 


(a)  Dig.  636. 

(6)  51  L.  J.  Ch.  897. 

{e)  And  see  Inrt  Brook,  26  W.  R 
7»1;  MUchiU  V.  Benty,  16  Gb.  D. 
181;  aod  the  American  cases  of 
Lawrence  Mfg.  Co.  v.  Lowed,  129 
Mass.  325;  OodiUot  v.  Harrh,  81 
N.  Y.  263,  per  Daofcirtb,  J.;  and 
Sold  V.  Gtmndorf,  1  Wils.  (Ind.)60. 

{d)  Jn  re  Bngliah,  U.  S.  Pat 
Comm.  Dedfi.  1870, 112. 


{e)  Piddmg  ▼.  How,  S  Sim.  477: 
Perrif  v.  TVu^  -t  Beav.  W;  Flatd 
Y.  Harrimm^  10  Hare,  467;  Leather 
Cloth  Co.  Y.  Ameriean  Leather  Cloth 
Co.^  4  De  6.  J.  k  S.  187;  Morgan 
Y,  McA^m,  S6  L.  J.  Ch.  228;  Con- 
ndl  ▼.  Beed,  128  Mass.  477;  and  see 
c.  7,  itbfrd. 

ip  See  §  73. 

ig)  22  U.  S.  Pat.  Gaz.  770. 

{h)  Ford  V.  Fotier,  L.  R.  7  Ch.  611. 
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fore  that  the  word  is  not,  in  fact,  descriptive  of  the  goods. 
But  in  cases  where  a  word  is  used  which  is  descriptive  of 
qualities  which  the  goods  might  reasonably  be  supposed  to 
possess,  if  the  goods  do  not  possess  those  qualities  the  use 
of  the  word  is  deceptive,  so  that  qudcunque  vid  the 
claim  fails.  Thus,  in  In  re  Saunion  Jk  Co,  (a),  the  late 
Master  of  the  Rolls  refused  registration  to  the  words 
"  Anglo-Portugo  Oysters,"  on  the  ground  that  if  the 
oysters  were  Anglo-Portuguese  the  use  of  the  tenn  was 
descriptive,  while,  if  they  were  not,  it  was  deceptive. 
And  there  are  many  American  authorities  to  the  same 
effect  (6).  But  if  the  term  claimed  is  one  which  is 
notoriously  inappropriate  to  the  article,  it  will  not  be 
treated  as  deceptive.  Thus  the  name  "Edelweiss"  was 
allowed  to  be  appropriated  to  scent  not  derived  fix>m  that 
flower,  it  being  well  known  that  the  edelweiss  yields  no 
perfume  (c). 
Extravftganc©  It  may  be  stated  as  a  general  rule  that  the  more  extra- 
Tufancy^  ^^  Ordinary  and  extravagant  the  name  that  is  adopted  by  way 
of  trade  mark,  the  better  will  the  object  be  attained,  and 
the  protection  of  the  Courts  and  of  the  Registration  Office 
secured,  for  the  more  uncommon  the  designation  is,  the 
less  obnoxious  is  the  exclusive  claim  of  the  manufacturer, 
and  the  more  conclusive  the  evidence  of  fraud  supplied  by 
an  infringement.  Thus,  Sir  W.  P.  Wood,  V.-C,  said,  "I  have 
not  the  least  doubt  that  if  the  plaintiff  (if  I  doubted  I 
should  be  going  quite  contraiy  to  the  Mexican  Balm  case 
and  other  cases  in  which  ridiculous  names  have  been  used) 


DAint-S. 


(a)  Dig.  626. 

(6)  Fairbanks  v.  Jacohua^  14  BL 
C.  C.  837  ("Fairbanks'  Patent"); 
In  re  American  Sardine  Co,,  3 
U.  S.  Pat.  Gas.  496  ("American 
Sardines  ");  In  re  DoU  BroLkert^  12 
t6.  989  ("Egg  Macaroni");  In  re 
Warburg  <fc  Co.,  13  ih.  44  ("Cache- 
mire  Milano"  silks);  Ex  parte 
Martching  A  Co.,  16  t6.  294 
("  French  **    paints);     Ex      parte 


Knapp,  16  tb.  318  ("London** 
animal  foods);  Ex  parte  Farnum 
A  Co.,  18  <&.  412;  ("Lancaster'* 
tickings);  Ointer  v.  Kinney  Tobareo 
Co.,  22  «.  770  (" Straightcut •* 
cigarettes).  With  which  com)  are 
In  re  Green,  8  ih.  729  ("German 
Sirup'*);  In  re  Cornwall  {2),  12  ih. 
812  ("  Dublin  *'  s  ap). 

(c)  Boeing  v.  Atkinson,  27  Sol  J. 
634. 
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had  invented  a  fanciful  and  ridiculous  name — and  the  more 
ridiculous,  the  better  it  is  for  his  purpose— and  has  used 
it  for  eight  or  ten  years  in  his  trade,  that  the  Court  would 
take  care  that  nobody  else  should  use  that  absurd  name ; 
for  such  user  could  only  be  a  user  for  the  express  purpose 
of  imitating  the  plidntiflTs,  and  so  defrauding  the  plaintiff, 
by  representing  goods  manufactured  by  one  person  to  be 
goods  manu&ctured  by  another  "  (a). 

In  many  cases  the  fancy  name  used  as  a  trade  mark  is  Fancy 
an  entirely  new  word,  invented  for  the  occasion  by  the  JJJJ^^  "*' 
manufacturer  of  the  material  or  composition  to  which  it  b 
applied,  and  such  a  name  may  be  r^;istered  and  otherwise 
treated  as  a  valid  trade  mark  (6).  Thus  "  Pectorine ''  (c) 
and  "  Lactopeptine "  (d)  were  protected  as  names  for 
medical  compounds;  "Cocoaine''  {e)  and  "Bovilene"  (/) 
for  pomades.  **  Chlonxiyne "  (g)  was  only  not  protected 
because  the  px>prietor,  on  a  mistaken  view  of  his  rights, 
consented  to  have  his  bill  for  an  injunction  dismissed  with 
costs  (h). 

In  many  other  cases  the  trade  mark  consists,  not  of  a  Bzirtiiig 
newly  coined  word,  but  of  a  word,  or  a  combination  of  ponnga  fancy 
words,  already  in  common  use,  but  which  for  the  purpose 
of  the  trade  mark  is  or  are  used  and  applied  in  a  manner 
quite  different  from  the  ordinary  use  and  application,  so 
different  that  it  is  seen  at  the  first  glance  that  the  word  or 


(a)  Younff  ▼.  Macrae,  9  Jnr.  N.  S. 
822 ;  and  we  Fttridge  ▼.  Merchant^ 
4  Abbi  Pr.  156;  R.  Cox,  194. 

(6)  See  Pfttento  Act,  1883,  §  64. 

ie)  Smiik  r.  Mamm,  W.  N.  1875, 
p.  62. 

((0  Camriek  ▼.  Mormm,  L.  J. 
Notes  of  CtmtB,  1877,  p.  71. 

{e)  Burnttt  v.  Phalon,  9  Bos.  192; 
R.  Cox,  376. 

(/)  Lockwood  ▼.  Botiwiek^  2  Daly, 
521 ;  B.  Cos,  555. 

{ff)  Browme  v.  Prtewuui^  12  W.  R. 

305. 
(A)  In  re  FraneU  ^  MaUon,  U.  S. 


Pat  Gomm.  Decia.  1871, 283  ("Be&. 
yerine  **  boots  and  shoes) ;  Bmock 
Moryan^t  Somt  Co.  v.  SehwachAo/er, 
55  How.  Pr.  87,  and  rntme  ▼.  Hunkde, 
16  U  S.  Pat  Gaz.  1092  (**Sapolio" 
soap) ;  BUetro-SiUam  Oo.v.  Triuk,  59 
How.  Pr.  189  (*' Electro-siUoon  "). 
And  see  Young  ▼.  Macrae,  9  Jur. 
N.  S.  322,  in  which  **  Paraffin  Oil," 
LampUmyh  v.  Balnur,  W.  N.  1867, 
p.  293,  in  which  **  Pjretic  SaUne," 
and  Woffe  v.  Goulard,  18  How. 
Pr.  64,  R.  Cox,  555,  in  which 
**  Schiedam  SchDappe,*'  was  not  pro- 
tected for  special  xea^ins  onlj. 
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combination  of  words  is  or  are  being  used  quite  out  of  the 
common  signification,  and  in  the  nature  of  a  fancy  name  de- 
signatory  of  the  goods  (a).  Thus,  "  Pharaoh's  Serpents"  (b), 
applied  to  a  toy;  "  The  Licensed  Victuallers'  Relish  "  (c),  to 
a  sauce ;  " Turin,"  "Sefton,"  "Leopold,"  and  "Liverpool "  (cZ), 
to  cloth ;  "  United  Service"  (e)  and  "  Genuine  Yankee  "  (/), 
to  soap ;  "  Sweet  Opoponax  of  Mexico  "  (g),  and  "  Balm  of 
Thousand  Flowers  "  (A),  to  perfume ;  and  "  Charter  Oak," 
to  stoves  (i). 


(a)  See  Newman  v.  Alvardf  R. 
Ck>x,  413,  in  which  Daniels,  J.,  raid 
that  "any  member  of  the  commu- 
nity, whose  interests  and  business 
may  be  promoted  by  doing  so,  should 
be  at  liberty  to  apply  even  names 
and  words  in  common  use  to  the 
products  of  his  industry,  in  such  a 
manner  as  to  indicate  their  origin  or 
particular  manufacture,  where  such 
appb'oation  will  not  iotreiich  upon 
and  will  be  in  no  way  included  in 
their  use  by  the  public.  By  doing 
so,  the  rights  of  no  member  of  the 
community  can  be  in  any  manner 
iofringed,  and  no  public  inoonve- 
nience  whatever  can  be  occasioned 
by  it  The  pubUc  wUl  still  be  left 
at  full  liberty  to  use  such  words  or 
terms  as  they  were  used  before; 
while  for  a  special  purpose  a  new 
office  or  purpose  may  be  imposed 
upon  them ;"  Oagood  v.  AlUnf  1 
Holmes,  185,  in  which  Shepley,  J., 
said  that*'  words  or  devices  may  be 
adopted  as  trade  marks,  which  are 
not  original  inventions  of  the  one 
who  adopts  and  uses  them.  Words 
in  common  use  may  be  adopted,  if 
at  the  time  of  adoption  they  were 
not  lued  to  designate  the  name  or 
fdmilar  articles  of  production ;"  and 
Lea  V.  Wolff,  15  Abb.  Pr.  N.  S.  1 ; 
£x  parte  Palmer ^  U.  S.  Pat  Comm. 
Decis.  1871,  2H9;  McLean  v.  Flem- 
ing, 96  U.  S.  Rep.  245  ;  SmitK  v. 

Woodrt^,  48  Barb.  438;  and  £x 
parU  Halliday  Brothere,  16  U.  S. 
Pat  Gaz.  5U0. 

(b)  BameU  v.  Leuehart,  13  L.  T. 
N.  S.  495. 

(e)  Cotton  v,GiUard,iilj, J.CK^O, 


id)  ir«rKv.i)eiiAam,L.R.14£q. 
542. 

{e)  FUld  V.  Lewit,  Dig.  280. 

(/)  Wmiamt  V.  Johnmn,  2  Bos.  1 ; 
R.  Cox,  214;  WiUiamMy.  Spenee,25 
How.  Pr.  366 ;  R.  Cox,  305. 

ig)  Smith  V.  Woodri^,  48  Barb. 
438;  R  Cox,  873. 

(k)  Fetridge  v.  Merchant,  4  Abb. 
Pr.  156;  R  Cox,  194;  but  see 
Fetridge  v.  Welia,  13  How.  Pr. 
385;  R.  Cox,  180. 

{%)  Filley  v.  Fanett,  44  Mo.  173; 
R  Cox,  530  ;  Filley  v.  Child,  16  BL 
C.  C.  376.  And  see  Wetton  v.  Hem- 
motu,  2  Vict  L.  R.  £q.  121 
("Wizard*'  oil);  Stemberger  v. 
Tkalheimer,  3  U.  S.  Pat  Gas.  120 
("Centennial"  clothing);  Kidd  <t 
Co.  V.  MilU,  Johnson  is  Co,,  5  ih.  337 
("Magnolia"  whiskey);  Kidd  v. 
Johntan,  100  U.  S.  Rep.  617  (same); 
In  re  GUnes,  8  U.  S.  Pat  Gaz.  435 
("SUte  Roofing  Paint'');  In  re 
Kimball,  11  »6. 1109  ("Vanity Fair" 
cigarettes) ;  MareovUch  v.  Bramble, 
WilHnt  A  Co.,  Dig.  595  (same); 
Davit  V.  Kennedy,  13  Grant  Up. 
Can.  Ch.  523  ("Painkiller"  medi- 
dne) ;  Faber  v.  Hovey,  Dig.  481 
("  Star  **  pencils) ;  Ex  parte  Peper, 
16  V.  S.  Pat  Gaz.  678  ("Com" 
tobacco) ;  Wright  v.  Simpeon,  15  i6. 
968  ("Pond  Lily  Wash");  Craw- 
ford  V.  Shuttock,  13  Grant  Up.  Can. 
Ch.  149  ("Imperial"  soap);  De- 
graves  V.  Whiteman,  5  Vict.  L.  R. 
Eq.  304  ("Cascade**  ale);  Royal 
Baking  Powder  Co,  v.  SherriU,  59 
How.  Pr.  17  ("Royal"  baking 
powder). 
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Oocasionally  it  has  been  sought  to  protect  as  a  trade  Inscriptioni/ 
mark,  and  to  claim  exclusive  rights  in,  an  inscription  or  mento. 
advertisement  composed  of  ordinary  English  words,  used  in 
their  ordinary  sense,  and  only  peculiar  from  the  length  of 
the  sequence.  Usually,  indeed,  there  is  io  such  cases  some 
feature  which  might  be  really  distinctive,  but  of  which  the 
plaintiff,  for  some  reason  or  other,  is  unable  to  avail  him- 
self;  this  failing,  the  whole  inscription  is  claimed.  Such 
cases,  however,  are  in  fact ''  advertisements  of  the  character 
and  quality  of  the  goods "  (a),  in  which  advertisements 
no  exclusive  rights  can  be  claimed,  as  was  expressly 
decided  by  the  Court  of  Appeal  in  Cheavin  v.  Walker  (b), 
where  the  inscription  was  "  G.  Cheavin's  improved  patent, 
gold-medal,  self-cleaning,  rapid  water  filter,  Boston,  Eng- 
land," the  name  Cheavin  having  become  indicative  of  a 
principle  of  construction.  In  Shrimpton  v.  Laight  (c), 
the  use  of  the  words  "graduated,  grooveless,  drill-eyed, 
ground-down"  needles  was  also  accompanied  by  that  of 
the  maker's  name,  and  this  being  obviously  imitated  by 
the  defendant,  the  injunction  was  granted. 

Sometimes  a  word  taken  from  a  dead  language  has  been  Words  taken 
applied  to  goods  and  protected  as  a  valid  trade  mark,  as  lAogomgea. 

(ci)  Per  Lord   Weettqry,  C,  in  man  ▼.  Meriden  Britannia  Cb.,  85 

Leather    Cloth    Co,     v.    American  Comi.  402 ;  R.  Cox,  490,  where  ma 

Leather  Ctoth  Co.,  11  H.  L.  C.  528,  injanction  was  given.     In  BoberU  v. 

which  eee.  Sheldon,  8  Bias.  898,  the  pUintiffs 

(6)  5  Ch.  D.  850.   And  eee  Black-  need  the  words  ''Roberts'  Parabo'a 

well  Y.   Crabb,  86  L.  J.  Gh.  504;  Gk>ld-BnmiBhed    Sharps"    on    his 

AUeghanif  FerlUizer  Co,  v.  WoodndCj  needles,  and  the  defendant  was  re- 

1  Hughes,  115  ("  Ammoniated  Bone  strained    from    nsing    the    words 

Superphosphate  of  lime");  Helm-  "William  Clark  k  Sods'  Parabola 

bold  ▼.  Helmbold  M*fg,  Co.,  58  How.  Gold-Burnished  Sharps."    In  In  re 

Pr.    458    (**  Highly    Concentrated  ^ofterte  (1),  (2).  (3),  TT.S.  Pat.  Comm. 

Compound  Floid  Extract  of    Bu-  Decis.  1871,  118,  100,  101,  the  fol- 

dhn  '*) ;  In  re  Johneon  A  Co.,  2  U.  S  lowing   were    registered    as    trade 

Pat.  Gaz.  315  ("Johnson's  American  marks : — "A  luxury — R.  J.  Roberts' 

Anodyne  liniment,  Established  A.D.  Razor-Steel  Scissors.    The  best  in 

1810 '^');  Oilman  v.  Hwmewdl,  122  the  world.  The  best  is  the  cheapest. 

Mass.   189   ("A   sure    remedy  for  For  sale  here;"  **  An  exquisite  plea- 

chrunic    or    common    cough,   sore  sure  to  shave  with  R  J.  Roberts' 

throat,  and  other  minor  throat  com-  Diamond-Edffed  Razors ;"    *'  R  J. 

plaints,  so  often  by  neglect  the  fore-  Roberts'     Diamond  -  Edge    Razor, 

nmner  of  consumption  ").  Every  razor  warranted." 

\e)  18  Beav.  164.   And  see  Board- 
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Or  from 
modem 
f oreigD  lan- 
guages. 


the  Latin  word  "  Excelsior  "  in  respect  of  soap  (a),  or  the 
Greek  word  ''  Eureka  "  on  shirts  (b),  or  on  an  agricultural 
compost  (c). 

In  some  instances  words  taken  from  modem  foreign 
languages  have  been  protected,  though  the  precise  extent 
to  which  trade  marks  so  composed  will  be  acknowledged 
has  not  yet  been  authoritatively  decided.  Where  the  name 
employed  is  a  fancy  name  which  happens  t4>  be  in  a  foreign 
language,  or  framed  in  imitation  of  the  forms  of  a  foreign 
language,  there  is  no  doubt  that  there  is  just  as  good  a  trade 
mark  as  if  it  had  been  in  English  or  framed  on  English 
forms ;  thus,  "  Flor  Fina  Prairie  Superior  Tabac "  (d)  was 
allowed  to  be  a  good  trade  mark,  though  the  defendant  was 
held  not  to  have  infringed,  and  "  Tamar  Indien  "  (e)  was 
actually  protected.  In  In  re  Rotherham  (/),  an  Arabic 
word,  used  by  way  of  a  pun,  was  held  to  be  entitled  to  re- 
gistration as  a  good  trade  mark,  though  the  Commissioners 
of  Patents  had  directed  the  registrar  to  the  contrary. 
Foreign  words      When,  however,  the  foreign  words  are  used   in  their 

in  their  j»  «  .    •  j  i  .      ji 

ordinary  sense,  or  m  a  sense  not  widely  remote  there- 
from, the  case  is  different  In  GoiU  v.  AUploglu  (g),  the 
plaintiff  was  a  maker  of  watches  for  the  Turkish  market. 
These  watches  he  marked  in  Turkish  with  his  own  name 
(Ralph  Gout)  with  the  word  "  Pessendede  "  (*'  warranted  "), 
with  his  initials  ''  R  G."  and  a  crescent,  and  also  with  a 
sprig  and  crescent.  The  defendant  procured  watches  to 
be  made,  in  which  the  minor  features  of  the  marks  used  by 
the  plaintiff  were  omitted,  but  in  which  the  main  cha- 
racteristics, the  name  ("Ralph  Gout")  and  the  word  "Pes- 
sendede," in  Turkish  characters,  were  reproduced,  the  style 


ordinary 
signifioation. 

OotU  V. 
Alepioylu. 


(a)  Braham  v.  Buttard,  1  H.  &  M. 
447. 

(6)  Ford  y.  FoiUr,  L.  R.  7  Ch. 
611. 

(c)  AUeghany  PertHizer  Co,  v. 
Woo<Uidej  1  Hoghea,  115.  SeeBag^ 
ycU  V.  FindldUer,  L.  K  17  Eq.  29. 

(d)  Cope  V.  Evans,  L.  R.  18  £q. 


138. 

(e)  GrOlon  v.  OtUnin,  W.  N.  1877, 
p.  14;  and  see  Caruncho  v.  Stephen- 
9on,  25  SoL  J.  929  ("Intimidad" 
cigars). 

(/)  14  Ch.  D.  585. 

(y)  6  Beav.  69;  5  Leg.  Obs.  496. 
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of  engraving  being  copied.  Such  watches  were  then  sent 
by  the  defendant  to  Constantinople,  and  there  sold,  to  the 
prejudice  of  the  plaintiff's  business.  This  was  a  clear  case 
of  fraud,  and  so  it  was  held  to  be  by  the  Vice-Chancellor 
of  England,  Sir  L.  Shad  well,  who,  however,  did  express  an 
opinion  that  the  plaintiff  had  acquired  an  exclusive  right 
in  the  word  "  Pessendede"  (a).  But  the  point  that  had  to 
be  decided  was  not  simply  whether  the  word  *'  warranted," 
in  Turkish,  could  be  protected,  and  indeed,  when  it  is  con- 
sidered that  the  watches  were  to  be  sold  in  Turkey,  the  case 
does  seem  to  be  just  the  same  as  if  the  word  had  been 
engraved  in  English  on  watches  to  be  sold  in  this  country, 
when  such  a  proposition  would  be  clearly  untenable.  But 
not  only  the  word,  but  the  manner  of  engraving  it  was 
copied,  and  not  only  that  word,  but  the  name  of  the 
maker ;  and  what  the  Vice-chancellor  actually  decided  was 
that  liere  there  was  a  clear  case  of  attempted  fraud,  which 
was  quite  sufficient  ground  for  the  issue  of  an  injunction, 
without  its  being  necessary  to  consider  whether  the  imi- 
tation of  one  single  feature  would  have  been  sufficient  to 
entitle  the  plaintiff  to  that  remedy.  The  use  of  the  name 
"  Ralph  Gout "  alone  by  the  defendant,  whose  own  name 
was  entirely  different,  would  indeed  have  been  sufficient 
to  entitle  the  plaintiff  to  an  injunction  (6),  but  the  case 
with  respect  to  "  Pessendede  "  was  different. 

In  Broadhurst  v.  Barlow  (c),  the  case  was  again  a  far  Broadhunt  v. 
more  complicated  one  than  that  of  a  single  foreign  word,  -®"'^"'- 
or  even  a  succession  of  words  taken  from  the  same  foreign 
language.  Here  the  plaintiffs  were  spinners  and  manufac- 
turers at  Manchester  and  Bolton,  who  exported  to  the 
East  large  quantities  of  pieces  of  Spanish  shirting,  which 
they  marked  with  their  proper  trade  mark;  a  lion  in  a 
border,  and  with  the  words  "Spanish  shirting"  in  a  scroll, 

(a)  5  Leg.  Obe.  496.  1S81,  p.  111. 

(6)  See  per  Sir  6.  Turner,  L.  J.,  (c)  W.  N.  1872,  p.  212 ;  and  L.  J. 

in  BHryeu  ▼.  Bwrgut,  3  De  G.  M.  Notes  of  Caaefl,  1872,  p.  183. 
k  G.  896 ;  Perkt  v.  HaU  «t  Co.,  W.  N. 
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and  "No.  120."  To  this  they  had  added  "exactly  12 
yards/'  Id  Turkish,  Armenian,  and  Greek,  the  same  state- 
ment being  repeated  in  the  three  languages,  placed  one 
below  the  other  (a).  The  defendants  were  discovered  to 
be  preparing  Spanish  shirting  for  export,  similarly  marked, 
except  that  there  were  five  lines  instead  of  four,  and  that 
an  elephant  was  used  in  place  of  the  lion.  Sir  J.  Wickens, 
V.-C,  held  that  "though  an  elephant  was  used  by  the 
defendants,  the  three  sentences  in  the  same  languages  in 
the  same  order  was  an  infringement  of  the  plaiutifFs' 
rights,"  and  he  therefore  granted  the  injunction  to  restrain 
the  use  of  the  words  in  the  three  languages  in  the  order 
used  by  the  plaintiffs. 
Coijclutton.  The  true  principle  appears  to  be  that,  while  foreign 

words  employed  in  their  ordinary  signification  may,  even 
when  used  on  goods  intended  for  consumption  in  the 
country  where  that  foreign  language  is  spoken,  form  a  part 
of  a  combination  trade  mark,  the  infringement  of  which 
will  be  restrained,  the  exclusive  use  of  such  words  them- 
selves, apart  from  fraud,  will  not  be  protected  in  this 
country,  any  more  than  that  of  an  ordinary  English  adjec- 
tive. In  an  American  registration  case  (6)  it  was  sought 
to  register  the  German  words  "  Fur  Familien  Gebrauch,*' 
and  "  Lawrence  Feiner  Familien  Flannel,"  meaning  re- 
spectively "  For  Family  Use  "  and  "  Lawrence  Fine  Family 
Flannel,"  but  the  application  was  refused,  on  the  grounc 
of  descriptiveness.  In  RiUet  v.  Carlier  (c)  it  was  indeed 
held  that  an  American  maker  of  pomegranate  syrup  had 
acquired  an  exclusive  right  in  America  to  the  term 
"  Grenade  Syrup,"  though  "  Grenade "  was  the  ordinary 
French  word  for  pomegranate,  and  the  term  "Grenade 
Syrup  "  was  in  common  use  in  France.     In  this  case,  how- 

(a)  In  CvrUt  ▼.  Bryan,  2  Da^y,  801,  and  SUgert  v.  Ehlers,  Dig.  482. 
212 ;  K.  Cox,  434,  a  label  was  used,  (6)  In  re  Lawrence  A  Co,,  10  U.  S. 

with    an    inscription    in    Eng  ish,  Pat.  Gas.  163. 
French,  German,  and  Spanish ;  and  (c)  61  BarK  S.  C.  436. 

see  SieyeH  v.  Findlater,  7  Ch.  D. 
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ever,  there  were  elements  of  fraud,  and  actual  fraud  will 
always  be  restrained. 

Under  the  head  of  "  Fancy  Names  "  should  be  included  G«ograpbical 
trade  marks  consisting  of  geographical  names.     When  such 
names  are  used  as  trade  marks  they  are  in  that  application 
to  be  understood,  not  as  ascribing  the  goods  to  which  they  • 
are  affixed  to  any  special  section  of  the  earth's  surface,  but/' 
as  expressing  the  works  at  which,  or  the  manufacturer  by 
whom,  those  goods  have  been  produced.     So  Sir  W.  P. 
Wood,  V.-C,  in  the  "  Anatolia  "  liquorice  case  (a),  said  that 
''  the  plaintiffs  had  established  beyond  all  doubt  the  con- 
nection of  their  name  with  that  mark,  that  was  beyond 
dispute,"  and  that ''  he  could  not  treat  the  word  as  being 
otherwise  than  a  designation  mark,  which  the  plaintiffs 
had  caused   to  be  attached  to  that  particular  article  of 
liquorice  which  they  so  manufactured,  and  which  they  had 
a  right  to   consider,  in  that  qualified   sense,   property." 
Lord  Westbury,  C,  in  that  case  strongly  confirmed  the 
opinion  of  the  Vice-Chancellor ;  and  in  the  later  case  of 
Wotherapoon  v.  Currie  (6),  where  the  subject  of  dispute 
was  the  word  ''  Glenfield  "  applied  to  stiarch,  he  stated  that 
that  word  had  acquired  a  secondary  signification  or  meaning 
in  connection  with  a  particular  manufacture  :  in  short,  it 
had  become  the  trade  designation  of  the  starch  made  by 
the  appellants.     It  was  wholly  taken  out  of  its  ordinary 
meaning,  and  in  connection  with  starch  had  acquired  that 
peculiar  secondary  signification  to  which  he  had  referred. 
The  word  "Glenfield,"  therefore,  as  a  denomination    of 
starch,  had  become  the  property  of  the  appellants.     It  was 
their  right  and  title  in  connection  with  the  starch. 

In  some  cases  there  is  no  pretence  for  saying  that  the  Rules  as  to 
name  is  used  in  its  ordinary  geographical  sense.     Thus  no  S^^I^^ 
one  could  affirm  that  the   use  of  the  names  '^  Persian 


(a)  MeAndrew  ?.  BamU,  4  De  G.  (()  L.  R  5  H.  L.  508. 

J.  k  8.  380. 
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thread"  (a)  or  "Ethiopian  stockings"  (b)  had  induced 
him  to  suppose  that  the  articles  in  question  were  importer! 
from  those  countries.  In  other  cases,  however,  the  name 
is  less  purely  arbitrary,  and  was  originally,  at  least,  indi- 
cative of  local  origin.  For  instance,  the  pipes  marked 
with  "  E.  Southom,  Broseley  "  (c),  were  manufactured  at  a 
village  of  that  name ;  Glenfield  starch  (if),  in  the  same 
manner,  came  from  Glenfield  ;  Anatolia  liquorice  (e),  and 
Leopoldshall  Kainit  (/),  from  those  respective  places.  This 
fact,  however,  does  not  deprive  the  trade  mark  of  the  right 
to  protection.  It  is  true  that  the  name  of  an  existent 
place  cannot  for  all  purposes  be  appropriated  {g\  and  that 
any  one  who  manufactures  at  a  place  the  name  of  which 
has  become  another's  trade  mark,  indicative  of  that  other  s 
productions,  may  still  describe  his  goods  as  made  on  that 
spot  (h).  But  by  English  law  he  cannot  stamp  that  name 
on  his  goods  in  the  character  of  a  trade  mark  of  his  own. 


(a)  Taylor  v.  Taylor,  28  L.  J.  Ch. 
256. 

(6)  nine  v.  LaH,  10  Jur.  1 06 ;  and 
see  In  rt  OomwaU  {2\  12  U.  S.  I'at 
Gas.  812  ("  Dublin  *'  soap) ;  Fleuich^ 
mann  y.  Schwkmannt  62  How.  Pr. 
92  ("Vienna"  bread);  LaufeHy  v. 
Wheefer,  63  ib.  488  ("Alderney" 
oleo-margarine). 

(c)  Southom  V.  Reynold^  12  L.  T. 
N.  S.  76. 

{d)  Woihtrapoon  v.  Ounie,  L  R. 
6  H.  L.  508. 

{e)  McAndrtw  v.  BasmU^  4  De  G. 
J.  k  S.  880. 

(/)  Raddt  \, Norman,  L.R.  14  Ea. 
848 ;  and  see  ApolUnarit  Co.  v.  Ea- 
fcariU,  Seton,  4th  ed.  287 ;  and  Apol- 
linaris  Co.  v.  Norriak,  88  L.  T.  N.  S. 
842  ("Apol.inaris  Water");  Congrtu 
and  Empire  Spring  Co,  v.  Biyh  Rock 
Congreu  Spring  Co.,  57  Barb.  526,  R. 
Cox,699("Gongr»BSpring  Water*'); 
Amoskeag  Manufacturing  Co.  v. 
Gamer  (1),  65  Barb.  151;  R.  Cox, 
541»  and  f.  c.  (2),  54  How.  Pr.  298 
("Amoakeag"  cloths);  Netanan  v. 
Alvord,  6  Sickels,  189("  Akron  **);  Lea 


V.  Mtllar^Dig.  513  ("  Wopce-tershire 
Sance  ") ;  Powell  v.  McSvIty,  Dig.  526 
("Yorkshire  Relish");  Siegert  v. 
Findlater,  7  Ch.  D.  801  ("Angostura 
Bitterrt") ;  Kinney  v.  Batch,  Dig.  542 
("St  James'  Ciwettes");  Wkeeltr 
V,  Johnston,  8  L.  R.  Ir.  284  ("  Cromac 
Springs");  Dari$Y.  Tylor,  M.  R, 
April  24,  1879  ("Femdale"  coal) ; 
Loeftgdly  Co.,  Limited,  v.  Lumphin- 
nans  Iron  Co,.  Ct.  Sees.  Cas.,  4th 
Ser.  VI.,  482  ("  Lochgelly  *'  coal). 

ig)  "  Property  in  the  word  for  all 
purposes  cannot  exist:"  per  Lord 
Westbury,  V.,  McAndrew  ▼.  Bassett, 
4  De  a.  J.  A)  S.  880. 

(A)  Thus  in  Braham  ▼.  Beaehim 
(1),  7  Ch.  D.  848,  an  injunction  was 
only  granted  to  restrain  the  defen- 
dsnts  from  describinR  their  coal  as 
"Radrtock**  until  tney  had  some 
justification  for  so  describing  it,  and 
when  that  justification  could  be  pro- 
duced, no  relief  was  granted  against 
them.  See  Braham  v.  Beaehim  (2), 
Dig.  638;  and  see  Siegert  v.  Find- 
later,  7  Ch.  D.  801. 


WHAT  IS  A  TRADE  KARK  ?  65 

In  Seixo  v.  Provezende  (a),  where  it  was  urged  by  the 
defendants  that  parts  of  their  vineyards  were  known  by 
the  name  of  Seixo,  the  Lord  Chancellor  (Lord  Cranworth) 
said  that  even  assuming  that  to  be  true,  "  that  did  not 
justify  the  defendants  in  adopting  a  device  or  brand,  the 
probable  effect  of  which  was  to  mislead  the  public  when 
purchasing  their  wine,  to  suppose  that  they  were  pur- 
chasing wine  produced  from  the  vineyards,  not  of  the 
defendants,  but  of  the  plaintiff.  Cases  might  be  imagined, 
though  very  unlikely  to  arise,  in  which  a  person  bringing 
into  the  market  for  the  first  time  the  produce  of  a  newly 
established  manufacture,  to  come  into  competition  with 
one  already  established,  might  really  be  embarrassed  as  to 
the  mode  in  which  he  should  describe  it,  so  as  not  to 
interfere  with  the  description  adopted  by  a  manufacturer 
who  had  been  before  him."  And  he  added  that  if  such  a 
case  should  arise,  it  would  have  to  be  dealt  with  on  its 
own  merits. 

Again,  in  McA  ndrew  v.  Bassett  (6),  Lord  Westbury,  C,  MeAndrew  ▼. 
said,  "  I  am  told  that  the  word  *  Anatolia,'  being  a  general 
geographical  expression  — being,  in  point  of  fact,  the  geo- 
graphical designation  of  a  whole  country — ^is  a  word 
common  to  all,  and  that  in  it,  therefore,  there  can  be  no 
property.  That  is  nothing  in  the  world  more  than  a 
repetition  of  the  fallacy  nvhich  I  have  frequently  had 
occasion  to  expose.  Property  in  the  word  for  all  purposes 
cannot  exist ;  but  property  in  that  word,  as  applied  by 
way  of  stamp  upon  a  stick  of  liquorice,  does  exist  the 
moment  the  liquorice  goes  into  the  market  so  stamped, 
and  obtains  acceptance  and  reputation  in  the  market, 
whereby  the  stamp  gets  currency  as  an  indication  of 
superior  quality,  or  of  some  other  circumstances  that  render 
the  article  so  stamped  acceptable  to  the  public." 

In  America,  the  rule  prohibiting  the  appropriation  of  Geographical 

names  in 

America, 
(a)  L.  R.  1  Ch.  192.  Jf'heOer  v.   Joknttan,  3   L.  R   Ir. 

{b)  4  l>e  G.  J.  &  &   380;  See      284. 
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Words  dis- 
entitled to 
protection. 

Fourth  class 
of  trade 
marks — old 
marks. 


geographical  names  as  trade  marks  appears  to  be  more 
stringent  than  in  England,  as  the  Courts  there  deny  that 
such  names  can  constitute  trade  marks  (a),  and  registra- 
tion is,  as  a  rule,  refused  to  them  (b).  Where,  however, 
the  use  of  a  geographical  name  is  clearly  fraudulent  (c), 
or  where  it  is  used  by  a  defendant  whose  residence  and 
works  are  not  situate  in  the  locality  the  name  of  which 
he  seeks  to  employ  (d)j  relief  may  be  obtained,  and 
registration  has  also  been  effected  in  cases  where  there 
was  a  plausible  ground  for  the  assertion  that  the  name 
was  selected  and  used  in  a  purely  arbitrary  way  («). 

In  addition  to  deceptive  words,  no  other  words,  the 
exclusive  use  of  which  would  be  deemed  disentitled  to 
protection  in  a  court  of  justice,  can  be  registered  (/). 

The  fourth  class  of  trade  marks  allowed  to  be  registered 
under  the  Patents  Act,  1883,  consists  of  "  any  special  and 
distinctive  word  or  words,  letter,  figure,  or  combination  of 


(a)  Thus  in  Canal  Co,  v.  Clarh,  13 
Wall.  811,  the  Supreme  Ck>urt  of 
the  United  States  allowed  the  de- 
fendants to  use  the  name  **  Lacka- 
wanna" on  coal  produced  in  that 
district,  though  the  defendants  had 
previously  so  used  it;  and  see 
Candee,  Swan  A  Co,  v.  Deere  <t*  Co., 
64  111.  439;  5  Amer.  Rep.  125 
(*'  Moline  "  plonks) ;  GUndon  Iron 
Co.  V.  UMer,  75  Penn.  St  467 ;  15 
Amer.  Rep.  599  ('<  Glendon  "  iron) ; 
Carmichd  v.  Latimer ^  11  R.  I.  395 
(**Stilhnan  Mill");  Oagood  v. 
AUen^  1  Holmes,  185;  Jhvnhar  v. 
Qlenn,  42  Wi^c.  118;  Burton  v. 
Stratum,  73  L.  T.  349.  But  see  Irfr. 
R.  Cox's  note  to  GUndon  Iron  Co.  v. 
Vhler,  at  8  Am.  L.  Reg.  N.S.  543,  in 
which  he  disputes  the  decision  that 
a  geographical  name  cannot  be  a 
tnkle  mark. 

(h)  Armiatead  v.  Elachcdly  1  U.  S. 
Pat  Gaz.  603  ("Durham  "  tobacco) ; 
Blachwdl  v.  Dibrell,  14  ib.  633 
(same);  In  re  Telle,  2  ib.  415 
("  Cherry  St  Milhi,"  « Market  St 
Mills") ;  In  re  American  Sardine  Co., 
8  ib.  495  ("American  Sardines"); 


In  re  Warburg  d:  Co.,  13  ib,  44 
("Cachemire  Milano");  Ex  parte 
Mareehing  A  Co.,  15  ib.  294 
("  French  "  paints)  ;  Ex  parU 
Knapp,  16  ib,  318  (« London" 
animal  foods) ;  Ex  parte  Pamum  A 
Co.,  18  ib.  412  ("Lancaster"  tick- 
ings);  Ex  parte  Oliver,  IS  ib.  923 
("  Raleigh  "  tobacco). 

(e)  Kinney  v.  Batch,  Dig.  542 
("St  James'  Parish"  cigarettes); 
Dunbar  v.  Ofenn,  42  Wisa  118 
("  Bethesda  **  mineral  water). 

id)  Lea  V.  Wolf,  15  Abb.  Pr.  N.a 
1  ("  Worcestershire  Sauce"). 

(e)  In  re  Green,  8  U.  S.  Pat  Gat 
729  ("  German  Sirup  ") ;  In  re  Com- 
waU  (2),  12  ib.  312  ("Dublin" 
soap)  ;  and  see  Ex  parte  Famum 
dt  Co.,  18  ib.  412,  in  which  it  was 
said  that  a  geographical  name  would 
not  be  registered  in  the  U.  S.  Patent 
Office  unless  it  was  clearly  shown 
that  it  would  be  understood  to  be 
primarily  fanciful,  and  that  manufac- 
turers residing  at  the  place  denoted 
by  the  name  could  be  excluded  from 
the  use  of  it 

(/)  See  Patents  Act,  1883,  §  73. 
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letters  or  figures,  or  of  letters  and  figures,  used  as  a  trade 
mark  before  August  13th,  1875  "  (a). 

This  clause  is  designed  to  extend  the  benefits  conferred  Extent  of 
by  regibtration  under  the  Act  to  trade  marks  which,  " 
though  protected  by  the  Courts  as  such  before  the  passing 
of  the  Registration  Act  of  1875,  yet  do  not  come  within 
the  more  restricted  definition  which  it  has  been  thought 
right  to  apply  to  marks  adopted  and  used  for  the  first 
time  since  that  date.  The  class  of  existing  trade  marks 
the  registration  of  which  this  clause  is  intended  to  permit 
is  to  be  composed  of  marks  consisting  of  a  special  and 
distinctive  letter,  figure  (i.6.,  numeral)  (6),  or  combination 
of  letters  or  figures,  or  of  letters  and  figures ;  other  old 
trade  marks  can  be  registered  under  some  one  of  the  former 
heads,  and  this  remark  also  applies  to  the  "  special  and  dis- 
tinctive word  or  words,"  which  appear  to  be  now  unneces- 
sarily inserted  in  this  part  of  the  section,  seeing  that  a 
fancy  word  or  words  (and  no  other  word  or  words  can  well 
be  special  or  distinctive)  can  now  be  registered  either  as 
an  old  or  a  new  mark  under  the  earlier  part  of  the  section. 
It  will  be  observed  that  the  wording  of  this  part  of  the  sec- 
tion differs  considerably  from  that  of  the  corresponding  part 
of  §  10  of  the  Registration  Act,  1875,  the  object  being  to 
bring  all  old  trade  marks  composed  of  letters,  figures,  or 
combinations  within  the  scope  of  the  provisions  for  registra- 
tion, an  object  which  the  old  section  had  failed  to  achieve  (c). 

Letters,  generally  in  the  form  of  initials,  have,  with  or  Letten. 
without  additions,  frequently  been  treated  as  trade  marks. 
Among  the  earliest  of  these  cases  are  Motley  v.  Downman  (d) 


{a)  For  a  mark  to  be  old,  it  seems 
tbftt  the  old  user  must  haye  been 
within  the  United  Kingdom.  See 
In  re  MUnck,  50  L.  T.  N.  S.  12 ;  In 
rt  Riviere  A  Co.,  49  L.  T.  N.  S.  506; 
(App.)  32  W.  R.  390 ;  In  rt  Leonard 
A  EUiSy  53  L.  J.  Ch.  233 ;  (App.)  32 
W.  R.  530.  Contrd,  In  re  Eastman, 
W.  N.  1880,  p.  128.  And  the  user 
muflt  have  bMn  user  as  of  a  trade 


mark,  and  not  as  of  a  mere  des*  rip- 
tiye  term,  and  it  must  have  been 
user  of  the  letter,  figure,  &c.,  alone, 
and  not  in  combiuation  Mdth  a  device, 
&c.,  within  the  classes  of  marks  re- 
gistrable as  new  marks :  In  re 
Leonard  Jt  ElUs,  vhi  suprd. 

(6)  Ex  parte  Stephens,  3  Ch.  D.  659. 

(c)  SeeInreMitcheU(l),7Ch.'D.S6. 

id)  3  My.  &  Cr.  1. 

F  2 
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and  Millington  v.  Fox  (a) ;  in  the  first  of  which  cases 
**  M.  C./'  and   in  the  second   "  J.  H."  was  branded    on 
iron.     Still  earlier  than  these  cases,  in  the  year  1834, 
"  H.  H.  6 "  formed   part  of  a  trade  mark  protected   by 
injunction  (6).     In  Crawahay  v.  Thomapson  {c\  "W.  C." 
in  an  oval  was  employed,  and  infringement  being  alleged 
through  the  use  of  "  W.  O."  in  a  similar  oval,  a  verdict 
was  given  by  the  jury  for  the  defendants.     The  question 
whether  initial  letters  could  form  a  trade  mark,  alone 
or  in   conjunction  with   other  symbols,  was  definitively 
raised  before  the  Lord  Chancellor  of  Ireland,  in  KinaJian 
V.  Bcltoni  {d).     In  that  case  the  alleged  trade  mark  con- 
sisted of  the  letters  "  L  L "  (standing  for  "  Lord  Lieu- 
tenant "),  with  a  ducal  coronet,  which  mark,  it  was  alleged, 
had  been  adopted  at  a  time  when  there  was  a  ducal  Lord 
Lieutenant  of  Ireland.     The  case  of  the  defendants  was 
that  "  L  L "  could  no  more  compose  a  trade  mark  than 
"X  X,"  but  was  a  mere  mark  of  quality.     The  Lord 
Chancellor,  saying  that  there  was  no  doubt  as  to  this 
mark  being  a  trade  mark  "  in  the  strictest  sense,"  went  on 
to  observe:  "A  most  competent  witness  says  that  this 
whisky,  under  the  name  of  *  L  L,'  is  a  well-known  article 
of  commerce,  that  it  has  no  other  name  than  '  L  L,'  that 
under  this  name  it  has  acquired  a  special  reputation,  and 
that  for  the  long  period  of  forty  years  this  name  has  been 
applied  to  it     What  is  a  trade  mark  more  than  that? 
It  is  proved  that  these  two  letters  designate  this  whisky. 
The  letters  of  themselves  mean  nothing  ;  no  one  d  priori 
could   know   the   meaning  of  such  a  trade   mark :  it  is 
merely  like  a  diamond,  an  anchor,  or  a  crown,  stamped  on 
any  article,  the  mark  by  which  the  vendor  enables  the 
public  to  recognise  his  wares." — "  There  can  be  no  doubt, 
and   indeed   it  is   not  disputed,  that  two   letters    may 

(a)  8  My.  k  Cr.  388.  (c)  i  M.  ft  6.  857. 

{h)  JRanmme  v.   BftUall,  3  L.  J.  (d)  U  Ir.  Gb.  75. 

Ch.  161. 
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constitute  a  trade  mark."  Reference  was  then  made  to 
the  cases  of  Motley  v.  Doionman  (a)  and  MUlington  v. 
fox  (b),  and  the  injunction  was  granted.  Since  that  time 
"  S.  and  H."  with  a  crown  (c),  «  B.  B.  H."  with  a  crown  (d), 
or  in  any  other  combination  (e),  "  C.  B."  with  a  cross  (/), 
**  M.  and  C."  in  a  circle  (g),  and  other  letters  {h),  have  been 
treated  as  undoubted  trade  marks. 

In  the  result,  while  letters  used  as  a  trade  mark  for  the  CoDdaiion. 
first  time  since  the  Act  of  1875  must  be  combined  with 
some  distinctive  feature,  it  seems  clear  that,  if  used  as 
such  before  the  Act,  they  will,  even  standing  alone,  be 
entitled  to  protection,  though  probably  not  as  against 
persons  having  them  for  their  initials  and  using  them 
without  fraud  (i). 

The  Trade  Marks  Registration  Act  of  1875,  §  10,  only  Single  leitm. 
aothorised  the  registration  of  letters  by  the  use  of  the 
term  "any  special  and  distinctive  combination  of  figures 
or  letters,"  and  in  In  re  MitcheU  (1)  (Jk),  Hall,  V.-C,  felt 
himself  compelled  to  hold  that  a  single  letter,  however 
long  and  exclusively  used  by  an  applicant  for  regis- 
toition,  was  not  within  the  section,  and  was  incapable 
of  registration.  Now,  however,  the  wording  of  the  present 
Act  permits  in  express  terms  the  registration  of  a  ''  letter" 
as  an  old  mark,  so  that  the  difficulty  is  removed.  The 
letter  will,  of  course,  have  to  be  proved  to  be  special 
and  distinctive.     In  America,  the  single  letter  "  D  "  in  a 


(a)  3  My.  ft  Cr.  1. 

(6)  8  My.  ft  Cr.  338. 

(c)  JIapkinM  v,  Hitchcock,  32  L.  J. 

C.  P.  15^- 

(«i)  ffaU  ▼.  Barrmoi,  4  De  G.  J. 
ft  S.  150;  Barrawi  v.  PdmU  Coal  A 
Iron  Co.,  Dig.  630. 

(e)  Re  Barrowsy  5  Ch.  D.  353. 

if)  CarUer  v.  CarUU,  81  Beav. 
292;  CarUer  v.  Weaiknd,  Dig.  199; 
Cartier  w.  May,  Dig.  200. 

ig)  Moei  V.  Clybouw,  Dig.  533 ; 
Mod  V.  Pickering,  8  Ch.  D.  372. 

ik)  See  Ex  parU  Young,  Dig.  537 
("L.  H-  ft  S.**);   Carver  v.  Bowker, 


Dig.  681  ("R.  H.");  Haneome  v. 
Cfraham,  51  L.  J.  Ch  .897  ("  R.  N."); 
Bondier  y.  Depatie,  Montreal  Q.  B., 
May  29th,  1883  ("  G.  B.  D.").  See 
also  In  re  Brook,  26  W.  R.  791; 
Candee  v.  Deere,  64  111.  439;  Amot- 
keag  Manufacturing  Co,  v.  Trainer, 
101  U.  S.  Rep.  51 ;  Avery  ▼.  MeUde, 
23  Alb.  L.  J.  443;  BurUm  v.  Stratum, 
78  L.  T.  349. 

(t)  The  case  is  much  the  same  as 
that  of  a  maker's  name.  See  Aine-- 
worth  V.  Walmdey,  L.  R  1.  £q.  518. 

{k)  7  Ch.  D.  36. 
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lozenge  has  been   admitted  to  registration  (a),  notwith- 
standing the  decision  in  Ferguson  v.  Davol  Mills  (6)  with 
respect  to  the  letter  **K"  enclosed  in  circular  lines,  a 
decision  which   appears  to   have  been  founded  on  the 
mistaken  interpretation  of  the  expressions  used  in  Araos- 
keag  ManufactuHng  Co.  v.  Spear  (c)  previously  referred  to. 
Numerals  can   only  be  registered   as  part  of  a  new 
mark  when  combined  with  some  essential  particular  ((i), 
but  provision   is  made  for  the  registration  of  a  single 
numeral  or  a  combination  of  numerals,  when  it  was  used 
as  an  old  mark  and  is  special  and  distinctive,    and  in 
America  a  numeral  may  be  registered  as  a  trade  mark  (e). 
There  does  not,  however,  appear  to  be  any  case  in  which 
the  English  Courts  have  recognised  a  mere  numeral  or  com- 
bination of  numerals,  standing  alone,  as  sufficiently  special 
and  distinctive  to  constitute  a  trade  mark  (/),  and  in  Carver 
V.  Bowker  (gf),  Little,  V.-C.  of  Lancaster,  held  that  that 
could  not  be  ;  and  in  Kinney  v.  Bosch  (h)  and  Burton  v. 
Stratton  (i)  the  American  Courts  seem  to  have  been  of 
the   same   opinion.     The   use   of   numerals  is,  however, 
common  in  some  trades,  especially  in  the  cotton  trade, 
in  which  the  usual  combination  marks  generally  include 
some  arbitrary  number  or  numbers,  and  there  have  been 
cases,  both  in  England  (k)  and  America  (t),  in  which  the 


(a)  In  re  The  DtUcher  Temple  Co., 
U.  S.  Pat  Comm.  De(AB.  1871,248; 
and  see  In  re  Imbs,  10  U.  S.  Pat. 
Gaz.  463. 

(6)  2  Brews.  814. 

(c)  2  Sandf.  a  C.  699. 

id)  See  Patents  Act.  1883,  §  64. 

(«)  £x  parte  DaweM  <b  Panning, 
1  U.  S.  Pat.  Gaz.  27;  and  see  Ikitoei 
y.  Davies,  Dig.  426. 

(/)  In  Aingworth  v.  Walmdey, 
L.  R.  1  Eq.  618,  tbe  imitation  of  a 
series  of  numbers  was  held  to  be  an 
important  indicium  of  fraud,  but 
the  y.-C.  did  not  treat  the  numbers 
as  a  trade  mark ;  on  the  contrary,  he 
distinguished  them  from  one.  See 
L.  R.  1  £q.  627. 


{g)  Dig.  581.  The  decision  of  tbe 
V.-C.  was  affirmed  by  the  Court  of 
Appeal  in  general  terms. 

(A)  Dig.  542. 

(♦)  78  L.  T.  849. 

(it)  Carver  v.  Pinto  Leite,  L.  R. 
7  Ch.  90;  Carver  v.  Bouncer,  Dig.  581 ; 
Broadhurtt  v.  Barlow,  W.  N.  1872,  p. 
212;  Bobinsonv.Pinlay,9  0h.I>.iS7. 

{I)  GUloU  V.  Kettle,  3  Duer,  624; 
OiOoU  y.  EtteHtrook,  3  Sickles,  874; 
Boardman  y.  Meriden  Britannia  Co.^ 
85  Conn.  402;  Kinney  y.  Baseh, 
Dig.  542;  Kinney  r.  AUeky  1  Hughes, 
106;  Laiffrenee  Manufacturing  Co,  y. 
LoweO,  129  Mass  325;  India  RvJOter 
Comb  Co.  y.  RuJbber  Comb  and 
Jcwdry  Co,,  46  N.  Y.  Super.  Ct  258. 
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imitation  of  numbers  has  been  restrained.  In  such  cases, 
howeyer,  either  the  numerals  have  been  parts  of  com- 
bination marks  (a),  or  they  have  been  printed  in  a  special 
and  distinctive  colour  and  configuration  (b),  or  they  have 
been  selected  in  so  arbitrary  a  manner  that  they  have 
conveyed  no  idea  of  number  (c),  or  there  has  been  an 
evident  intention  to  commit  a  fraud  {d) ;  and  it  is  appre- 
hended that  if  a  case  were  to  occur  in  which  the  plain  tiflTs 
numeral  was  printed  in  an  ordinary  style,  and  the  de- 
fendant could  show  any  reason  for  desiring  to  use  the 
number  in  the  course  of  his  business,  which  was  not 
necessarily  attributable  to  a  wish  to  appropriate  the 
plaintifi^s  custom,  no  relief  would  be  granted  against 
him. 

A  special  and  distinctive  combination  of  letters  and  CombiiutioDa 
figures  may  also  be  registered  as  an  old  mark,  and  though  figax^g. 
the  contention  may  possibly  be  raised  that  this  does  not 
include  a  combination  of  one  letter  and  one  figure,  as 
"  A  1,"  or  of  several  letters  with  one  figure  (e),  or  of  one 
letter  with  several  figiures,  the  intention  of  the  words 
is  so  obviously  comprehensive  that  it  does  not  appear 
likely  that  the  contention  could  succeed. 

In  some  cases  protection  has  been  granted  to  a  combin-  CombiiiAtioii 
ation  of  marks,  taken  as  a  whole,  notwithstanding  that 
some  of   the  component  marks  were  pvJ>lici  juris  (/) ; 
but  it  seems  that  a  combination  of  marks,  none  of  which 


{a)  Carver  ▼.  Ptnlo  LeUe,  L.  B.  7 
Ch.  90;  Carver  ▼.  Bowker^  Dig.  581; 
Brvadhurvt  v.  BarUyw,  W.  N.  1872, 
pL  212;  JKofttrwmy.  FMay^  9  Ch.  D. 
487;  Boardmanw, Meriden  BrUannia 
Oo.^  35  Conn.  402;  Lawrence  Manu- 
faeturinff  Co,  v.  LaweU,  129  Maml 
325. 

(6)  Kinney  v.  Baaeh,  Dig.  542; 
JTtmNw  ▼.  JOen,  1  Hnfflm,  lOS. 

(c)  See  Kinney  v.  AUen^  1  Hiij^e% 
106 ;  and  compare  jBurfon  v.iStr^ton, 
73  L.  T.  849,  and  Jn re  BagUPeneSL 
Co.,  10  U.  S.  Pat  Gas.  981,  in 
which  r^gistiration  wai  refnaed  to 


numerals  which  had  not  been  selected 
with  sufficient  arbitrarineas. 

{d)  GiOoU  ▼.  KeUU,  8  Duer,  624; 
(HUoU  ▼.  EtUrbrook,  3  Sicklea,  874; 
Boardman  ▼.  Meriden  Britannia  Co,, 
85  Conn.  412;  Kinney  w.  Baeck, 
Dig.  542. 

(e)  Kg.,  "  H.  H.  6,"  in  Ranmme 
Y,  BeniaU,S  Jm  J.  Ch,  161;  *'B.  N. 
1,"  in  Bamome  ▼.  Oraham,  51 15. 
897. 

(/)  Carver  y.  Backer,  Dig.  581; 
Robineon  w.  FwUay,  9  Ch.  D.  487; 
ftc. 
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was  capable  in  itself  of  forming  a  valid  trade  mark, 
could  hardly  be  claimed.  And  this  has  been  so  held  in 
America  (a). 

An  official  stamp  or  brand  can  never  become  a  private 
trade  mark  (6). 

It  has  been  said  in  many  cases  that  there  can  be  no 
right  of  trade  mark  in  the  colour  of  wrappers,  labels,  &c., 
but  in  the  case  of  trade  marks  consisting  of  coloured 
threads  in  the  border  of  a  piece  of  stuff  (c),  or  in  the 
wick  of  a  candle  (d),  or  of  the  representation  of  a  coin  (e), 
the  colour  may  form  a  material  part  of  the  mark,  and  such 
marks  will  be  registered  by  deposit. 

The  price  of  the  article  to  which  the  trade  mark  is 
attached  is  no  part  of  the  trade  mark  (/). 

A  particular  shape  of  barrel,  bottle,  parcel,  &a,  con- 
taining goods  is  no  trade  mark  for  the  goods  contained  in 
it  (g) ;  nor  is  the  representation  of  such  barrel,  bottle, 
or  parcel  a  trade  mark  for  such  goods  (h),  though  the 
fraudulent  imitation  of  it  will  be  restrained  (i).  Nor  is 
a  mechanical  convenience  not  used  for  purposes  of  identi- 
fication, such  as  a  strip  of  tobacco  rolled  round  the  mouth- 
piece of  cigarettes  (k),  nor  the  general  configuration  and 
appearance  of  a  machine  (I),  nor  a  sampler-pattern  (m),  a 
trade  mark.  But  where  the  mark  is  ''  something  different 
from  the  article  itself  which  the  mark  designates  "  (n), 
such  as  a  stick  placed  in  a  roll  of  carpet,  showing  an 


(a)  lnreToae,2XT.Q,'Pa/LQw.in, 

(6)  C%a«ev.ifayo,  121  Mass.  848. 

(c)  ffarter  v.  Souvaxoglt^  W.  N. 
1876,  pp.  11, 101;  Carver  Y.  Bowker, 
Dig.  581 ;  MitcheUv,  Heniry,  15  Gh.  D. 
181;  RobiMmy.Fvnlay,  9  Oh.  D.487. 

{d)  See  the  Public  Stores  Act, 
1876. 

(e)  In  re  RobitiBon,  29  W.  R.  81. 
See  Patents  Act,  1888,  §  67. 

(/)  In  re  SUedman,  L.  J.  N.  of  C. 
1888,  p.  88. 

{g)  Moorman  v.  Jffoge,  2  Sawy.  78 
(a  barrel);  Harrington  v.  Libhy,  14 
B1.C.C.  128  (a  collar-box).    See/n 


re  Kane  A  Co.,  9  U.  S.  Pat  Gaz.  106, 
and  MankaUan  Medicine  Co.  v.  Wood, 
4  Cliff.  461. 

(A)  Ex  parte  ffalUday  Brothert, 
16  U.  S.  Pat  Gaz.  500. 

(«)  Cock  V.  Starkweather,  IS  Abb. 
Pr.  N.  S.  892. 

(i)  In  re  Gordon,  12  U.  a  Pat 
Gaz.  517. 

(Z)  Fairbanki  v.  Jacofms,  14  BL 
0.  C.  887. 

(i»)  In  re  Parker,  18  U.  S.  Pat 
Gaz.  828. 

(n)  Per  Johnson,  J.,  in  Fairbanks 
V.  Jacobus,  14  BL  C.  C.  837. 
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octagonal  ring  at  each  end  (a),  or  a  band  attached  to 
cigar-boxes  (&),  and  is  special  and  distinctive,  and  not  in 
common  use^  then  it  may  be  recognised  as  a  good  trade 
mark,  notwithstanding  that  it  is  not  attached  to  the 
goods  in  the  usual  way. 

If  a  mark  is  in  other  respects  a  good  trade  mark,  the  Mwk  mmj  U 
fiurt  that  it  is  consumed  with  the  article  to  which  it  isf???™*!?*^ 

with  til* 

attached  is  no  objection  to  its  vaUdity  (c).  urtiole. 

(a)  LoweU  Manvfa4twring  Co,  y.  (e)  In  re  Oordon,  12  U.  8.  Pat 

Larned^  I>]g.  428.  0ml  517;  and  see  Stnufer  Manvfae- 

(ft)  Bx  parte  StraUon  Jk  Siam,  18  turing  Co.  v.  WiUon,  2  Ch.  D.  441. 
XT.  S.  Pat  Gas.  923. 


CHAPTER  in. 

ACQUISITION,    TRANSFER,    AND    DISCONTINUANCE    OF 

TRADE  MARKS. 


Who  may 
acquire. 


Alieni. 


1.  Acquisition. 

As  a  general  rule,  any  person  capable  of  acqairing  any 
other  species  of  property  is  capable  of  acquiring  a  right  to 
a  trade  mark,  and  this  is  equally  the  case  with  artificial 
persons,  as  corporations  (a),  as  mth  physical  persons,  or 
individuals. 

A  question  has,  however,  been  raised  as  to  whether  an 
alien  was  capable  of  acquiring  a  right  to  a  trade  mark,  but 
when  raised  was  at  once  finally  decided  by  Sir  W.  P. 
Wood,  V.-C,  in  accordance  alike  with  justice  and  expe- 
diency. The  plaintifis  in  The  OoUina  Oo,  v.  Cowen  (6), 
were  an  American  firm  of  edge-tool  manufacturers,  whose 
trade  marks  appear  to  have  been  systematically  infringed 
by  English  rivals.  In  the  case  in  question  the  defendants, 
who  had  copied  the  plaintifis'  stamp  of  ''Collins  Co., 
Hartford,  cast  steel,  warranted,"  demurred.  The  Vice-Chan- 
cellor overruled  the  demurrer,  and  observed  in  the  course  of 
his  judgment,  "  I  apprehend  that  every  subject  of  every 
country,  not  being  an  alien  enemy — and  even  to  an  alien 
enemy  the  Court  has  extended  relief  in  cases  of  fraud — 
has  a  right  to  apply  to  this  Court  to  have  a  fraudulent 
injury  to  his  property  arrested.  And  here  the  plaintifis 
have  the  right,  a  right  recognised,  I  imagine,  everywhere 
in  the  world,  or  at  least  in  every  civilised  community,  of 


(a)  See  Patents  Act,  1883,  §  117, 
for  definition  of  **  person." 


(6)  8  K  &  J.  428. 
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saying,  'We,  being  the  manufacturers  of  certain  goods, 
claim  that  another  man  shall  not  manufacture  goods  and 
put  upon  them  our  trade  mark,  and  then  pass  them  off  as 
manufactured  by  us.'  It  would  be  most  grievous  if  any 
Court  should  hold  that  there  was  an  incapacity  of  affording 
relief  in  a  case  where  a  fraud  has  been  committed  upon  a 
subject  of  any  country.  I  speak,  of  course,  of  a  fraud  so 
fiskT  coonected  with  property  as  to  be  not  a  shadowy  but  a 
substantial  injury.  If  you  use  the  name  of  another  for  the 
purpose  of  securing  to  yourself,  in  the  disposition  of  pro- 
perty, advantages  which  belong  to  him,  the  fraud  is 
complete,  and  the  remedy  ought  to  be  complete,  as  in  the 
case  of  a  libel,  where  the  action  is  allowed  to  a  foreigner. 
I  cannot  in  my  own  mind  entertain  the  slightest  misgiving 
in  this  case,  whether  it  be  new  or  not "  (a). 

When  no  goods  bearing  the  foreign  trade  mark  have  where  no 
been  sold  in  this  country,  the  trade  mark  can  have  acquired  ^jj^ 
here  no  reputation  for  its  foreign  owner,  so  that  it  would 
appear  doubtful  whether  the  protection  extended  to  foreign 
trade-mark  owners  should  be  afforded  in  cases  where  there 
has  been  no  user  in  this  country,  and  the  mark  does  not 
expressly  state  a  foreign  origin.  In  such  a  case  the  first 
person  to  use  the  mark  in  the  United  Kingdom  is  the  first 
person  to  gain  a  reputation  for  it  here  (&). 


(a)  See  also  CoUim  Co.  v.  Brown, 
8  K.  ft  J.  423;  ColUnB  Co.  v.  WaOcer, 
7  W.  R  222;  ColUnt  Co.  v.  Jteevet, 
28  L.  J.  Ch.  56;  Motoe  y.  McKeman, 
30  Beay.  547.  So  in  Scotland  the 
trade  marks  or  names  of  American 
manufacturers  have  been  protected: 
Singer  Manufacturing  Co.  v.  Kimball 
d:  M&rUm,  Gt.  Sess.  Gas.  3rd  Ser.  XI. 
207.  The  same  rule  obtains  in 
America:  Taylor. y.  Carpenter,  8 
Story,  458;  B.  Cox,  14;  Same  v. 
Same,  2  Wood,  ft  M.  1  R  Goz.  82; 
Same  v.  Same,  11  Paige,  292;  R 
Gox,  45;  Coats  v.  Hdlhrook,  2  Sandf 
C3l  586 ;  R  Gox,  20 ;  and  Lemoine 
▼.  Canton,  2  R  D.  Smith,  843; 
R  Goz,  142.   And  the  infringement 


of  a  British  trade  mark  has  been 
criminally  punished  in  Missouri  > 
State  of  MtMSOuri  v.  Gibbs,  56  Mo. 
133.  In  India  protection  is  a£Forded 
to  British  trade  marks:  Orr-JBmng 
V.  CkoonedoU  MuUick,  Gor.  150; 
Orr-Ewing  v.  Grant,  Smith  A  Co.,  2 
Hyde,  185;  and  in  Ganada  also  the 
trade  marks  of  aliens  are  protected: 
Davit  y.  Kennedy,  13  Grant,  Up. 
Gan.  Gh.  523. 

(6)  See  In  re  MUnch,  50  L.  T.  N. 
S.  12 ;  In  re  Riviere  A  Co.,  49  L.  T. 
N.  S.  506;  (App.)  32  W.  R  390; 
In  re  Leonard  A  Mie,  32  W.  R  530, 
per  Fry,  L.  J.  Registration  is  equi- 
valent to  public  use :  Patents  Act, 
1883,  §  75. 
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The  rules  under  the  Trade  Marks  Registration  Act, 
1875,  distinctly  provided  for  the  registration  of  his  trade 
mark  by  any  person,  whether  a  British  subject  or  911 
alien  (a);  and  although  §  103  (3)  of  the  Patents  Act, 
1883,  appears  to  imply  that  before  registration  can  be 
granted  to  a  foreign  trade  mark  here,  application  must 
first  have  been  made  in  its  country  of  origin,  yet,  in  the 
case  of  subjects  of  any  foreign  state  between  which  and 
the  British  Government  a  convention  exists,  a  priority  is 
given  by  the  same  section  over  other  claimants,  so  that 
there  is  some  compensation  for  the  new  requirement  of 
application  abroEid. 

It  seems  that  there  is  nothing  to  prevent  sovereign 
princes  or  states  from  being  the  proprietors  of  trade  marks 
in  respect  of  goods  manufactured  or  produced  on  their 
account  (b). 

A  person  in  an  official  position,  using  an  official  stamp 
in  his  official  capacity,  cannot  thereby  acquire  any  private 
right  therein  (c).  Nor  can  an  agent  acquire  any  interest  in 
his  principal's  mark  from  the  fact  that  he  has  used  it  (d). 

There  was  for  some  time  a  doubt  as  to  the  circumstances 
under  which  one  person  could  acquire  a  sufficient  right  to 
a  trade  mark  to  be  entitled  to  restrain  another  from 
infringing  it  The  right  to  redress  being  treated  as 
founded  on  the  defendant's  intentional  fraud,  it  was 
thought  that  a  plaintiff  who  claimed  an  injunction  against 
a  defendant  ought  to  show  that  he  (the  plaintiff)  had 
acquired  for  the  mark  indicating  his  manufacture  such  a 
reputation  (e)   as  would   raise  a  presumption   that  the 


(a)  Compare  Merchandise  Marks 
Act,  1862,  §  1. 

(6)  See  Ex  parte  King  of  Saxony, 
Dig.  698;  Jtepuhlic  of  Peru  v.  Beeves, 
40  N.  Y.  Super.  Ct.  816. 

(c)  Chate  V.  Mayo,  7  Lathrop,  848. 

{d)  Birsch  v.  Jonat,  8  Gh.  D.  584; 
Swift  V.  Peters,  11  U.  S.  Pat  Gat 
1110. 

{e)  In  Eine  v.  LaH,  10  Jar.  106, 


Sir  L.  Shadwell,  Y.-C.  of  England, 
thought  that  the  imitation  by  a 
defendant  of  a  plaintiff's  trade  mark 
afforded  a  presumption  of  that  mark 
having  acquired  a  reputation.  And 
see  Dtxon  v.  Jackson,  Court  of  Ses- 
sion Cases,  3rd  Series  Y.  826,  per 
the  Lord  Justice  Clerk,  sskAAUeglujany 
PertUiuT  Co,  v.  Woodside,  1  Hughes, 
115. 
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defendant  in  adopting  a  similar  mark  had  done  so  with  the 
intention  of  availing  himself  of  that  reputation  to  divert 
to  himself  the  plaintiff's  custom,  or  at  all  events  that  the 
plaintiff  ought  to  show  that  he  had  used  the  mark  long 
enough  to  render  it  probable  that  such  a  reputation  had 
been  acquired  (a). 

But  when  it  came  to  be  recognised  that  there  was  a  Latterly 
right  of  property  in  a  trade  mark,  intentional  fraud  being  ~-^. 
unnecessary  to  justify  restraint,  it  was  at  once  seen  that, 
as  was  stated  by  Sir  J.  RomiUy,  M.  R,  "  the  interference  of 
a  Court  of  Equity  could  not  depend  on  the  length  of  time 
the  manufacturers  had  used  it "  (b),  but  that,  ''  from  the 
tiine  of  their  commencing  the  user  of  their  trade  mark 
they  became  entitled  to  the  protection  of  the  Court  against 
any  other  persons  using  the  same,  so  that  purchasers 
might  be  induced  to  purchase  the  goods  of  other  persons 
as  theirs  "  (c). 

In  Siegert  v.  Findlaier  (d),  it  was  even  held  that  the  Acquisition 
plaintiffs  were  entitled   to  restrain   the   defendant  from  ^^J^*"* 
using  the  term  "  Angostura  Bitters,"  although  the  defend- 
ant had  used   it  on  his  labels  before  the  plaintiffs  had 
done   so,  on  the   ground  that,  before  the  plaintiffs  had 
themselves  used  the  term,  it  had  become  attached  to  their 


(a)  See  Purter  ▼.  Brain,  17  L.  J. 
Ch.  141;  BddtUn  v.  Viek,  11  Hare, 
78;  ColHnB  Co.  v.  Bnyum,  3  K.  &  J. 
423  ;  and  c«>mpare  Spcktisvoode  v. 
Clarke,  2  Ph.  154. 

(6)  ffall  V.  Barrawi,  82  L.  J.  Ch. 
548. 

(c)  Per  Sir  C.  Hall,  V.-C,  in 
Cope  V.  Evans,  L.  R  18  Eq.  188; 
and  nee  Orr-Ewing  4r  Co-  ▼•  Grant, 
Smith  4k  Co.,  2  Hyde,  185.  This 
principle  doee  not  appeur  to  be  nni- 
Tczvally  recogniied  in  A  merica.  See 
SeUzer  y.  Powefl,  8  Phila.  296.  In 
Siembayer  ▼.  l^alheimer,  8  U.  S. 
Pat.  Gaz.  120,  it  w  i«  held  that  prior 
registration  a*  d  prior  use  of  aboat 
■ix  davs,  bnt  only  on  a  few  articles 
by  way  of  experiment,  by  one  manu- 
fflyctorer,  did  not  disentitle  another 


to  registration,  he  having  systematic- 
ally used  the  mark  for  some  time 
before  his  rival  had  seriously  adopted 
it.  It  is  the  adoption  and  use,  not 
the  invention,  of  the  mark  that 
gives  a  title  to  it:  Smfi  v.  PeUr$, 
11  U.  S.  Pat  Gaz.  1110;  Hootier 
DriU  Co.  v.  Inqds,  14  ib.  785; 
Leidendorf  y.  Flint,  (1)  8  BLis.  827; 
McLean  v.  Plemiwj,  96  U.  S.  Rep. 
245;  U.  S.  V.  St^ene,  100  ib,  82; 
and  a  trade  mark  may  have  been 
in  part  purchased  and  in  part  in- 
vented: Sohl  V.  QeUendarf,  1  Wils. 
(Ind.)  60. 

{d)  7  Gb.  D.  801.  And  see  Smith 
V.  WoodruJ,  48  Barb.  488;  Row'ey 
V.  Houghton,  2  Brews.  303;  De- 
graves  V.  Whileman,  5  Vict.  L.  B. 
Eq.  804. 


♦.ft' 


From  tha  j'^'i^Ta^rto.^     -  ~^  /"^^^ 
reoogriwed  in  M*JLJc\r^_l/  *     ^* 

be  acr|aired  id  a  tr%«l^ 
Jial^r,  or  offering  for    ^^^iT^ 
which  the  trade 
mentioned  case  it 
c^^iinie  of  man  T]  fact  fi: 
ment«  to  the  public-w 
fs^ure  could  give  ^^ 
it  waH  intended  th^^^ 

(a)  .See  BUtrkwdl  ▼.  ^,.^ 

(//)  4  De  G.  J.  ft  8.  :iK*^ 

(u)  Compare  M  72,  7?^  -*" 
pAtentu  Act,  1883.  * 

(ri)  Oimpftre 
Kin^lfywn    In    the 
Cf/mpanies*  eattf  11  H. 

(«)  L.  R.  2  Ch.  307. 

(/)  And    Me   per   \\;r*^ 
Lawton  r.  Bank  cf  /k>»»-^"^ 
^4.    Ako  CivU  ServiceZ^^ 


<jr,p:e»1  ar.T  cc^rrr  pern,  c; 
tt^A  ir.TolT*  acT  ti.'S'r  i 
tr.e  ar:^-Ie  «r»  ciArk^eii  ^ 
market;  ar.-i  ti'-irilj,  T^ci.^^    ^J 
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article  in  common  parlance.  But  acquisition  of  a  trade  mark 
by  common  report  has  not  been  universally  recognised  (a). 
How  property  Lord  Westbury,  C,  said,  in  Mc Andrew  v.  Bassett  (6), 
^'^arkacquired.  ^^^^  *^®  elements  of  the  right  to  property  in  a  trade  mark 
might  be  represented  as  being  the  fact  of  the  article  being 
in  the  market  as  a  vendible  article  with  that  stamp  or 
trade  mark  at  the  time  when  the  defendants  imitated  it ; 
and  he  went  on :  "  The  essential  qualities  for  constituting 
that  property  probably  would  be  found  to  be  no  other  than 
these:  first,  that  the  mark  has  been  applied  by  the 
plaintiffs  properly  (that  is  to  say,  that  they  have  not 
copied  any  other  person's  mark,  and  that  the  mark  does 
not  involve  any  false  representation)  (c) ;  secondly,  that 
the  article  so  marked  is  actually  a  vendible  article  in  the 
market ;  and  thirdly,  that  the  defendants  knowing  that  to 
be  80,  have  imitated  the  mark  for  the  purpose  of  passing  off 
in  the  market  other  articles  of  a  similar  description  "  {d). 

From  this  judgment  it  follows,  and  it  was  expressly 
recognised  in  Maanoell  v.  Hogg  (e),  that  no  property  could 
be  acquired  in  a  trade  mark,  except  through  the  process  of 
sale,  or  offering  for  sale,  in  the  market,  of  the  article  to 
which  the  trade  mark  was  affixed  (/).  And  in  the  last- 
mentioned  case  it  was  held  that  no  expenditure  during  the 
course  of  manufacture  in  advertisements  or  other  announce- 
ments to  the  public  of  the  article  so  in  course  of  manu- 
facture could  give  any  right  in  the  mark  or  name  by  which 
it  was  intended  that  the  article  should  be  known  when 


The  mark 
must  be  OQ  a 
vendible 
article. 


(a)  See  Blaekwdl  ▼.  Armistmdt  5 
Amer.  U  T.  85. 

(6)  4  De  G.  J.  ft  S.  880. 

(c)  Compare  §§  72,  73,  86  of  the 
Patents  Act,  1883. 

{d)  Compare  remarks  of  Lord 
Kingsdown  in  the  Leather  Ototk 
Companiet'  cote,  11  H.  L.  C.  523. 

(c)  L.  R.  2  Ch.  807. 

(/)  And  see  per  Willes,  J.,  in 
Xotofofi  V.  Bank  of  London,  18  0.  R 
84,    AJao  Civil  Service  Supply  Auo- 


eiatiany,  Dea/n,lS  Oh.  D.  512;  In 
re  Simpmmf  Daviee  Jt  Son$,  M.  B,, 
Jan.  12th,  1881;  Wheeler  v.  Johnston^ 
8  L.  It  Jr.  284;  Jlawleif  v.  Houghton^ 
2  Brewster,  803,  R  Cox,  486;  Bow- 
man V.  Floyd,  85  MasH.  76 ;  McLean 
V.  Fleming,  96  U.  S.  Rep.  245; 
St.  Louis  Piano  Manufacturing  Co, 
Y.  Merkd,  1  Mo.  App.  305.  As  to 
the  difficulty  of  acquiring  a  right  of 
trade  mark  in  a  name  applied  to  a 
patented  article,  see  p.  47,  ante. 
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completed  and  in  the  market  (a).   Moreover  user  must  be  as 
of  a  trade  mark,  and  not  as  of  a  mere  descriptive  term  (b). 

By  the  Trade  Marks  Registration  Act,  1875,  now  re- Aoqnisition  by 
pealed,  a  new  manner  of  acquiring  a  right  to  a  trade  mark  "SMt^aon. 
was  introduced,  and  with  respect  to  new  marks  substituted 
for  the  earlier  method.  By  the  Patents  Act,  1883  (c), 
which  has  now  taken  the  place  of  the  Act  of  1875,  no 
infiringement  of  a  registrable  trade  mark  can  be  restrained 
or  punished,  unless  the  mark  has  been  registered.  For  five 
years  after  registration  the  fact  of  registration  is  primd 
facie  evidence  of  the  right  of  the  registered  proprietor  to 
the  exclusive  use  of  the  trade  mark  (d),  or,  in  other  words,  it 
qualifies  him  for  taking  proceedings  against  infringers  (e) ; 
after  five  years  have  expired  from  the  date  of  registration, 
the  fact  of  registration  becomes  conclusive  evidence  of  his 
right  to  the  mark  (/),  provided  only  that  the  mark  is  one 
within  the  definition  of  registrable  trade  marks  contained 
in  the  Act  (g).  Registration  protects  the  trade  mark  in  all 
sizes  and  in  all  colours,  whether  registered  in  colour  (h)  or 
not  (i).  In  the  case  of  trade  marks  in  use  before  August 
13th,  1875,  application  must  be  made  for  registration,  and  if 
that  is  refused,  a  certificate  of  refusal  mil  preserve  to  the 
applicant  whatever  rights  he  would  have  had  independently 
of  the  Act  (k). 

A  trade  mark  must  be  registered  as  belonging  to  parti-  Goods 
cular  goods  or  classes  of  goods  (l),  as  arranged  in  the  Third  ®^"^®<^* 


(a)  And  see  Civil  Service  Suppfy 
Auociaiion  ▼.  Dean^  13  Cb.  D.  512. 

(6)  In  re  Leonard  A  EVLi^  32  W. 
B.  530. 

(0  §  77. 

(<f)  $  76 ;  and  see  JteinhartU  v. 
Spalding,  49  L.  J.  Ch.  57',  Wheeler 
y.  Johnston,  8  L.  R.  Ir.  284. 

{€)  NvihaU  ▼.  Vining,  C.  A. 
Jan.  2l8t,  1880.  In  the  ease  of 
Money.  Martin,  \f  ot  treal  Sup^r.  Ct. 
Feb.  28tb,  1882,  it  was  held  tbatthe 
oorrespnnding  Onnadian  statute  gave 
so  right  of  action  frr  anything  done 
before  ragistraUon.     But  the  Court 


of  Appeal  did  not  decide  the  points 
Feb.  28rd,  1884. 

(/)  §  76.  This  is,  howoTer,  sub- 
ject to  the  provisions  of  the  Act,  e.g., 
as  to  the  connection  with  the  good- 
wiU:  §70. 

{g)  In  re  Palmer  (1),  21  Ch.  D. 
47;  S.  G.  (8)  24  ib.  504 ;  In  re 
Leonard  d:  EUie,  58  L.  J.  Ch.  233; 
(App.)  82  W.  R.  530. 

(A)  See  §  67. 

(t)  NfdhaU  y.  Vining,  C.  A 
Jan.  2l8t,  1880. 

<*)  §  77. 

{I)  §  65. 
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Schedule  to  the  Rules ;  the  class  to  which  the  goods  belong 
being  determined,  in  case  of  doubt,  by  the  comptroller  (a) 
This  requirement  is  no  alteration  of  the  rules  of  the  pre- 
existing law,  but  is  merely  a  statement  of  one  of  those 
rules  as  bearing  upon  registration  under  the  Act  It  had 
been  already  fully  recognised  that  a  particular  trade  mark 
could  be  protected  as  such  only  in  connection  with  par- 
ticular goods  or  classes  of  goods.  Thus  Lord  Westbury,  C, 
says,  ''Property  in  a  trade  mark  is  the  right  to  the  ex- 
clusive use  of  some  mark,  name,  or  symbol  in  connection 
with  a  particular  manufacture  or  vendible  commodity; 
consequently  the  use  of  the  same  mark  in  connection 
with  a  different  article  is  not  an  infringement  of  such  a 
right  of  property  "  (b).  And  again,  "  An  ironfounder  who 
uses  a  particular  mark  for  his  manufactures  in  iron  could 
not  restrain  the  use  of  the  same  mark  when  impressed 
upon  cotton  or  woollen  goods;  for  the  property  in  a  trade 
mark  consists  in  the  exclusive  right  to  the  use  of  that 
mark  as  applied  to  some  particular  manufacture"  (c). 
And  V.-C.  Wood  similarly  says,  that  "this  Court  has 
taken  upon  itself  to  protect  a  man  in  the  use  of  a  certain 
trade  mark  as  applied  to  a  particular  description  of 
article.  He  has  no  property  in  that  mark,. per  se,  any 
more  than  in  any  other  fanciful  denomination  he  may 
assume  for  his  own  private  use,  otherwise  than  with  re- 
ference to  his  trade.  If  he  does  not  carry  on  a  trade  in 
iron,  but  carries  on  a  trade  in  linen,  and  stamps  a  lion  on 
his  linen,  another  person  may  stamp  a  lion  on  iron;  but 
when  he  has  appropriated  a  mark  to  a  particular  species  of 
goodfi,  and  caused  his  goods  to  circulate  with  this  mark  upon 
them,"  his  right  to  the  mark  so  applied  will  be  protected  (d), 

(a)  Rule  6.  1  Eq.  518 ;  and  see  Singer  Manu- 

(6)  Leather  Cloth  Co.  v.  American  facturing    Co,    v.     WiUon,    2    Ch. 

Leather  Cloth  Co,,  4  De  6.  J.  &  S.  D.   434^43  ;    Merchant  Banking 

187.  Co,  of  London  v.  Merehante'  Joint 

{c)  Ball  V.  Barrnyfi,  4  De  G.  J.  Stock  Bank,   Limited,    9  ib.   560  ; 

ft  S.  150.  CoOaday  v.  Bavrd,  4  Phila.  139;  B. 

{d)  AinMWorih  v.  Walnuley,  L.  R  Cox,  257;   Bowley  y.   Houghton,   2 


DISCONTINUANCE  OF  TRADE   MARKS.  81 

As  a  restilt  of  the  rule  that  a  trade  mark  can  only  be  Limit  of  righto 
acquired  by  user  in  respect  of  the  goods  on  which  it  has  user, 
been  used,  it  has  been  decided  that  the  use  of  a  mark  before 
August  13th,  1875,  on  certain  descriptions  of  goods  gives  no 
right  to  have  it  registered  in  respect  of  other  descriptions 
of  goods,  except  as  a  new  mark,  so  that  although  the  mark 
may  have  been  long  used  in  respect  of  some  goods,  it  will 
be  refused  registration  in  respect  of  other  goods  or  clashes 
of  goods  (though  of  a  somewhat  similar  character),  if  it 
conflicts  with  another  mark  already  registered  therein  (a). 
And  it  has  been  held  in  America,  with  apparently  good 
reason,  that  a  mark  which  is  descriptive,  and  therefore 
incapable  of  registration,  when  applied  to  one  description  of 
goods,  may  be  open  to  no  such  objection  when  applied  to 
another  description  of  goods  (b).  In  Moaes  v.  Sargood  (c) 
it  was  held  to  be  an  infringement  of  the  plaintiffs'  rights 
for  the  defendants,  who  had  previously  only  exported  goods 
unmade  up,  and  used  their  trade  mark  upon  such  goods, 
to  begin  to  export  and  to  use  their  trade  mark  upon  ready 
made  clothing,  having  regard  to  the  fact  that  the  plainti£& 
bad  been  in  the  habit  of  exporting  and  using  a  somewhat 
similar  trade  mark  upon  made  up  goods. 

By  §  72  the  registration  of  a  mark  identical  with,  or  nearly  Provisions  in 
similar  to  a  mark  already  registered,  is  prohibited,  not  ^,  Act  and 
generally,  but  in  connection  with  such  goods  or  description  ^^^ 
of  goods  as  those  in  respect  of  which  the  mark  already  on 
the  register  is  registered.     And,  with  a  view  to  the  protec- 
tion of  the  public,  this  prohibition  is  extended  over  a  period 
of  five  years  after  the  removal  of  the  mark  once  registered 
from  the  register  for  non-payment  of  a  continuance  fee, 
during  which  period  of  five  years  the  renewed  mark  in 

Brewster,  808;  B.  Cox,  486;  Amat-  L.  J.  Oh.  639;  and  see  In  re  Brahy 

heag  Manufadurinff  Co,  v.  Oamer,  d:  Co.^  21  Ch.  D.  228. 
65  BarK  151;  R.  Ck>z,  541;  Colman  (6)  In    re    Engluk,    U.   a   Pat 

▼.   Crump^    70  N.   Y.  573;  SocUU  Comm.    JywaB,    1870,    142;   In  re 

Anonyme,  dte.  t.  Baxter,  14  BI.  C.  G.  IHck  A  Co.,  9  U.  a  Pat.  Gaz.  588. 
261.  (f)  IMg.  636. 

(a)  In  re  JdUy,  Son  dc  Jonee,  51 

G 
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question  is  to  be  still  deemed  to  be  registered  for  this 
purpose  only  (a), 
steps  neces-  A  person  desirous  of  having  his  trade  mark  registered 
r^tratioD.  must  Send  an  application  to  the  comptroller  in  the  prescribed 
The  ftpplica-  fQ^tn  (6),  together  with  the  prescribed  number  (c)  of  repre- 
sentations (d)  of  the  trade  mark.  When  a  representation 
cannot  be  given  in  the  usual  manner,  a  specimen  or  copy  of 
the  trade  mark  may  be  supplied  instead  (e).  The  appli- 
cation must  state  the  particular  goods  or  classes  of  goods 
in  connection  with  which  the  applicant  desires  the  trade 
mark  to  be  registered  (/),  and  when  the  application  is  in 
respect  of  metal  goods,  other  than  cutlery,  edge  tools,  and 
raw  steel,  i.6.,  other  than  the  goods  within  the  Cutlers' 
Company's  Acts,  the  metal  of  which  the  goods  are  made 
must  be  stated  (g).  Words  in  other  than  Roman  character 
must  have  a  translation  supplied  (h). 
When  mark  u  When  the  mark  is  claimed  as  an  old  mark,  i.e.,  a  mark 
used  before  the  passing  of  the  Trade  Marks  Registration  Act, 
1875  (August  13th,  1875),  the  facts  as  to  such  prior  user  are 
to  be  stated  (t),  but  no  statutory  declaration  is  now  required, 
as  was  formerly  the  case.  In  such  cases  it  is  essential  that 
the  mark  should  be  claimed  and  registered  precisely  in  the 
form  in  which  it  has  been  used  (k). 

(a)  §  79  (5).  (k)  In  re  ffortburgh,  53  L.  J.  Ch. 

(6)  Form  F.  in  the  Second  Sohe-  237;  In  re  Royal  Baking  Powder  Co.  ^ 

dule  to  the  Rulea.    See  §  62  (2)  and  W.  N.  1880,  p.  49;  RusaM  A  Som, 

Rules  4,  5,  11.  LimUedt  t.  Smith,  M.  R.,  Jnne  18th, 

(c)  Three,  except  when  the  appli-  1880;  Inre Palmer (S),  24  Ch.  D.  504; 

cation  is  in  respect    of    goods  in  In  re  Leonard  A  EUUy  32  W.  R.  530. 

classes  23  to  35,  ie.,  the   textile  In/nreJ?a«£man,W.  N.  1880,p.  128, 

classes.     In  such  a  case  four  repre-  a  trade  mark  was  allowed  to  be 

sentations  must  be  sent.     In  either  registered  as  an  old  mark,  because 

case  one  of  the  representations^  is  of  its  having  been* used  abroad ;  but 

to  be  placed  on  the  application  form.  it  hardly  seems  that  foreign  user, 

See  Rule  13.     When  the  application  without  use  in  the  realm,  should 

is  for  the  registration  of  a  series  of  give  any  right.   See  In  re  MUnch, 

marks  under  §  66,  the  case  will  be  50  L.  T.  N.  S.  12  \  In  re  Riviere  <fi 

governed  by  Rule  14.  Co.,  49  L.  T.  N.  a  506;  (App.)  32 

{d)  For  form  of  Additional  Repre-  W.  R.  390;  In  re  Leonard  d:  EUig, 

sentatioD,  see  Form   G.    See  also  53  L.  J.  Ch.  233 ;  (App.)  32  W.  R. 

§  62  (3).  530.     And  user,  even   within  the 

{e)  See  Rule  13.  realm,  mast  have  been  user  as  a 

(/)  §  02  (3).  trade  mark,  and  not  as  a  mere  de- 

iff)  Rule  12.  scriptive  term :   In  re  Leonard  A 

(A)  Rule  15.               (i)  Rule  10.  EUit,  uhi  tuprd. 
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When  the  application  is  made  by  a  firm  or  partnership  When  by  a 
it  may  be  signed  by  some  one  or  more  members  of  the  firm 
or  partnership,  as  the  case  may  be  (a). 

When  the  application  is  made  by  a  body  corporate,  it  When  by  a 
may  be  signed  by  the  secretfuy  or  other  principal  officer  of  porate. 
such  body  corporate  (a). 

The  application  and  all  other  communications  between  Manner  of 
the  applicant  and  the  comptroller  may  be  made  by  or  ^tionf  ***^  *' 
through  a  duly  authorised  agent  (5),  and  may  be  sent  by  a 
prepaid  letter  through  the  post  (c). 

All  that  remains  to  be  done  by  the  applicant  for  registra-  AdvertiM. 
tion,  after  sending  in  his  application,  is  to  await  an  acknow-  ^        ^' 
ledgment  of  its  receipt  by  the  comptroller  (d),  and  then  to 
furnish  the  comptroller  with  the  means  of  inserting  in  the 
official  paper  the  necessary  advertisement  of  the  applica- 
tion (e). 

At  the  expiration  of  two  months  from  the  date  of  the  Regi«tration. 
first  advertisement,  and  subject  to  any  proceedings  which 
may  have  been  taken,  the  comptroller  is,  if  satisfied  of  the 
applicant's  title,  to  register  the  trade  mark  (/)  as  from  the 
date  of  the  receipt  of  the  application  for  registration  (g),  and 
upon  registration  is  to  send  notice  thereof  to  the  registered 
proprietor  with  a  reference  to  the  advertisement  (h). 

If  an  applicant  dies  between  application  and  registration  ^"  **^  «>f 
the  registration  may  be  completed  in  the  name  of  the  death, 
successor  to  the  goodwill  of  his  business  (i). 

Trade  marks  applied  for  in  respect  of  goods  within  the  Sheffield  and 
Cutlers'  Company's  Acts  (k)  are  governed  by  special  rules  (I) ; 
but  marks  on  cotton  goods,  even,  it  would  seem,  B  list 
marks,  are  for  the  future  to  be  dealt  with  on  the  same  foot- 
ing as  other  trade  marks.  The  only  special  requirements 
in  the  case  of  cotton  marks  are  for  the  name  by  which  the 

(a)  Kule  7.  ig)  Role  32. 

(6)  Rule  8.  {h)  Rule  33. 

(c)  §  97  and  Rule  16.  (i)  Rule  31. 

id)  Rule  9.  {k)  See  Appendix  C,  in/rd 

{e)  §  68  and  Rules  25—28.  (/)  §  81  and  RuIm  53—56.     See 

(/)  Rule  30.  aUo  Rule  1*2. 
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Series  nf 
marka. 


Common 
marks. 


Alternative 
marks. 


Colour. 


Registration 
by  deposit. 


Refusal  to 
gister. 


mark  would  be  referred  to  in  invoices  to  be  stated  (a),  and 
for  three  additional  representations  to  be  sent  instead  of 
two  (i). 

Where  it  is  desired  to  register  a  number  of  trade  marks 
which,  while  resembling  each  other  in  the  material  parti- 
culars thereof  (c),  yet  differ  in  respect  of  statements  of  the 
goods  for  which  they  are  to  be  used,  or  of  numbers,  or  price, 
or  quality,  or  names  of  places,  they  may  be  registered  as 
a  series  in  one  registration,  each  of  the  marks  being  treated 
as  separately  registered,  except  for  purposes  of  assignment 
and  transmission  (d). 

Additions  which  are  common  to  the  trade  may,  in 
accordance  with  the  provisions  of  §  74,  be  registered 
together  with  trade  marks,  but  such  common  elements 
must  be  disclaimed  by  the  applicant  (e). 

No  provision  is  made  in  the  Patents  Act,  1883,  for 
registering  alternative  marks,  as  has  sometimes  been  done 
in  America,  e.g.,  where  a  trade  mark  was  registered  as 
consisting  either  of  the  figure  of  a  lion,  or  the  word  "  lion," 
or  both  (/). 

Trade  marks  may  now  be  registered  in  colour,  and  the 
effect  of  such  registration  is  no  longer  to  limit  the  protec- 
tion conferred  by  registration  to  the  one  colour  in  which 
the  registration  has  been  effected  (g). 

Provision  is  made  by  the  Rules  for  registration  by 
deposit  in  cases  where  such  a  course  is  rendered  necessary 
by  the  nature  of  the  trade  mark  (h). 

Registration  is  by  no  means  a  necessary  consequence  of 
application.  The  comptroller  may  refuse  to  grant  registra- 
tion if  he  thinks  fit  (i),  or  if  he  thinks  the  use  of  the  mark 


(a)  Instructions,  par.  15. 

(6)  Rule  13. 

(e)  See  §  64  as  to  essential  par- 
ticulars. 

{d)  §  66  and  Rules  14,  28.  This 
is  new  as  an  enactment,  but  the 
practice  is  not  new.  See  note  (a)  to 
I  66,  and  note  (c)  to  §  72,  tf^^ 

(e)  The  practice  of  requiring 
common  parts  of  marks  or  additions 


to  marks  to  be  disclaimed  is  not  new 
See  per  Jevsel,  M.  R.,  in  In  re  Kuhn 
A  Co.,  53  L.  J.  Ch.  288.  Also  notes 
to  §  74,  and  note  (c)  to  §  72,  tn/rd. 

</)  In  re  Weaver,  10  U.  6.  Pat. 
Gaz.  1. 

{g)  See  §  67  and  note  thereto,  inf. 

{h)  Rules  13,  25.  And  see  note 
to  §67. 

(*)  §  62  (4). 
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would  be  contrary  to  law  or  morality  (a),  and  he  must  refuse 
registration  where  the  same  or  a  similar  mark  is  already 
registered  for  the  same  goods  (6),  or  where  words  inherently 
calculated  to  deceive  are  offered  for  registration  (c).  Where 
the  refiisal  is  made  in  the  exercise  of  a  discretion  vested  in 
the  comptroller,  he  is  not  to  exercise  that  discretion 
advei-sely  to  the  applicant  until  he  has  bad  an  opportunity 
of  being  heard  personally,  or  by  his  agent  (d),  and  if  he 
does,  in  his  discretion,  refuse  to  register,  there  is  an  appeal 
to  the  Board  of  Trade  (e),  who  may,  if  they  think  fit,  refer 
the  appeal  to  the  Court  (/),  and  any  person  aggrieved  by 
the  omission  of  the  name  of  any  person  from  the  register, 
may  apply  to  the  Court  to  rectify  the  register  (g).  This 
provision  appears  to  have  the  effect  of  enabling  an  appli- 
cant whose  application  has  been  refused  to  go  direct  to  the 
Court,  instead  of  to  the  Board  of  Trade,  if  he  prefers  that 
tribunal,  or  even  to  go  to  the  Court  after  his  application 
has  been  refused  by  the  Board  of  Trade  (A). 
Even  if  the  comptroller  is  willing  to  treat  the  application  Opposition  to 

-.•.•11  ytv  .  ,.  /» applicatioiL 

as  unobjectionable,  any  person  {i)  may  give  notice  of 
opposition  at  the  Patent  Office  within  two  months  after 
the  first  advertisement,  and  the  applicant  is  then  allowed 
two  months  for  sending  in  a  counter-statement,  or  the 
registrar  may  extend  the  time.  If  no  such  counter-state- 
ment is  sent,  the  application  is  deemed  to  be  withdrawn ; 

(a)  §  86.  by  the  Act,  is  found  to  exist,  so  that 

(6)  §  72.  the  mark  may  be  described  with 

(c)  §  73.  the  one  or  more  than  one  eiMiential 

(flO  I  94  and  Rules  17  —  19.  particular  or  particulars  which  dis- 

(e)  §  62  (4).     See  Rules  20—24.  tinguish  it."    Per  Lord  Cairns,  C, 

(/)  §  62  (5).     "The  Court"  is  in  Orr-Ewing  v.  Rtajitlrar  of  Trade 

the  High  Court  of  Justice  (§  117),  Mark*,  4  App.  Cas.  484. 

the   Chancery    Division   being    no  (h)  See  note  (n)  to  §  62,  ivfrU, 

longer  specified,  but  I  ecourse  will,  no  (i)  It  need  not  be  the  proprietor 

doubt,  stiU  be  had  to  that  Division.  of  a  registered  mark.     In  In  re 

{g)  %  90.     When  the  regietration  Simpson,  Daviu  A  Sons,   M.    R., 

IS  objected  to  on  the  ground  that  Jan.  12th,  1881,  the  proprietors  of  a 

the  mark  tendered  for  registration  trade  mark  registered  for  coal  in 

is  not    qualified    for    iegi->tration,  class    4    BUcoesi«fully   opposed    the 

"  the  first  duty  cast  upon  the  Court  registration  of  a  similar  mark  for 

is  to  ascertain  whether  some  one  or  railway  waggons  in  clara  22,  the 

more  than  one  of  the  essential  par-  opponent's  coal  beiug  carried  in  anc^ 

ticolars  of  a  trade  mark,  as  defined  sold  out  of  waggons. 
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if  it  is  sent,  the  person  giving  notice  of  opposition  will  be 
required  to  give  security  for  costs,  which  if  be  does  not  do 
within  fourteen  days  the  opposition  is  deemed  to  be  with- 
drawn. If  he  does  give  the  required  security,  the  comp- 
troller is  to  inform  the  applicant  thereof  in  writing,  and 
thereupon  the  case  stands  for  tlie  determination  of  the 
High  Court  of  Justice  (a).  Upon  this  point  being  reached, 
the  comptroller  is  to  require  the  applicant  within  one  month, 
or  such  further  time  as  he  may  allow,  to  take  out  a  summons 
in  chambers  for  leave  to  register  (6),  or  to  take  such  other 
proceedings  as  may  be  proper  (c).  If  the  applicant  does 
not  take  the  proceedings  directed  within  the  time  allowed, 
and  give  notice  to  the  comptroller,  the  application  is  to  be 
deemed  to  be  abandoned  (d).  If  he  does  so,  then  the  case 
will  be  dealt  with  by  the  Court  in  the  usual  way,  and  it 
seems  that  the  Court  will  now  have  jurisdiction  over  the 
whole  costs  of  the  proceedings  (e). 
Limited   _  In  deciding  whether  registration  is  to  be  allowed  or  not, 

the  Couit  will  frequently  grant  the  application  in  such  a 
limited  form  as  to  obviate  the  risk  of  its  clashing  with  the 
mark  which  it  is  considered  to  resemble  (/).  Thus  re^^istra- 
tion  has  been  granted  in  such  a  form  as  to  be  partial  in 
respect  of  the  mark  itself  which  is  registered  (g),  or  of  the 
goods  for  which  it  is  registered  (h),  or  of  the  manner  of 

(a)  §  69.     An  opportunity  will  Salam<m,  Dig.  569. 

first  be  ftffurded  the  applicant  of  [d)  Rule  29 . 

objecting  to  the  Becnrity  given.  See  {e)  See  §  90.   Formerly  the  Court 

Instructions,  par.  84,  i^frd.  had  onlj  juruidiction  over  the  ooets 

(6)   This     is    under     Rule    29.  as  fn>m  the  time  when  the  oaae 

Hitherto  the  practice  has  been  to  stood  for  its  determination,  but  not 

require  the  opponent  to  take  out  a  before.    In  re  Brandrtlhy  9  Ch.  D. 

summons  for  directions  as  to  the  618. 

mode    of    proceeding.     See    In   re  {/)  See  as  to  the  growth  of  this 

SimptoHf  Davies  <6  Sont,  15  Ch.  D.  form    of   registration,    per    Jessel, 

525.  M.R.,  in  In  re  Kuhn  ds  Co.,  58  L.  J. 

(c)  The  recent  usual  practice  has  Ch.  238. 

been  to  go  by  summons  wh<  re  there  (g)  See  note  (c)  to  f  72  and  In  re 

was    a    notice    of    opposition,   by  Leonardiy  Dig.  610 ;  In  re  Mitchell 

motion  where  the  registrar  objected  (2),  Dig.  611 ;  In  re  Kuhn  <C*  Co.,  53 

to  the  application.     As  tu  going  by  L.  J.  Ch.  238  ;  In  re  UoyU  ds  Sime, 

WAy  oi  motioji,aee  Ex  parte  Stephens,  Limited  (2),  Chitty,  J.,  Nov.  30th, 

24   W.   R.    819;    see    also    In  re  1888. 

Johnston,  43  L.  T.  N.  S.  672  ;  In  re  (A)  See  note  tu  §  65,  ir^rd. 


registration. 
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user  (a),  or  of  the  locality  within  which  it  is  to  be  used  (6) 
or  of  the  persons  against  whom  it  is  to  be  protected  (o). 

Again^  where  each  of  several  persons  claims  the  same  Couflictiiig 
trade  mark  the  comptroller  may  refuse  to  register  any  of 
them  until  their  rights  have  been  determined  according  to 
law,  and  he  may  himself  submit  or  require  the  claimants  to 
submit  their  rights  to  the  Court  (d)  in  the  form  (unless  the 
Court  shall  otherwise  order)  of  a  special  case  (e),  agreed  to  by 
the  parties,or,in  case  of  diffcrence,settled  by  the  registrar  (/). 
•  In  any  proceeding  for  rectification  of  the  register,  e.g.,  Uhw  maj  be 
for  placing  a  name  on  it  which  has  been  rejected,  the  Court  <**™<^***- 
may  direct  an  issue  to  be  tried  for  the  decision  of  any 
question  of  fact,  and  may  award  damages  to  the  party 
aggrieved  (g). 

Subsequently  to  registration  clerical  errors  may  be  cor-  AlterAtion  of 
rected  by  the  comptroller  (A),  who  may  also  alter  *hej^^^^^^ 
address  of  the  registered  proprietor  (i),  and  by  leave  of  the 
Court  the  registered  proprietor  may  alter  his  trade  mark 
and  procure  an  alteration  of  the  register  accordingly,  but 
the  alteration  must  not  extend  to  any  of  the  "essential 
particulars  "  of  the  trade  mark  (k). 

No  notice  of  any  trust,  expressed,  implied,  or  construe-  No  trunt 
tive,  can  be  received  by  the  comptroller,  or  entered  in  the  ^^^  ^" 
register  (Z). 

2.  Transfer, 

A  trade  mark  is  capable  of  being  assigned  during  the  Asdgnment 
life  of  its  proprietor,  and  of  being  transmitted  at  his  death ;  miMion. 
but  it  can  be  assigned  and  transmitted  only  in  connection 

(a)  See  note  (c)  to  §  72,  infrd^  And  infrd. 

In  re  WkUdey,  48  L.  T.  N.  S.  627 ;  (/)  Rnle  48. 

In  rt  Sykn,  ib.  626 ;  In  re  Farina  {g)  §  90. 

(8),  Dig.  654.  (h)  §  91. 

(6)  In  re  Rahone,  Dig.  648;  In  re  (i)  Role  46. 

Keep,  82  W.  R.  427.  (*)  §  92;  and  eee  /n  tif  Dttthvr^ 

(e)  Ex  parte  Hemming  4s  Son,  M.  M.  R.,  Jnne  lltb,  1880.    Notice  of 

R.,  April  27ih,  1881.  the  implication  most  be  given  to  the 

id>  §  71>  A3Bd  Rolee  40,  41.  comptroUer:  Rule  48. 

(e)  Role  42,  and  lee  note  to  §  71,  {I)  §  85. 
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with  the  goodwill  of  the  business  ooDcemed  in  the  parti- 
cular goods  or  classes  of  goods  for  which  it  has  been  regis- 
tered (a),  and  trade  marks  registered  as  a  series  can  only  be 
assigned  and  transmitted  as  a  whole  (6). 

Even  apart  from  the  Act,  there  is  no  doubt  that  the 
tirade  mark  cannot  be  severed  from  and  used  independently 
of  the  goodwill.  If  that  could  be  done,  the  indiciuTii  of 
genuineness  might  only  serve  to  mislead.  This  view  was 
clearly  put  by  Lord  Westbury,  C,  in  the  Leather  Cloth 
Companies'  case  (c),  when  he  suggested  the  case  of  a  firm 
of  clothiers  in  Wiltshire,  trading  as  A.  B.  &  Co.  for  fifty 
years,  and  acquiring  a  great  reputation  for  their  broad 
cloth  marked  "  A.  B.  &  Co.  Wilts " ;  then,  he  asked,  sup- 
posing A.  B.  &  Co.  to  discontinue  their  business,  and  to 
sell  the  right  to  use  the  mark  to  C.  D.  &  Co.  clothiers  in 
Yorkshire,  would  the  latter  be  protected  in  Equity  in  their 
claim  to  the  exclusive  use  of  the  mark  ?  and  he  answered 
the  question  in  the  negative. 

To  such  an  extent  is  a  trade  mark  an  accessory  of  the 
goodwill,  that  in  Shipwi^gM  v.  Clements  (d),  Sir  R.  Malins, 
V.-C,  held  that  in  the  sale  of  the  latter  the  trade  mark 
would  pass,  whether  specially  mentioned  or  not  (e). 

In  a  case  before  the  New  York  Court  of  Appeals  (/),  the 
expression  was  adopted  that  "a  property  in  trade  mark 
might  be  obtained  by  transfer  from  him  who  had  made  the 
primary  acquisition,  though  it  was  essential  that  the  trans- 
feree should  be  possessed  of  the  right  either  to  manufacture 
or  sell  the  merchandise  to  which  the  trade  mark  had  been 
attached."    In  another  American  case  (g),  the  statement 


(a)  §  70.  See  Mastam  v.  Thorley's 
CatOe  Food  Co.,  U  Gb.  D.  748;  JEx 
parte  Lawrence  d>  Co.,  44  L.  T.  N. 
8.  98. 

(6)  §  66. 

(c)  4  De  G.  J.  k  S.  137;  ftnd  see 
CoUan  V.  OiUard,  44  L.  J.  Gh.  90 ; 
Taylor  v.  Bemu,  4  Bias.  406;  WiU- 
haus  V.  Braun^  44  Md.  808;  Skinner 
y,  Oakea,  10  Mo.  App.  45 ;  Morgan 


T.  Roffers,  26  U.  S.  Pat  Gaz.  1118. 

id)  19  W.  R.  599. 

(e)  And  see  ChurUm  Y,.DouglaSy 
Johns.  174;  Fuiton  v.  SeUert,  4 
Brews.  42. 

(/)  Congras  A  Empire  Spring  Co. 
y.  High  Rock  Congreu  Spring  Co^ 
B.  Gox,  599. 

(g)  Dixon  Crucible  Co,  v.  Otiggen- 
keim,  2  Brewster,  821;  R.  Cox,  559 ; 
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that  the  "  property  or  right  to  a  trade  mark  might  pass  by 
an  assignment  or  by  operation  of  law,"  was  followed  by  this 
limitation,  ''to  any  one  who  took  at  the  same  time  the  right 
to  manufacture  or  sell  the  particular  merchandise  to  which 
the  trade  mark  had  been  attached'*  And  in  the  very  recent 
case  of  Kidd  v.  Johnson  (a),  the  Supreme  Court  of  the 
United  States  laid  down  that  "  as  distinct  property,  separate 
from  the  article  created  by  the  original  producer  or  manu- 
facturer, a  trade  mark  may  not  be  the  subject  of  sale.  But 
when  it  is  affixed  to  articles  manufactured  at  a  particular 
establishment,  and  acquires  a  special  reputation  in  connec- 
tion with  the  place  of  manufacture,  and  tliat  establish- 
ment is  transferred,  either  by  contract  or  operation  of  law, 
to  others,  the  right  to  the  use  of  the  trade  mark  may  be 
lawfully  transferred  with  it.  Its  subsequent  use  by  the 
person  to  whom  the  establishment  is  transferred  is  con- 
sidered as  only  indicating  that  the  goods  to  which  it  is 
affixed  are  manufactured  at  the  same  plaxse,  and  are  of  the 
same  character,  as  those  to  which  the  mark  was  attached 
by  its  original  designer." 

It  is  possible  that  occasionally,  though  rarely,  a  trade  Peraonal 
mark  may  be  so  framed  as  not  to  be  merely  a  simple  indi- 
cation of  quality,  or  a  guide  to  the  place  of  manufacture, 
but  to  have  the  eflfect  of  ascribing  the  article  to  which  it  is 
attached  to  the  personal  skill  or  supervision  of  an  indi- 
vidual. In  such  a  case  the  question  arises  whether  the 
trade  mark  which,  when  originally  adopted,  contained  no 
assertion  which  was  incorrect,  is  capable  of  transfer  to 
another  person  so  as  to  enable  him  to  apply  it  to  his  own 
goods  and  to  prevent  a  similar  use  of  it  by  others,  the 
personal  skill  and  supervision  of  its  former  proprietor 
having  ceased  to  be  applied. 

It  is,  indeed,  settled  law  in  England,  though  there  is  Name  of 

former 


prt^rietor. 


and  see  Walt&n  v,  Crawley,  3  Bl.  G.      v.  Plat^y  29  Cal.  292  ;  R.  Cox,  825. 
C.  440;  B.  Cox,  166 ;  and  Derringer         {a)  100  U.  S.  Rep.  617. 
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8ome  American  authority  (a)  to  the  contrary,  that  the  mere 
fact  of  the  trade  mark  consisting  of  or  containing  the  name 
of  its  former  proprietor,  who  originally  conducted  the 
business  with  which  the  trude  mark  is  connected,  is  not  of 
itself  sufficient  to  disentitle  the  transmittee  or  assignee  of 
the  business  to  continue  to  use  the  mark,  since  the  mere 
name  of  ^e  maker  will  be  deemed  to  be  indicative  rather 
of  a  business,  in  whosoever  hands  it  may  be,  than  of  an 
individual  proprietor  of  it  (J). 

It  is,  however,  conceivable  that  a  trade  mark  may  be 
''so  completely  personal  as  of  necessity  to  import  that  the 
goods  sold  under  it  have  been  manufactured  by  a  particular 
individual "  (c),  as  if  it  contains  not  only  the  name  of  the 
proprietor,  but  also  some  reference  to  his  personal  qualifi- 
cations or  supervision  (d),  or  an  allusion  to  particular 
workmen  in  his  employ  (e),  in  which  case  the  mark  will 
already  become  deceptive  even  while  the  business  remains 
in  the  same  hands,  if  the  proprietor  should  cease  to  give 
his  personal  attention,  or  to  employ  the  same  workmen. 
And  in  Manhattan  Medicine  Co.  v.  Wood  (/),  the  Supreme 
Court  of  the  United  States  said  that  "  if  one  affix  to  goods 


(a)  Sherwood  v.  Andrewi,  8  Amer. 
L.  Reg.  N.  S.  588;  and  aee  Par 
tridye  v.  Mench,  2  Sandf.  Gh.  622 
Carmiehd  v.  Latimer^  11  R.  I.  895 
and  MankaUan  Medicine  Co.  i 
Wood  (App.),  28  U.  S.  Pat  Gaz. 
1925. 

(6)  Bury  v.  Btdford,  4  De  G. 
J.  h.  S.  352;  ChurUm  y.  DouglM^ 
Johns.  174  ;  Hall  v.  Barrows,  4  De 
G.  J.  &  S.  150 ;  Leather  Cloth  Co.  v. 
American  Leather  (^oth  Co*f  1  H.  & 
M.  271  ;  4  De  G.  J.  &  S.  137 ;  11 
H.  L.  G.  523;  Masrnm  v.  /.  W. 
ThorUifi  CatOe  Food  Co.  (2),  14  Gh. 
D.  748  ;  and  the  American  cases  of 
McLean  v.  Fleming,  96  U.  S.  Rep. 
245 ;  FHkini  v.  Blackman,  13  Bl. 
G.  G.  440;  Weed  v.  Petenm,  12 
Abb.  Pr.  N.  S.  178;  Booth  v. 
Jarrett,  52  How.  Pr.  169  ;  WetHon  y. 
Ketcham  (1),  39  N.  Y.  Super.  Ct  54  ; 


S.  G.  (2)  51  How.  Pi*.  455 ;  Woods 
T.  Sands,  Dig.  467;  Fulton  t. 
Sellers,  4  Brews.  42 ;  Young  v. 
Jones  Bros.  A  Co.,  8  Hnghes,  274. 
Gompare  Clark  v.  Oermjan  Mutual 
Fire  Insurance  Co.,  7  Mo.  App.  77. 

(c)  Per  Sir  G.  Turner,  L.  J.,  in 
Bury  y.  Bedford,  4  De  G.  J.  ft  S. 
852 ;  so  in  Carmiehd  v.  Latimer,  11 
R.  I.  395. 

{d)  HdmJbold  y.  HdmbM  Manu- 
facturing Co.,  58  How.  Pr.  458. 

(e)  And  compare  the  reference 
by  Lord  Kingsdown  to  an  artist's 
special  skill,  in  Leather  Cloth  Co.  y. 
American  Leather  Cloth  Co.,  11 
H.  K  G.  523. 

(/)  23  U.  S.  Pat  Gaz.  1925,  and 
see  In  re  Swezey  A  Dart,  62  How. 
Pr.  215  ;  and  Daly,  G.  J.'s  obserya- 
tions  in  Hegeman  6:  Co,  y.  Hegeman, 
8  Daly,  1. 
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-of  his  own  manufacture  signa  or  marks  which  indicate  that 
they  are  the  manufacture  of  others,  he  is  deceiving  the 
public  and  attempting  to  pass  upon  them  goods  as  pos- 
sessing a  quality  and  merit  which  another's  skill  has  given 
to  similar  articles,  and  which  his  own  manufacture  does 
not  possess  in  the  estimation  of  purchasers.  To  put  forth 
a  statement,  therefore,  in  the  form  of  a  circular  or  label 
attached  to  an  article,  that  it  is  manufactured  in  a  particu- 
lar place  by  a  person  whose  manufacture  there  had  acquired 
a  great  reputation,  when  in  fact  it  is  manufactured  by  a 
diiferent  person  at  a  different  place,  is  a  fraud  upon  the 
public  which  no  Court  of  Equity  will  countenance." 

In  such  a  case,  independently  of  statute,  it  is  clear  that  No  protection 
no  protection  will  be  given  to  a  mark  become  deceptive.  ^J^^**'^* 
Thus,  Lord  Westbury,  C,  was  of  opinion  that  the  Court 
would  not  sell  and  transfer  the  right  to  use  a  mark  of  a 
personal  character  simply  and  without  alteration  (a). 

The  objection  to  the  use  of  a  trade  mark  become  decep*  The  Patenta, 
tive,  which,  independently  of  statute,  applied  rather  to  the  *^»  ^^• 
use  of  the  mark  assigned  than  to  the  power  of  assigning 
it  (6),  should  now,  as  it  appears,  more  properly  apply  to 
the  registration  of  the  assignee  or  transmittee,  by  which 
the  latter  acquires,  at  least,  a  pvimd  facie  right  to  practise 
deceit.  The  Act,  indeed,  contains  no  provision  expressly 
directed  to  meet  a  case  of  this  kind,  the  73rd  section  being 
only  aimed  at  an  attempted  registration  of  a  mark  disen- 
titled from  the  beginning  to  protection,  by  reason  of  being 
inherently  calculated  to  deceive,  and  not  to  a  registration 
of  a  subsequent  proprietor  of  a  mark  which  has  lost  it« 
right  to  protection  through  a  change  of  circumstances. 
The  spirit  of  the  Act  is,  however,  to  favour  the  general 

(a)  HaU  V.  Barrouft^  4  De  G.  J.  &  thoao  of    the  L.   J  J.   in   Bury  y. 

&  150.   See,  too,  the  Clothiers' case,  Bedford,  4   De  G.   J.    &    S.   352. 

Kiii;g«8ted  by  him  in   the   LetUher  Compare  Sherwood  v.   Andrewiy   8 

Oatii  Co.'$  ease,  4  De  G.  J.  &  S.  Am.  L.  Beg.  N.  S.  588,  and  PaH- 

137 ;    and    the   remarks  of    Lord  ridffe  v.  Mmck,  2  Sanrlf.  Ch.  622. 

CraDworth  in  that  case  in  the  Hoose  (6)  Per  Turner,  L.  J.,  in  Bury  v. 

of  Lords,   11    H.  L.   C.    523  ;  and  Bedford,  4  De  G.  J.  &  S.  352. 
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assignability  of  trade  marks  together  with  the  goodwill  to 
which  they  are  attached,  and  it  may  be  expected  that  such 
elements  in  a  trade  mark  as  would  impede  this  assignabi- 
lity will  very  rarely,  if  ever,  survive  the  original  process  of 
registration  now  necessary. 

Subject  only  to  the  provision  prohibiting  the  severance 
of  a  trade  mark  from  the  goodwill  of  the  business  with 
which  it  is  connected,  the  trade  mark  is  freely  assignable. 
"  The  right  to  a  trade  mark  may,  in  general,  treating  it  as 
property,  or  an  accessory  of  property,  be  sold  and  trans- 
ferred upon  a  sale  and  transfer  of  the  manufactory  of  the 
goods  on  which  the  mark  has  been  used  to  be  affixed,  and 
may  be  lawfully  used  by  the  purchaser  "  (a).  If  this  were 
not  so  the  value  of  a  very  valuable  and  important  part  of 
the  goodwill  of  the  business  carried  on  by  a  person  (b) 
would  be  seriously  diminished.  And  for  a  similar  reason, 
and  in  the  interest  alike  of  the  owner  of  a  trade  mark 
himself  and  of  his  assignee,  the  original  owner  will,  subse- 
quently to  assignment,  be  restrained  from  the  use  of  his 
former  trade  mark,  equally  with  persons  who  have  never 
had  an  interest  in  it  (c).  Nor  after  that  event  does  he 
retain  any  power  of  conferring  on  another  a  right  to  use 
it  (cQ.     The  same  will  be  the  case  if  the  sale  has  been 


(a)  Per  Lord  Cranworth  in  Leti- 
ther  Cloth  Co,  v.  Amerioan  LetUker 
Cloth  Co.,  11  H.  L.  G.  523;  and 
see  per  V.-G.  Wood  in  Aintworth  t. 
WcUfMley,  L.  R.  1  £q.  518 ;  also 
HaU  y.  BarrowSf  4  De  G.  J.  &  S. 
150  ;  Hudson  y.  Oabome,  39  L.  J. 
Ch.  79  ;  Weal  v.  Peterson,  12  Abb. 
Pr.  N.  S.  178  ;  Cook  y.  Starhoeather, 
IS  ib.  392;  Frese  y.  Baehof  {2),  14 
Bl.  0.  C.  432 ;  In  re  JRohland,  10 
U.  S.  Pat.  (raz.  980;  Lockwood  v. 
Bottwick,  2  Daly,  521 ;  and  the  clear 
and  full  statement  by  Daly,  C.  J.,  in 
Hegeman  <fe  Co.  y.  Hegeman,  8  Dal^, 
1.  It  was  said  by  iShipman,  J.,  m 
the  American  case  of  FUkint  y. 
Mackfnan,  13  BL  G.  G.  440,  that 
"the  light  to  the  use  of  a  trade 


mark  cannot  be  so  enjoyed  by  an 
assignee  that  he  shall  haye  the 
right  to  affix  the  mark  to  goods 
differing  in  character  or  species 
from  the  article  to  which  it  was  origi- 
nally attached.*' 

(6)  Compare  the  obseryations  of 
Sir  W.  P.  Wood,  V.-C.,  as  to  the 
sale  of  a  trade  name,  inyolying  the 
same  considerations,  in  Chvrton  y. 
Douglas,  Johns.  174 ;  also  Ship- 
wright y.  CUmenU,  19  W.  R.  599. 

(c)  Bury  v.  Bedford,  4  DeG.  J.  & 
S.  352  ;  and  see  Churton  y.  Douglas, 
Johns.  174. 

{d)  Sohl  y.  Geuendorf,  1  Wils. 
(Ind.)  60 ;  Filkins  y.  Blackman,  18 
Bl.  G.  C.  440. 
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made,  not  by  the  owner  himself,  but  by  his  trustee  in 
bankruptcy  (a).  In  the  sale  of  a  business  a  trade  mark 
i¥ill  pass  to  the  purchaser  without  special  mention  (6). 

When  a  person  becomes  entitled  to  a  registered  trade  ^l®^*!^*'^" 
mark  by  assignment  or  transmission,  or  other  ofieration  proprietor, 
of  law,  the  way  in  which  he  has  to  obtain  the  registration 
of  himself  as  the  proprietor  (c)  is  by  sending  a  request  to 
that  effect  to  the  comptroller  (d),  signed  in  the  same  way 
as  is  required  in  the  case  of  an  original  application  (e), 
stating  the  name,  address,  and  description  of  the  claimant 
and  the  particulars  of  his  title,  showing  that  the  trade 
mark  has  gone  with  the  goodwill  of  the  business  (/),  and 
accompanied  by  a  statutoiy  declaration  verifying  the 
several  statements  made  (g).  And  further  proof  of  title  is 
to  be  furnished  to  the  comptroller  if  he  requires  it  (h). 

On  the  owner  of  a  trade  mai'k  becoming  bankrupt,  his  Tran«ni«ion 
trade  mark  is  transmitted  with  his  business  to  his  repre-  ruptoy. 
sentative  in  bankruptcy,  and  will,  together  with  the 
business  and  goodwill,  be  dealt  with  by  him  (i).  But, 
apart  from  the  statutory  provisions  regulating  registration, 
it  seems  that  a  trade  mark  which  owes  its  value  to  its 
owner's  personal  skill  will  not  pass ;  and  in  the  American 
case  of  In  re  Swezey  and  DaH  (k),  an  insolvent  trader  was 
directed  to  be  examined  for  the  purpose  of  ascertaining 
whether  the  value  of  the  mark  was  owing  to  such  skill  or 
to  the  general  working  of  the  factory.  And  it  has  been 
held  in  America  that  an  assignee  in  bankruptcy  cannot  sell 
a  trade  secret  or  a  trade  mark  of  which  the  main  feature  is 


(a)  Hudson  ▼.  Osborne,  3d  L.  J. 
OIl  79;  Hegeman  dfc  Co.  v.  Hege- 
•lal^  8  Daly,  1. 

(6)  Skipwriyht  v.  Clements,  19 
W.  R  599. 

iO  §  87. 

id)  Rule  34. 

(e)  Rule  35. 

(f)  Rule  36.  and  see  §  70. 

(y)  Rulrt  37.  For  form  of  applica- 
tion and  declaration,  nee  Form  K. 
m  Second  Schedule  to  Roles. 


(A)  Rule  38. 

(t)  Hvdson  V.  Osborne,  39  L.  J. 
Ch.  79 ;  CoUon  v.  Giflard,  44  L.  J. 
Ch.  90 ;  Bury  v.  Bedford,  4  De  G, 
J.  &  S.  352 ;  Ex  parte  Young,  Dig. 
537;  Bogers  v.  Taintor,  97  Mam. 
291 ;  Hegeman  ds  Co.  v.  Hegeman, 
8  Daly,  1.  And  see  Longman  y. 
THpp,  2  Bob.  k  P.,  N.  R.  67 ;  and 
£z  parte  Foss,  2  De  G.  &  J.  230. 

{k)  62  How*  Pr.  215. 
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the  bankrupt's  name,  so  as  to  restrict  the  bankrupt's  right 
to  use  them  (a) ;  and  also  that  where  one  of  the  partners  in 
a  solvent  firm  becomes  bankrupt,  his  interest  in  the  nam's 
or  trade  mark  of  the  firm  cannot  be  sold,  on  the  ground 
that  his  right  is  only  to  an  undivided  part  of  the  mark, 
and  that  this  is  of  no  value  apart  from  its  connection  with 
the  goodwill  (6). 

Formation  of  Upon  the  formation  of  a  partnership,  one  member  of 
which  is  the  proprietor  of  a  trade  mark,  the  trade  mark 
will,  in  the  absence  of  express  provisions,  or  tacit  acquies- 
cence by  the  other  partners  in  the  previous  owners 
retention  of  his  trade  mark  (c),  pass  into  and  become  part 
of  the  partnership  assets,  for  the  trade  mark  is  but  an 
element  of  the  trade  (d).  In  that  case  it  seems  that  the 
partner  who  has  newly  acquired  an  interest  in  the  trade 
mark  will  be  entitled  to  registration  as  joint  proprietor 
with  his  partner  who  is  already  on  the  register.  And 
where,  without  the  actual  formation  of  a  partnership,  three 
persons  agreed  to  carry  on  business  in  common,  one  manu- 
facturing, another  acting  as  exporting  agent,  and  the  third 
as  consignee  and  merchant  at  Rangoon,  it  was  held  on  appeal 
that  neither  had  an  exclusive  right  to  the  combination 
of  marks  used  on  the  goods  which  had  passed  through  this 
course,  though  some  of  the  marks  in  the  combination  had 
been  used  separately  by  one  of  the  three  before  the  arrange- 
ment between  them  was  made,  the  decision  being  based  on 
the  fact  that  the  combination  as  a  whole  had  come  to  denote 
goods  which  had  passed  through  the  hands  of  all  three  (e). 

Di8«>liition  of      Upon  the  dissolution  of  a  partnership   among  whose 

partnership. 

(a)  Hdmhold  v.  HelnvbM  Mmu-  37  L.  T,  N.  S.  268,  ib,  766 ;  FOkim 

facturing  Co.,  5S  Row,  Ft.  i5S.  v,   Blackman,   13    BL   C.   C.   440; 

(6)  Taylor  v.  Bemit,  4  Bias.  406.  Swift  v.  Pders,  11  U.  S.  Pat  Gas. 

(c)  Kidd  V.   Joknmm,  100  U.  S.  1110;  Rogers  v.  TaitUor,  97  Maae. 

Rep.     617,     practically    reversing  291;  Sohier  v.  Johnton,  111  Mas*. 

Kidd  dt  Co.  y.  MilUy  Johnson  ds  Co.,  238 ;     We$Um   v.   Ketcham  (2),   51 

5  U.  S.  Pat  Gaz.  337.  How.  Pr.  455. 

{d)  Bury  v.    Bedford,   4  De    G.  (e)  Robi$uon  v.  Finlay,  9  Cb,  D. 

J.   k  S.   352,  per  Sir  G.   Turner,  487. 
L.  J.    And  see  Condy  t.  Mitchell, 
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property  a  trade  mark  is  included,  whether  that  dissolution 
be  brought  about  by  the  mutual  agreement  of  the  partners, 
or  by  the  death  of  one  of  them,  the  trade  mark,  as  forming 
part  of  the  partnership  assets,  and  also  on  account  of  its 
close  connection  with  the  goodwill  of  the  business,  must 
be  treated  in  the  same  way  as  the  business  and  goodwill 
€ure  treated,  unless  there  is  an  express  agreement  for  its 
discontinuance.  If  the  business  and  goodwill  are  sold, 
the  trade  mark  will  be  included  in  the  sale  (a) ;  if  the 
share  of  the  retiring  or  deceased  partner  is,  by  arrange- 
ment, taken  over  by  the  continuing  or  surviving  partner 
or  partners,  the  retiring  or  deceased  partner's  interest  in  the 
trade  mark  passes  with  his  share  in  the  business,  and  must 
be  included  in  the  valuation  of  that  share  (b) ;  if  the  partners 
merely  agree  to  divide  the  partnership  assets,  so  that  each 
in  effect  carries  on  t)ie  same  business,  though  they  carry  it 
on  severally  instead  of  jointly,  then  each  is  at  liberty  to  use 
the  mark  as  he  did  before  (c).  Thus,  where  H.  B.  Condy 
had  brought  into  a  partnership  formed  betv^een  himself  and 
one  Mitchell  certain  trade  marks,  which  consisted  in  part 
of  the  former's  name,  it  was  held  that  after  the  dissolution, 
on  which  the  goodwill  became  divisible  in  equal  shares 
between  the  partnei's,  Mitchell  was  equally  entitled  with 
Condy  to  continue  to  use  the  trade  mark  (d).     And  where 


(a)  Bradbury  ▼.  Dick-ens,  27  Beav. 
53 ;  Ball  ▼.  Barr&ws,  4  De  G.  J.  & 
S.  150;  Banks  v.  GibsoJh,  34  Beav. 
566;  Rogers  v.  Taintor,  97  Man. 
291 ;  ArmisUad  v.  Blackwell,  1  V, 
a  PaL  Gaz.  603. 

(6)  Banks  v.  CHbson,  84  Beav. 
566;  i/aU  ▼.  Barrows,  4  De  6.  J.  Sl 
a  150 ;  ffaiard  v.  Caswdl,  47  N.  Y. 
Super.  Gt  537.  But  it  seemB  that  if 
a  retiring  partner  sets  up  no  claim  to 
an  interest  in  the  trade  mark,  and 
tile  continuing  partner  continues  to 
use  it  without  objection,  the  former 
will  be  held  to  have  given  up  his 
infcr-ivst  in  favour  of  the  latter: 
Kidd  de  Co,  v.  Mills,  Joknson  is  Co., 
5  U.  S.  Pat.  Gaz.  337.    See  Kidd  v. 


Johnson,  100  U.  S.  Rep.  617,  and 
Simpson  v.  Wright  [1),  16  U.  8.  Pat. 
Gras.  248.  On  the  other  hand,  the 
continued  use  of  the  mark  by  the 
retiring  partner,  even  on  a  spurious 
article,  is  evidence  of  his  intention 
to  preserve  his  interest  in  the  mark: 
Wright  v.  Simpstm,  15  ib.  968. 

(c)  Banks  v.  Oibson,  84  Beav. 
566.  And  see  Bond  v.  MiUxmm,  20 
W.  R  197;  WesUm  v.  Ketcham  (I), 
39  N.  Y.  Super.  Ot.  64;  S.  C.  (2) 
61  How.  Pr.  455 ;  Young  v.  Joties 
Bros,  A  Co,,  8  Hughes,  274  ;  Robin- 
son V.  Finlay,  9  Ch.  D.  487. 

(d)  Condy  v.  MitchiUy  37  L.  T.  N. 
S.  268,  766. 
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certain  partners  sold  to  their  co-partners  their  interest  in 
the  business  premises,  and  in  certain  personal  property 
connected  with  the  business,  but  not  their  interest  in  the 
goodwill  or  trade  mark,  it  was  held  that  they  retained 
their  right  to  use  the  trade  mark  concurrently  with  their 
former  co-partner  (a). 

Where  a  trade  mark  has  been  transmitted  by  the  death 
of  the  registered  proprietor,  his  legal  personal  representa- 
tive will  be  recognised  as  having  the  title  to  the  mark. 
So  long  since  as  the  reign  of  King  Greorge  IL,  Lord 
Hardwicke,  C,  decided  (6)  that  shares  in  the  goodwill  of  a 
newspaper,  entitled  Tlie  St  James's  Evening  Post,  were  to 
be  considered  as  part  of  the  personal  property  of  the  pro- 
prietor ;  and  that,  on  the  death  of  the  proprietor,  his  trade 
mark  passes  to  his  personal  representative  with  the  re- 
mainder of  his  personal  property  has  never  been  ques- 
tioned (c).  Where  letters  of  administration  to  a  person 
who  had  adopted  a  trade  mark  for  an  article  of  his  inven- 
tion had  not  been  taken  out,  it  was  held  that  his  son  could 
not,  by  merely  continuing  to  make  the  article  and  use  the 
trade  mark  after  his  father's  death,  acquire  a  right  in  the 
trade  mark  so  as  to  be  entitled  to  prevent  another  person 
from  using  it ;  still  less  could  a  purchaser  of  the  son's  busi- 
ness do  so  (d). 

The  proprietor  of  a  trade  mark  may  bequeath  it  accord- 
ing to  pleasure  (e),  but  this  is  subject  to  the  provisions 
prohibiting  its  transmission  otherwise  than  in  connection 
with  the  goodwill  of  his  business  (/),  and  a  registered  series 
of  marks  can  only  be  transmitted  as  a  whole  (g). 


(a)  Huwer  v.  Dannenhoffer,  82 
N.  Y.  499. 

\h)GiJbUti  y.  JUad,  9  Mud.  459. 

(r)  Thua  in  Croft  v.  Day,  7  Beav. 
84,  28  Leg.  Obs.  378,  the  successful 
plaintififs  were  the  executors  of  the 
former  proprietor  of  the  business 
and  trade  mark.  See  In  re  Farifia^ 
(4),  44  L.  T.  N.  S.  99. 


id)  ffavendm  v.  Uopd,  18  W.  R. 
1132.  And  see  Smgliton  v,  BUton, 
3  Doug.  298. 

(e)  I>ent  ▼.  Turpin,  2  J.  ft  H. 
139;  M*Lean  v.  Fletning,  96  U.  a 
Rep.  245. 

(/)  §  70.  And  see  Rules  36,  37, 
and  Form  K. 

iff)  §  66. 
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By  means  of  bequest,  dissolution  of  partnership,  &c.,  it  SeTenl 
is  possible  for  more  than  one  person  to  become  severally  P^P"®  "• 
entitled  to  the  same  trade  mark  at  the  same  time  (a),  and 
concurrent  rights  may  similarly  arise  by  reason  of  concur- 
rent substantial  user  by  more  firms  than  one  (6).  Tn  such 
cases  it  was  provided  by  the  old  rules,  now  repealed,  that  the 
several  claimants  might,  by  their  common  consent,  be  regis- 
tered separately  as  separate  proprietors  of  such  trade  mark; 
and  although  no  such  provision  is  contained  in  the  new 
rules,  it  would  appear  that  in  such  a  case  the  comptroller 
would  have  a  discretion  to  register  each  of  the  claimants  (c). 
But  where  one  of  the  claimants  has  got  on  to  the  register, 
the  comptroller  cannot  register  the  other  without  the  leave 
of  the  Court  (d) ;  neither  can  he  do  so  where  either  appli- 
cation is  opposed  (e). 

By  the  4th  section  of  the  Act  of  1875,  it  was  provided  ^<>«»tion  of 
that  every  proprietor  registered  in  respect  of  a  trade  mark  proprietors. 
subsequently  to  the  first  registered  proprietor  was,  as 
respected  his  title  to  that  trade  mark,  to  stand  in  the 
same  position  as  if  his  title  were  a  continuation  of  the  title 
of  the  first  registered  proprietor  (/).  This  section  is  not 
re-enacted,  but  there  appears  to  be  no  doubt  that  the 
result  will  be  the  same  as  if  it  had  been.  It  may  be 
noticed  that  by  {J  76  the  privileges  conferred  by  §  3  of 
the  Act  of  1875  upon  the  Jj^rst  registered  proprietor  are 
now  given  to  the  registered  proprietor. 

3.  Discontinuance, 

In  order  for  a  trade  mark  to  be  entitled  to  protection,  it  When  trade 
is  now  necessary  either  that  the  trade  mark  shall  be  regis-  tectedf^ 

(a)  Uine  v.  Lart,  10  Jar.   106,-  May  24th,  1881 ;  In  re  Hodaon  An 

Dent  T.  Turpin,  2  J.  ft  H.  189;  Co.,  26  Sol.  J.  43 ;  and  other  cases  on 

BaniM  ▼.   Oibwn,  84    Beav.   566  ;  the  Three  Mark  Rule.    See  note  (c) 

and  see  Sauthom  ▼.  Reynold$,  12  to  §  72,  ir^rd, 

L.  T.  N.  S.  75.  (c)  See  §  71. 

(6)  In  re  PowtO,  Dig.  589;  In  re  {d)  §  72. 

ja^,  Son  ib  Jena,  51  L.  J.  Gh.  (e)  §  69. 

639 ;  Benbow  v.  Low  (4),  41  L.  T.  (/)  Compare  Hovenden  v.  Uoyd, 

N.  &  875 ;  Donif  ▼.  NeaU,  V.-C.  B.,  18  W.  R.  1182. 
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tered,  or,  if  an  old  mark  is  in  question,  that  registration 
shall  have  been  refused  (a).  The  protection  of  a  mark 
once  registered  terminates,  therefore,  with  the  cessation  of 
registration. 

The  original  registration  of  a  trade  mark  is  for  a  period 
of  fourteen  years,  and  unless  previously  to  the  expiration  of 
that  period  the  fee  for  continuance  is  paid,  the  comptroller 
may,  after  the  end  of  three  months  from  such  expiration, 
remove  the  mark  from  the  register,  and  in  the  same  way 
from  time  to  time  at  the  expiration  of  every  fresh  period 
of  fourteen  years  (b).  No  difficulty  need  in  ordinary  cases 
be  apprehended  from  the  prolongation  of  registration,  for 
the  exclusive  use  of  a  trade  mark  is  no  injury  or  deprivation 
to  the  public,  but  a  protection  against  fraud. 

If  subsequently  to  the  expiration  of  the  fourteen  years, 
but  before  the  expiration  of  the  additional  three  months, 
the  proprietor  pays  the  increased  fee,  the  comptroller  may 
accept  the  fee  as  if  paid  before  the  expiration  of  the  fourteen 
years,  and  allow  the  mark  to  remain  on  the  register  (c). 
to  Even  after  the  removal  from  the  register  for  non-payment 
of  the  fee,  the  mark  may  be  restored  to  the  register  by  the 
comptroller,  if  he  is  satisfied  that  it  i^  just  so  to  do,  on 
payment  of  an  additional  fee. 

Independently  of  registration  no  trade  mark  can  exist  as 
such  unless  there  is  actually  existent  in  the  market  a 
vendible  article  to  which  the  mark  is  in  some  way  affixed 
or  attached  (d),  though  it  is  not  necessary  for  the  mark  to 


(a)  §  77. 

(6)  §  79  (1).  (2). 
•    (c)  §  79  (3). 

(d)  McAndrew  v.  Bcuaett,  4  De  G. 
J.  &  S.  880 ;  MaxiceU  v.  Ifogg,  Jj,  R 
2  Ch.  307 ;  Wheeler  v.  Johnston,  8 
L.  R.  Ir.  284  ;  Candee  v.  Deere,  64 
111.  439;  BlackweH  v.  IHbreU,  14 
U.  S.  Pat.  Gaz.  633.  And  see 
Singer  Manufacturing  Co.  v.  Wilaon, 
2  Ch.  D.  434.  In  Cotton  v.  GUlardj 
44  L.  J.  Cb.  90,  the  plaintiffs  had 
bought  from  the  trustee  in  bank- 


ruptcy the  interest  of  the  bank- 
rupt  in  a  certain  sauce  and  in  his 
trade  mark,  but  the  sauce  being  com- 
pounded according  to  a  secret  which 
the  trustee  could  not  communicate, 
Sir  G.  Jessel,  M.R.,  held  that  the 
plaintiff  could  not  use  or  protect  the 
trade  mark.  See  Witthaut  v.  Bravn, 
44  Md.  303;  Ta^flor  v.  -Bemw,  4 
Biss.  406;  Hdmbold  v.  Hdmbcid 
Manufacturing  Co,,  63  How.  Pr. 
463;  WetUm  y.  Ketcham  (1),  89  K. 
y.   Super.   Ot   64;  iSL   C.   (2),   61 
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be  externaUy  visible,  e.g.,  where  it  is  placed  on  the  bottom 
of  a  wine  cork,  which  is  not  seen  until  the  bottle  is  bought 
and  opened  (a). 

The  necessity  of  proving  the  existence  of  such  an  article  Kegistration 
so  marked,  in  the  case  of  registered  marks,  now  no  longer  ^^^  mlblic 
exists,  since,  subject  to  the  connection  with  the  goodwill  ^wo- 
of the  business,  registration  is  to  be  deemed  to  be  equivalent 
to  public  use  (b) ;  but  in  the  case  of  old  marks,  it  seems 
that  a  certificate  of  refusal  will  not  entitle  the  unsuccessful 
applicant  to  his  remedy,  if  discontinuance  can  be  established. 
The  old  34th  Rule  contained  provisions  intended  to  prevent 
the  continuance  of  restrictions  which  no  longer  served  any 
useful  purpose,  and  this  rule  was  put  into  practice  in  the 
very  recent  case  of  In  re  Balph  (c).  It  is  not  now  re- 
enacted  ;  but  since,  by  §  70,  a  trade  mark  is  determinable 
with  the  goodwill,  it  may  be  held,  though  it  is  not  clear, 
that  the  Court  has  jurisdiction  under  §  90  to  remove  from 
the  register,  on  the  application  of  any  person  aggrieved,  a 
trade  mark  which  has  lost  its  right  to  existence  by  the 
discontinuance  of  its  proprietor's  business. 

"  That  the  right  to  use  a  trade  mark  may  be  lost  by  Loss  of  trade 
abandonment  or  disuse  is  too  clear  to  need  argument  or  "Jf^K^^ 

°  abandonment. 

the  support  of  authority"  {d),  and  the  neglect  on  the  part 
of  the  owner  which  is  fatal  to  his  exclusive  right  may 
either  take  the  shape  of  a  cessation  of  user  on  his  own 
part,  or  of  the  growth  of  a  concurrent  right  in  others. 
Each  of  these  depends  upon  intention.  ''To  constitute 
abandonment"  (i,e.,  by  cessation  of  user)  "an  intention 
to  abandon  must  be  shown.  Mere  non-user  of  a  trade 
mark  can  no  more  be  said  to  constitute  abandoument 
than   the  mere  non-user  of  a  right  to  foul  a  stream 

Hov.  Pr.  455 ;  Manhattan  Medicine  United  States :  In  re  Dutcher  Temple 

Co,  ▼.  Wood,  4  Cliff.  461 ;  Morgan  v.  (7a,  XT.  S.  Pat.  Comm.  Decia.  1871, 

RoS^re,  2S  U.  S.  Pat.  Gkue.  1113.  248.    See  Stemberger  v.  ThaJheimer, 

(a)    Moct   ▼.    Pickering,    8    Ob.  8  U.  S.  Pat.  Gaz.  120. 

D.    372;    Moit  r.   Clybouw,  Dig.  (c)  25  Ch.  D.  194. 

533.  {d)  FerKughoBf  J.,  in  BlackieeUY. 

(6)  §  75.    This  is  so  also  in  the  ZH^re^  14  XT.  S.  Pat  Qxz.  633. 
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belonging  to  a  mill  as  an  easement  can  be  said  to  con- 
stitute an  abandonment  of  the  easement'*  (a).  ''The 
question  of  abandonment"  {i,e.,  by  non-interference  with 
infringers)  "  is  one  of  intention,  and  the  burden  of  estab- 
lishing it  lies  upon  the  party  who  affirms  it/'  said  an 
American  judge  (6),  and  in  the  same  way  it  was  said  in  the 
High  Court  of  Bengal  (c)  that  the  right  of  property  in  a  trade 
mark  acquired  by  user  ''  would  continue  until  it  had  been 
proved  by  evidence  that  the  proprietor  had  abandoned  it" 
In  particular,  where  the  trade  mark  owner  is  ignorant  of 
infringements  taking  place,  it  will  not  be  held  that  he  has 
abandoned  his  rights  because  of  his  failure  to  enforce  them, 
that  failure  being  due  to  his  ignorance  of  what  was  going 
on  {d),  but  it  may  be  assumed  that  there  must  be  reason- 
able diligence  shown  in  the  defence  of  his  rights. 

With  respect  to  trade  marks  consisting  of  words  which 
originally  were  fancy  names,  it  has  occasionally  happened 
that  they  have  ceased  to  denote  the  manufacture  of  any 
particular  person,  and  have  become  simply  descriptive  of  a 
certain  article  or  a  certain  principle  of  manufacture.  Wh^n 
that  has  become  the  case,  such  words  have  ceased  to  be 
capable  of  protection  as  trade  marks,  having  become 
publici  juris,  open  to  the  use  of  all  (c).  But  a  composite 
mark  is  not  abandoned  by  isolated  -  words  or  symbols 


(a)  Per  Chitty,  J.,  in  Maiuon  v. 
Boehm,  28  SoL  J.  361.  It  would  be 
evidence  of  intention  to  abandon  if 
a  trade  mark  ownei  wore  to  break 
up  hiB  moulds  au  J  at  Me  the  mark 
from  hie  books  and  liste :  Tb. 

(6)  Morris,  Comm.,  ii  Julian  v. 
Hoosier  DrUl  Co.,  75  Imj.  408,  in 
which  a  delay  of  three  years  was 
held  not  to  amount  to  abandon- 
ment. 

(c)  In  Orr-Emng  <fc  Co.  v.  Grant, 
Smith  <t-  Co.,  2  Hyde,  186,  per 
Levinge,  J. 

{d)  WeUUm  V.  JHcks,  10  Ch.  D. 
247 ;  In  re  Farina  (2),  27  W.  R 
456;  Mondon  v.  Boehm,  28  SoL  J. 
861  i  WiUiam  v.  Adams,  8  Biss.  452; 


Sawyer  y.  Kellogg,  19  IT.  8.  Pat 
Gas.  1627. 

(e)  Per  Sir  6.  Mellish,  L.  J.,  in 
Ford  y.  Foster,  L.  K.  7  Cb.  611. 
And  see  Wheder  ^  Wilson  Manu^ 
facturing  Co,  v.  Shakespeare,  89  L.  J. 
Ch.  36;  Lidng*s  Extract  of  Meat 
Co.  V.  Hanbvry,  17  L.  T.  N.  S.  298; 
Same  ▼.  Anderson,  W.  N.  1883, 
p.  185;  Lasenbjf  v.  White,  41  L.  J. 
Ch.  354;  In  re  Byde  <£  Co.,  7  Ch. 
D.  724  ;  Browne  v.  Freeman,  W.  N. 
1873,  p.  178 ;  Lea  v.  MiUar,  Dig. 
513;  Wolfe  v.  Ootdard,  18  How. 
Pr.  64;  R.  Cox,  226;  Burke  v. 
Cassin,  45  CaL  467;  13  Amer.  Rep. 
204.  See  also  the  Merchandise 
Marks  Act,  1862,  J  9. 
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contained  in  it  being  used  by  others  (a).  Where  a  name, 
which  it  has  been  attempted  to  appropriate  as  a  trade 
mark,  has  been  in  fact  descriptive  throughout,  the  case 
can  hardly  be  said  to  have  arisen  of  a  discontinuance  of  a 
trade  mark,  inasmuch  as  it  was  invalid  throughout  (6).  .  [ 

In  this  connection  the  '^  three-mark  rule,"  as  it  is  called,  3?*J*t"f 
becomes  of  importauce.  This  rule  originated  in  the  dis- 
covery— soon  after  the  Act  of  1875  came  into  operation — 
that  the  same  or  substantially  the  same  trade  mark  was  in 
many  instances  in  use  by  more  firms  than  one,  generally 
carrying  on  business  in  different  parts  of  the  country,  and 
in  order  to  avoid  injustice  being  done  in  such  cases  the 
rule  was  laid  down  by  the  Commissioners  of  Patents  and 
acted  on  in  various  decisions  of  the  Courts,  that  where  two 
or  three  firms  could  prove  that  they  had  used  the  same  or  ' 

substantially  the  same  mark  on  the  same  or  substantially 
the  same  goods,  to  a  substantial  extent,  before  the  passing 
of  the  Act  of  1875,  each  should  be  allowed  to  register ;  but 
that  where  the  mark  had  been  used  by  more  than  three 
firms  it  was  common  to  the  trade  (c),  and  on  this  principle 
it  has  been  held  that  various  marks  were  common  in 
different  trades  (d).  This  rule  is  now  incorporated  in  §  74, 
so  far  as  is  necessary  for  the  purpose  of  determining  what 
parts  of  a  composite  mark  must  be  disclaimed  as  common. 

In  Braham  v.  Bustard  (e)  and  Ford  v.  Foster  (/),  it  Tr»^f  "•''^  ^ 

^'  _  not  abandoned 

was  held  that  the  habitual  use  of  the  manufacturer's  name  by  habitual 
(which   was   alone  a   sufficient  trade  mark),  before   the  ^n^tionwith 
special  and  distinctive  appellation  of  "  Excelsior "  in  the  name. 
one  case,  and  "  Eureka  "  in  the  other,  did  not  amount  to  an 
abandonment  of  the  manufacturer's  right  in  those  appel- 

(a)  SM  V.   Ge'iendorfy   1   WiU  53  L.  J.  Ch.  233;  32  W.  R.  680; 

(Ind.)  60;   Filley  v.  Child,  16  Bl.  BuUoch,  Lade  A  Co,    v.   Grvy,   19 

C.  C.  376.  Jonrn.    of    Jurisp.  218 ;    and    Bee 

(6)  Young  v.  Maercte^  9  Jur.  N.  9.  p.  50,  note  (a),  supra.  I 

822;  BaggeU  v.  Findlater,  L.  R.  17  {e)  See  note  (c)  to  §  72,  infrd.  i 

Eq.  29;  In  r€  Jfontmryh,  58  L.  J.  (d)  See  notes  to  §  74,  infrd, 

Ch.  237;  Rowland  v.  Brtidenbach,  (e)  1  H.  &  M.  447.  / 

Dig.  386;  In  re  Leonard  ct-  Ellis,  (0  L.  R.  7  Ch.  611.  ^ 
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lations  when  used  without  the  name,  but  that  the 
manufacturer  remained  entitled  to  his  essential  mark.  In 
Lea  V.  Millar  (a)  it  was  held  that,  in  addition  to  the 
evidence  as  to  the  common  use  of  the  alleged  trade  mark 
by  persons  other  than  the  plaintiff,  the  fact  that  the 
plaintiff  had  recently  adopted  a  new  label  upon  these 
goods,  on  the  ground  that  his  existing  label  did  not 
afford  sufficient  protection,  was  a  public  abandonment  of 
the  latter.  And  in  Manhattan  Medicine  Co,  v.  Wood  (6), 
it  was  held  that  a  trade  mark  had  been  lost  by  abandon- 
meut,  a  new  form  of  bottle  and  label  having  been  adopted 
in  place  of  the  old  ones.  An  exclusive  right  to  a  mark 
may  be  lost  by  its  owner  using  it  habitually  and  exclu- 
sively upon  goods  which  pass  through  other  persons'  hands 
so  that  they  acquire  a  right  in  it  (c). 
Abandonment      jt  has  been  held  in  the  United  States  that  a  partner  who, 

by  a  retiring  ,  ,  ,  , 

partner.  on  retiring  from  the  partnership,  sets  up  no  claim  to  an 

interest  in  the  trade  mark,  and  sees,  without  objection,  the 
remaining  partner  continuing  to  use  it,  must  be  taken  to 
have  abandoned  all  interest  in  it  {d).  But  it  has  also  been 
held  in  America  that  the  continued  use  of  the  mark  by 
the  retiring  partner,  even  on  a  spurious  article,  is  evidence 
that  he  does  not  intend  to  abandon  his  interest  {e). 

Abandonment      jn  Browne  V.  Freeman  (/)  it  was  held  that  the  plaintiff, 

by  diKmiflsal      ,       .  .       .  .  •.  •      .  •    i«  • 

of  Bult.  havHig  previously  commenced  a  suit  agamst  an  lufnnger 

of  his  trade  mark,  and  then  having  got  his  bill  dismissed 
with  costs,  in  consequence  of  being  advised  that  his  right 
was  doubtful,  had  lost  all  rights  in  the  trade  mark.  Under 
the  registration  system  such  a  loss  of  trade  mark  can 
seldom  occur  e.xcept  in  theca«^e  of  unregistered  though  cer- 

{a)  Dig.  513.  U.  S.  Pat.  Gar.  1110;  Simpton  v. 

(h)  23  U.  S.  Pat  Gaz.  1926.  Wn'i/ht  (1),  15  ib.  248. 

(c)  Jiobinwn  v.  -PiWay,  9  Ch.  D.  (e)  Wright  v.  Simpton,  15  U.  S. 
487.  Pat.  Gaz.  968. 

(d)  Kidd  <jt  Co.  V.  MiOa,  Johnt<m  (f)  12  W.  R.  305 ;  and  nee  W.  N. 
<t*  Co.,  5  U.  S.  Pat.  Gaz.  837;  but  1873,  p.  178.  See  Masmm  v.  Tkor- 
see  Kidd  t.  Johnton,  100  U.  S.  Rep.  lej/'t  CatOe  Food  Co.,  H  Ch.  D.  748. 
617.    See  also  Swift  y.  PeUrt,  U 
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tified  marks,  since  the  rights  of  a  proprietor  of  a  registered 
mark  are  such  that  it  is  impossible  to  suppose  that  in 
many  cases  such  a  proprietor  would  resign  his  claims 
without  a  struggle.  With  respect  to  marks  unregistered, 
or  even  uncertified,  there  does  not  appear  to  be  anything 
in  the  Act  to  prevent  proof  of  the  imitation  of  such 
marks  being  given  in  support  of  an  action  for  unfair 
competition  in  trade  carried  on  by  means  of  actual 
intentional  fraud,  and  not  depending  solely  on  the  simi- 
larity of  the  marks. 

On  the   whole,   it  may  be  expected  that,  while   with  ^}^^^^^^ 
respect  to  unregistered  marks  things  will  remain  much  as  marks  not  to 
they  were,  with  respect  to  registered  ones  there  will  be  in  ^  *°*><ai»*«i- 
the  future  but    little    discontinuance    or   abandonment, 
except  where  registration  has  been  discontinued,  in  con- 
sequence of  non-compliance  on  the  part  of  the  registered 
proprietor  with  the  requirements  of  the  Act  with  respect 
to  prolonged  regifltmtion. 

In  Lemoine  v.  Ganton  (a),  a  plaintiff  was  allowed  to  Infringement 
recover  nominal  damages  for  the  infringement  by  the  mark, 
defendant  of  a  trade  mark  which  the  plaintiff  had  formerly 
used,  but  had  ceased  to  use  for  a  year.  And  it  has  also 
been  held  by  the  United  States  Commissioner  of  Patents 
that  a  person  who,  after  having  acquired  certain  rights  in 
a  trade  mark,  has  discontinued  his  business  for  several 
years,  recovers,  on  again  commencing  business,  superior 
rights  in  the  trade  mark  to  those  possessed  by  another 
person  who  has  used  the  mark  during  the  period  of  dis- 
continuance (6). 

By  §  79  (5)  a  registered  trade  mark  removed  from  the  ^Effect  of 
register  is,  for  the  purpose  of  any  application  for  registra-  mark, 
tion  during  the  five  years  next  after  the  date  of  such 
removal,  to  be   deemed    to  be  a  trade    mark    already 
r^^tered. 

(a)  2  B.  D.  Smith,  343 ;  R.  Cox,  (h)  ArmUtead  v.  BlackweU,  1  IT.  3, 

142,  Pat.  Gaz.  603. 
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CancelUtioxL  By  §  91  power  is  given  to  the  comptroller  upon  a 
proper  application  to  cancel  the  whole  or  a  part  of  the 
entry  of  a  trade  mark  on  the  register.  In  this  case  a 
statutory  declaration  by  the  registered  proprietor  is 
necessary  (a). 

(a)  See  notes  to  §  91,  infi^  and  Fonns  O.  end  P. 


CHAPTER  IV. 

INFRINGEMENT. 

When  an  action  has  been  commenced,  having  for  its  ?W^**"  '^' 
object  the  restraint  of  an  unfair  oorapetitioa  in  trade, 
carried  on  by  means  of  an  employment  by  the  defendant 
of  a  trade  mark  identical,  or  nearly  identical,  with  the 
plaintiff's,  there  must  be  established,  in  order  for  tlie 
action  to  be  successful,  the  existence  of  the  trade  mark, 
the  plaintiff's  exclusive  right  therein  (a),  the  fact  of  an 
imitation/and  the  absence  of  licence  or  acquiescence  on  V 
the  part  of  the  plaintiff  (&). 

Assuming,  then,  the  validity  of  the  trade  mark  and  the  Fftet  of 
rights  of  the  plaintiff  therein  to  be  established,  the  next  ^'^''e^^^ 
and  most  important  point  for  the  plaintiff  to  prove  is  the 
fact  of  infringement  The  plaintiff  has  no  right  to  say 
that  the  defendant  shall  not  sell  exactly  the  same  article, 
better  or  worse,  or  an  article  looking  exactly  like  his  own 
unpatented  article,  but  he  has  a  right  to  say  that  the 
defendant  shall  not  sell  such  article  in  such  a  way  as  to 
steal  (so  to  call  it)  the  plaintiff's  trade  mark,  and  make 
purchasers  believe  that  it  is  the  manufacture  to  which  that 
trade  mark  was  originally  applied  (o).     In  the  language  of 

(0)  Ab  to  this,  see   WiUhaus  ▼.  CIl  75 ;  and  Leather  Clofh  Co.  v. 

BnuM,   44  Md.   303  ;   Popham  v.  American  Leather  Cloth  Co.,  4  De  G. 

WUeax^  3S  N.  Y.  Super.  Ct.  274 ;  J.  ft  S.  137. 

Wettffn  y,  Keteham  (1)  and  (2)  39  ib.  {c)  See  per  Lord  Cnaworth,  C, 

64  ;  51  How.  Pr.  455  ;   and  Com-  in  Farina  v.  SUveriock,  6  De  G.  M. 

pagjue  La/crmc  v.  ffendridbc.  Dig.  ft  G.  214 ;  and  per  Lord  Langdale, 

512.  M.R.,  in  Franks  v.  Wearer,  10  Beav. 

{b)  See  Kinahan  v.  BcUon,  15  Ir.  297. 
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Frandulent 
intontion. 


First  par- 
ohaser  not 
deoeiFed. 


the  Common  Law,  the  defendant  has  no  right  to  sell  his 
goods  "  as  and  for  "  those  of  the  plaintiff  (a) ;  and  "  where 
it  is  shown  that  a  dealer  has  the  imitated  article  in  his 
store,  and  offers  it  for  sale  as  genuine,  even  though  but  a 
single  sale  is  proved  (&),  that  is  sufficient  to  sustain  an 
injunction  against  a  continuance  of  the  wrong,  and  an 
action  for  such  injunction  will  not  be  defeated  solely  on 
the  ground  that  on  the  day  it  is  brought  the  dealer  happens 
not  to  have  any  of  the  article  on  hand  "  (c). 

The  question  of  how  far  a  fraudulent  intention  in  the 
mind  of  the  defendant  was  necessary  to  entitle  the  plain- 
tiff to  obtain  redress  from  him  long  remained  a  subject  of 
discussion  in  connection  with  trade  marks.  The  doctrine 
of  the  Common  Law  was  that,  inasmuch  as  the  only 
manner  in  which  the  Common  Law  could  be  set  in  motion 
to  repair  the  wrongful  proceedings  of  an  infringer  was  by 
the  institution  of  an  action  on  the  case  {d\  an  allegation 
of  intentional  fraud  («),  supported  by  evidence,  was 
necessary  to  enable  the  plaintiff  to  bring  his  action  to  a 
successful  conclusion  (/). 

While,  however,  it  was  necessary  at  Common  Law  for  a 
fraudulent  intention  to  be  proved,  it  was  not  required  that 
the  defendant  should  have  represented  to  his  immediate 
purchaser  that  the  goods  marked  were  of  the  plaintiff's 
manufacture,  it  was  sufficient  to  bring  the  case  within  the 
reach  of  the  law  if  he  had  sold  the  goods  for  the  purpose 
of  their  being  resold  as  and  for  goods  of  the  plaintiff's 
manufacture,  which  object  the  mark  attached  to  them  by 


(a)  Syha  ▼.  Syhes,  3  6.  &  Cr.  541 ; 
MorUon  ▼..  Salmon^  2  Man.  &  G. 
385;  Cratnhay  t.  Tkompaont  4  ih, 
857. 

(6)  See  Bondier  t.  Depatie,  Mon- 
treal Q-  B.,  May  29th,  1883. 

(c)  Per  the  New  York  Court  of 
Appeals  in  Low  t.  Hart,  90  N.  Y. 
457. 

(c<)  See  Crawshay  v.  Thomp9(mf  4 
Man.  &;  G.  857. 


(e)  Le,f  that  the  defendant  had 
acted  knowingly — scienter, 

if)  Singleton  y,  BoUony  3  Dong. 
293 ;  Moriton  ▼.  Salmon,  2  Man.  ft 
G.  385;  Oratothay  v.  Tkomp$onf  4 
ih.  357;  Bodgert  v.  Nomll,  6  C.  R 
109 ;  and  Afyer$  ▼.  Baker,  8  H.  ft 
N.  802.  See,  too,  per  Parke,  B., 
in  Tayhr  r,  AihUm,  11  M.  &  W. 
415. 


INFBINGEICENT.  107 

the  defeodant  would  be  calculated  to  facilitate  (a).    ''  No 

man  is  entitled  to  represent  his  goods  as  being  the  goods 

of  another  man,  and  no  man  is  permitted  to  use  any  mark, 

sign,  or  symbol,  device,  or  other  means,  whereby,  without 

making  a  direct  false  representation  himself  to  a  purchaser 

who  purchases  from  him,  he  enables  such  purchaser  to  tell 

a  lie  or  to  make  a  false  representation  to  somebody  else 

who  is  the  ultimate  customer  *'  (6).    "  If  a  man  does  that, 

the  natural  consequence  of  which  (although  it  does  not 

deceive  the  person  with  whom  he  deals,  and  is  therefore 

no  misrepresentation  to  him)  is  to   enable  that    other 

person  to  deceive  and  pass  off  his  goods  as  somebody 

else's,  for  that  he  is  answerable.     But  this  is  confined  to 

those  things  which  in  their  necessary  or  natural  uses 

accompany  the  things  sold.     For  instance,  the  corks  of 

champagne  bottles  marked  "  Moot  and  Chandon  "  must  be 

in  the  bottles  sold,  and  must  accompany  the  Ixjttles. 

They  must  necessarily  accompany  the  thing  to  the  retail 

buyer,  and  so  must  labels  to  be  put  on  the  bottles.    The 

very  reason  for  their  existence  is  that  they  must  be  put 

on  the  bottles,  and  if  they  are  deceptive  and  fraudulent, 

then  the  person  who  prepares  them  is  answerable  for  it. 

Such   things  must  not  be  used    if   their   natural   and 

legitimate  consequence  is,  not  to  deceive  the  person  to 

whom  they  are  sold,  but  to  enable  the  purchaser  to  pass 

off  the  goods  as  being  the  goods  of  other  persons  **  (o). 

These  observations  apply  equally  at  Law  and  in  Equity. 

When  plaintiffs  in  trade  mark  cases  began  to  seek  re-  Early  doctrine 
dress  in  the  Court  of  Chancery,  desirous  of  obtaining  the  "*        *^*^* 
more  convenient  remedy  by  way  of  injunction  and  account, 
which   was  superior  to  the  damages  to   be   gained   at 

(a)  Sffkes  r,  SyUs,   3  B.  &;  Cr.  Hyde,  270. 

541 ;  and  see  ChappeU  v.  Daviidbon,  (6)  Per  James,  L.J.,  in  Singer 

2  K  ft  J.  128;  Rtmv,  Loftti$,  47  Manufaetwring  Co,  v.  Loog  (S),  18 

L  J.  Ch.  676 ;  Orr-Ewing  <fc  Co,  t.  Ch.  D.  412. 

/okmsian  de  Co,,  7  App.  Cm.  219 ;  (c)  Per  Cotton,  L.  J.,  in  S.  C,  18 

Baffintr  4f  Co,  ▼.  Kmum  Jt  Co,,  1  Ch.  D.  422. 
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Common  Law  alike  in  the  compensation  for  the  past 
and  in  the  security  for  the  future,  the  Chancery  judges 
held  that  the  Courts  in  which  they  presided  could  act 
only  in  aid  of,  and  as  ancillary  to  the  legal  right  (a).  And 
acting  upon  this  same  principle,  they  held  that  the  rules 
by  which  they  had  to  judge  of  infringement  must  be 
identical  with  those  of  the  Common  Law,  the  plaintiff's 
right  to  his  remedy  being  considered  to  be  based,  not  on  any 
right  of  property  in  him,  but  on  the  fraudulent  proceed- 
ings of  the  defendant  (6).  The  cases  which  were  fre- 
quently sent  by  Chancery  judges  to  be  tried  at  Common 
Law  by  a  jury  were,  of  course,  tried  in  accordance  with 
Common  Law  principles  (c). 

It  is,  however,  apparent  that  the  seriousDess  of  the 
injury  inflicted  on  the  manufacturer  who  has  acquired  a 
reputation  for  excellence  in  a  particular  class  of  goods, 
denoted  by  a  special  trade  mark,  by  the  offering  for  sale 
in  the  market  of  other  goods,  side  by  side  with  his,  bearing 
the  same  mark,  is  not  affected  by  the  question  whether 
such  rival  goods  are  made  and  marked  by  a  person  who  is 
aware  of  the  reputation  of  the  original  goods  and  desirous 
of  attracting  to  himself  some  of  the  profits  of  that  repu- 
tation, or  by  one  who  is  actuated  by  no  such  motives,  and 
is  even  ignorant  of  the  prior  use  of  the  mark.  As  Lord 
Cairns,  C,  said,  in  a  well-known  case  (d) : — ^*' A  man  may 
take  the  trade  mark  of  another  ignorantly,  not  knowing  it 
was  the  trade  mark  of  the  other  ;  or  he  may  take  it  in  the 
belief,  mistaken  but  sincerely  entertained,  that  in  the 
manner  in  which  he  is  taking  it  he  is  within  the  law,  and 


(a)  See  per  Lord  Cottenham,  C, 
in  Motley  v.  Downman,  3  JMy.  & 
Cr.  1. 

(6)  Blanchard  v.  Hill,  2  Atk.  484 ; 
Canham  v,  /onet,  2  Y.  ft  B.  218; 
Perry  v.  Tnt^,  6  Beav.  66;  Croft 
V.  Zkiy,  7  Beav.  84.  And  see  the 
observations  of  Y.-C.  Wood  in 
Eddttmv,  FicX,  11  Hare,  78  ;  Coflin» 


Co.  T.  Coweiiy  8  E.  ft  J.  428 ;  Leather 
Cloth  Co.  y.  American  Leather  i  loth 
Co.,  1  H.  ft  M.  271 ;  HaU  v.  Barroict, 
82  L.  J.  Ch.  548;  and  McAndrew 
V.  £a8$eU,  33  L.  J.  Ch.  561. 

(c)  £.g.,  Rodgen  v.  Now'dl,  5  G.  B. 
109. 

(d)  Singer  Manufacturing  Co*  v. 
^XiU<m,  3  App.  Gas.  391. 
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doing  nothing  which  the  law  forbids ;  or  he  may  take  it 
knowing  it  is  the  trade  mark  of  his  neighbour,  and  in- 
tending and  desiring  to  injure  his  neighbour  by  so  doing. 
But  in  all  these  cases  it  is  the  same  act  that  is  done,  and 
in  all  these  cases  the  injury  to  the  plaintiff  is  just  the 
same."  ''  If  a  man  has  acquired  legitimately  a  right  to 
the  property  in  an  exclusive  use  of  a  name,  it  is  of  small 
account  to  him,  should  it  be  invaded,  whether  the  invasion 
comes  from  a  purpose  to  deceive,  or  from  ignorance,  or 
inadvertence,  or  an  honest  misconception  of  the  relative 
rights  of  the  parties,  and  the  law  ought  not  to  permit,  and 
will  not  permit,  the  continuance  of  the  invasion,  whatever 
may  have  been  its  origin  *'  (a).  The  first  maker  is  de- 
frauded, even  though  his  rival's  conduct  be  not  inten- 
tionally fraudulent. 

In  1838,  Lord  Cottenham,  C,  awarded  a  perpetual  in-  I^t^  doctrine 
junction  in  a  case  m  which  he  rejected  any  imputation  of 
intentional  fraud  (b),  and  this  is  not  now  necessary  to  obtain 
redress  in  Equity.  The  principles  in  accordance  with 
which  relief  will  be  given  in  Equity  were  summed  up  as 
follows  by  Lord  Westbury,  C. : — *'At  Law  the  proper 
remedy  is  by  an  action  on  the  case  for  deceit,  and  proof  of 
fraud  on  the  part  of  the  defendant  is  of  the  essence  of  the 
action;  but  the  Court  will  act  on  the  principle  of  pro- 
tecting property  alone,  and  it  is  not  necessary  for  the 
injunction  to  prove  fraud  in  the  defendant,  or  that  the 
credit  of  the  plaintiff  is  injured  by  the  sale  of  an  inferior 
article.  The  injury  done  to  the  plaintiff  in  his  trade  by 
loss  of  custom  is  sufficient  to  support  his  title  to  relief. 
Neither  will  the  plaintiff  be  deprived  of  remedy  in  Equity, 
even  if  it  be  shown  by  the  defendant  that  all  the  persons 
who  bought  from  him  goods  bearing  the  plaintiff's  trade 
mark  were  well  aware  that  they  were  not  of  the  plaintiff's 

(a)  Per  Lord  O'flagan,  S.  C,  3  well  v.  WriffJU,  73  N.  C»r.  310. 
Atol  Gas.  896 ;  and  see  per  Cotton,  (6)  Millington  v.  Fox,  8  My.  &  Cr. 

L.j!,  in  Singer  Manxtfacturing  Co.  v.  838. 
Loog  (8),  18  Cb.  D.  412;  and  Black- 
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manufacture.  If  the  goods  were  so  supplied  by  the  de- 
fendant for  the  purpose  of  being  sold  again  in  the  market 
the  injury  to  the  plaintiff  is  sufficient.  Again,  it  is  not 
necessary  for  relief  in  Equity  that  proof  should  be  given 
of  persons  having  been  actually  deceived,  and  having 
bought  goods  with  the  defendant  s  mark,  under  the  belief 
that  they  were  of  the  manufacture  of  the  plaintiff,  pro- 
vided that  the  Court  be  satisfied  that  the  resemblance  is 
such  as  would  be  likely  to  cause  the  one  mark  to  be 
mistaken  for  the  other  "  (a).  It  is  not  necessary  for  the 
plaintiff  to  show  that  the  defendant  knew  whose  trade 
mark  his  resembled  (b),  nor,  in  fact,  to  show  that  the 
defendant  knew  that  his  trade  mark  resembled  any 
existing  mark  (c).  "The  action  of  the  Court  must 
depend  upon  the  right  of  the  plaintiff,  and  the  injury 
done  to  that  right.  What  the  motive  of  the  defendant 
may  be,  the  Court  has  very  imperfect  means  of  knowing. 
If  he  was  ignorant  of  the  plaintiff's  rights  in  the  first 
instance,  he  is,  as  soon  as  he  becomes  acquainted  with 
them  and  perseveres  in  infringing  upon  them,  as  culpable 
as  if  he  had  originally  known  them  "  (d).  In  short, ''  the 
absence  of  fraudulent  intention  is  no  defence  against  an 
application  to  the  Court  for  an  injunction  by  the  person 
whose  property  has  been  injured  "  (e);  and  even  if  a  person 


(a)  JEdeUUn  v.  EddsUn,  1  De  G. 
J.  &  3.  185.  That  the  rale  of  the 
Court  of  Chancery  was  as  here 
stated,  was  reoognised  by  the  Court 
of  Queen's  Bench  in  Dixon  v.  Fawcus, 
3  EIL  &  £11.  587. 

(6)  Cartier  v.  CarlOet  SI  Beav. 
292. 

(c)  Kinahan  v.  BofUm,  15  Ir.  Ch. 
75;  BddiUn  v.  Edelaten,  1  De  G. 
J.  &  S.  185;  Burgest  ▼.  ITUls,  26 
Beav.  244 ;  Harritoa  v.  Tatfior^  11 
Jur.  N.  S.  408  ;  Orr-Ewing  &  Co,  v. 
Giunl,  Smith  d:  Co.,  2  Hyde,  185  ; 
and  see  per  Cotton,  L.J.,  in  Singer 
Manufacturing  Co,  v.  Loog  (8),  18 
Ch.  D.  412. 


((2)  Per  Lord  Cairns,  C,  in  Singer 
Manttfacturing  Co.  v.  Wilson,  8  App. 
Cas.  876—891. 

(e)  Per  Sir  J.  Stuart,  V.-C,  in 
Clement  v.  Maddiek,  1  Gi£F.  98 ;  Orr- 
Ewing  df  Co.  ▼.  Johndon  d:  Co.,  18 
Ch.  D.  484  ;  Rote  t.  Lofiue,  47  L.  J. 
Ch.  576;  Upmann  v.  Forester,  24 
Ch.  D.  231 ;  Cowen  v.  HvUon,  46 
L.T.  N.  S.  897.  The  same  principle 
holds  good  in  the  United  States : 
McLean  v.  Fleming,  96  U.  S.  Rep. 
245  ;  Stonebraker  v.  Siontbraker,  83 
Md.  252 ;  Amoskeag  Manufacturing 
C\  T.  Garner  (2),  54  How.  Pr.  298  ; 
Cdman  V.  Crump,  70  N.  Y.  578; 
BlachceU  v.  Wright,  78  N.  Car.  810 ; 
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who  has  in  his  possession  a  quantity  of  goods  bearing  a 
spurious  trade  mark,  is  not  intending  to  sell  them  or 
pajrt  with  them,  but  to  use  them  for  his  own  consumption, 
relief  will  be  granted  against  him  (a). 

It  was,  however,  suggested  by  Lord  Romilly,  M.  R.,  that  Indulgence 
the  Court  would  not  require  a  person  to  completely  change  oS^^ 
a  trade  mark  which  he  had  taken  bond  fide,  and  without 
any  intention  of  deception,  but  which  did  in  point  of  fact 
resemble  the  trade  mark  of  another  person,  since  the 
complete  change  of  trade  mark  might  be  of  so  serious 
consequence  to  the  unintentional  offender  (6) ;  and  it  has 
been  held  in  America  that  a  plaintiff  may  lose  by  delay 
his  right  to  an  injunction  against  an  iunocent  vendor  of 
goods  spuriously  marked,  whatever  might  be  the  case  with 
regard  to  the  guilty  manufacturer  (c). 

It  is  also  important  to  prove  the  fact  of  fraudulent  Fnndnlait 
intention,  having  regard  to  the  account  to  be  obtained,  J^ecting*  ** 
which   may  not    be  given  in  respect  of   sales  by   the  »oooimt,  or 
defendant  during  such  time  as  he  continued  in  ignorance 
that  he  was  infringing  the  plaintiffs  rights  (d),  or  with  a 
view  to  the  question  of  damages  (e). 

Again,  in  Rodgera  v.  Rodgers  (/),  Sir  G.  Mellish,  L.  J.,  Fraudulent 
expressed  an  opinion  that,  in  a  case  in  which  the  appli-  case  of  delay, 
cation  for  an  injunction  would,  in  the  absence  of  proof  of 
actual  fraud,  have  to  be  rejected  on  the  ground  of  long 
user  by  the  defendants  without  assertion  by  the  plaintiffs 
of  their  right,  yet  if  it  were  clearly  made  out  that  the 


in  India  :  Balfour  d:  Co.  v.  KUhurn 
d:  Co,,  1  Hyde,  270 ;  Orr-Ewing  it- 
Co.  V.  Orani,  Smith  A  Co.,  2  Hyde, 
1S5 ;  Qrakam  <6  Co,  v.  Ktrr,  Dodi 
4:  COn  3  Beng.  L.  R  App.  4  ;  and  in 
Australia  :  Henneny  v.  White,  6  W. 
W.  k  A'B.  Ed.  216  {  Hmnmy  v. 
Hogtm,  6W,W.k  A'B.  Eq.  225. 

(a)  Vpmann  v.  Forester,  24  Ch. 
D.  231. 

(6)  Bass  ▼.  Daiaher,  19  L.  T.  N. 
8.626. 

{c)  Badgers  v.  PhUp,  1  U.  S.  Pat. 


Gaz.  29. 

(c^)  Eddsten  v.  Eddsten,  1  De  G. 
J.  &  S.  185;  Moet  v.  Couston,  83 
Beav.  578.  See  Rose  v.  Loftus,  47 
L.  J.  Oh.  676. 

(f)  See  PaJber  v.  D'Utassey,  11 
Abb.  Pr.  N.  S.  399. 

(/)  31  L.  T.  N.  S.  285.  And  see 
McLean  v.  Pleminy,  96  U.  S.  Rep. 
245,  where  an  injunction  which  hsbd 
been  granted  was  confirmed  by  the 
U.  S.  Supreme  Court,  notwithstand- 
ing a  delay  of  many  years. 
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use  of  the  trade  mark  by  the  defendants  was  firaadu- 
lent,  and  that  it  had  the  practical  effect  of  deceiving 
the  public,  then  that  in  such  a  case  the  intentional 
fmud  would  operate  to  prevent  the  application  for  the 
injunction  from  being  defeated  on  the  ground  of  lapse  of 
time. 

Further,  in  Rculde  v.  Noi^ian  (a),  it  was  held  by 
Sir  J.  Wickens,  V.-C,  to  be  quite  obvious  that  much 
less  absolute  proof  of  the  plaintiff's  title  would  be 
required  where  there  was  reason  to  doubt  the  defendant's 
good  faith;  and  in  Coj)e  v.  Evayia  (b),  Sir  C.  Hall,  V.-C, 
said  that  where  fraudulent  intention  was  proved,  the 
Court  would  restrain  the  defendants  without  further 
inquiry. 

In  default  of  direct  proof  of  fraudulent  intention,  there 
are  various  circumstances  which  may  serve  to  point  to  the 
conclusion  that  such  intention  has  existed :  thus,  the  con- 
tinuing to  use  a  mark  after  objections  raised  (c);  the 
exact  imitation  of  peculiar  characteristics  (d);  the  addition 
to  an  existing  mark  of  a  feature  taken  from  the  plaintiff's 
mark  (e) ;  the  imitating  changes  introduced  by  the  plain- 
tiff (/) ;  the  removal,  one  by  one,  of  points  of  difference, 
which  originally  served  to  distinguish  the  defendant's  mark 
from  the  plaintiff's  (g) ;  the  marking  goods  in  obedience 


(a)  L.  R.  14  £q.  348. 

[b)  L.  R.  18  £q.  188.  And  see 
Cimdy  V.  MUckd/,  37  L.  T.  N.  S. 
268,  766  ;  WiUon  v.  Maa^fidd,  L.  J. 
N.  of  C.  1875,  p.  61 ;  McLean  v. 
Ftemififff  96  U.  8.  Rep.  245. 

{c)  See  per  Lord  CainiB  in 
Singer  Manufacturing  Co,  v.  Wilaon, 
3  A  pp.  Cas.  376 ;  and  per  Cotton, 
L.  J.,  and  Lord  Blackburn  in  Singer 
Manufacturing  Co.  v.  Loog  (3),  18 
Gh.  D.  395  ;  8  App.  Cas.  15.  Also 
WiUiatM  V.  Osborne,  13  L.  T.  N.  8. 
498 ;  McAndrew  v.  Ba99dt,  4  De  G. 
J.  &  8.  380 ;  Orr-Ewing  d:  Co.  v. 
Johnaton  &  Co.,  13  Cb.  D.  434;  and 
Walker  v.  iiUey,  18  Grant  Up.  Can. 


Ch.  366. 

(rf)  Hint  Y.  Lori,  10  Jnr.  106; 
McLean  v.  Fleming,  96  XT.  a  Rep. 
245 ;  Frese  v.  Backof  (2),  14  Bl.  C.  C. 
432;  Davi^  ▼.  Feid,  17  Grant  Vp. 
Can.  Cb.  69;  Rodgen  v.  PhUp,  1 
U.  8.  Pat.  Gas.  29. 

{e)  Dixon  v.  Jackmm,  Court  of 
8enion  Cases,  3rd  Series,  V.  326  (a 
star  added). 

(/)  Braham  ▼.  Beaehim  (1),  7  Ch. 
D.  848 ;  Siegert  v.  Findlater,  ib.  801. 

ig)  Farina  v.  Cathery,  L.  J.  Notes 
of  Cases,  1867,  p.  134;  Brown  v. 
Mercer,  37  N.  Y.  Super.  Ct  265  ; 
BeO,  Black  dk  Co.  v.  BeU  dt  Co.,  Dig. 
614. 
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to  an  order  to  imitate  the  plaintiflTs  mark  (a);  the  giving 
orders  for  that  to  be  done  (b) ;  the  adoption  of  an  essential 
part  of  the  plaintiffs  mark,  with  a  trifling  and  colourable 
alteration  (c) ;  the  statement  that  the  sources  from  wliich 
both  plaintiff  and  defendant  derive  their  raw  material,  anti 
after  which  the  plaintiff's  works  are  named,  are  the  de- 
fendant's sole  property  (d);  the  copying  directions  for 
use  (e) ;  the  giving  thanks  to  the  plaintiff's  customers  for 
past  favours  (/) ;  the  adoption  of  similar  type  to  the  plain- 
tiff's (gr) ;  the  use  of  large  type  for  a  catchword  (k) ;  or  of 
small  type  for  a  word  showing  the  article  not  to  be  the 
original  (i) ;  the  imitation  of  the  barrels  (k),  or  bottles  (Z), 
containing  the  plaintiff's  article ;  the  buying  up  and  using 
the  plaintiff's  old  bottles  (m) ;  the  use  by  the  defendant  of 
a  name  not  his  own  (n),  possibly  under  the  authority  of 


(a)  WooOamv. Batdiff,  1  H. & M. 
259. 

(6)  Godmu  V.  Hamrd,  81  N.  T. 
263  ;  TweniMche  Stoom  Bleekery  Gow 
V.  EUinger  A  Co.,  26  W.  R.  70. 

(e)  Jiadde  v.  Norman,  L.  R«  14 
£q.  848  (*' Leopoldsalt "  for 
"  Leopoldiihair') ;  Davis  v.  Jteid, 
17  Grant  Up.  Can.  Ch.  69;  0#t- 
Bwing  if  Co.  v.  Jokngton  A' Co.,  13 
Ch.  D.  434 ;  Balfour  dk  Co.  v.  KU- 
bwm  <fr  Co.,  1  Hyde  270. 

(cO  Wheeler  v.  Johnston,  8  L.  R 
Ir.  284. 

{e)  Frankt  v.  Weaver,  10  Beav. 
297;  8edon  v.  Senate,  Dig.  18; 
YovaU  V.  Winyard,  1  Jac.  &  W. 
394 ;  BUffeUi  v.  Payne,  4  B.  &  Ad. 
410  ;  Day  v.  Walla,  12  Phila.  274 ; 
and  many  other  cases. 

(/)  Mogfoird^.  Cowienay,  46  L. 
T.  N.  S,  803;  Walker  v.  AUey,  IZ 
Grant  Up.  Can.  Ch.  366. 

{a)  India  Bttbber  Comb  Co.  v. 
RMer  Comb  and  Jewdry  Co.,  46 
N.  Y.  Snper.  Ct  258;  Potter  ▼, 
MePherwn,  28  N.  Y.  Sup.  Ct, 
659. 

(A)  Woiherwpoon  ▼.  Currie,  L.  R. 
6  H.  L.  608  ;  Metder  ▼.  Wood,  8 
Ch.  D.  606;  Denee  v.   Maton  (1), 


Dig,  634 ;  Foot  y.  Lea,  13  Ir.  Eq. 
484.  ^ 

{%)  Day  V.  Binning,  C.  P.  Coop. 
489  ;  Glenny  v.  Smith,  2  Dr.  &  Sm. 
476 ;  Hookham  v.  PoUage,  L.  R.  8 
Ch.  91  ;  Bobineau  v.  Charbonnel,  W. 
N.,  1876,  p.  160 ;  Dencev.  Matonll), 
IHg.  584;  41  L.  T.  N.  8.  578 1 
Colton  V.  Thomas,  7  PbUa.  267; 
Chubb  V.  Priest,  1  L.  1\  142 ;  lien- 
nessy  v.  White,  6  W.  W.  &  A'B., 
Eq.  216;  Morgan  y.  Schuyler,  79 
N.  Y.  490. 

(ifc)  Moorman  v.  i/bgre,  2  Sawy. 
78;  Cooife  V.  Starkweather,  13  Abb. 
Pr.  N.  a  392. 

(l)  Henry  v.  Price,  1  Leg.  Oba, 
864 ;  SiegeH  v.  Findlater,  7  Ch.  D. 
801 ;  Wdfe  v.  Goulard,  18  How.  Pr. 
64;  LaM  v.  F^iWw,  9  Bush  131  ; 
Congress  Co.  v.  High  Rock  Co.,  46  N. 
Y.  291 ;  Wilder  v.  Wilder,  Dig.  372 ; 
W^oir/«  V.  HaH,  4  Vict  L.  R.  Eq. 
125;  PuHwood  v.  PuUwood  (1),  W. 
N.  1873,  p.  98,  185. 

(to)  Bose  y.  Henley,  Dig.  551  ; 
Alien  y.  Bichards,  26  Sol.  ,J.  658; 
Hostetter  v.  Anderson,  1  V.  R.  Eq.  7 

(n)  Ainsworth  y.  Wafmdey,  L.  R. 
1  Eq.  618. 
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some  person  who  bore  the  same  name  as  the  plaintiff  (a) : 
the  formation  of  a  partnership  with  another  person,  whose 
name  or  initial  was  such  as  to  enable  the  defendant  to 
imitate  the  plaintiff's  mark  with  some  specious  pretence  of 
legality  (&);  the  addition  of  "and  Co. "  after  the  name  (o); 
the  removal  into  the  plaintiff's  neighbourhood  (d);  the 
adoption  of  a  name  for  a  manuftu^tory  similar  to  that  used 
by  another,  and  placing  it  on  goods,  but  keeping  it  out  of 
the  Directory  (e);  the  making  an  improper  use  of  the 
defendant's  relationship  to  the  plaintiff  (/) ;  the  making 
an  intentional  misstatement  as  to  the  date  of  the  com- 
mencement of  a  business  (g);  or  as  to  prizes  gained  at  an 
exhibition  (h);  the  false  pretence  of  an  appointment  as 
purveyor  to  a  royal  personage  (h);  have  all  been  held  to 
afford  ground  for  reasonable  suspicion  of  the  presence  of  an 
animus  fraudandi, 
CircumKtancM  On  the  Other  hand,  if  the  defendant  uses,  on  the  goods 
a^nclf  o^°  •  which  he  is  alleged  to  be  endeavouring  to  pass  off  as  the 
fraud.  plaintiff's,  a  distinct  and  obvious  trade  mark  of  his  own, 

or  if  he  states  plainly  and  in  fair  sized  and  clear  type  that 
such  goods  are  in  fact  manufactured  by  himself,  there  is  a 
strong  indication  that  the  defendant  has  no  intention  of 
attempting  deception  {i).     So,  again,  if  the  defendant  has 


(a)  Meriden  Britannia  Co.  v.  Par- 
ker,  39  Conn.  450 ;  12  Amer.  Bep. 
401  ;  Perh  v.  ffaU  dt  Co.,  W.  N. 
1881,  p.  111. 

(6)  Crcft  V.  Day,  7  Beav.  84 
(Day  &  Martin) ;  Moet  v.  Clybouw, 
Dig.  588  (M.  &  C.)  And  see 
Schweitzer  v.  Atkim,  87  L.  J.  Ch. 
847;  and  ffaOett  v.  CumtUm,  HO 
Mass.  29. 

(c)  Churton  v.  Douglas^  Johns. 
174 ;  FuUvnod  v.  FvUwood  (1 ),  W.  N. 
1873,  pp.  93,  185  ;  Jkvlin  v.  DevUn, 
69  N.  Y.  212 ;  BrwJdyn  White  Lead 
Co,  V.  MoKury,  25  Barb.  416. 

((2)  Lee  v.  Haley,  L.  R.  5  Ch.  155; 
Fullvood  V.  Fullwood  (l)t  vbi  tup. 

{e)  Rodgen  v.  Rodgers,  81  L.  T. 
N.  S.  285. 


(/)  Oouraudv.  Truti^  10  N.  Y. 
8np.  Ct  627. 

iff)  FvUwood  V.  FuUwood  (2),  9 
Ch.  D.  176;  BlackweU  v.  Armiatead, 
6  Amer.  L.  T.  85. 

(h)  Cape  V.  diyera,  Dig.  304. 

[i)  Singer  Mawufacturing  Co.  v. 
WiUon,  2  Ch.  D.  434->444  ;  so,  too» 
in  Cheavin  v.  Walker,  5  Ch.  D.  850, 
where  the  goods  were  stated  to  be 
manufactured  by  the  defendants. 
And  see  Beard  v.  Twm^,  13  L.  T. 
N.  a  746;  RaggtU  t.  FindiaUr, 
L.  B.  17  £q.  29;  Singer  Manu- 
faduHng  Co.  v.  /xwy  (3),  18  Ch. 
D.  895 ;  Magee  Furnace  Co.  v.  Le 
Bamm,  127  Mass.  115;  Wolfe  ▼. 
Ooulard,\%  How.  Fr.  64 ;  McCartney 
V.  Garnkart,  45  Mo.  593;  Oilman 
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ventured  to  display  at  a  public  exhibition  goods  bearing 
the  mark  to  which  exception  is  afterwards  taken  (a);  or  if 
he  has  truly  stated  the  connection  between  himself  and 
the  original  adopter  of  the  trade  mark  (b);  or  if,  when 
using  bottles  moulded  with  the  plaintiff's  name,  which 
have  come  into  his  possession  without  fraud,  he  places  his 
own  labels  on  the  bottles  in  place  of  the  plaintiff'iS  (c). 

A  registered  trade  mark  is  property,  and  evidence  of  FrMid 
fraudulent  intention  is  unnecessary  in  a  case  of  alleged  ^^^^^ 
infringement  of  such  a  mark,  as  appears  from  tlie  Patents  ngwtend. 
Act,  1883,  §  76  (d),  in  accordance  with  which  the  registra- 
tion of  a  person  as  proprietor  of  a  trade  mark  is  primd 
foune  evidence  of  his  right  to  the  exdvmve  use  of  such 
trade  mark,  and,  after  the  expiration  of  five  years  from  the 
date  of  such  registration,  conclusive  evidence  of  his  right 
to  the  exclusive  use  of  such  trade  mark,  subject  to  the 
provisions  of  the  Act 

But  when  infringement  of  a  registered  trade  mark  is  in  Where  iu«rk 
question,  the  point  is,  not  whether  there  has  been  infringe-  ^^^i^ 
ment  of  the  mark  which  the  plaintiff  has  used   in  his  ™^i*^  °®  ^^^ 
business,  but  whether  there  has  been  infringement  of  the  ngistend. 
mark  which  he  has  actually  registered.    Thus  Jessel,  M.  R, 


ent 


T.  ffrntmeweO,  122  Mml  139 ;  ilyrr 
V.  RuskUm^  7  Daly  9.  Bat  oompMre 
WaAenpoom  ▼.  Ourrie,  L.  R.  5  H. 
L.  508 ;  Simgtr  Matn/afactuiring  Co. 
▼.  WUion^  8  App.  Caa.  870  ;  Perry 
w.  Trtt^fUt,  6  Besv.  6«  ;  Braham  t. 
Suttard^  1  H.  ft  M.  447 ;  Ford  t. 
Fmter,  Ll  R  7  Ch.  611 ;  SUgert  ▼. 
FimBaier,  7  Cb.  D.  801 ;  MnktmU 
V.  SpaUing,  49  L.  J.  Ch.  57 ;  Hm- 
dermm  ▼.  /om.  Dig.  198 ;  Singer 
Mam^mOhmmg  Co.  ▼.  KimhaU  A 
MvrUm,  Ct  S6H.  Cm.  8rd  8er.  XL 
867  ;  Xm T.  WoV,  46How.Pr.  157; 
Fidd  ▼.  LewU,  Dig.  280 ;  i2ofe  ▼. 
Laftm,  47  Ll  J.  Ch.  576 ;  Eno  v. 
SltafeM^  D^.  609;  Kimtiktm  v. 
BotUm,  15  £>.  Ch.  75;  WUliams 
▼.  Jckmmm,  8  Bo*.  1 ;  Pkalon  v. 
Wngki,  5  PbibL  464  ;  Boardmtm  ▼. 
Metiden  Britannia  Co.^   85  Conn. 


402 ;  Whilmeg  ▼.  IfiekUng,  5  Gnat 
Up.  Can.  Ch.  605  ;  Ilier  y.  Abrahams^ 
82  N.  T.  519 ;  Tk&nU'm  r.  Crowley, 
47  N.  T.  Super.  Ct  527 ;  Htgeman 
A  Co.  V.  0^  Byrne,  9  Daly  264 ;  FreM 
y.  Badufit),  14  Bl.  C.  C.  482; 
CarroU  v.  ErikeHer,  21  Alb.  L.  J. 
503 ;  FUiackmaim  ▼.  Schuckmann, 
62  How.  Plr.  92. 

(a)  Btaurd  ▼.  Tvmer,  18  L.  T.  N. 
a  746. 

(ft)  Emermm  ▼.  Badger,  101  Ma«. 
88;  OUman  ▼.  ffunnewfeU,  122  ib. 
189. 

{e)  Rom  T.  JAjfhi$,  47  L.  J.  Ch. 
576;  Barren  r.  Oomm,  74  L.  T. 
888 ;  BarreU  ▼.  Whiie,  North,  J., 
May  1201, 1888. 

(<i)  lliia  re-enada  |  8  of  the 
Trade  Maito  R^^istrmtion  Act, 
1875. 

1  2 
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said,  in  Ellis  &  Sons  v.  Ruthin  Soda  Water  Co.  (a),  "As 
I  understand  the  Trade  Marks  Act,  if  you  come  for  trade 
mark  and  not  for  actual  fraud,  you  can  only  sue  in  respect 
of  what  you  had  registered  as  a  trade  mark"  And  in 
considering  whether  there  has  been  infringement  of  the 
registered  mark,  it  is  necessary  to  see  whether  the  essential 
particular  in  that  registered  mark  has  been  imitated. 
Thus  it  was  held  by  Jessel,  M.  R,  in  In  re  Hon^sburgh  (6), 
that  there  was  no  conflict  between  two  mai'ks  which 
combined  substantially  the  same  descriptive  word  with 
different  devices,  since  the  essential  particulars,  the  devices, 
being  different,  it  was  immaterial  that  the  marks  resembled 
each  other  in  a  non-essential  feature. 

When  a  defendant  has  taken  the  material  and  essential 
part  of  the  plaintiff's  trade  mark,  the  burden  is  upon  the 
defendant  to  disprove  the  probability  of  deception,  not 
upon  the  plaintiff  to  prove  it  (c). 

With  respect  to  trade  marks  used  before  the  passing  of 
the  Trade  Marks  Registration  Act,  1875,  and  consisting  of 
a  name  printed  or  stamped  in  ordinary  characters,  which 
might  be  the  case  independently  of  the  Act,  it  has  been 
held  that  it  is  not  necessary,  in  order  to  obtain  an  injunc- 
tion, to  prove  the  scienter  where  the  infringer  does  not 
bear  the  name  he  has  assumed  (d),  but  that,  on  the  other 
hand,  where  he  does  bear  that  name,  such  evidence  must 
be  produced  (e);  and,  in  the  same  way,  where  two  firms 
have  become  entitled  to  use  the  same  trade  mark  or  firm 
name,  it  is  only  in  a  case  of  fraud  that  an  injunction  will 
be  granted ;  and  an  allegation  that  the  defendants  use  the 


(a)  M.  R.,  Nov.  2l8t,  1879.  And 
see  NvthaJl  v.  Vining,  C.  A.,  Jan. 
2lHt,  1880;  Lampiough  v.  Beedder, 
G.  A.,  Nov.  12th,  1880;  Rvstell  & 
tiontj  Limited  v.  Smithf  M.  B.,  June 
18th,  1880. 

(b)  53  L.  J.  Oh.  287.  And  see 
Lucke  ▼.  Webster^  M.  R.,  April  4th, 
1879. 

{c)  Poi-d  V.  Foster^   L.  R.  7.  Ch. 


611;  Singfr  Manufacturing  Co.  v. 
Wilton,  3  App.  Gas.  876 ;  Orr- Swing 
A  Co,  V.  Johnston  <L'  Co.,  13  Gh.  D. 
434. 

(c?)  Aintworth  v.  Walmdey,  L.  R» 
1  £q.  518 ;  McLean  v.  Fleming,  96 
U.  S.  Rep.  245. 

(c)  Hurgeu  v.  Burgesa,  3  De  G. 
M.  &  G.  896  ;  McLean  v.  Fleming, 
96  U.  S.  Rep.  245. 
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mark  on  inferior  goods  'ia  not  sufficient,  since,  if  they  have 
the  right  to  use  it,  they  can  use  it  as  they  please  (a). 

With  respect  to  names  first  used  as  trade  marks  after  Infringement 
the  passing  of  the  Act  of  1875,  the  requirement  that  they  new"^i^kl!l! 
shall  be  "printed,  impressed,  or  woven,  in  some  particular 
and  distinctive  manner  "  (6),  renders  the  mere  use  of  the 
same  name  no  infringement,  unless  the  particular  and,    i 
distinctive  manner  is  also  copied,  in  which  case  evidence  of    , 
actual  intentional  fraud  will  be  unnecessary,  whatever  may    \ 
be  the  name  of  the  infringer. 

In  the  same  way,  where  a  trade  mark  consisting  of  the  Colour. 
coloured  threads  which  form  the  heading  to  a  piece  of 
stuff  (c),  or  of  the  representation  of  a  coin  (d),  or  of  any 
other  mark  in  which  colour  is  essential,  and  which  would 
lose  its  distinctiveness  by  being  registered  in  the  ordinary 
way,  has  been  registered  by  deposit,  it  will  not  be  in- 
fringed unless  the  colour  and  arrangement  have  be^n 
imitated.  But,  where  the  trade  mark  does  not  substan- 
tially consist  in  colour,  then,  though  the  mark  has  been 
registered  in  colour,  the  exclusive  right  to  use  the  mark 
in  any  colour  is  now  given  to  the  registered  proprietor  (e). 

When  it  is  alleged  that  a  trade  mark  registered  without  Mode  of 
colour  has  been  infringed,  it  has  been  said  that  the  proper  a>mp»ri»'g 
manner  of  comparing  the  two  trade  marks  is  to  compare  marks. 
their  designs  in  the  same  size  and  free  firom  colour,  and  that 
similarities  in  respect  of  colour  should  only  be  regarded  in 
order  either  to  prove  fraud  or  to  turn  the  scale  when  the 
question  of  infringement,  leaving  colour  out  of  sight,  is 
very  difficult  to  decide  (/).    Where  the  plaintiffs  had  used 
a  label  for  coffee,  coloured  red,  white  and  blue,  and  con- 

(a)  Jtogert  t.  Taintor,  97  Mam.  tered  tm  a  trade  mark  had  been 

291 ;  JBmenon  v.  Badgtr,  101   ib.  copied,  an  infringement  had  been 

182.  committed,  althongh  it  would  have 

(6)  Patents  Act,  1883,  §  64.  been  no  infringement  to  have  used 

{c)  MitchidLy.Uen/ryy\bClh.\y,l%\.  the  nimieral  without  copying  those 

(cQ  In  re  Robinwn,  29  W.  R.  81.  pecnliarities,    Kinney    v.   AUen^    1 

And  tee  In  re  Hor^mrgh,  53  L.  J.  Hughes,  106. 
Ch.  237.  In  America  it  has  been  held  (e)  Patents  Act,  1 883,  §  67. 

that  where  the  identical  form,  size,  (/)  Per  Ct  of  App.  xnNuihaU  v  . 

coloor,  and  style  of  a  numeral  re^^  Vining,  G.  A.,  Jan.  2lBt,  1880.  f 
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taining  the  words  "red,  white  and  blue  label/'  and  had 
registered  it  without  colour,  the  use  by  others  of  labels  simi- 
larly coloured  and  containing  the  words  was  restrained  (a). 
Another  mode  of  comparing  them  is  to  compare  the  designs 
in  the  same  colour  (6),  but  this  is  more  appropriate  to  cases 
of  opposed  registration. 
What  is  The  real  question  which  the  Court  has  to  try  in  a  case  of 

infringement,  alleged  infringement  of  trade  mark,  is  whether  what  the 
defendant  has  done  is  calculated  to  deceive,  whether  there 
is  so  much  imitation  that  goods  bearing  the  one  mark  may 
be  readily  mistaken  for  goods  bearing  the  other,  whether  a 
careful  inspection  is  necessary  to  distinguish  the  mark  and 
appearance  of  the  former  goods  from  those  of  the  latter  (o). 
Crofi  V.  hay.  In  Croft  V.  Bay  (d),  it  was  remarked  by  Lord  Langdale, 
M.  R,  that  two  things  were  necessary  for  the  accomplish- 
ment of  a  fraud  such  as  was  there  contemplated  :  "  First, 
there  must  be  such  a  general  resemblance  of  the  forms, 
words,  symbols,  and  accompaniments  as  to  mislead  the 
public ;  and,  secondly,  a  sufficient  distinctive  individu- 
ality must  be  preserved,  so  as  to  procure  for  the  person 
himself  the  benefit  of  that  deception  which  the  general 
resemblance  was  calculated  to  produce.  To  have  a  copy 
of  the  thing  would  not  do,  for,  though  it  might  mislead 
the  public  in  one  respect,  it  would  lead  them  back  to  the 
place  where  they  were  to  get  the  genuine  article,  an  imi- 
tation of  which  was  improperly  sought  to  be  sold.  For 
the  accomplishment  of  such  a  fraud  it  was  necessary  in 
the  first  instance  to  mislead  the  public,  and  in  the  next 
place  to  secure  a  benefit  to  the  party  practising  the  decep- 
tion by  preserving  his  own  individuality"  (e).  In  that 
case,  however,  a  deliberate  attempt  was  made  to  represent 
the  defendant's  establishment  as  the  plaintiff's,  and  the 

(a)  Ifanaon  v.   SritUh   Tea  and  (d)  7  6e»v.  84. 

Trading  Aatodaiion  (Ld.),  Baoon,  {e)  And  see  Eddatm  v.  Vick^  11 

V.G.,  April  9th,  1884.  Hare,  78  ;  RowUif  v.  IfintffhUm,  2 

(b)  Inrt  Worihington,  14  Ch-  D.  8.  Brewster,  303  ;  R.  Cox,  486 ;  Enoch 
\c)  See  per  Bysuqn,  J.,  in  Black-  Morgan**  Sent*  Co.  v.  Schtcachhqfcr, 

wefl  V.  Wright,  73  N.  Car.  310.  55  How.  Pr.  87. 
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injury  done  to  the  plaintiff  by  the  sale  of  goods  bearing 
the  spurious  marks  instead  of  his  genuine  goods  is  ordi- 
narily sufficient  to  entitle  him  to  his  remedy,  indepen- 
dently of  any  habit  induced  in  the  customer  to  resort  to 
the  defendant  instead  of  to  the  plaintiff. 

By  what  test,  then,  has  it  to  be  determined  whether  Tests  of 
there  is  such   a  degree  of  similarity  as  to  require  the     ""S®"®"**- 
interference  of  the  Court  ? 

In  the  first  place,  where  one  person  has  adopted  the  Actual 
trade  mark  of  another,  or  a  mark  neaily  resembling  it,  *^^ 
and  there  is  evidence  of  actual  deception ;  that  is  to  say, 
'*  that  any  one  has  in  fact  been  thereby  induced  to  buy  the 
defendant's  goods  as  being  the  goods  of  the  plaintiff,''  the 
question  of  resemblance  has  been  decided  by  the  test  of 
fiurts,  and  the  Court  will  restrain  the  defendant  without 
further  enquiry  (a),  unless  it  is  clearly  of  opinion  that  the 
resemblance  is  so  slight  that  no  rational  person  ought  to 
have  been  deceived  (6).  It  is  not,  indeed,  necessary  that 
there  shall  have  been  actual  deception  (c),  or  damage  sus- 
tained {d) ;  but  since,  unless  that  can  be  proved,  the  case 
which  the  Court  has  to  try  is  a  hypothetical  case,  in  which 
honest  evidence  as  to  the  likelihood  of  deception  can  in  all 
probability  be  procured  on  both  sides  (e),  it  is  always  safer 
for  a  plaintiff  to  obtain  proof  of  actual  deception  if  pos- 


(«)  Cope  ▼.  Bvaiu^  L.  R  18  Eq. 
13S;  and  see  WooUam  v.  Raidiff, 
1  H.  &  li.  269 ;  McLean  ▼.  Fleming, 
M  U.  a.  Bep.  245 ;  Cook  v.  Stark- 
waiher,  13  Abb.  Pr.  N.  S.  892; 
Kmn^  ▼.  Baseh,  Dig.  542. 

{b)  OivU  Service  Supply  At9oeia- 
Hon  V.  Dean,  18  Ch.  D.  512. 

(c)  AbboU  ▼.  Bakere  and  CorrfeO' 
tioner^  Tea  Aeeoeiation,  W.  N.  1871, 
p.  207;  Fidd  v.  Lewis,  Dig.  280; 
tokdaeeFiaeyv.FasaeU,  44  M.o,l7S; 
&  Cos,  580;  Diaam  Crucible  Oo.  ▼. 
Onggenkeim,  2  Brews.  821 ;  K  Cox, 
559 ;  and  India  Rubber  Comb  Co.  v. 
Ridfber  Comb  ds  Jemd/ry  Co,,  45  N. 
Y.  Super.  Ct  258. 

(d)  Braham  v.  Beackim  (1),  7 
Ch.  D.  84S. 


(f)  Ab  a  rule,  not  much  weight  is 
given  to  expert  evidence  on  quee* 
tions  of  aimilarity.  See  In  re  Jdiey, 
Son  A  Jones,  51  L.  J.  Ch.  639 ;  Cook 
v.  Starkweather,  18  Abb.  Pr.  N.  S. 
892 ;  Popham  v.  WOeox,  66  N.  Y. 
69 ;  but  there  may  be  circumstanoes 
in  which  much  weight  will  be  given 
to  it,  MUeheU  v.  Henry,  15  Ch.  D. 
181.  In  WaJlaee  A  Co.  v.  King  A 
Co.,  Bomb.  High  Ct,  April  80tb, 
1879,  it  waB  held  in  the  High  Court 
of  Bombay  that  evidence  given  by 
European  witnesses  in  Bombay  and 
Manchester  as  to  the  probability  of 
deception,  was  not  admissible  under 
the  Indian  Evidence  Act,  the  wit- 
nesses notbeingexpertsjandtheques. 
tion  not  being  one  of  science  or  art 
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nible,  and  a  certain  degree  of  delay  to  enable  bim  to  obtain 
such  proof  will  be  excused  (a). 

In  most  caKcs,  however,  there  is  not  produced  any 
evi<lence  of  actual  deception,  and  the  plaintiff  then  has  to 
satisfy  the  Court  or  jury  that  the  defendant  has  used  a 
mark  either  identical  with,  or  only  colourably  differing 
from  his  own  (b).  It  is  not  sufficient  for  the  plaintiff  to 
produce  evidence  tending  to  show  that  in  the  opinion  of 
the  witnesses  deception  may  occur:  he  has  to  convince  the 
Court  or  jury  that  there  is  such  reasonable  probability  of 
deception  as  to  justify  interference  with  the  defendant  (c) ; 
and  if  he  "cannot  allege  and  prove  that  the  public  are 
deceived,  or  that  there  is  a  reasonable  probability  of 
deception,  he  has  no  right  to  interfere  with  the  use  of  the 
mark  by  othen* "  ((/).  But  whore  this  burden  is  discharged, 
the  defendant's  conduct  "  cannot  be  justified  by  showing 
that  the  device  or  inscription  upon  the  imitated  mark  is 
ambiguous,  and  capable  of  being  understood  by  different 
persons  in  different  ways  "  (e). 

It  is  obvious  that  in  these  cases  questions  of  considerable 


(a)  Lee  v.  Haltij,  L.  R.  5  Ch.  155 ; 
Cave  V.  Myers,  Dig.  804. 

(6)  See  Cartier  v.  OarlUe^  81 
Beav.  292  ;  and  Cape  v.  Evans,  L. 
li.  18  Eq.  138. 

(c)  Blarkvjell  v.  Crahb,  86  L.  J. 
Oh.  5«)4  ;  Bom  v.  Dauber,  19  L.  1\ 
N.  8.  626  ;  Cope  v.  Evatu,  L.  R  18 
Kq.  138;  Snowden  v.  Noah,  Hopk. 
347  ;  R.  Cox,  1  ;  Cofladai,  v.  Baird, 
4  rhila.  139 ;  B.  Cox,  257 ;  ColUm 
V.  Tfunnas,  2  Brewster,  308 ;  R. 
Cox,  507;  Faikinburj  v.  LtLcy,  35 
C»l.  52 ;  R.  Cox,  448 ;  BeU  ▼.  Locke, 
8  Paige,  75;  R.  Cox,  11 ;  Ledger  v. 
Bay,  l)ig.  650 ;  i^tepkens  v.  De  Conto, 
7  Hobertaon,  343;  R.  Cox,  442; 
WyUim  V.  Ciarke,  W.  N.  1876.  p.  68  ; 
Condy  V.  MitcfieU,  37  L.  T.  N.  S. 
268,  766  ;  Wilgon  r.  Maxfidd,  L.  J. 
N.  of  C.  1875,  p.  51 ;  EUu  v.  ZeUen 
<£•  Co.,  42  (ia.  91;  B/aclwU  v. 
Wrii/ht,  73  N.  C^ar.  310;  Cook  v. 
Starkirmther,  13  Abb.  Pr.  N.  S.  392 ; 
l>eyrav€8  v.  Whiteman,  5  Vict.  L.  R. 


Eq.  304  ;  Lamplotu/k  w.  Beedder,  C. 
A.,  Nov.  12th,  1880 ;  Enoch  Morgan^s 
Sons*  Co.  V.  Troxe/ly  89  N.  Y.  292 ; 
American  Grocer  PnbfUhing  A  cona- 
tion V.  Grocer  Publishing  Co.,  32  N. 
Y.  Sup.  Ct.  398 ;  Massam  v.  Thorley's 
CaUU  Pood  Co.,  14  Ch.  D.  748 ;  In  re 
Imbs,  10  U.  S.  Pat.  Gaz.  463 ;  Dawes 
V.  Davies,  Dig.  426  ;  Prince  MetalUc 
Paint  Co.  V.  Carbon  Metallic  Paint 
Co.,  Dig.  673 ;  Wheeler  v.  Johnson, 
8  L.  R.  Ir.  284 ;  Chinn  v.  Thotnas, 
5  Vict  L.  K  Eki.  188;  Goodwin  v. 
Venning,  24  SoL  J.  690 ;  AtnoAeag 
Manufacturing  Co.  v.  IVainer,  101 
U.  S.  Ke\\.  51  ;  Hwrrieane  Patent 
Lantern  Co.  v.  Miller  <fc  Co.,  56  How. 
Pr.  234. 

{d)  Per  Lord  Watson  in  Singer 
Manvfaciuring  Co.  v.  Loog  (3),  8 
App.  C^as.  39. 

(f)  Per  I^ird  Selbome,  C,  in 
Singer  Manufacturing  Co.  v.  Loog, 
8  Api>.  Can.  18.    ' 
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nicety  may  arise ;  and,  in  the  language  of  Lord  Cran-  deception 
worth,  C,  in  Seixo  v.  Provezende  (a),  "it  ia  hardly ^"^ 
necessary  to  say  that,  in  order  to  entitle  a  party  to  relief, 
it  is  by  no  means  necessary  that  there  should  be  absolute 
identity  (6).  What  degree  of  resemblance  is  necessary,  is, 
from  the  nature  of  things,  a  matter  incapable  of  definition 
a  priori  (o).  All  that  Courts  of  Justice  can  do  is  to  say 
that  no  trader  can  adopt  a  trade  mark  so  resembling  that 
of  a  rival  as  that  ordinary  purchasers,  purchasing  witft 
ordinary  caution,  are  likely  to  be  misled  {d). 

**  It  would  be  a  mistake,  however,  to  suppose  that  the 
resemblance  must  be  such  as  would  deceive  persons  who 


(a)  L.  R.  1  Ch.  192. 

(6)  As  to  this,  see  per  Lord 
Cbelmaford  in  WotKenpoon  v.  Cur^ 
rv,  L.  R.  5  H.  L.  508  ;  aud  per  Sir 
K.  Malins,  V.-C,  iaAn(/lo-iiwi88  Con- 
dtnmd  Milk  Co.  v.  8m99  Conderued 
Mdk  Co.,  W.  N.  1871,  p.  163.  And 
seejwifC,  p.  125. 

(r)  What  wiU  constitute  infringe- 
ment  is  not  to  be  defined.  See  per 
Stawdl,  C.  J.,  in  the  Sup.  Ct.  of 
Victoria  in  Henne$9y  ▼.  WMtt,  6 
W.  W.  &  A'a  Eq.  216. 

{d)  Am  to  this  criterion,  see  AreK- 
hold  T.  Sweet,  1  Mo.  &  Bob.  162 ; 
SkrimpUm,  ▼.  Lcaghl,  18  Beav.  164 ; 
Leather  Cloth  Co.  v.  American 
Lmther  Cloth  Co.,  11  H.  L.  G.  523 
(per  Lord  Cranworth) ;  Batmard  v. 
Pillow,  W.  N.  1868,  p.  94  ;  Anglo- 
Swiu  Condensed  Milk  Co.  v.  Swiu 
ComUnted  Milk  Co.,  W.  N.  1871,  p. 
163  ;  Wothenpoon  v.  Currie,  L.  R.  5 
H.L.  508 ;  Condy  v.  Mitchdl,  37  L.T. 
N.  S.  268,  766;  AbboU  ▼.  Baken 
and  Confectionen*  Tea  Asaociation, 
Limited,  W.  N.  1872,  p.  81;  L.  J.,  N. 
of  C.  1871,  p.  199  ;  Sinffer  Manufac- 
turing Co,  V.  Wilson,  3  App.  Gas.  376, 
892,  394 ;  London  <&  County  Banking 
Co.  V.  Bampehire  dfc  North  WHu 
Bank,  Dig.  618  ;  Afoaa  ▼.  Sargood, 
Dig.  636  ;  In  re  WortAington,  14  Ch. 
I).  8;  LiebigU  Bxtract  of  Meat  Co.  v. 
Anderson,  W.  N.  1883,  p.  185  ;  Ben- 
nets^  V.  IVhiU,  6  W.  W.  &  A'B.  Eq. 
216;  Hennessy  v.  Hogan,  ib.  225; 
Partridfjc   ▼.  Menck,  I  How.  App. 


Gas.  558 ;  R.  Cox,  72  ;  Walton  v. 
Crowley,  3  BL  G.  C.  440 ;  R.  Cox, 
166 ;  Clark  v.  Clark,  25  Barb.  76 ; 
R  Cox,  206 ;  Brooklyn  WhiU  Lead 
Co.  V.  Maiury,  25  Barb.  416;  R. 
Cox,  210 ;  Sw(ft  V.  Dey,  4  Robert- 
son, 611 ;  R  Cox,  819 ;  Rowley  v. 
Houghton,  2  Brewster,  303;  R  Cox, 
486  ;  CclUm  v.  Thomas,  2  Brewster, 
308;  R  Cox,  507;  Lockwood  v. 
Boetwiek,  2  Daly,  521 ;  R  Cox,  555 ; 
Dixon  Crucible  Co.  v.  Uvggenheim, 
2  Brewster,  321;  R  Cox,  559; 
BlackweU  v.  Wright,  73  N.  Car.  310 ; 
Oilman  v.  Uunnewdl,  122  Mans.  139 ; 
Popham  V.  WUcox,  66  N.  Y.  69; 
TaOooU  V.  Moore,  13  N.  Y.  Sup.  Ct. 
106}  Brown  v.  Mercer,  37  N.  Y. 
Super.  Ct.  265  ;  McLean  v.  Fleming, 
96  U.  S.  Rep.  245 ;  Dawet  v.  Davies, 
Dig.  426 ;  CUman  v.  Crump,  70  N. 
Y.  573 ;  Manhattan  Medicine  Co.  v. 
Wood,  4  Cliff.  461 ;  Wolfe  v.  UaH,  4 
Vict.  L.  R  Eq.  125  ;  Ex  parU  Caire, 
15  U.  S.  Pat.  Gas.  248 ;  Bobcrtton  v. 
Berry,  50  Md.  591.  In  Singer  Manu- 
facturing Co.  V.  Loog  (3)  (8  App.  Gas. 
18),  Lord  Selbome,  C.,  says :  "The 
imitation  of  a  man's  trade  mark, 
in  a  manner  liable  to  mislead  the 
unwary,  cannot  be  justified  by 
showing  either  that  the  device  or 
inscription  upon  the  imitated  mark 
is  ambiguous,  and  capable  of  being 
understood  by  different  persons  in 
different  ways,  or  that  a  person  who 
carefully  and  intelligently  examined 
and  tttudied  it  might  not  be  misled." 
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should  see  the  two  marks  placed  side  by  side  (a).  The 
rule  so  restricted  would  be  of  no  practical  use.  If 
a  purchaser  looking  at  the  article  offered  to  him  would 
naturally  be  led,  from  the  mark  impressed  on  it,  to  suppose 
it  to  be  the  production  of  the  rival  manufacturer,  and 
would  purchase  it  in  that  belief,  the  Court  considers  the 
use  of  such  a  mark  to  be  fraudulent.  But  I  go  farther. 
I  do  not  consider  the  actual  physical  resemblance  of  tlie 
two  marks  to  be  the  sole  question  for  consideration.  If 
the  goods  of  a  manufacturer  have,  from  the  mark  or  device 
he  has  used,  become  known  in  the  market  by  a  particular 
name,  I  think  that  the  adoption  by  a  rival  trader  of  any 
mark  which  vrill  cause  his  goods  to  hear  the  same  Turnie  in 
the  market  (b),  may  be  as  much  a  violation  of  the  rights 
of  that  rival  as  the  actual  copy  of  his  device." 


(a)  See  Mokm  v.  Sargood,  Dig. 
636 ;  Read  v.  Richardrnm,  45  L.  T. 
N.  S.  67;  Sohl  v.  Oeisendorf,  1 
Will.  (Ind.)60;  Alleghany  PeHilixer 
Co,  V.  Woodtide,  1  Hughei,  115; 
McaikaUan  Medicine  Co,  y.  Wood, 
A  Cliff.  461 ;  Sawyer  v.  Kellogg,  19 
U.  a  Pftt  Gas.  1627 ;  20  ib.  1893. 

(6)  Thus,  where  the  pUmtiff*8 
yam  had  become  known  as  "Bhe 
Hathi,'*  or  '*two  elephant**  yam, 
from  tiie  repreeentatiun  of  two  ele- 
phants on  the  trade  mark,  the  de- 
fendants were  restrained  from  using 
two  different  elephants  (Orr-Ewing 
dt  Co,  V.  Johnston  A  Co.,  7  App.  Cas. 
219) ;  where  the  plalntiff*s  h&er  was 
known  as  **  Dog's  Head  Beer,'*  the 
defendants  were  restrained  from 
using  on  their  beer  the  head  of  a 
different  kind  of  dug  from  that  used 
by  the  plaintiffs  (jSnd  v.  Richard' 
s«>n,  45  L  T.  K.  &  54) ;  where  the 
plaintiff's  clothing  was  known  as 
*'  Crown  Clothing/'  from  the  use  of 
a  royal  crown,  the  defendants  were 
restrained  from  using  an  imperial 
crown  between  two  standards  ( Jfowt 
V.  Sargood,  Diff.  636).  So^  if  in 
EdeUten  v.  EddsUn,  1  De  G.  J.  ft 
S.  185,  the  defendant  had  called 
his  wire  "Anchor  Wire,"  without 


using  the  figure  of  an  anchor,  the 
plaintiff's  wire  having  acquired  the 
name  of  "Anchor  Wire  because 
of  the  trade  mark  being  an  anchor. 
See  CarUer  v.  CarlUe,  81  Beav.  292  ; 
Cariier  v.  Wetihead,  Dig.  199 ;  Car- 
tier  y.  May,  Dig.  200  ("Croes  Cot- 
t«in ") ;  In  re  Jelley,  Son  A  Jonet, 
51  L.  J.  Ch.  639  (<*  Dog-brand 
FUes");  In  re  Whiteley,  43  L.  T 
N.  S.  627  ("  Globe  Steel ") ;  In  re 
Habone^  Dig.  643  ("Lion"  edge 
tools") ;  In  re  Worthington,  14  CL 
D.  8  ("Triangle  Beer").  In  the 
U.  S.  Patent  Office  there  was  held 
to  be  a  fatal  conflict  between  two 
trade  marks  for  hams,  of  which  the 
one  consisted  of  the  word  "Bou- 

2uet,''  the  other  of  a  bouquet  of 
owers :  Schrauder  v.  Bere^jford  dt 
Co.,  U.  S.  Patent  Office,  June  27, 
1872 ;  and  in  In  re  American  Lubri- 
eaiing  Oil  Co,,  9  TJ.  S.  Pat  Gas. 
687«  registration  was  refused  to  the 
woid  "Star  "  for  oil,  the  device  of  a 
star  haviog  already  been  registered 
for  that  article.  But  in  Curtig, 
Harvey  <t  Co.  v.  Kraft,  Meyer  A  Co., 
Chitty,  J.,  June  16,  1882,  it  was 
thought  that  the  German  words 
"  Diamant  Pulver  "  were  not  likely 
to  be  mistaken    for   the    English 
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The  infringement  may  conBist  in  the  adoption  of  the  Infringement 
eseenti&l  part  of  the  plaintiff's  trade  mark  by  the  de-  piut,  or  of 
fendant,  as  the  word  "  Eureka  "  (a),  or  "  Glenfield  "  (6),  or  «>inbin»tioii. 
"Apollinaris"  (c).   And  where  there  is  no  imitation  of  the 
rasential  part,  a  resemblance  in  particulars  common  to  the 
trade  does  not  constitute  an  infringement  (d).  But,  on  the 
other  hand,  the  infringement  may  consist  in  the  imitation 
of  the  general  appearance  of  the  plaintiff's  mark,  and  where 
both  trade  marks  are  of  a  composite  character,  it  is  possible 
that,  though  no   one   particular  mark  has  been  exactly 
imitated,  or  the  principal  mark  which  has  been  reproduced 
cannot,  for  some  reason  or  other,  be  protected  as  a  trade 
mark,  the  combination  may  be  very  similar  and  likely  to 
deceive,  and  will  therefore  be  restrained  by  injunction  (e). 


vords  "Diamond  Powder."  See 
McLean  v.  Fleming,  96  U.  A.  B^. 
245 ;  Morriatm  ▼.  Caee,  9  BL  C.  G. 
biS;  In  re  Weaver,  10  U.  S.  Pat 
Gas.  1;  Jnre  Pratt  v.  Farmer,  i&., 
866  ;  /n  re  Park,  12  ib.  2. 

(a)  Ford  v.  Foeter,  L.  R.  7  Cb. 
611. 

(6)   Wathtrepoon  y.  Cwnrie,  L.  R. 
5  H.  L.  508. 

(e)  ApoUinaris  Co,  y.  Norrith,  88 
Lu  T.  N.  S.  242 ;  and  tee  FilUy  v. 
Faaaett,  44  Mo.  178;  B.  Cox,  580 
(*■  Charter  Oak  "  stovee) ;  Siegert  y. 
Bkiera,  Dig.  432,  and  S^ere  y.  Fwd- 
later,  7  Oh.  D.  801  (*' Angostura 
Bitters*');  Eno  y.  ^hen$,  Dig, 
600  (*"  Fruit  Salt ") ;  Reinhardt  y. 
Spalding,  49  L.  J.  Ch.  57  ('*  Family 
Salye");  BerHner  Bratterei  GeBeU- 
gAaft  TivoU  v.  Knight,  Stocks  A 
Co.,  W.  N.  1888,  p.  70  («* TivoU'' 
beer) ;  ThiaJbar  v.  GUwn,  42  WIms. 
118  i^Betbettla"  water);  BLack^ 
wea  V.  Armietead,  5  Am.  L.  T.  85 
(**  Durham  *'  tobacco) ;  In  re  Cog- 
gw,  Bidder  de  Co.,  11  U.  S.  Pat. 
Gaz.  1109  ('*Haxaa*');  -R«M  v. 
CaHier,  61  Barb.  S.  O.  435  ("  Gre- 
nade  Syrup**);  Dams  y.  Kennedy, 
13  Giant  Up.  Can.  Ch.  523  ("Pais 
Killer'*) ;  Crawford  y.  SkvUock,  «6. 
149  (-Imperial"  eoap) ;  Ciarrott  v. 
Ertheikr,  21  Alb.  L.  J.  503  ('*Lone 


Jack "  tobacco) ;  Fleieehmann  v. 
Sckuckmann,  62  How.  Pr.  92 
("Viemaa  Bread'*);  Lauferty  y. 
Wheder,  63  ib.  488  (*<Aldemey" 
oleomargarine).  See,  also,  per 
Cotton,  li.  J.,  in  In  re  Leonard  ds 
EUie,  32  W.  R  530. 

(cO  Ltteke  y.  Webeter,  M.  R.,  AptU 
4,  1879 ;  In  re  Honburgh,  53  L.  J. 
Ch.287;  WaUaeedfCo.Y.Kingt^Co., 
Bomb.  High  Ct,  April  30,  1879 ; 
Tucker  Maawfaeturing  Co.  y.  Boying- 
ton,  9  U.  S.  Pat  Gaz.  455 ;  Thornton 
y.  Crowley,  47  N.  Y.  Super.  Ct.  527. 

(e)  ANnftt  y.  Bakers  and  Confec- 
tioners* Tea  Association,  W.  N.  1871, 
p.  207  ;  ib.  1872,  p.  31 ;  Htrgreaves 
y.  SmMh,  Dig.  338  ;  Laeenby  y.  La- 
zenby,  IHg.  160 ;  Brown  y.  Mercer, 
37  N.  Y.  Super.  Ct.  265 ;  QodUlot 
y.  Hozard,  81  N.  Y.'  263 ;  Lea  y. 
Wolff  (S.  T.),  13  Abbu  Pr.  N.  8.  389; 
Whitney  y.  Hickling,  5  Grant  Up. 
Can.  Ch.  605  ;  Davis  y.  BM,  17  t6. 
69 ;  Day  y.  Walls,  12  Phila.  274 ; 
Savnfer  y.  Kdlogg,  19  U.  S.  Pat. 
Gaz.  1627,  20  ib,  1893;  Hostctter 
y.  Adams,  22  t5.  943;  Cowrad  v. 
Joseph  Uhrig  Brewing  Co.,  8  Ma 
App.  277;  Bleotro-Silicon  Co.  v. 
Levy,  59  How.  Pr.  469;  but  see 
Blackwell  y.  Crabb,  36  L.  J.  Ch. 
504  ;  and  Black^wdl  v.  Wright,  73 
X.  Car.  310. 
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with  mark 
infringed. 

Colourable 
differences. 


iDfnngere  "For  the  Durpose  of  establishmfir  a  case  of  mfnnecment 

mark  need  not  .     .  ^     ^  ,  ,  ,  ,         ,  , 

be  identical  it  18  not  necessaiy  to  show  that  there  has  been  the  use  of 
a  mark  in  all  respects  corresponding  with  that  which 
another  person  has  acquired  an  exclusive  right  to  use,  if 
the  resemblance  is  such  as,  not  only  to  show  an  intention 
to  deceive,  but  also  such  as  to  be  likely  to  make  unwary 
purchasers  suppose  that  they  are  purchasing  the  article 
sold  by  the  party  to  whom  tlie  right  to  use  the  trade  mark 
belongs  "  (a).  It  is  seldom  that  the  mark  employed  by  the 
infringer  does  correspond  in  all  respects  with  that  of  the 
person  whose  rights  he  is  attacking ;  the  usual  practice  is 
to  introduce  some  colourable  variation,  which  may  supply 
the  infringer  with  a  plausible  excuse  for  his  fraud.  "  In 
every  case,"  however,  *'  the  Court  must  ascertain  whether 
the  differences  are  made  bond  fide  in  order  to  distinguish 
the  one  article  from  the  other ;  whether  the  resemblances 
and  the  differences  are  such  as  naturally  arise  from  the 
necessity  of  the  case,  or  whether,  on  the  other  hand,  the 
differences  are  simply  colourable,  and  the  resemblances  are 
such  as  are  obviously  intended  to  deceive  the  purchaser  of 
the  one  article  into  the  belief  of  its  being  the  manufacture 
of  another  person.  B.e8emblance  is  a  circumstance  which 
is  of  primary  importance  for  the  Court  to  consider,  because 
if  the  Court  finds,  as  it  almost  invariably  does  find  in  such 
cases  as  this,  that  there  is  no  reason  for  the  resemblance, 
excepting  for   the   purpose  of  misleading,   it  will   infer 


(a)  Per  Lord  Chelmsford,  in 
WoUiertpoon  v.  Currier  L.  R.  5  H. 
L.  508.  And  see  Motea  v.  Sargood, 
Dig.  636  ;  In  re  Farina  (2),  27  W. 
R.  466 ;  Hmneasy  v.  White,  6  W. 
W.  &  A'B.  Eq.  216 ;  Henneuy  v. 
Ifoffan,  ib.  225  :  McLean  v.  Fleming^ 
96  U.  S.  Rep.  246  ;  AUeghany  Per- 
tUizer  Co.  v.  Woodside,  1  Hughes 
116  ;  Barrows  v.  Knit/ht,  6  R.  I. 
434  ;  Cook  v.  Starkweather^  13  Abb. 
Pr.  N.  S.  392  ;  Brmon  v.  Mercer,  87 
N.  Y.  Super.  Ct  265  ;   Shaver  v. 


Shaver,  54  Iowa  208;  Godiflot  v. 
Hazard,  81  N.  Y.  263  ;  Kodyers  v. 
Phiip,  1  U.  S.  Pat  Gaz.  29 ;  CV- 
man  v.  Crump,  70  N.  Y.  573  ;  Amos- 
l-eag  Manvfacturing  Co.  v.  Garner 
(2),  64  How.  Pr.  298;  WUfe  v. 
BaH,  4  Vict  L.  R  Eq.  125 ;  Ac^ 
lien  GeaefUchaft  Apoflinarii  Brun- 
nen  v.  Somhom,  14  Bl.  C.  C.  380  ; 
liegeman  Jb  Go.  v.  0' Byrne,  9  Daly 
264  ;  Lcideradorf  v.  Flint  (2),  50 
Wise  401. 
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that  the  resemblance  is  adopted  for  the  purpose  of  mis- 
leading" (a). 

Thiis,  it  was  held  that "  Cacaotine  "  was  a  colourable  imi-  Examples, 
tation  of  "  Cocoatina  *  (6),  "  Steel  pens  "  of  "  Stephens  *'  (c), 
"  Tung's  "  of  '•  Tonge's  "  (d),  "  Leopoldsalt "  of  "  Leopold- 
shall  "  (e),  "  Lactopepsine  "  of  "  Lactopeptine  "  (/),  "  Co- 
coine  "  of  "  Cocoaine  "  (g\  «  Bovina  "  of  "  Bovilene  "  Qi). 
Again,  a  beehive  was  held  to  be  a  colourable  imitation  of  a 
bell  of  a  similar  shape,  similarly  printed  on  a  label  (i). 

In  Seixo  v.  Provezende  (k)  the  plaintiff,  a  Portuguese  ^^^  ^-  P^' 
nobleman  and  wine  grower,  sold  his  wine  in  casks  branded 


(a)  Per  Sir  W.  P.  Wood,  V.-C, 
TajfUjT  V.  Tajflor,  23  L.  J.  Ch.  255  ; 
and  in  the  case  of  a  prosecution  for 
obtaining  money  by  false  pretences, 
see  per  Erie,  J.,  in  J2L  ▼.  Ihindagf  6 
Cox,  380. 

(6)  Schweitzer  v.  Atkina,  87  Jj,  J. 
Ch.847. 

(c)  SUpkens  v.  Ped^  16  L.  T.  N. 
&145. 

(d)  Tonge  t.  Ward,  21  L.  T.  N. 
&4S0. 

(«)  Radde  v.  Norman,  L.  B.  14 
Bq.  348. 

(/)  Oamriek  v.  Morton,  L.  J., 
Notes  of  Cases,  1877,  p.  71. 

(^)  BumeU  y.  Pkcdon,  9  B(M,  192; 
B.  Cox,  376. 

(A)  Loehaood  v.  Bostwidk,  2  Daly, 
521 ;  R.  Cox,  555.  Other  instances 
are: — " Schrewsbury-Marchal  Pat- 
ent Thread  "  pat  for  "Shrewsbury- 
Marshall  &  Co.  Patent  Thread," 
Manhail  ▼.  Rm,  L.  R.  8  Eq.  651; 
"  BmigisB  "  for  *•  Burgess,*'  Burgeu 
T.  Hi/I*,  26  BeaT.  244  ;  "  Genume  " 
for  "  Guinness,"  Guinnets  ▼.  Heap, 
Dig.  617;  "Holsteter  k  Smyte" 
lor  "Hostetter  &  Smith,"  ffoe^ 
teiter  ▼.  VowinkU,  1  DilL  829; 
"  Rogers  &  Son  "  for  "J.  Rodgers  k 
Sons,**  Rodgen  v.  PhOp,  1  U.  S. 
Pat  Gas.  29;  <' Andrew  Coe*8 
Superphosphate  of  Lime"  for  "Coe's 
Supeiphomhate  of  Lime,"  Coe  v. 
Btv^,  9  ib.  541;  "Star"  for 
"SUrk,"  Gardner  v.  Bailey,  Dig. 
365;  *»Wam3re8ta"  for  "Wam- 
tntta»"    Wam9utta    MilU  v.  Allen, 


12  Pbihk  535  ;  "  Royal  Standard  " 
baking  powder  for  "  Itoyal  **  baking 
powder.  Royal  Baking  Powder  Co, 
V.  SherrW,  50  How.  Pr.  17;  "Elec- 
tricSilioon "  for  " Electio-SiUoon," 
eieetro-SUieonCo.  y.  rraift,59t6. 189 ; 
"Pride  of  Syracuse*'  for  "Pride," 
ffier  y.  Abrakamt,  82  N.  Y.  519. 

(t)  Bell,  Black  A  Co,  y.  BeU  A  Co,, 
Dig.  514.  Other  instances  are  : — A 
crown  with  "  B.  B.  S."  in  italics  put 
for  acrown  with  "  B.  B.  H."  in  Roman 
characters,  Barrowe  y.  PeUaU  Coal 
and  Iron  Co.,  Dig.  530 ;  a  yolcano 
with  a  man  comins  out  of  it  and  the 
words  "  Volcanic  Paraffin  Matches," 
for  a  yolcano  with  the  words  "  The 
Vulcan  Paraffin  Matches,"  Vulcan 
Match  Mamrfactttring  Co.  V.  Knoi 
4jt  Co.,  Pearson,  J.,  June  22,  1883  ; 
a  pelican,  with  an  inscription  in  gold 
on  a  green  ground,  for  a  crane  with 
an  inscription  in  gold  on  a  green 
ground,  Balfour  de  Co,  y.  KUbum  A 
Co.,  1  Hyde  270  ;  an  orb  rising  oyer 
a  piece  of  water,  with  the  words 
"Rising  Moon  Stoye  Polish,"  for 
an  orb  with  rays  rising  oyer  a  piece 
of  water,  with  the  words  "  Rising 
Sun  Stove  Polish  ":  Moree  v.  Wor- 
retl,  10  Phila.  168.  But  in  McCaH- 
ney  y.  Owmhart,  45  Mo.  593,  it  was 
held  that  two  picks  with  a  pair  of 
scales  and  the  words  "  J.  H.  Gam- 
hart's  Old  Bourbon,"  were  not  too 
similar  to  two  anchors  and  the  ini- 
tials "  S.  McC." 

(it)  L.  R.  1  Ch.  192. 
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on  the  head  with  a  crown  and  eagle,  and  the  letters  "  B.  S./* 
and  also  at  the  bung-hole  with  a  crown,  the  word  '*  Seixo/' 
and  the  year  of  vintage.  This  wine  had  acquired  a  repu- 
tation as  *'  Crown  Seixo  Wine/'  when  the  defendant  began 
to  sell  wine  which  he  called  ''  Seixo  de  Cima/'  and  placed 
in  casks  branded  in  a  somewhat  similar  manner  to  the 
plaintiff's.  The  injunction  was  granted  and  affirmed,  al- 
though the  defendants  contended  that  parts  of  their  own 
vineyards  were  called  "  Seixo/'  and  that  the  name  was  an 
ordinary  Portuguese  adjective,  signifying  "stony/* 

In  Wotherepoon  v.  Currle  (a)  the  plaintifib  manufiictured 
starch,  which,  under  the  name  of  "  Glenfield  Starch  " — a 
name  derived  from  a  small  place  near  Paisley,  where  it  was 
made — acquired  a  great  reputation.  They  subsequently 
removed  their  works  to  Paisley,  and  there  continued  to 
make  "Glenfield  Starch/'  The  defendants,  also  starch 
manufacturers  at  Paisley,  bought  a  small  plot  of  land  at 
Glenfield,  and  began  selling  "  Glenfield  Starch.*'  It  was 
held  by  V.-C.  Matins  and  the  House  of  Lords  that  the  use 
of  the  word  "  Glenfield  "  in  connexion  with  starch  had  the 
effect  of  inducing  people  to  buy  the  defendants'  manufac- 
ture, under  the  impression  that  it  was  the  plaintifis',  and 
that  there  was  a  colourable  imitation  of  the  mark  to  which 
the  plaintiffis  were  entitled  (6). 

Where  the  goods  of  one  manufacturer  are  so  packed  or 
arranged  as  externally  to  resemble  those  of  others  engaged 
in  the  same  trade,  as  where  starch  was  put  up  commonly 
in  the  trade  in  packets  of  a  certain  colour  and  appearance, 
the  similarity  common  to  all  does  not  of  itself  expose  the 
manufacturer  to  an  action,  but  it  makes  it  incumbent  upon 


(a)  li.  R.  5  H.  L.  608. 

(6)  See  «lao  tbe  AmericMi 
Cofem  V.  BrwiUmk,  i  MoOUwD,  516, 
B.  Cox,  82 ;  Ammhm  McmMfadurw^f 
Co.  ▼.  Spear,  2  SadI  &  C.  699,  R. 
Cox,  87;  Davis  ▼.  KtndaU,^  R.  I. 
666,  R.  Cox,  112;  WUUamav.Joku- 
$on,  2  Boe,  1,  R.  Cox,  214 ;  Bradfeif 


V.  Norton,  83 Conn.  167,R.  Cox, 881; 
JBoardmon  ▼.  Mtriden  Britanmia  Co., 
36  Conn.  402,  R.  Cox,  490 ;  GilUs 
v.  Bail,  R.  Cox,  696  ;  Mmidm  Brii- 
anma  Co.  y.  Parktr,  89  Oonn.  450, 
12  A^er.  B«.  401 ;  Airie  V.  Ounn, 
46  CaL  467,  13  AsMr.  Rep.  204. 
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him  to  take  care  that  his  distinguishing  mark  is  really 
distinguishing  (a).  And  where  a  plaintiff  has  been  in  the 
habit  of  packing  his  goods  in  a  peculiar  and  distinctive 
manner,  he  will  be  entitled  to  restrain  another  from  imi- 
tating his  packages  (6) ;  and  the  imitation  of  bottles  (c)  or 
barrels  (d)  of  a  peculiar  design,  such  as  is  used  only  by  the 
plaintiff,  will  afford  a  strong  presumption  that  fraud  is 
intended. 

However,  where  a  defendant  had,  in  obedience  to  ex-  Not  ooncln- 
press  directions,  put  up  his  silk  in  imitation  of  thQ  plain<  ^^ 
tiff's  bundles,  his  execution  of  the  order  was  held  not  to  be 
conclusive  against  him  (e).  So,  too,  where  a  defendant 
packed  inferior  brandy  in  the  plaintiff's  cases  at  the  ex- 
press request  of  an  agent  of  the  plaintiff,  who  was  seeking 
to  entrap  him.  Sir  R.  Malins,  Y.-C,  refused  the  injunction 
with  costs  (/). 

The  use  by  one  manufacturer  of  a  trade  mark  resem-  Infringement 
bling  or  even  identical  with  that  used  by  another,  is  not  an  JJJJ'on  lame 
infringement  of  that  other's  rights,  unless  the  class  of  cl*"  o^  go4»d8. 
goods  on  which  the  two  marks  are  used  is  the  same  (g)  or, 
at  least,  of  so  similar  a  description  that  they  may  fairly  be 
supposed  to  be  of  the  same  manufacture  as  the  goods  to 
which  the  mark  is  properly  applied  (A). 


(a)  See  per  Lord  Hatherley,  C, 
WMerapoon  v.  Cwnie,  5  H.  L.  508; 
and  Enoch  Morgan^B  Sonti*  Co.  v. 
Trojcdl,  89  N.  Y.  292. 

(5)  Frue  y.  Baekof  (2),  14  BL  C. 
C.  432 ;  J^ioeh  Morgan' b  Sons'  Co. 
V.  Sekwaehho/er^  56  How.  Pr.  87. 

(c)  Jfenry  v.  Price,  1  Leg.  Oba. 
364  ;  Siegert  v.  Findlaier,  7  Ch.  D. 
801 ;  PuUwood  y.  FuOwood  {l\  W. 
N.  1873,  185  ;  Wolfe  v.  Goulard,  18 
How.  Pr.  64  ;  Laird  v.  Wilder,  9 
Bush  131;  Coptgreas  Co.  v.  Sigh 
Bock  Co.,  45  N.  Y.  291;  WUder  ▼. 
Wilder,  Dig.  372. 

{<0  Cook  V.  Starkweather,  13  Abh. 
P^.N.S.  392.  Se9  Moorman  Y.Hoge, 
2Saw7.78. 

{e)  Woollam  v.  RateUjf,  I  B.  k 
Bl  259.    And  see  Frese  v.  Baekof 


(1),  18  Bl.  C.  C.  284. 

(/)  Hmneeey  v.  Kennett,  Dig.  556. 
But  in  the  Indian  esse  of  Orr-Ew' 
ing  V.  ChoonedoU  MuUidk,  Cor.  150, 
the  defendant  wss  restrained,  thoi:«h 
there  was  no  evidenoe  of  his  having 
sold  the  spurious  goodjB  (which  he 
had  bought  ready  mariced)  to  any 
one  but  the  plaintifTs  agent. 

ig)  ffaU  V.  Barrowe,  4  De  G.  J.  k 
S.  150 ;  Aineworih  v.  Walmdep,  L. 
R.  1  Eq.  518;  Moeea  v.  Sofrgood, 
Dig.  636 ;  In  re  Jelley,  Son  A  Jonee, 
51  L.  J.  Oh.  639 ;  In  re  WhiteUy, 
43  L.  T.  N.  S.  627 ;  In  re  Rabone, 
Dig.  643  ;  In  re  Athton,  V.-G.  H., 
Feb.  26, 1881;  Oolman  v.  Crump,  70 
N.  Y.  578  ;  Sociit4  Anonyme  v.  Aix- 
ier,  14  Bl.  G.  G.  261. 

(h)  WatMuUa  MiUt  v.  AlUn,  12 
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INFRINGEMENT. 


Infringement 
of  diHUsed 
mark. 


Infringement 
by  use  of  a 
registered 
mark. 


Infringement 
by  improper 
nse  of  genuine 
mark. 


Moulded 
bottles. 


It  has  been  held  in  America  that  the  use  by  a  manufac- 
turer of  a  mark  previously  used  by  another  manufacturer, 
but  discontinued  by  him  for  a  year,  is  an  infringement  of 
the  rights  of  the  latter  (a). 

Registration  of  a  trade  mark  which  resembles  a  prior 
trade  mark,  which  is  registered,  so  nearly  as  to  be  calculated 
to  deceive  does  not,  for  five  years  from  the  date  of  registra- 
tion, prevent  the  owner  of  the  prior  mark  from  obtaining 
an  injunction  to  restrain  its  use  (&) ;  but  it  seems  that 
after  the  lapse  of  five  years  an  absolute  title  to  use  the 
mark,  irrespective  of  the  rights  of  others,  will  have  been 
obtained,  if  the  only  objection  to  it  is  a  claim  of  superior 
title  on  the  part  of  another  person  (c). 

It  is  an  infringement  to  use  a  genuine  trade  mark  of  a 
manufacturer  upon  goods  not  of  his  production  {d) ;  and 
it  is  no  less  an  infringement  to  use  it  upon  goods  to  which 
he  did  not  intend  it  to  be  applied,  even  though  the  goods 
upon  which  the  infringer  uses  it  are  of  the  make  of  the 
owner  of  the  mark  (e). 

In  some  cases  a  rather  difficult  question  has  arisen  with 
respect  to  the  use  of  bottles  moulded  with  the  plaintiff's 
name  or  trade  mark.  Where  such  bottles  have  been  sys- 
tematically bought  up  and  refilled  with  spurious  waters, 
&c.,  so  as  to  pass  them  off  as  being  of  the  plaintiff's  manu- 


rhila.  535  ;  CarroU  v.  ErtketUr,  21 
Alb.  L.  J.  503.      ' 

{a)  Lemoine  v.  OanUmf  2  £.  D. 
Smith,  848,  R.  Cox,  142. 

(6)  Bead  v.  Jiichardaon,  45  L.  T. 
N.  S.  54.  In  Goodwin  v.  Venninfff 
24  SoL  J.  690,  the  defendant's 
mark  was  a  registered  one.  Since 
registration  is  for  the  first  five  years 
oiuy  a  qualification  for  bringing  an 
action  (see  NuthaU  v.  FtmrM/,  O.A., 
Jan.  21st,  1880),  it  would  appear 
that  if  the  second  of  two  registered 
marks  was  used  first,  the  owner  of 
that  mark  would,  by  virtue  of  his 
prior  user,  be  entitled  to  restrain 
the  owner  of  the  mark  which  was 
osed  later  but  registered  first. 


(e)  See  Patents  Act,  1S83,  §  76. 

(d)  Bamett  v.  LeuckarSf  18  L.  T. 
N.  S.  495  (boxes  for  "Pharaoh's 
Serpents");  Rickardtv.  WilliamMon, 
80  L.  T.  X.  S.  746  (gun  stamps) ; 
ffmneuyY.  Rohmann,  86  L.  T.  N.  S. 
51;  Hewneaay  v.  Cooper,  Dig.  549 
(cases  for  brandy). 

{e)  ffenfusty  v.  Kennett,  Dig.  556 ; 
ffmnesty  v.  White,  6  W.  W.l  A'B. 
Eq.  216;  Henneuy  v.  Hogan,  ib,  226 
(cases  intended  for  brandy  of  supe- 
rior quality  need  for  brandy  of  in- 
ferior quality);  Oillott  v.  KitUe,  8 
Duer,  624,  R.  Cox,  148  (Ubels  in- 
dicating superior  pens  placed  on 
boxes  of  inferior  ones). 
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facture,  au  injunction  will  be  granted  to  restrain  the  con- 
tinuance of  the  fraud  (a);  but  where  the  bottles  have  been 
bought  by  the  defendant  in  the  ordinary  course  of  his 
business,  it  does  not  appear  that  he  will  be  restrained  from 
using  what  he  has  bought,  merely  because  the  bottles  are 
moulded,  so  long  as  he  uses  them  in  a  fair  manner,  and 
places  on  them  his  own  adhesive  labels  (6).  There  does 
not,  indeed,  seem  to  be  a  clear  decision  on  the  point,  as  the 
question  has  not  been  raised  free  from  complications. 
Thus,  in  Barrett  v.  Oomm  (c),  the  CJourt  of  Appeal  held 
that  no  injunction  could  be  granted  against  soda-water 
manufacturers  whose  labels  were  found  to  be  placed  on  two 
bottles  of  soda-water  moulded  with  the  plaintiff's  name 
and  trade  mark,  but  in  this  case  there  was  no  evidence  to 
show  that  the  soda-water  in  the  bottles  was  of  the  de- 
fendants' manufacture,  or  that  the  defendants  had  filled  or 
sold  them.  The  Master  of  the  Rolls  (Sir  G.  Jessel),  how- 
ever, stated  that  if  some  of  the  plaintiff's  engraved  bottles 
had  come  fairly  into  the  defendants'  possession,  they  would 
have  been  entitled  to  refill  and  sell  them,  at  all  events  if 
they  had  placed  on  them  their  own  adhesive  labels,  so  as 
to  cover  the  plaintiff's  name  and  trade  mark.  And  this 
opinion  appears  to  have  been  adopted  by  North,  J.,  in 
Barrett  v.  White  (d). 

It  is  an  infringement  for  an  engraver  to  prepare  and  Infringement 

1  •■-111  i-iil^y  engraver. 

supply  to  one  person  printing-blocks  engraved  with  the 
trade  mark,  or  an  important  part  of  the  trade  mark  of 
another,  inasmuch  as  the  piracy  would  be  impossible 
without  the  blocks ;  and  Sir  L.  Shad  well,  V.-C.  of  E.,  went 
so  far  as  to  say  that  if  a  thing  containe<l  twenty-five  parts, 
and  one  only  was  taken,  such  an  imitation  would  be 
sufficient  to  contribute  to  a  deception,  and  the  law  would 


(a)   Rose   v.   Heniey,  Dig.   561 ;  Rou  v.  Loftui,  47  L.  J.  Ch.  676. 

AUen  V.  Hichards,  26  SoL  J.  658 ;  (c)  74  L.  T.  S88. 

Hc^Utter  t.  Andentm,  1  V.  R.  Eq.  7.  (d)  North,  J.,  May  12,  1883. 

{h)   Wdch  ▼.  KwM,  4  K.  &  J.  747; 

K 
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hold  those  responsible  who  bad  contributed  to  the  fraud  (a.) 

The  principle  is  the   same  where  the   engraver,  though 

retaining  the  blocks  in  his  own  possession,  yet  facilitates 

fraud  by  the  dissemination  of  labels  bearing  pirated  trade 

marks  (6).     Lord  Cranworth,  C,  thought,  however,  that  a 

man  who  had  A.'s  goods,  but  none  of  his   labels,  might 

rightfully  employ  a   printer  or  engraver  to  supply  him 

with  imitated  labels,  and  that  A.  could  have  no  ground 

of  Complaint  against  the  sale  of  his  goods  with  something 

on   them  to  represent   his   trade  mark,  though   not  his 

genuine  mark  (c). 

TTntnie  alle-         It  does  not  appear  that  the  position  of  a  defendant  in 

reffUtoOjion.     ^^  action  for  infringement  is  altered  for  the  worse  by  the 

fact  of  his  having  allegt^d  his  trade  mark  to  be  registered, 

before  it  in  fact  was  so  (d) ;  but  by  so  doing  he  will  expose 

himself  to  penalties  under  section  105  of  the  Patents  Act, 

1883. 

tiHebya  It  seems  that  a  manufacturer  is  entitled  to  place  his 

own*  r  of  his    trade  mark  on  articles  not  of  his  own  make,  unless  there  is 

mark  upon      some  trade  custom  or  contract  that  he  shall  not  do  so,  and 

gcMKl!*.  to  remove  the  maker's  mark  for  the  purpose  of  substituting 

his  own,  and  that  such  a  course  would  not  be  actionable  {e). 

Nor  is  there  any  reason  why  it  should  be  so.     The  maker's 

mark  has  already  performed  its  function  when  the  goods 

are  sold,  and  when  it  is  removed  from  the  goods  the  maker 

ceases  to  be  responsible  for  the  guarantee  implied  by  its 

presence  on  them.     The  purchaser,  by  substituting  his  own 

mark,  undertakes  the  responsibility  for  the  quality  of  the 

goods,  which  are,  in  eflfect,  selected  and  guamuteed  by 

him  (/). 

{a)  Guinnm  v.  UUmer,  10  L.  T.  {d)  Eflit  Jb  Son$  v.  Jiuthin  Soda 

(Old  Series)  127.  11  attr  Co,,  M.  R.,  Nov.  21,  1879. 

{b)  Farina  v.  SUverfocl;  1  K.  &  J.  (c)  See  John$on  y.  Rayfton,  7  Q. 

609 ;  6  De  G.  M.  &  6.  214  ;  4  K.  B.  D.  438. 
&  J.  650.  (/)  See  Ifirtrh  v.  Jonas,  3  Ch.  D. 

(r)  Jb.  6  De  G.  M.  &  G.  214.  684. 


CHAPTER  V. 

THE  CRIMINAL  PROSECUTION. 

"  In  cases  like  the  present "  (i.6.,  in  cases  of  imitation  of  a  Remedies  for 
wrapper  imprinted  with  a  trade  mark),  "  the  remedy,"  said  i^utioM. 
Willes,  J.,  "  is  well  known.  The  prosecutor  may,  if  he 
pleases,  file  a  bill  in  Equity  to  restrain  the  defendant  from 
using  the  wrappers,  or  he  may  bring  an  action  at  law  for 
damages,  or  he  may  indict  him  for  obtaining  money  under 
false  pretences  "  (a). 

At  Common  Law  the  imitation  of  a  trade  mark  or  of  a  Infringement 
trade  wrapper  is  not  a  forgery.     "A  forgery  must  be  of  not  f  orger^t 
some  document  or  writing  "  (b);  "  it  is  the  forging  of  a  false  Common  L«w. 
document  to  represent  a  genuine  document"  (c).     In   a 
case  in  which  the  prisoner  had  imitated  the  label  used  on 
Berwick's  baking  powder,  and  was  indicted  for  forgery  (d), 
the  Court  of  Crown  Cases  Reserved,  consisting  of  Pollock, 
C.  B.,  Willes  and  Byles,  JJ.,  and  Bramwell  and  Channell, 
BB.,  decided  that  the  conviction  for  forgery  was  not  sus- 
tainable, though  an  indictment  for  false  pretences  would 
have  been  good.     The  grounds  of  the  decision  are  thus 
stated   by  Bramwell,  B.:  "I   think  that  this  was  not  a 
forgery.     Forgery  supposes  the  possibility  of  a  genuine 
document,  and  that  the  false  document  is  not  so  good  as 

(a)  IL  V,  J<A,n  Smith,  D.  &  B.  CIos8,  D.  &  B.  460 ;  7  Cox,  494. 
566;  8  Cox,  32.    This  was  in  1 858,  (c)  Per  WiUea,   J.,   JL   v.  John 

before  the  Merchandise  Marks  Act  Smith,  vbi  gufyrd, 
of  1862.  {d)  R.  V.  John  Smith,  vbi  tuprd. 

(6)   Per  Cockbnm,  C.  J.,  Jl*  y. 
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the  genuine  document,  and  that  the  one  is  not  so  efficacious 
for  all  purposes  as  the  other.  In  the  present  case,  one  of 
these  documents  is  as  good  as  the  other;  the  one  asserts 
what  the  other  does;  the  one  is  as  true  as  the  other;  but 
one  gets  improperly  used.  But  the  question  is  whether 
the  document  itself  is  a  false  document.  It  is  said  that 
the  wrapper  is  so  like  one  used  by  somebody  else,  that  it 
may  mislead ;  but  that  is  not  material  to  the  question  we 
have  to  decide.  The  prisoner  may  have  committed  a 
gross  fraud  in  using  the  wrappers  for  that  which  was  not 
the  genuine  powder,  and  may  possibly  be  indicted  for 
obtaining  money  by  false  pretences,  but  I  think  he 
cannot  be  convicted  of  forgery  "  (a). 
Not  even  if  It  might  be  thought  that  where  the  trade  mark  con- 

the  mark         sisted  of  a  sifiTiature,  an  imitation  of  this  would  amount 

consuls  of  a  .  .       , 

siguature.  to  forgery;  but  this  has  been  decided  not  to  be  so,  in  the 
case  of  JR.  v.  Close  (6),  in  which  the  prisoner  imitated  the 
signature  of  the  artist,  J.  Linnell,  in  the  comer  of  a 
spurious  picture.  Cockbum,  C.  J.,  in  delivering  the  judg- 
ment of  the  Court  of  Crown  Cases  Reserved,  said  that 
the  stamp  was  merely  in  the  nature  of  a  mark  put  upon 
the  painting  with  a  view  to  identifying  it,  and  was  no 
more  than  if  tke  painter  put  any  other  arbitrary  mark  as 
a  recognition  of  the  painting  being  his,  and  in  the  course 
of  the  argument  he  expressed  a  similar  opinion  with  respect 
to  the  imitation  of  a  signature  stamped  on  a  gun. 
The  Merohan.  Under  the  Merchandise  Marks  Act,  18C2  (c),  the  forgery 
l*«f  ^«RQ*  of  trade  marks  is  now  made  a  misdemeanour,  and  the 
Criminal  Law  made  to  cover  such  offences  as  those  com- 
mitted in  -B.  V.  John  Smith  (cZ),  and  JR.  v.  Closs  (e). 

(a)  Taking  the  same  view,  Pol-  ft  26  Vict.  c.  68,  §  7,  now  provides 

lock,  G.  B.,  said  that  the  real  offeDoe  for  spurious  pictures  with  a  forged 

was  the  enclosing  the  false  powder  in  signature, 

the  false  wrapper ;  that  the  issuing  (c)  25  ft  26  Vict.  c.  8S. 

of  the  wrapperwithout  the  stuff  wiih-  (cQ  D.  ft  B.  566 ;  8  Cox,  82. 

in  it  would  be  no  offence ;  but  that  («)  D.  ft  B.  460  ;  7  Coz,  494.   See 

the  real  offence  was  the  itfuing  them  JL  ▼.  Uoyd  (Recorder  of  Binning- 

with  the  fraudulent  matter  in  them.  ham,  Oct.  IS,  ISbl),  in  which  the 

{b}  D.  ft  B.  460 ;  7  Cox,  494.    25  infringement  of  a  gunmaker's  trade 


Act.  1862. 
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By  that  Act  the  following  offences  are  made   punish-  What  oflFenoM 

r  1  are  punishable 

aoie:  under  that 

1.  Forging  or  counterfeiting  a  trade  mark,  with  intent  ^^ 
to  defraud  (a). 

2.  Applying  any  trade  mark,  or  any  forged  trade 
mark  (6),  with  intent  to  defraud,  to  any  article  not 
being  the  manufacture,  &;c.,  of  any  person  denoted  or 
intended  to  be  denoted  by  such  trade  mark,  or  by 
such  forged  trade  mark,  or  not  being  the  manufac- 
ture, Sec,  of  any  person  whose  trade  mark  shall  be 
so  forged  (a). 

3.  Applying  any  trade  mark,  or  forged  trade  mark, 
with  intent  to  defraud,  to  any  article  not  being  the 
particular  or  peculiar  description  of  manufacture, 
&c.  (c),  denoted  or  intended  to  be  denoted  by  such 
trade  mark  or  forged  trade  mark  (a). 

4.  Applying  any  trade  mark,  or  foiled  trade  mark,  with 
intent  to  defraud,  to  any  cask,  '&c.,  in,  on,  or  with 
which  any  article  shall  be  intended  to  be  sold,  or 
shall  be  sold,  or  uttered,  or  exposed  for  sale,  or  in- 
tended for  any  purpose  of  trade  or  manufacture  (d). 

5.  Enclosing  or  placing,  with  intent  to  defraud,  any 
article  in,  upon,  under,  or  with  any  cask,  &c.,  to 
which  any  trade  mark  shall  have  been  falsely  applied, 
or  to  which  any  forged  trade  mark  shall  have  been 
applied  (d). 

6.  Applying  or  attaching  with  intent  to  defraud,  to  any 
article,  any  case,  &;c.,  to  which  any  trade  mark  shall 
have  been  falsely  applied,  or  to  which  any  forged 
trade  mark  shall  have  been  applied  (cZ). 

7.  Enclosing,  placing,  or  attaching,  with  intent  to 
defraud,  any  article  in,  upon,  under,  with  or  to  any 

mark  was  punished  under  the  Mer-  (b)  As  to  what  is  included  In  a 

^^M-iHiaA  Marks  Act  with  six  months'  "  forged  trade  mark,"  see  §  5. 

imprisonment.  (c)  See  cases  at  p.  128,  and  notes, 

(a)  §  2  of  the  Merchandise  Marks  {d)  §  8  of  the  Merchandise  Marks 

Act.  Act. 
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cask,  &;c.,  having  thereon  any  trade  mark  of  any  other 
person  (a), 

8.  Selling,  uttering,  or  exposing,  cither  for  sale,  or  for 
any  purpose  of  trade  or  manufacture,  any  article,^ 
together  with  any  forged  trade  mark,  which  he  shall 
know  to  be  forged,  or  together  with  the  trade  mark  of 
any  other  person  applied  or  used  falsely  or  wrongfully, 
or  without  lawful  authority  or  excuse,  knowing  such 
trade  mark  of  another  person  to  have  been  so  applied 
or  used ;  and  that,  whether  such  trade  mark  or  forged 
trade  mark  shall  be  in,  upon,  about,  or  with  such  article, 
or  in,  upon,  about,  or  with  any  cask,  &c.,  in,  upon,  about, 
or  with  which  such  article  shall  be  so  sold,  &c.  (b). 

9.  Putting,  with  intent  to  defraud,  or  to  enable  another 
to  defraud,  upon  any  article,  or  upon  any  cask,  &c., 
together  with  which  any  article  shall  be  int.ended  to 
be  or  shall  be  sold,  or  uttered,  or  exposed  for  sale,  or 
for  any  purpose  of  trade  or  manufacture,  or  upon  any 
case,  &c,  in  or  by  means  of  which  any  article  shall  be 
intended  to  be  or  shall  be  exposed  for  sale,  any  false 
description,  statement,  or  other  indication,  of  or  re- 
specting the  number,  quantity,  measure,  or  weight  (c) 
of  such  article,  or  any  part  thei-eof,  or  of  the  place  or 
country  in  which  such  article  shall  have  been  made, 
manufactured,  or  produced  (d), 

10.  Putting,  with  intent  to  defraud,  or  to  enable  another 
to  defraud,  upon  such  article,  cask,  &c.,  any  word, 
letter,  figure,  signature,  or  mark,  for  the  purpose  of 
falsely  indicating  such  article,  or  the  mode  of  manu- 
facturing or  producing  the  same,  or  the  ornamentation, 
shape,  or  configuration  thereof,  to  be  the  subject  of 
any  existing  patent  («),  privilege,  or  copyright. 

(a)  §  a  of  the  Merchandiae  Marks  Lee,  9  Coz,  460. 

Act  {d)  §  7. 

(6)  §  4  oi  ihe  Merchandise  Marks  {e)  See  §  9,  and  the  cases  cited  in 

Act.  Cb.    7.     Se<j    also  §   105    of    the 

(c)  See  JL  v.   Sherwood,   7   Cox,  Patents  Act,  lo83. 
270;  R,  V.  Ragg,  8  Cox,  265;  R.  v. 
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11.  Selling,  littering,  or  exposing  for  sale,  or  for  any 
purpose  of  trade  or  manufacture,  any  article  upon 
which  shall  have  been,  to  the  offender's  knowledge, 
put,  or  upon  any  cask,  &c.,  together  with  which  such 
article  shall  be  sold  or  uttered,  or  exposed  for  sale,  or 
other  purpose  as  aforesaid,  shall  have  been  so  put,  or 
upon  any  case,  &c.,  used  to  expose  or  exhibit  such 
article  for  sale,  shall  have  been  so  put,  any  false 
description,  statement,  or  other  indication  of  or 
respecting  the  number,  quantity,  measure,  or  weight, 
of  such  article  or  any  part  thereof,  or  the  place  or 
country  in  which  such  article  shall  have  been  made, 
manufactured,  or  produced  (a). 

13,  Aiding,  abetting,  counselling,  or  procuring  the 
commismon  of  any  offence  made  a  misdemeanour  by 
the  Merchandise  Marks  Act  (b). 

By  §  12,  there  is  no  necessity  to  allege  in  the  indict-  Intention  of 
ment,  or  to  prove  any  intention  to  defraud  any  particular  particular 
person.     In  the  same  way  it  seems  that  on  the  principle  P®™*"  ^^* 

r  J  ^  f  r      ueoessary. 

that  "the  making  of  any  false  instrument  which  is  the 
subject  of  forgery,  with  a  fraudulent  intent,  although  in 
the  name  of  a  non-existing  person,  is  as  much  a  forgery  as 
if  it  had  been  made  in  the  name  of  one  who  was  known  to 
exist,  and  to  whom  credit  was  due  "  (c) ;  the  making  and 
using  a  fictitious  trade  mark,  with  intent  to  defraud,  by 
representing  it  to  be  the  known  trade  mark  of  a  person  of 
establi«>hed  reputation,  would  be  punishable. 

By  §   5,  fraudulent  additions  to  and  alterations  of  a  Fraudulent 
trade  mark  are  made  forged  trade  marks  within  the  Act.  and  altera 
At  Common  Law  "it  is  forgery  to  alter  a  material  part  of  *i°""**^™"'^*- 
a  true  instrument  '*  (d).     Thus,  where  in  a  bill  of  exchange 

(«)  §  8.  696 ;    R,  v.    WhiU,  72    C.    O.    0. 

(6)  §  18.  Sessions  Papers,  22-2. 

(e)  2  East,  Pleas  of  the  Crown,  (<2)  2  East,  Pleas  of  the  Crown, 

957 ;  ai  d  see  /Z.  ▼.  Lew\*y  Foster  Cr.  978. 
Cas.  116;  A  ▼.  Avtry,  8  C.  &  P. 
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Expreniomi 
generfdly 
understood 
may  be 
employed. 


Civil  remedy 
not  affected 
by  conviction. 

Exact /oc- 
timiU  not 
required. 


Where  decep- 
tion BucceediB, 
indictment  for 
false  pretences 
will  lie. 


Convictions. 


"  0  "  was  added  to  "  £8,"  and  "  y  "  to  "  eight/'  so  as  to  make 
it  appear  to  be  for  £80  (a). 

It  is  not  an  offence  for  persons  to  use  any  name,  word, 
or  expression  generally  used  for  indicating  the  article  with 
which  it  is  used  to  be  of  some  particular  class  or  descrip- 
tion of  manufacture  only  (6).  Thus,  patent  leather,  patent 
thread  (c),  patent  pins  (d). 

A  conviction  under  this  Act  does  not  take  away  or  affect 
any  civil  remedy  of  the  person  aggrieved  (e). 

"  An  exact  resemblance,  or  fcvc-aimile,  is  not  required  to 
constitute  the  crime  of  forgery,  for  if  there  be  a  sufficient 
resemblance  to  show  that  a  false  making  was  intended,  and 
that  the  false  stamp  is  so  made  as  to  have  an  aptitude  to 
deceive,  that  is  sufficient "  (/). 

While,  apart  from  the  Merchandise  Marks  Act,  the 
fraudulent  imitation  of  a  trade  mark  is  not  forgery,  such 
an  imitation,  when  it  has  been  intended  to  be  and  has 
been  the  means  of  inducing  persons  to  part  with  their 
money,  in  the  belief  that  they  were  buying  one  thing, 
when  in  fact  they  were  buying  another,  is  sufficient  to 
support  a  conviction  on  an  indictment  for  obtaining 
money  by  false  pretences.  This  affords  sufficient  protec- 
tion to  the  innocent  purchaser  of  goods  falsely  marked ; 
the  Act  gives  protection  to  the  manufacturer  who  has 
suffered  in  his  custom  and  in  his  reputation  by  piracies. 

"There  is  no  difference  in  principle  between  a  misrepre- 
sentation of  a  mark,  and  one  that  an  acceptance  was  the 
acceptance  of  John  Jones  or  any  other  person  "  (g) ;  and 
it  is  established  that  the  fraudulent  imitation  of  a  trade 
mark  will  be  punished  in  the  same  way,  where  the  neces- 
sary circumstances  exist.     Thus,  in  R,  v.  Dundas  (A),  the 


(a)  Ry.  Elsvfortk,  2  East  P.  C.  986. 

(b)  §  9. 

(c)  Marthall  v.  Rots,  L.  R.  8  Eq. 
651. 

id)  Edditen  v.  Vick^  11  Hare,  78. 

(0  1 11. 


(/)  Per  Grose,  J.,  in/Z.  v.  CoCicott, 
2  Leach,  1048,  a  Stamp  case. 

iff)  Per  Kelly,  C.B.,  in  A  ▼.  5««er 
dt  OjuUon,  10  Cox,  677. 

(h)  6  Cox,  380. 
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prisoner,  who  asserted  his  own  name  to  be  Everett,  sold 
blacking  in  bottles  labelled  "Everett's  Premier,*'  in  a 
similar  manner,  with  only  trifling  variations,  to  the  bottles 
of  a  well-known  manufacturer  of  that  name.  Erie,  J., 
told  the  jury  that  "  with  respect  to  the  difference  between 
the  labels,  the  jury  should  consider  whether  it  was  a  small 
and  colourable  difference  only,  and  intended  to  deceive. 
It  was  of  little  consequence  whether  the  man's  name  was 
Everett,  as  he  had  stated,  or  not,  for  even  if  it  were,  and 
he  went  about  the  country  and  offered  blacking  for  sale  as 
'  Everett's  Premier,'  representing  it  to  be  the  well-known 
article  of  that  name,  knowing  that  it  was  not  so,  and 
intending  to  cheat  the  prosecutor  by  passing  upon  him  a 
spurious  article  as  the  true  one,  his  conduct  was  equally 
fraudulent"  (a).  The  prisoner  was  convicted.  In  R,  v. 
Smith  (6),  the  conviction  for  forgery  being  quashed,  the 
prisoner  afterwards  pleaded  guilty  to  an  indictment  for  false 
pretences  (c).  In  R.  v.  Suter  &  Covlson  (d),  it  was  held 
by  the  Court  of  Crown  Cases  Reserved  that  a  representa- 
tion that  a  mark  of  "  18  *'  on  a  watch  was  a  genuine  hall- 
mark of  the  Goldsmiths'  Company  was  clearly  a  false 
pretence  within  the  statute  (e). 

The  case  of  R,  v.  Brycm  (/)  gave  rise  to  some  differences  r.  v.  Bryan, 
of  opinion  in  respect  to  the  Law  of  False  Pretences.     The  mi'we'^te- 
prisoner  in   that   case  was  found   by  the  jury  to   have  tion  of  quality, 
obtained  money  from  pawnbrokers  on  spoons   which  he 
had  fraudulently  represented  to  have  as  much  silver  on 
them  as  Elkington's  "  A  "  spoons.     They  also  found  that 
he  had  represented  the  foundations  to   be    of  the   best 
material,  knowing  that  to  be  uotrue,  and  that  in  con- 

(a)  It  WBB  also  held  that  an  offer  («)  And  in  M.  ▼.  Gray  dt  Ooding, 

to  seU  on  sale  or  return  was  im-  Dig.  183,  the  imitation  of  Mesars. 

material,  the  actual  bargain  being  Allsopp's  labels  was  puniiihed ;  and 

fur  cash.  in   R,   v.   S,  Jones,   Dig.    182,   the 

{b)  D.  ft  B.  566 ;  8  Cox,  82.  imitation  of  Mr.  Borwick's  wrappers. 

(e)  8  Cox,  37;  and  48  C.  C.  G.  Sea-  See,  too,  R  v.  Clou,  D.  &  K  460  ; 

■ions  Papers,  8.  7  Cox,  494. 

(cO  10  Cox,  677.  (/)  D.  &  B.  266;  7  Cox,  812. 
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seciuence  of  this  he  obtained  the  moneys  mentioned  in  the 
indictment.  The  Recorder  of  Liondon  reserved  the  case 
for  the  consideration  of  the  Court  of  Crown  Cases  Reserved. 
Twelve  judges  heard  the  case,  and  of  these  ten  held  th<at 
the  conviction  must  be  quashed,  Willes,  J.,  and  Bramwell, 
B.y  dissenting.  The  language  employed  by  some  of  the 
judges  on  that  occasion,  and  in  particular  by  Lord  Camp- 
bell, C.  J.  (a),  led  to  an  impression  that  in  the  opinion  of 
the  judges  it  was  impossible  to  convict  under  the  Statute 
of  False  Pretences,  when  the  misrepresentation  had  refer- 
ence only  to  quality  and  not  to  substance;  that  is  to  say, 
that  where,  for  instance,  an  infinitesimal  quantity  of  gold 
was  found  in  a  ring  represented  to  be  of  eighteen  carat  gold, 
the  presence  of  that  infinitesimal  quantity  of  g<dd  pre- 
vented the  false  representations  from  supporting  a  criminal 
charge  (6).  Where  the  jewellery  contained  no  metal  of 
the  kind  specified,  the  prisoner  was  convicted  (c).  Antici- 
pating such  a  result,  Bramwell,  B.,  said  (d)  that  the  result 
of  the  decision  would  be  that  the  prisoner  would  be 
indictable  if  E1kington*s  spoons  had  half  an  ounce  of 
silver,  and  his  none,  but  not  if  Elkington's  had  one  ounce 
and  his  a  quarter  of  an  ounce. 

The  interpretation  thus  put  upon  the  decision  in  R,  v. 
Bryan  was  unfortunate,  tending,  as  it  did,  to  encourage 
an  idea  of  fraud  being  possible  with  impunity;  and  some 
of  the   judges   who  had  decided  R.  v.  Bryan  (e)   took 


(a)  He  said,  for  inatanoe,  that 
the  conviction  proceeded  upon  "a 
mere  minrepresentation,  during  the 
b»rgaiiuug  tut  the  purchase  of  a 
commoditj,  of  the  quality  of  that 
commodity."  "If  the  sdler  were 
criminally  liable  for  unduly  exag- 
geratiiig  the  value  of  the  article, 
the  buyer  would  be  for  unduly  de- 
pred:  ting.*'  He  "  found  no  cabC  in 
which  a  mere  minnepresentittion  at 
the  time  of  sale  of  the  quality  of 
the  gooda  had  been  held  to  be  an 
indictable  offence.*' 

(6)  R  V.  Suier  «fe  CouUon,  10  Cox, 


577;  and  see  i2.  v.  Lee,  8  Cox,  233; 
R.  V.  Levine  <t*  Wood,  10  Cox,  874. 
Previously  to  JL  y.  Bryan,  D.  &  B. 
266,  7  Cox,  312,  in  JL  Y.  Ball,  45 
C.  C.  C.  Sespions  Papers,  451,  the 
prisoner  was  convicted,  though  there 
Wfes  a  minute  quantity  of  gold. 

(c)  H  V.  Rsebuck,  7  Cox,  126  ;  D. 
&B.24;  andnee  J2.V.  i^C.  AM. 
249 ;  R.  V.  Stevens,  1  Cox,  83 ;  and 
R.  V.  Prie$tUy,  63  C.  C.  C.  Sesnons 
Papers,  541. 

{d)  R.   V.  Bryan,  D.  &  B.  2^' 
7  Cox,  812. 

(f)  D.  &  B.  265  ;  7  Cox,  312. 
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opportunities  of  explaining  what  the  real  principle  of  tlie 
judgment  was  (a).  It  was  also  difficult  to  reconcile  such 
a  conclusion  with  such  cases  as  those  iu  which  the  prisoner 
sold  a  cheese,  by  means  of  the  representation  that  a  taster 
taken  from  a  cheese  of  superior  quality  was  in  fact  taken 
from  the  one  in  question  (b).  There  was,  indeed,  in  those 
cases,  a  certain  misrepresentation  as  to  substance,  but  the 
real  grievance  was  that  a  cheese  was  sold  an  being  of  one 
quality,  when  it  was  in  fact  of  another  (c). 

The  whole  question  is  now  fully  explained  and  set  at  ^  ^-  ArdUy. 
rest  by  the  judgment  in  R.  v.  Ardley  (d).  There  the 
prisoner  obtained  money  for  a  watch  chain  which  he 
represented  to  be  of  fifteen  carat  gold,  stamped  on  every 
link,  but  which  representation  was  untrue.  In  giving 
judgment,  Bovill,  C.  J.,  said :  "  The  case  which  has  been 
most  pressed  upon  us  is  R.  v.  Bn^an  (e).  The  represen- 
tation in  that  case  was  that  certain  plated  spoons  were 
'  equal  to  Elkington's  A.'  Pnmd  facie  that  representation 
would  seem  to  be  a  mere  matter  of  opinion,  and  the  Court 
held  that  it  was  not  sufficient  to  support  the  conviction. 
But  many  of  the  judges  expressed  the  opinion  that  there 
might  well  be  cases  in  which  misrepresentations,  though 
as  to  quality,  would  be  within  the  statute.  Cockburn,  C.  J., 
says,  'If  the  prisoner  had  represented  these  articles  as 
being  of  Elkington's  manufacture,  when  in  point  of  fact 
they  were  not,  and  he  knew  it,  that  would  be  an  entirely 
diflerent  thing.*  Pollock,  C.  B.,  says, '  I  think  if  a  trades- 
man or  a  merchant  were  to  concoct  an  article  of  merchandise 
expressly  for  the  purpose  of  deceit,  and  were  to  sell  it  as  and 
for  something  very  different  even  in  quality  from  what 

(a)  See,   for  instanoe,  per  Erie,  {e)  And   on    this    ground    Lord 

0.  J.,  in  JR.  V.  Go89,  Bell,  208;  8  Cox,  Campbell,  C.  J.,  in  B.  v.  Roebuck, 

262 ;  and  per  Willes,  J.,  in  iZ.   v.  7  Cox   126,  D.  k  B.  24,  dissented 

SiOer  Jt  Coulaon,  10  Cox,  577.  from  R.  v.  Abhott. 

(6)  R,   V.    AhboUj   1    Den.    278  ;  {d)  L,  R.  1  C.  C.  R  301,  12  Cox, 

R.  V.  Darky  1  Den.  276;  R  v.  GaHick,  23;  R.v  Potter,  13  Cox,  398. 
1  Den.  276  ;  R  v.  Gott,  BeU,  208 ;  (e)  D.  &  B.  265 ;  7  Cox,  312. 

S  Cox,  262. 
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it  was,  the  statute  would  apply/     It  is  plain  that  these 
learned  judges  considered  that  a  specific  representation  of 
quality,  if  known  to  be  false,  would  be  within  the  statute. 
Coleridge,  J.,   expressly  concurs   in   the  observations  of 
Pollock,  C.  B.     Erie,  J.,  at  the  close  of  his  judgment  says : 
*No  doubt  it  is  difficult  to  draw  the  line  between  the 
substance  of  the  contract  and  the  praise  of  an  article  in 
respect  of  a  matter  of  opinion ;  still  it  must  be  done,  and 
the  present  case  appears  to  me  not  to  support  a  convic- 
tion, upon  the  ground   that  there  is  no  affirmation  of  a 
definite  triable  fact  in  saying  the  goods  were  equal  to 
Elkington*s  "  A,"  but  the  affirmation  is  of  what  is  mere 
matter  of  opinion,  and  falls  within  the  category  of  untrue 
praise  in  the  course  of  a  contract  of  sale,  where  the  vendor 
has  in  substance  the  article  contracted  for,  namely,  plated 
spoons.'     Crompton,  J.,  also  considered  that  the  statute 
applies  'where  the  thing  sold  is  of  an  entirely  diflferent 
description  from  what  it  is  represented  to  be.*     Willes,  J., 
who  dissented  from  the  judgment  of  the  Court,  goes  the 
whole  length  of  saying  that  a  representation  as  to  quality, 
if  known  to  be  false,  is  enough  to  support  a  conviction. 
And  Bramwell,  B.,  leans  to  the  same  opinion. 

"  Applying  these  observations  to  the  present  case,  the 
statement  here  made  is  not  in  form  an  expression  of 
opinion  or  mere  praise.  It  is  a  distinct  statement,  accom- 
panied by  other  circumstances,  that  the  chain  was  fifteen 
carat  gold.  That  statement  was  untrue,  was  known  to  be 
untrue,  and  was  made  with  intent  to  defraud.  How  does 
that  differ  from  the  case  of  a  man  who  makes  a  chain  of 
one  material  and  fraudulently  represents  it  to  be  of 
another  ?  Therefore,  whether  we  look  at  the  whole  of  the 
evidence,  or  only  at  that  which  goes  to  the  quality  of  the 
chain,  the  conviction  is  good.  The  case  differs  from  M,  v. 
Bryan  (a),  because  here  there  was  a  statement  as  to  a 

(a)  D.  ftB.  265;  7  Cox,  812. 
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specific  fact  within  the  actual  knowledge  of  the  prisoner, 
namely,  the  proportion  of  pure  gold  in  the  chain." 

From  this  case  it  follows  that  where  a  person  has  made  Intentional 

-I..  ,.  J,  ./•  ^.  ri»x   niw-Btatement 

a  false  statement  in  regard  to  a  specific  questKm  of  fact,  ^  ^o  fact 
knowing  that  statement  to  be  false,  with  intent  to  defraud,  punishable. 
and  he  does  defraud  by  means  of  that  statement,  then,  even 
though  the  statement  have  reference  to  the  quality  of  the 
article,  he  will  be  liable  to  be  convicted. 

Placing  a  forged  trade  mark  on  goods  not  the  make  of  Wrongful  uaer 
the   manufacturer   whom   the   trade   mark   denotes   will  marlu. 
amount  to  such  a  statement,  and  it  seems  that  the  shifting 
a  genuine  label  from  goods  of  superior  quality  to  goods 
of  inferior  quality,  though  of  the  same  maker,  will  also 
come  within  the  principle  of  M,  v.  ArcUey  (a). 

In  the  sale  of  goods  by  weight,  if  money  is  obtained  by  Fal»e  prc- 
representing  the  weight  sold  to  be  greater  than  it  really  ^^^t" 
is,  an  indictment  for  false  pretences  will  be  good,  and  it 
will  make  no  difierence  that  the  goods  were  sold  as  a 
whole,  for  instance,  by  the  load,  if  the  price  was  calculated 
on  the  assumption  that  the  load  was  of  the  weight  repre- 
sented by  the  prisoner  (6). 

By  §  105  of  the  Patents  Act,  1883,  penalties  are  now  Fftl^  P^- 
imposed  on  persons  untruly  representing  that  a  trade  mark  registration  nf 
is  registered  (c).  ^^^"^  '^*^^'*- 

Words  are  not  necessary  to  constitute  the  false  repre-  ^*^®  P"" 

•^  .  .     tences  witn- 

sentation.   Thus,  where  hewers  at  a  colliery  placed  in  their  out  words. 
tubs  of  coal  tokens  to  represent  a  greater  weight  of  coal 
than  they  had  in  fact  worked,  it  was  held  that  they  were 
properly  convicted  (cZ). 

(a)  L.  R.  1  C.  0.  R.  301;  12  Cox,  Cox,  460. 

23.  {c)  See  §  9  of  the   Merchandise 

(6)  IL  T.  Sherwood,  7  Cox,  270 ;  Marks  Act. 

R.  V.  jRidgvay,  8  F.  k  F.  888 ;  Jt,  (d)  R  v.  Hunter,  10  Cox,   642 ; 

▼.  Ragg,  8  Cox,  265 ;  R.  v.  Lee,  9  iZ.  v.  Carter,  ib. 


CHAPTER  VI. 

THE  CIVIL  REBiEDY.    L 

Common  L%w.  The  proper  remedy  at  Common  Law  for  a  fraud  committed 
by  means  of  the  infringement  of  a  trade  mark  belonging 
to  a  rival  trader  is  by  an  action  on  the  case  for  deceit. 
The  manner  in  which  that  form  of  action  was  made  appli- 
cable to  cases  of  trade  mark  and  developed  to  meet  the 
necessities  of  such  cases,  which  in  some  respects  differ 
from  other  cases  of  fraudulent  misrepresentation,  may  be 
well  stated  in  the  language  employed  by  Sir  Q.  Mellish, 
L.  J.,  who  says  (a\  "  In  my  opinion,  all  actions  of  this 
nature  must  be  founded  upon  false  representations.  Origin- 
ally, I  apprehend,  the  right  to  bring  an  action  in  respect 
of  the  improper  use  of  a  trade  mark  arose  out  of  the 
Common  Law  right  to  bring  an  action  for  a  false  represent- 
ation, which,  of  course,  must  be  a  false  representation 
made  fraudulently.  It  differed  from  an  ordinary  action 
for  false  representation  in  this  respect,  that  an  action  for 
false  representation  is  generally  brought  by  the  person  to 
whom  the  false  representation  is  made ;  but  in  the  case 
of  the  improper  use  of  a  trade  mark,  the  Common  Law 
Courts  noticed  that  the  false  representation  which  is  made 
by  putting  another  man's  trade  mark,  or  the  trade  name  of 
another  manufacturer,  on  the  goods  which  the  wrongdoer 
sells,  is  calculated  to  do  an  injury,  not  only  to  the  person 
to  whom  the  false  or  fraudulent  representation  is  made, 

(a)  Singer  Manufacturing  Co,  v.  Wilson,  2  Ch.  D.  434—53. 
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but  to  the  manufacturer  whose  trade  mark  is  imitated  ; 
and,  therefore,  the  Common  Law  Courts  held  that  such  a 
manufacturer  had  a  right  of  action  for  the  improper  use  of 
his  trade  mnrk.  Then  the  Common  Law  Courts  extended 
that  doctrine  one  step  farther ;  first,  if  I  recollect  rightly, 
in  the  case  of  Sykea  v.  Sykea  (a).  There  it  was  held  that, 
although  the  representation  was  perfectly  true  as  between 
the  original  vendor  and  the  original  purchaser,  in  this 
sense,  that  the  original  purchaser  knew  perfectly  well  who 
was  the  real  manufacturer  of  the  goods,  and  therefore  was 
not  deceived  into  believing  that  he  had  bought  goods 
manufactured  by  another  person ;  yet  if  the  trade  mark 
was  put  on  the  goods  for  the  purpose  of  enabling  that 
purchaser,  when  he  came  to  resell  the  goods,  to  deceive 
any  one  of  the  public  into  thinking  that  he  was  purchasing 
the  goods  of  the  manufacturer  to  whom  the  trade  mark 
properly  belonged,  then  that  was  equally  a  deception,  a 
selling  of  goods  with  a  false  representation,  which  would 
give  the  original  user  of  the  trade  mark  a  right  of  action. 
That  was  the  Common  Law  right." 

An  acti  tn  on  the  case  for  deceit  at  Common  Law  may  Action  m*y be 

•^  bntnght  by 

then  be  brought,  not  only  by  the  person  who  has  been  manufacturor 
induced  to  purchase  goods  manufactured  by  one  maker  in  ^«''*"<*«**- 
the  faith  that  they  have  been  manufactured  by  another, 
but  also  by  the  maker  of  whose  manufacture  the  goods  iu 
question  have  falsely  been  represented  to  be.  It  seems  at 
least  probable  that  this  principle  was  recognised  as  early 
as  the  reign  of  Queen  Elizabeth.  In  Southeim  v.  How  (6) 
a  case  was  quoted  by  Doderidge,  J.,  in  which,  in  that 
reign,  a  clothier  of  Gloucester,  who  manufactured  better 
cloth  than  any  other  person  in  the  trade,  had  invented 
and  applied  to  his  cloth  a  special  mark  to  denote  his 
manufacture.     Another  clothier  then  pirated  this  mark 

(rt)  3  B.  &  Cr.  .''•41.     And  see  per      Ca«.  15. 
I>>rd   Hlac:kbum,  in   i^ln/fr  Manu.  (b)  3  Cro.  47 ;  Poph.  144;2RoI!e, 

facturifuf  Co.  v.  Looj   (3),   8   A  pp.       28. 
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and  applied  it  to  his  own  inferior  cloth,  and  it  was  hold 

in  the  Court  of  Common  Pleas  that  an  action  on    tlie 

case  for  deceit  would  lie  against  the  fraudulent  clothier. 

Whether  the  action  was  brought  by  the  buyer  of  the  cloth 

or  by  the  rival  clothier  cannot  be  determined,  since  the 

reporters  differ  on  this  point ;  but  this  much  is  clear,  that 

Chief  Justice  Popham  (a)  reported  the  case  as  establishing 

the  right  of  the  defrauded  clothier  to  compensation  for  the 

injury  done  him. 

Right  to  Whatever  the  circumstances  in  that  particular  case  may 

"^"  have  been,  the  principle  that  a  person  who  has  suffered  by 

reason  of  his  trade  mark  being  intentionally  imitated  by 

another  has  a  right  at  Common  Law  to  redress  from  the 

infringer  has  been  repeatedly  acted  on,  and  is  thus  clearly 

stated  by  Coltman,  J.,  in  Rodgers  v.  Nomill  (b),  where, 

after  expressing  his  agreement  with  the  law  laid  down  by 

Williams,  J.,  that  no  man  had  a  right  to  sell  goods  of  his 

own  manufacture  upon  a  false  and  deceitful  representation 

that  they  were  of  the  manufacture  of  another,  he  says : 

"To  this  I  would  add  that  an  action  is  clearly  maintainable 

by  the  party  whose  name  is  so  fraudulently  used,  if  any 

damage  results  to  him  from  the  false  representation." 

At  Common         According  to  the  strict  principles  of  the  Common  Law, 

l^UntenUon  ^^^  ^^  action  in  respect  of  a  trade  mark  to  be  successful. 

must  be  it  must  be  proved  that  the  defendant  acted  with  fraudulent 

^^""^  intention.     "  Proof  of  fraud  on  the  part  of  the  defendant," 

says  Lord  Westbury,  C,  "is  of  the  essence  of  the  action"  (c). 

(a)  The  great  weight  to  be  given  rience  and  knowledge  of  all  businena 

to  any  statement  by  Popham,  C.  J.,  which     conoemed     the     oommon- 

appears  from  the  terms  applied  to  wealth;   accompanied  with   a  rare 

htm  in  6  Co.  Rep.  75,  where  he  is  memory,   with    perpetual   industry 

described    ss   **the   venerable    and  and  labour  for  the  maintenance  of 

honourable  Chief  Justice  of  Eng-  the  tranquillity  and  public  good  of 

land,   and   Councillor    of  State   to  the  realm,  and  in  all  things  behaving 

Queen  Elizabeth  nnd  to  our  Lord  with  great  constancy,  integrity,  ana 

the  King  that  now  is Who  patience."     And  Eyre,  C'.  J.  (1  B  & 

was  a  most  reverent  judge,   of  a  P.  610),  speaks  of  him  as  "  a  very 

ready  apprehension,  profound  judg-  able  judge." 

ment,  most  excellent  understanding  (6)  6  C.  B.  109. 

in  the  true  reason  of  the  law,  and  (c)  Eddtten  v.  Edelsten,  1  De  6. 

of  universal  and  admirable  expe-  J.  &  S.  185. 
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The  general  law  on  the  subject  of  false  representations  is 
summed  up  by  Parke,  B.,  in  Taylor  v.  Aakton  {a\  as  being 
that,  independently  of  any  contract  between  the  parties, 
no  one  can  be  made  responsible  for  a  representation  of 
such  kind  as  there  was  in  that  case  {i.e.,  a  false  representa- 
tion of  the  flourishing  state  of  a  bank,  which  had  induced 
the  plainti£f  to  take  shares),  unless  it  be  fraudulently 
made.  The  law  so  enunciated  was  applied  in  a  succession 
of  trade  mark  cases  at  Common  Law  (&),  the  effect  of 
which  was  stated  by  Lord  Westbury  as  above. 

It  has  been  held  that  intentional  fraud  cannot  be  inferred  Defendant 
from  the  fact  alone  that  the  plaintiff  has  informed  the  expected  de- 
defendant  that  in  his  opinion  the  defendant  was  using  a  <*P'>on. 
trade  mark  calculated  to  deceive,  nor  even  from  the  fact 
being  that  the  trade  mark  so  used  is  really  calculated  to 
deceive ;  there  must  be  evidence  that  the  defendant  believed 
such  deception  to  be  probable  (c);  in  other  words,  that  the 
defendant  has  sold  his  goods  *'  as  and  for "  the  plaintiffs 
goods  (d).    *'  But,"  said  Lord  Blackburn,  in  Singer  Mann- 
faduring  Co.  v.  Loog  (3)  (e),  "it  is  to  my  mind  obvious  that, 
though  the  defendants  might  have  committed  no  action- 


(a)  11  M.  ft  w.  415. 

(6)  See,  among  other  caseB,  SingU- 
ton  V.  Bofton,  3  Doug.  293  ;  Craw- 
thatf  v.  Thompson,  4  Man.  ft  6.  357; 
Rodgert  v.  AWi«,  5  C.  B.  109; 
Mytn  V.  Baker,  3  H.  &  N.  802.  In 
CratB4hay  v.  Thomprnm,  Coltman,  J. 
exprenfied  himself  thus :  "  It  appears 
to  me  that  an  intention  to  deceive 
is  a  necessary  ing^redient  in  this  case. 
The  intention  is  for  the  jury;  and 
fraud  mu!-t  be  made  out  by  proof  of 
an  intention  existing  in  the  mind  of 
the  purty  that  the  iron  should  pass 
as  the  iron  of  the  plaintiff.^'  And 
in  Hargreares  v.  Smith,  Dig.  338^ 
Lush,  J.,  told  the  jury  that  an  in- 
tention to  divert  customers  from  the 
plaintiffs  to  the  defendant  must  be 
proved.  See  per  Lord  Blackburn 
in  Sinf/er  Manirfacturing  Co,  v. 
Loog  (3),  8  App.  Caa.  15,  in  the 
Bouse  of  Lords. 


(e)  CrawBhay  v.  Thompson,  4  Man. 
ft  6.  357. 

{d)  Syket  v.  SyJctM,  3  B.  ft  Cr.  541; 
Moriton  v.  Salmon,  2  Scott,  N.  R. 
449,  2  Man.  ft  G.  385;  Crav$hay  v. 
Thorn ffton,  vJbi  tuprd.  In  Equity,  it 
is  not  necessary  to  prove  fraudulent 
intention,  otherwise  than  by  proving 
that  the  defendant  has  used  a  mark 
which  is,  in  fact,  calculated  to  de- 
ceive, and  this  was  recognised  by 
the  Court  of  Queen's  Bench  in  Dixon 
V.  Fawcui,  3  EIL  ft  £11.  537.  Since 
by  the  Judicature  Act  of  1873, 
§  25,  the  rules  of  Equity  are  to 
prevail  where  they  conflict  with 
those  of  the  Common  Law,  it  ap- 
pears that  at  least  nominal  damages 
should  now  be  recoverable  in  the 
Queen*8  Bench  Division  on  proof  of 
such  facts  as  would  be  satisfactory 
to  a  Court  of  Equity. 

(e)  8  App.  Cas.  15. 
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able  wrong  whilst  using  the  plaintiff's  trade  mark  inno- 
cently, yet,  if  they  persevered  with  the  use  of  it  after  they 
had  knowledge  of  the  facts,  they  would  do  wrong,  and 
there  would  be  evidence  to  support  a  claim  at  law  for 
damages  for  knowingly  selling  the  defendants*  goods  as 
and  for  the  plaintiff's."  And  in  a  recent  Canadian  case 
at  Law  (a),  it  was  held  that  the  plaintiff  was  entitled  to 
damages,  though  the  defendant  denied  any  fraudulent 
intention,  since  the  mark  had  been  registered  for  a  year 
as  the  plaintiff's,  and  the  defendant  must  be  taken  to  have 
known  it. 
Deception  of  It  is  not  necessary,  in  order  for  the  plaintiffs  to  recover, 
not^necewli^  f^''  them  to  show  that  the  defendants  made  fraudulent 
representations  directly  to  the  persons  to  whom  they  sold 
the  goods,  *'  although  they  did  not  themselves  sell  them  as 
goods  of  the  plaintiffs'  manufacture,  yet  if  they  sold  them 
to  retail  dealers  for  the  express  purpose  of  being  resold  as 
goods  of  the  plaintiffs'  manufacture"  (6),  thus  "scattering 
over  the  world  the  means  of  enabling  parties  to  commit 
frauds  upon  the  plaintiffs  "  (c),  proof  c»f  that  would  be 
sufficient  for  the  plaintiffs'  case  (d). 

In  proceedings  under  the  Merchandise  Marks  Act,  1862, 
where  it  is  necessary  to  allege  or  mention  an  intent  to 
defraud,  or  to  enable  another  to  defraud,  it  is  sufficient  to 
allege  or  mention  that  the  defendant  acted  with  intent  to 
defraud  or  to  enable  some  other  person  to  defraud,  without 
alleging  an  intention  hostile  to  any  particular  person  (e). 

The  question  of  fraudulent  intention  is  for  the  jury,  with 
whom  it  rests  to  say  whether  or  not  such  intention  is  proved 
by  the  evidence  before  them  (/).     And  it  was  held  under 


Merchandise 
Marks  Act. 


Questions  for 
jury. 


(a)  BandUer  v.  DejxUie,  Montreal 
Q.  B.,  May  29, 1883. 

(6)  Sykei  v.  Syket,  3  B.  &  Or.  541. 

(c)  Per  Sir  W.  P.  Wood,  V.-C,  in 
Farina  v.  Silveriocky  1  K.  &  J.  509. 

{d)  Compare  the  language  of  the 
Court  of  King's  Bench  in  Polhill  v. 
Waiter,  3  B.  &  Ad.  114 ;  and  see 


Singer  Manufacturing  Co.  v.  TTtZfon, 
2  Ch.  D.  434—42—51—58,  and 
Singer  Manufacturing  Co.  v.  Loog  (3), 
8  App.  Cas.  15. 

{€)  25  ft  26  Vict  c  88,  s.  12. 

(f)  Cramkayv.  Thompton,  4  Man. 
&  U.  857;  Bodgert  v.  Nawill,  5  C.  B. 
109. 
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the  old  practice  that  the  plaintififs  pleadings  must  allege 
with  sufficient  distinctness  a  false  representation  on  the 
part  of  the  defendant  (a),  when  it  was  left  to  the  jury  to 
say  whether  the  defendant  had  adopted  the  particular 
mode  of  deceit  charged  (6). 

In  order  to  entitle  the  plaintiff  to  recover,  it  must  be  PlMntiff  must 
shown  that  the  defendant's  conduct  has  injuriously  affected  ^^^^ 
the  plaintiff,  and  the  plaintiff's  pleadings  must  be  so  framed 
as  to  disclose  a  sufficient  cause  of  action,  so  that  where  a 
banking  business  was  established  in  London  under  the 
same  name  as  a  previously  existing  bank,  it  was  held  that 
the  proprietor  of  the  earlier  bank  could  not  recover,  since 
he  had  not  averred  that  he  was  a  banker  or  had  ever  carried 
on  a  banking  business  (c).  This  case  was  decided  on  the 
same  principle  on  which  it  was  held,  in  the  Court  of  Chan- 
cery, that  there  was  no  infringement  of  trade  mark  unless 
there  was  actually  in  the  market  a  vendible  article  to  which 
the  mark  was  in  some  way  attached,  and  that  no  right  to 
an  injunction  existed  before  the  article  had  in  fact  been 
produced,  even  though  it  had  been  repeatedly  advertised, 
and  considerable  outlay  so  incurred  (d). 

By  §  22  of  the  Merchandise  Marks  Act,  1862,  "  every  Merchandise 

'ijiiir  n  1  1  Marka  Act 

person  aggrieved  by  the  forgery  of  a  trade  mark,  or 
use  of  a  forged  trade  mark,  is  entitled  to  maintain  an 
action  for  damages  for  the  injury  done  him  by  the  wrongful 
act,  and  for  an  injunction  to  prevent  the  repetition  or  con- 
tinuance of  the  same  or  a  similar  act. 

Where   A.  ordered  from  B.  a  quantity  of  fire-bricks,  Costs  incurred 
marked  with  the  name  of  C,  who  used  it  as  his  own  trade  fiud  ^*° 


(a)  Morison  v.  Salmon^  2  Scott, 
K.  R  449 ;  2  Man.  ft  6.  885. 

(6)  Hodffen  t.  NawiO,  5  C.  B.  109. 
In  irargreavu  v.  Smi^f  Dig.  838, 
Lush,  J.,  left  it  to  the  juiy  to  say 
(1)  whether  the  plaintiffs'  mark  was 
m  good  one ;  (2)  whether  it  had  been 
imitated ;  (8)  whether,  if  there  was 
imitation,  it  was  with  intent  to  de* 


ceive.    And  see  OUlespU  db  Co.  v. 
Afarahall,  Dig.  648. 

(c)  Lawion  v.  Bank  of  London^  18 
C.  B.  84.  And  see  per  Lord  Black- 
bum  in  Singer  Manufacturing  Co,  v. 
Loog  (8),  8  App.  Gas.  15. 

(d)  McAndrew  v.  Batsetf,  4  De 
G.  J.  ft  S.  880 ;  Maxxcell  v.  Hogg, 
L  K.  2  Ch.  807. 

L2 
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veredfrom 
him. 


Innocent 
Tender  of 
goods  falsely 
marked. 


Damages. 


mark,  and  the  order  was  being  executed  by  B.  in  ignorance 
of  C.'s  rights,  C.  filed  a  bill  in  Chancery  to  restrain  B.,  who 
compromised  the  matter  on  paying  a  sum  amounting  in 
all,  including  costs,  to  over  £200.  On  B.  bringing  an 
action  against  A.  to  recover  the  sum  which  he  had  so  been 
compelled  to  pay,  it  was  held  by  the  Court  of  Queen's 
Bench  that  he  was  entitled  to  recover  that  sum,  C.  being 
entitled  to  an  injunction  in  Equity  on  mere  proof  of  the 
imitation,  though  at  Common  Law  he  would  have  had  to 
prove  fraud  on  the  part  of  B.  (a). 

It  has  been  held  in  America  that  an  innocent  vendor  of 
goods  falsely  marked,  the  genuineness  of  which  he  has  not 
warranted,  is  entitled  to  maintain  an  action  to  recover  the 
price  of  the  goods  from  a  person  to  whom  he  has  sold 
them  (6). 

Although  it  cannot  be  assumed  by  the  Court,  in  default 
of  evidence,  that  the  same  quantity  of  goods  which  a 
defendant  has  sold  under  a  trade  mark  imitated  from  that 
of  the  plaintiff  would  have  been  sold  by  the  plaintiff,  but 
for  the  defendant's  unfair  competition  (c),  yet,  where  the 
whole  profit  made  by  an  infringer  upon  the  sale  of  the 
goods  wrongfully  marked  was  awarded  by  the  jury  as 
damages,  the  American  Court  held  that  this  was  not 
excessive,  and  said  that  the  fact  that  it  was  impossible 
to  apportion  the  profit,  rendered  it  just  that  the  infringer 
should  lose  the  whole  (d).  And  in  Taylor  v.  Carpenter  (e), 
when  the  defendant,  against  whom  a  verdict  had  been 
found  with  substantial  damages,  moved  for  a  new  trial, 
urging,  among  other  arguments,  that  the  jury  should  have 
been  told  that  if  the  defendant's  goods  wore  not  inferior 
to  the  plaintiffs',  the  latter  could  not  recover,  or  at  all 


(a)  Dixon  v.  Fawcua,  8  £11.  &  Ell. 
C87. 

(6)  Rvdderow  v.  Huntingto/iy  3 
Sand.  S.  G.  252,  R.  Coz,  106. 

{e)  Leather  Ooth  Co.  v.  ffirichfefd, 
L.  R.  1  Eq.  299. 


{d)  Graham  v.  Plate,  40  C»l.  593, 
6  Amer.  Rep.  639.  And  see  Ho- 
itetter  v.  VotnnkU,  1  Dill.  829. 

{e)  2  Wood.  &  M.  1;  P  L.  T.  (014 
Series)  514,  R,  Cox,  82—42, 
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events  could  recover  only  nominal  damages,  it  was  held 
that  the  plaintiffs  were  not  only  not  debarred  from  recover- 
ing at  all,  but  that  they  could  recover  substantial  damages, 
"  since  the  actual  damage  suffered  by  loss  of  sales  by  the 
plaintifib,  which  was  the  ground  of  recovery,  was  just  as 
great  as  if  the  thread  had  been  inferior,  though  the  credit 
of  their  mark  and  thread  might  not  suffer  as  much  thereby, 
if  it  did  at  aa" 

That  a  plaintiff  is  entitled  to  recover  some  damages  Nomlnfl 
where  his  trade  mark  has  been  infringed,  appears  clearly  ^1;;;^^^ 
from  Blofeld  v.  Payne  (a),  in  which  Lord  Denman,  C.  J.,  Infringed, 
told  the  jury  that  even  if  the  defendants'  hones  were  not 
inferior,  the  plaintiff  was  still  entitled  to  some  damages, 
inasmuch  as  his  right  had  been  invaded  by  the  fraudulent 
act  of  the  defendanta  The  jury  found  a  verdict  for  the 
plaintiff,  with  a  farthing  damages,  and  also  found  that  the 
defendants'  hones  were  not  inferior  to  the  plaintiff's.  The 
verdict  was  upheld  by  the  Court  of  King  s  Bench,  Little- 
dale,  J.,  saying  that  "the  act  of  the  defendants  was  a 
fraud  against  the  plaintiff,  and  that  even  if  it  occasioned 
him  no  specific  damage,  it  was  still,  to  a  certain  extent,  an 
injury  to  his  right."  It  is  evident  that  in  this  case, 
although  the  plaintiff  did  not  suffer  in  reputation  by  the 
sale  of  inferior  hones  as  his,  yet  he  suffered  in  another 
way,  his  custom  being  diminished  to  an  undetermined 
extent  by  goods  being  sold  as  his,  so  as  to  compete  with 
those  really  of  his  make  (6). 

The  first  recorded  case  of  trade  mark  brought  before  the  Eqnlty— 
judicial  notice  of  the   Court  of  Chancery  was  that  of^^'"'^''' 
Blanchard  v.  Hill  (c),  in  1742,  which,  however,  resulted 
in  a  statement  by  Lord  Hardwicke,  C,  that  he  did  not 

(a)  4  B.  ft  Ad.  410.  D.  Smith,  343,  R.  Cox,  142 ;  CTiap- 

(6)  See  per  Enkine,  J.,  in  Moruon  pell  v.  Davickon,  2  K.  &  J.  ]  23 ; 

Y.  Salmon,  2  Scott,  N.R.  449;  2  Man.  Singer  Manufacturing  Co.  v.  Wilwon, 

&  G.  885 ;  and  per  Wilde,  C.  J.,  in  2  Ch.  D.   434—42—51—54  ;    and 

Rodgeru  y.  NowUl,  5  C.  B.  109 ;  also  Bondier  v.  Depatie,  Montreal  Q.  B., 

Ccfeen  v.  Brunton,  4  McLean,  516,  May  29,  1883. 

B.  Cox,  82 ;  Lemdne  v.  Oanton,  2  £.  (c)  2  Atk.  484. 
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Growth  of 


know  "  any  instance  of  granting  an  injunction  in  Chancery 
to  restrain  one  trader  from  using  the  same  mark  with 
another/'  and  that  he  thought  **  it  would  be  of  mischievous 
consequence  to  do  it." 

In  Day  v.  Day  (1816)  (a),  Henry  v.  Price  (1831)  (6), 
^a^^^""^  and  Gout  v.  Aleplogln  (1833)  (c),  however,  injunctions 
were  granted  to  restrain  the  infringement  of  the  plaintiffs' 
trade  marks,  and  from  this  time  the  steadily  increasing 
number  of  such  cases  coming  before  the  Court  of  Chan- 
cery shows  the  growing  favour  with  which  that  Court  was 
regarded  by  suitors,  the  chief  incentive  no  doubt  being 
the  more  beneficial  character  of  the  remedy  awarded,  by 
injunction  and  account,  as  compared  with  the  Common 
Law  remedy  of  damages.     By  degrees  the  Court  of  Chan- 
cery absorbed  the  jurisdiction  in  trade  mark  cases,  until 
such  cases  were  rarely  if  ever  tried  in  the  Common  Law 
Courts,  except  when  they  were  remitted  by  a  Chancery 
judge  for  trial  of  the  Common  Law  right.     That  practice 
was  discontinued  in  consequence  of  Sir  John  Bolt's  Act  (d), 
and  the  effect  has  been,  notwithstanding   the   extended 
power  given  to  the  Common  Law  Courts  by  the  Merchan- 
dise Marks  Act  of  the  same  year  (e),  to  confine  the  con- 
sideration of  this  class  of  cases  more  strictly,  if  possible, 
than  before  to  the  Court  of  Chancery. 

This  fact  was  recognised  by  the  Chancery  Division  being 
appointed  to  administer  the  Trade  Marks  Eegistration 
Acts  (/),  and  although  the  High  Court  of  Justice  generally 
is  now  substituted  for  the  Chancerj'^  Division  (^r),  it  seems 
probable  that  trade  mark  cases  will  continue  to  be  brought 
before  that  Division. 


RegUtrAtion 
Acts  adminU' 
tered  by 
Chancery 
Division. 


(«)  Big.  21. 

{b)  1  Leg.  Obs.  364. 

{e)  5  Leg.  Obs.  495,  and  6  Beav. 
69  n.;  and  see  Day  v.  Binning,  C.  P. 
Cooper,  4b 9 ;  and  1  Leg.  Obs.  205. 

(rf)  25  &  26  Vict.  c.  27.  But  in 
souie  of  the  American  Courts  cases 
of  doubtful  right  are  still  sent  for 


trial  at  law:  SdUer  v.  PwxU,  8 
Phila.  296. 

(f)  26  *.  26  Vict.  c.  88,  §21. 

(/)  38  k  89  Vict.  c.  91  ;  39  &  40 
Vict.  c.  33  ;  and  40  &  41  Vict.  c.  87. 
See  the  old  Rule  42,  and  In  re  Orr- 
Etcing  (2),  28  W.  R.  412. 

{g)  §  117  of  Patento  Act,  1888. 
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The  comptroller  appointed  under  the  Patents  Act  is^S^^JJ*^^ 
however,  subject  to  the  superintendence  of  the  Board  of 
Trade,  the  extent  of  whose  jurisdiction  is  not  yet  clearly 
ascertained,  though  it  may  be  presumed  that  cases  of 
difficulty  will  be  reserved  for  the  consideration  of  the 
Court  (a). 

The  principles  on  which  the  Courts  of  Equity  have  longJ*rinc»p'«» 
acted  in  cases  where  a  va]id  trade  mark  has  been  affixed  Equity  with 
to  the  eroods  or  to  wrappers  or  vessels  containing:  them —  f^p^ct  to 

®  *  ^  ®  trade  marks. 

principles  by  which  those  cases  must,  as  it  seems,  be 
governed  for  the  future,  before  whichever  branch  of  the 
High  Court  of  Justice  they  may  come  (b) — ^are  thus  ex- 
plained by  Sir  Q.  Jessel,  M.  R,  in  Singer  Momufacturing 
Co,  V.  Wilson  (c). 

"  It  is  quite  immaterial  that  the  maker  of  the  goods  to 
which  what  I  will  call,  for  sake  of  shortness,  the  trade 
mark  is  affixed,  did  not  know  that  it  was  a  trade  mark, 
and  had  not  the  slightest  intention  of  defrauding  anybody. 
Ke  must  not  put  as  a  mark  on  goods,  even  though  he 
intends  to  establish  it  as  his  own  trade  mark,  that  which 
is  the  known  trade  mark  of  other  people,  and  he  would  be 
restrained  by  injunction,  though  he  thought  he  himself 
had  invented  the  trade  mark,  and  bond  fide  intended  it  to 
designate  goods  of  his  o^vn  manufacture.  And  the  reason 
is  obvious,  because  the  goods  pass  from  hand  to  hand,  and 
though  he  may  act  with  the  utmost  bona  fideSy  yet  the 
ultimate  purchasers  might  believe  that  they  were  the  real 
goods,  that  is  to  say,  that  they  were  manufactured  by  the 
person  entitled  to  the  original  trade  mark.  Therefore,  in 
that  case,  knowledge  that  he  is  doing  anything  wrong  is 
immaterial,  even  in  the  maker. 

"Another  element  which  is  sometimes  imported  into 
these  cases  has  also  no  material  bearing ;  that  is,  that  if 

(a)  Ab  to  the  position  of  the  late  5  Ch.  D.  353 ;   In  re  HotJierham,  14 

CommisrioDers  of    Patents,   whose  ib,  5S5, 

fonctions  are  now  transferred  to  the  {b)  See  Judicature  Act  of  1873, 

Board  of  Trade,  see  /n  re  Meilie,  §  25. 
2i  W.  K.    1067 ;   In  re  BarrtncB,  (c)  2  Ch.  D.  434. 
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the  maker  knows  that  they  are  not  the  goods  of  the  person 
entitled  to  use  the  trade  mark,  and  communicates  that 
knowledge  to  the  immediate  purchaser,  it  makes,  as  I  have 
said,  no  difierence ;  and  even  if  he  does  not  know  it,  and 
tells  the  immediate  purchaser  that  the  goods  are  of  his  own 
manufacture,  it  will  still  not  save  him  from  an  injunction, 
because,  although  the  immediate  purchaser  from  him  is 
aware  that  the  goods  in  question  are  not  manufactured  by 
any  other  person  than  the  vendor,  yet,  as  he  passes  them 
on,  the  representation  does  not  necessarily  pass  on  with 
them,  and  therefore  the  next  purchaser,  or  the  following 
or  some  other  purchaser,  or  the  public  at  large,  who  are 
the  ultimate  purchasers,  would  be  as  much  deceived  as  if 
no  such  communication  took  place.  Consequently,  you 
have  nothing  more  to  do  than  to  show  that  the  trade  mark 
has  been  taken"  (a). 
At  first  When  trade   mark  cases  were  first  brought  into  the 

lowed^the  Court  of  Chancery,  they  were  treated  on  the  same  prin- 
Common  Law.  Qip^Q  as  they  were  at  Common  Law,  and  redress  was 
refused  where  actual  intentional  fraud  was  not  alleged  and 
substantiated.  The  existence  of  anything  that  could  be 
called  a  right  of  property  in  a  trade  mark  was  denied, 
and  a  fear  expressed  that,  if  that  should  be  admitted,  a 
stronger  monopoly  than  even  a  patent-right  would  be 
created  (6). 

In  the  year  1838,  however,  when  the  case  of  MiUington 


MilUngton  y. 
Fox, 


(a)  And  see  per  Lord  Cairns,  C, 
Singer  Manufacturing  Co.  v.  WiUonj 
3  App.  Caa.  891,  and  Lord  O'Hagan, 
ib,  896.  So,  in  Scotland,  "on  an 
application  for  an  interdict  it  is  not 
only  not  necesaazy  to  prove  any 
pecuniary  damage,  but  it  is  not  ne- 
oessary  to  prove  that  any  injury  has 
been  actually  inflicted.  A  threat  of 
injury  \a  a  sufficient  ground  for  an 
application  for  an  int^ict ;  and  in 
like  manner  a  reasonable  apprehen- 
sion of  injury  from  the  proceedings 
of  the  parties  complained  against  is 


also  in  many  circamstanoes  a  very 
good  (pround  for  sach  an  applica- 
tion." (Per  the  Lord  President,  in 
Singer  Manufaduring  Co,  v.  Kim- 
ball  dt  Mortony  Ct.  Sess.  Cas.  8rd 
Ser.  XI.,267.)  And  in  India  "it  is 
not  enough  to  say  that  there  was  no 
fraudulent  intention.  That  is  no 
reason  why  an  injunction  should 
not  be  granted."  (Per  Phear,  J., 
Oraham  ii  Co.  v.  Kerr^  Dodt  ds  Co., 
3  Beng.  L.  R.  App.  4.) 

(6)  Blanchard  v.  HUl,  2  Atk.  484; 
Cankam  v.  JoneB^  2  V.  &  B.  218. 
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V.  Fox  (a)  came  before  Lord  Cottenham,  C,  the  Lord  Chan- 
cellor perceived  that  when  goods  made  by  one  man  were 
put  upon  the  market  bearing  the  trade  mark  of  another, 
the  same  evil  effects  were  produced,  whether  the  mark  was 
so  affixed  for  fraudulent  purposes  or  with  innocent  inten- 
tions, since  purchasers  would  buy  A.'s  goods  in  the  belief 
that  they  were  B.'s,  and  B.  would  be  deprived  of  the  custom 
intended  for  him;  so  that  A.,  whether  by  his  own  con- 
trivance or  not,  would  profit  at  the  expense  of  B.  and  the 
public.  In  that  case  it  was  accordingly  held  by  the  Lord 
Chancellor  that  the  plaintiffs  were  entitled  to  an  injunction, 
although  he  stated  in  express  terms  that  he  saw  no  reason 
for  thinking  that  there  had  been  any  fraudulent  user  by 
the  defendant  of  the  plaintiffs'  mark  (6). 

The  decision  in  this  case  gave  rise  to  some  difference  of  Qnestion  ms  to 
opinion  among  the  judges,  some  holding  that  the  jurisdic-  j^SidlSh'*  ^ 
tion  of  the  Court  of  Chancery  in  these  cases,  like  that  of 
the  Common  Law  Courts,  was  founded  on  intentional 
fraud,  and  denying  any  exclusive  right  in  trade  marks  (c), 
while  others  held  that,  intentional  fraud  not  being  neces* 
sary  for  the  injunction,  the  jurisdiction  must  be  held  to  be 
founded  on  the  protection  of  a  right  of  property  in  the 
trade  mark  (d). 


uon. 


(a)  8  My.  &  Cr.  338 ;  and  see  the 
earlier  caae  of  Gout  v.  Alqploglu^  5 
Leg.  Obe.  495. 

(o)  See  per  Lord  Blackburn  in 
Sinffer  Manufacturing  Co,  ▼.  Loog 
(3),  8  App.  Gas.  15. 

(c)  Peny  v.  Tru^t,  6  Beav.  66  ; 
Croft  y.  Day,  7  Beav.  84 ;  Foot  v. 
Lea,  13  Ir.  £q.  484 ;  Edd§tenv.  Vicl; 
11  Hare,  78 ;  CoUins  Co.  v.  Browny 
3  K.  &  J.  423;  Collins  Co,  t.  Cowen, 
8  K.  ft  J.  428 ;  Leather  Cloth  Co.  y. 
American  Leather  Cloth  Co.,  1  H.  ft 
M.  271;  McAndrew  v.  BoiteUy  33  L. 
•J.  Ch.  561 ;  WaUon  v.  CrowUy,  3  Bl. 
C.  C.  440,  R.  Cox,  166. 

{d)  Farina  v.  SUverioek,  6  De  G. 
M.  &  G.  214 ;  Bioyen  v.  HUU,  26 
BeaT.  244 ;  ClemerU  v.  Maddiek^  1 


Giff.  98;  Emperor  q^  Aiutria  v. 
Day,  8  De  G.  F.  A  J.  217 ;  Wdch 
V.  KnoU,  4  K.  &  J.  747 ;  Eddttmy. 
Bddsten,  1  De  G.  J.  &  S.  185;  Hall 
V.  Barrxnot,  4  ib.  150;  McAndrew 
V.  Bassett,  4  ib.  880 ;  Leather  Cloth 
Co.9*  cote,  4  i6. 137 ;  11  H.  L.  C.  623 ; 
CaHifT  V.  CaHiU,  31  Beav.  292 ;  Moet 
V.  Coiuton,  88  ib.  578;  Barnett  y. 
Leuchars,  13  L.  T.  N.  S.  495 ;  Max- 
well  V.  Hogg,  L.  R.  2  CL  807; 
Collint  Co.  V.  Beeves,  28  L.  J.  Cb.  66 ; 
Bradbury  v.  Beeton,  89  ib.  57 ;  Badde 
V.  Norman,  L.  R.  14  Eq.  848  ;  Hirst 
V.  Benham,  ib.  542 ;  SnM  v.  Mason, 
W.  N.  1875,  p.  62  ;  ApoUinaris  Co.  v. 
Norris,  83  L.  T.  N.  S.  242  ;  Ckeavin 
y.  WaUoer,  5  Ch.  D.  850 ;  Singer  Ma- 
nufacturing Co.  y,   Wilson,  8  App. 
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DeCerenoe  to       In  Motley  V.  Downnuin  (a),  it  was  laid  down  broadly 
'  that  the  jurisdiction  of  the  Court  of  Chancery  was  merely 
ancillary  to  that  of  the  Common  Law,  and  that  the  right 
to  redress  must  be  determined  by  the  rules  of  the  Common 
Law;  and  accordingly  cases  were  frequently  referred  to  the 
Common  Law  Courts  for  the  determiuation  of  the  right, 
before  the  equitable  remedy  was  awarded  (6).    That  prac- 
tice, however,  gradually  died  out  as  the  principle  of  inter- 
ference in  the  absence  of  intentional  fraud  came  to  be 
recognised,  and  Sir  John  Bolt's  Act  (c)  finally  put  an  end 
to  it. 
Principle  of        The  explanation  given  by  Sir  W.  P.  Wood,  V.-C,  of  the 
/■oB  exSidned  decision  in  MiUington  v.  Fox  (d)  and  other  cases  in  which 
byV.-aWood.  relief  was  given  without  proof  of  fraudulent  user,  was, 
that  it  was  on  the  principle  ''  that  although  a  person  had 
used  another  man's  trade  mark  perfectly  innoceutly,  yet 
if  he  continued  for  one  moment  after  he  had  been  told  of 
it  to  use  another  man's  trade  mark,  he  did  so  fraudulently, 
and  if  he  sought  to  keep  in  his  pocket  profits  which  he  had 


Cas.  376  ;  Same  v.  Loog  (3),  SibAb; 
OriUon  T.  Ou4mn,  W.  N.  1877,  p. 
14 ;  Bantome  v.  Orakam,  51  L.  J. 
Ch.  897  ;  Cowtn  v.  ffuUon,  46  L.  T. 
N.  S.  897.  So  in  Sootland— .Siii^tfr 
Mant^fiicturing  Co.  v.  KimbaU  dr 
MorUm,  Ct  Bern.  Cas.  Srd  Ser.  XL, 
267;  in  Ireland — Kinakan  v.  Bolton^ 
16  It.  Ch.  75  ;  Wheeler  v.  Johntt'n,  8 
L.  R.  Ir.  284 ;  in  Indit^OrrEwing 
A  Co.  y.  Grant,  Smith  4*  C%>.,  2  Hyde, 
185  ;  in  Canada— TVo/Aivr  ▼.  Alley, 
13  Grant,  XJp.  Can.  Ch.  366  ;  in  the 
United  Stotefr— 2>am  v.  Kendall,  2 
R.  I.  666,  R.  Cox,  112  ;  Clark  v. 
Oark,  26  Barb.  76,  R.  Cox,  206 ; 
DaU  V.  SmUhwi,  12  Abb.  Pr.  237, 
R.  Cox,  282 ;  Woodward  v.  Lazar, 
21  Cal.  448,  R.  Cox,  300  ;  Dernnger 
V.  Plate,  29  Cal.  292,  R  Cox,  824  ; 
Bradley  v.  NorUm,  83  Conn.  157,  R. 
Cox,  331 ;  GilloU  r.  E$terlm)6k,  47 
Barb.  455,  R.  Cox,  340,  3  Sickelfl, 
374 ;  Bumetty,  Phalon,  9  Boe.  192; 
R.  Cox,  876 ;  Filley  v.  FoMeU,  44 


Mo.  173,  R  Cox,  530 )  Dhxm  Cru- 
cible Co.  V.  Guggenheim,  2  Brewster, 
321,  R.  Cox.  559;  Stoneibtaker  v. 
Stonebraker,  33  Md.  252 ;  State  of 
Mi$9ouH   Y.    Gibbi,    56   Ma   133 
Win$or   v.    ayde,    9    Phila.   518 
MaekweU  y.  Armistead,  5  Am.  L.  T 
85;  Colman  v.  Crump,  70  N.  Y.  578 
RiUet  y.  CarUer,  61  Barb.  S.  C.  435 
GUman  y.  HunneweU^  122  Maf^s.  139 
McLean  y.  Fleming,  96  U.  S.  Rep. 
245;    Kidd    y.    Johntm,    100    ih 
617;    Robertion  y.  Berry,  50  Md. 
591. 

(a)  3  My.  &  Cr.  1. 

(6)  Perry  v.  TVu^tt,  6  Beav.  66 ; 
Rodger*  v.  NounU,  6  Hare,  325; 
Foot  y.  Lea,  13  Ir.  £q.  484 ;  Farim 
y.  Silrerloek,  1  K.  ft  J.  509;  and 
others.  In  some  of  the  American 
States,  e.g.,  in  Pennsylvania,  the 
same  practioe  is  still  followed : 
SdlTcr  V.  PoveU,  8  Phila.  296. 

(c)  25  ft  26  Vict.  c.  27. 

id)  8  My.  ft  Cr.  838. 
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made  by  representing,  however  innocently,  that  his  goods 
were  another  person's,  after  he  had  been  told  of  the  fact, 
it  was  firaud  "  (a). 

From  this  view  Lord  Westbury,  C,  dissented  (6),  and  the  By  Lord 
view  now  generally  accepted  as  to  the  principles  govern-  *  ^^' 
ing  the  action  of  the  Courts  of  Equity  was  thus  stated  by 
him,  in  the  Leather  Cloth  Co.8*  case  (c) :  "  The  representa- 
tion which  the  defendant  is  supposed  to  make  that  his 
goods  are  the  goods  of  another  person  is  not  actually 
made  otherwise  than  by  his  appropriating  and  using  the 
tiade  mark  which  such  other  person  haa  an  exclusive 
right  to  use  in  connection  wtlh  the  sale  of  some  commo- 
dity; and  if  the  plaintiff  has  an  exclusive  right  to  use 
any  particular  mark  or  symbol,  it  becomes  his  propei'ty 
for  the  purposes  of  such  application,  and  the  act  of  the 
defendant  ia  a  violation  of  such  right  of  property,  corre- 
sponding with  the  piracy  of  copyright  or  the  infringement 
of  a  patent.  I  cannot  therefore  assent  to  the  dictum  that 
there  is  no  property  in  a  trade  mark.  It  is  correct  to  say 
that  there  is  no  exclusive  ownership  of  the  symbols  which 
constitute  a  trade  mark,  apart  from  the  use  or  application 
of  them,  but  the  word  '  trade-mark '  is  the  designation  of 
marks  or  symbols  when  applied  to  a  vendible  commodity, 
and  the  exclusive  right  to  make  such  user  or  appfication 
is  rightly  called  '  property.' "  "  The  tnie  principle,  there- 
fore, seems  to  be  that  the  jurisdiction  of  the  Court  in  the 
protection  given  to  trade  marks  rests  upon  property ;  and 
that  the  Court  interferes  by  injunction,  because  that  is  the 
only  mode  by  which  such  property  can  be  effectually  pro- 
tected. The  same  things  are  necessary  to  constitute  a 
title  to  relief  in  Equity  in  the  case  of  the  infringement 


(a)  McAndreic  v.  DomcU,  33  L.  J.  Loog  (3),  8  App.  Cas.  15 

Ch.  561.    See  per  Lord  Cairns,  in  (6)  EdeUten  y.  EddaUn,  1  De  G. 

Sin^  Manufacturing  (Jo.  v.  WiUon^  J.  &  S.  185;  LecUker  Cloth  Co.$'  cawej 

3  App.  Cas.  376—391,  and  per  Lord  4  ib.  137;  JIall  v.  Barroiot,  ib.  160 ; 

BUckbum   in  that  case  (t6.   400)  Mc Andrew  y.  BasieU,  ib,  880. 

ud  in  Singer  Manufacturing  Co,  y.  (r)  4  De  G.  J.  &  S.  137. 
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In  what  aeiue 
f  x»ud  is 
required  in 
Equity. 


Intention  im- 
material in 
Equity. 


of  the  right  to  a  trade  mark  as  in  the  case  of  the  violation 
of  any  other  kind  of  property.  First,  the  plaintiff  must 
prove  that  he  has  an  exclusive  right  to  use  some  particular 
mark  or  symbol  in  connection  with  some  manufacture  or 
vendible  commodity;  and  secondly,  that  this  mark  or 
symbol  has  been  adopted  or  is  used  by  the  defendant  so 
as  to  prejudice  the  plaintiff's  custom  and  injure  him  in 
his  trade  or  business  "  (a). 

Still,  even  though  it  be  admitted  that  the  Law  of  Trade 
Marks  is  based  upon  a  right  of  property,  fraud  also  is  neces- 
sary to  entitle  the  owuer  of  the  trade  mark  to  redress  (6). 
But  the  fraud  does  not  consist  in  an  intention  to  deceive 
on  the  part  of  the  defendant,  but  in  an  actual  deception,  or 
in  the  creation  of  a  probability  of  deception  (c),  inde- 
pendently of  any  fraudulent  intention.  "Imposition  on 
the  public,"  says  Lord  Westbury  (d),  "  is  indeed  necessary 
for  the  plaintiff's  title ;  but  in  this  way  only,  that  it  is  the 
test  of  the  invasion  by  the  defendant  of  the  plaintiff's 
right  of  property;  for  there  is  no  injury  done  to  the  plain- 
tiff if  the  mark  used  by  the  defendant  be  not  such  as  may 
be  mistaken,  or  is  not  likely  to  be  mistaken,  by  the  public 
for  the  mark  of  the  plaintiff.  But  the  true  ground  of  the 
Court's  jurisdiction  is  property." 

The  exact  language  in  which  the  principle  on  which  the 
Court  of  Chancery  has  acted  is  to  be  described  is  really 
immaterial,  and  in  fact  "merely  a  question  of  nomen- 


(a)  In  WaUxr  v.  AUey,  18  Grant, 
Up.  Can.  Ch.  866,  Van  Koughnet, 
Chancellor  of  Upper  Canada,  said: 
'*  Some  difficulty  may  be  created  by 
the  use  of  the  word  'property*  in 
trade  markF.  It  may  be  paid,  *  What 
is  property,  udIobb  it  be  something 
tai^blef  I  take  property,  when 
VLPed  in  this  connection  and  sense,  to 
be  a  means  by  which  money  or 
money's  worth,  in  the  shape  of 
profit  or  otherwise,  is  created  or  ob- 
Uined." 


(6)  See  per  Sir  G.  Melli^h,  L.  J., 
in  Singer  Manufacturing  Co.  v.  Wil- 
«m,  2  Ch.  D.  434—58. 

(f)  Compare  per  Sir  C.Hal],y.-C., 
in  Cope  v.  Evan^  L.  R.  18  £q.  138. 
And  see  Kinney  v.  Basch^  Dig.  542. 

(d)  HaU  V.  Barnym,  4  De  O.  J.  ft 
S.  150;  and  see  per  Lord  Cran- 
worth,  C,  in  Farina  v.  SUverlock, 
6  De  6.  M.  ft  6.  214,  and  per 
Jessel,  M.  R.,  in  Ckearin  ▼.  Walker^ 
5  Ch.  D.  850. 
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clature"  (a),  since  the  important  and  substantial  point  is 
completely  establishcKl,  that  in  cases  of  trade  mark  no- 
thing more  has  to  be  done  "  than  to  show  that  the  trade 
mark  has  been  taken  "  (&). 

The  right  in  a  trade  mark  registered  under  the  Trade  Right  of 
Marks  Acts  or  the  present  Patents  Act  is  strictly  a  right  EJu^Sd 
of  property  (c),  the  person  entitled  to  it  is  the  proprietor  (d) ;  n^^k. 
he  is  entitled  to  the  exclusive  use  of  it  (e) ;  and  though 
his  rights  in  regard  to  it  are  in  some  respects  less  un- 
limited than  those  of  owners  of  other  kinds  of  property, 
e.g,,  the  inability  to  transfer  it  except  ill  connection  with 
the  goodwill  of  the  business  (/),  still,  subject  to  the  pro- 
visions of  the  Patents  Act,  he  is  entitled  to  deal  with  it  as 
he  chooses. 

In  trade  mark  cases, ''  in  order  to  found  the  jurisdiction  Elemmito 
of  the  Court,"  says  the  Lord  Chancellor  of  Ireland  (g),  ?,SJ^d|Ssdl 
"  there  must  be   established,  firat,  the  existence  of   the  ^^^ 
trade  mark;   next,  ihe  fact  of  an  imitation,  whether  a 
direct  imitation,  or  one  with  such  variations  that  the  Court 
must  regard  them  as  merely  colourable ;  and  thirdly,  the 
fBLci  that  the  imitations  were  made  without  licence  (h)  or 
anything  that  the  Court  could  regard  as  acquiescence  in 
their  use."    The  law  is  the  same  in  the  three  kingdoms, 
for,  said  Bacon,  V.-C,  in  Singer  Manufacturing  Co.  v. 
Loog  (3)  (i),  '•  the  law  of  Scotland  does  not  in  this  respect 


c- 


(a)  Per  Sir  W.  P.  Wood,  V.-C, 
MeAndrew  ▼.  Ba8$eU,  83  L.  J.  Ch. 

(6)  Sir  Q.  JerneH,  HR.,  in  Singer 
Mamttfaehtrmg  Oo.  ▼.  WiUon,  2  Ch. 
D.  484  ;  and  see  Orr-Ewing  4s  Co.  v. 
JokntUm  A  Co.,  13  Ch.  D.  434,  «nd 
the  cMes  coUeoted  at  note  (d)  on  p. 
153,  wu^prd. 

{e)  See  J^io  T.  SUphemy  Dig.  609. 

{d)  f§  3,  4,  6  of  the  Act  of  1875 ; 
Ij  62,  66,  71,  72,  76  of  the  Act  of 
1S83. 

(e)  §  3  of  the  Act  of  1875 ;  §  76 
of  the  Act  of  1883. 

(/)  §  2  of  the  Act  of  1875;  §  70 


of  the  Act  of  1883. 

{g)  Kinahan  ▼.  BoUon,  15  Ir.  Ch. 
75.  See  Linde  v.  Bentd,  29  N.  Y. 
Sup.  Ct.  601. 

(A)  It  has  heen  held  in  America 
that  if  the  defendant  is  the  holder 
of  a  licence  from  the  plaintiff,  he 
cannot  contest  the  validity  of  the 
plaintiff's  mark,  bnt  that  he  may  set 
up  that  he  was  ioduoed  to  enter  into 
the  agreement  by  fraudulent  repre- 
seotations  :  HiUen  v.  Libby,  44  N.  Y. 
Super.  Ct.  12.  And  see  the  observa- 
tions in  that  case  with  respect  to 
pleading. 

(0  18  Ch.  D.  395. 
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ProoeedingB 
io  Equity. 


(i.e,,  with  respect  to  tiude  marks)  differ  firom  the  law  of 
England/'  The  principles  which  govern  the  one  govern 
the  other. 

In  order  to  ensure  a  full  disclosure  of  the  facts  bearing 
upon  these  points,  the  Court  will  grant,  if  necessary, 
discovery  and  inspection,  and  upon  the  satisfactory 
establishment  of  the  plaintiff's  case,  will  award  its  appro- 
priate remedy  of  an  injunction  (a),  framed  in  such  terms  as 
best  to  counteract  the  illicit  designs  of  the  infringer.  And 
the  injunction  will  be  granted,  even  though  the  defendant 
has  ceased  to  use  the  pirated  trade  mark  (h),  and  has  offered 
to  undertake  not  to  use  any  of  the  old  labels  in  stock  (c),  or 
has  actually  retired  from  the  business  in  which  the  pirated 
marks  were  used  (d).  But  if  a  plaintiff  continues  the 
litigation  after  having  received  an  offer  of  all  he  is  entitled 
to  get,  he  may  fail  to  obtain  his  costs  (e).  The  liability  to 
account  for  profits  is  usually,  as  Sir  J.  Bomilly,  M.R,  said 
in  Cavtiei'  v.  Carlile  (/),  incident  to  the  injunction  (g),  or 
the  plaintiff  may,  at  his  option,  have  an  inquiry  as  to 
damages  in  lieu  of  the  account,  but  not  both  (h).  The 
Court  will  further,  where  necessary,  order  the  delivery  up 
and  destruction  of  the  spurious  labels,  cards,  or  tickets  (i), 
or  the  production  of  the  goods  wrongfully  marked,  for  the 


(a)  lu  OUn  ds  HaU,  Manufacturing 
Co,  V.  HaU,  16  SickelB,  226,  a  caae 
of  the  cIms  analogouB  to  trade  mark 
cases,  an  injunc  ion  was  granted 
against  the  original  plaintifis,  on 
counter-claim.  The  injunction  will 
be  granted,  notwithstanding  an  offer 
of  submission  by  the  defendants : 
Gtary  v.  JVor<<m,  1  "De  G.  &  Sm.  9 ; 
Tmge  v.  Ward,  21  L.  T.  N.  S.  480. 

(6)  Ouinneu  v.  Iltap,  Dig.  617; 
McLean  v.  FUminff,  96  U.  S.  Rep. 
246  ;  Frtae  v.  Bachof{l),  13  Bl.  C.  O. 
234;  and  see  Jitid  v.  Sibbald,  18 
Jonm.  of  Jurisp.  392. 

(c)  Ouinneu  y.  Heap,  Dig.  617. 

Id)  Weed  v.  Petermn,  12  Abb.  Pr. 
N.  S.  178. 

(f)  See  infrd,  \\  219. 


if)  81  Beav.  292. 

iy)  Unless  the  defendant  can 
prove  that  he  has  bought  and  re- 
sold the  improperly  marked  goods 
without  being  aware  of  the  true 
ownership  of  the  trade  mark  which 
he  is  shown  to  have  infringed : 
EdelsUn  v.  Eddden,  1  De  G.  J.  k 
S.  185 ;  Moet  v.  Coutton,  33  Beav. 
578. 

{h)  NeiUan  v.  BetU,  L.  R.  5  H. 
L.  1.  See  Leidendoff  v.  FHnt  (2), 
60  Wise  401. 

(t)  Farina  v.  SUverlock,  1  K.  ft  J. 
509,  6  De  G.  M.  &  G.  214,  4  E.  ft  J. 
650  ;  Edeltten  v.  Eddtten,  1  De  G.  J. 
ft  S.  186 ;  ApoOinarit  Co.  v.  Edwan/s, 
Seton,  4th  ed.  237;  Grardey  x. 
WinchetUr,  ib,  267. 
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purpose  of  the  erasure  and  cancellatiou  of  the  spurious 
marks  (a). 

WhiJe,  however,  the  Court  will  give  protection  where  it  ('onsideration 
is  required,  "  it  must  not  be  forgotten  that  such  protection  innocent 
by  injunction  when  granted  is,  or  may  be,  attended  with  infringer, 
loss  to  the  defendant  in  rendering  useless  or  depreciating 
in  value  articles  to  which  the  trade  mark  has  already  been 
affixed,  and  in  compelling  him  otherwise  to  vary  the  mode 
in  which  he  has  been  carrying  on  business "  (6).     And  it 
seems  that  where  it  is  proved  that  a  defendant  has  adopted 
a  trade  mark  in  bond  fide  ignorance  of  its  infringing  the 
plaintiff's  rights,  the  Court  will  be  satisfied  with  the  least 
amount  of  alteration  of  the  defendant's  mark  which  will 
effectually  distinguish  it  from  the  plaintiff^s  (o). 

Sufficient   distinction   must,  however,   be   made ;    and  But  innocent 
in  the  even  harder  case,  where  a  man  has  not  affixed  the  >nfnjigement 

'  checked. 

spurious  mark  to  his  own  goods  at  all,  but  has  bought 
goods  already  stamped  with  a  mark  which  he  did  not 
know  to  belong  to  any  one,  he  must  submit  to  an  injunc- 
tion^ though  he  will  not  have  to  account  for  profits,  if  he 
does  not  delay  his  submission  (cZ).  Where,  however,  A.  has, 
without  notice  of  fraud,  advanced  money  on  goods  fraudu- 
lently marked,  he  will  not  be  prevented  from  asserting  his 
rights  by  reason  of  the  illicit  mark  (e). 

In  asking  for  his  remedy  a  plaintiff  must  not  make  Scandal  and 
scandalous  and  impertinent  charges  against  the  defendant.  ^™^    '*^'*^' 
Where  such  charges  were  made  exceptions  for  scandal  and 


(a)  Dent  v.  Turpin,  2  J.  &.  H. 
139 ;  Upmann  v.  Elkan,  L.  R.  12  £q. 
140,  L.  R.  7  Ch.  130;  Jurgenaen  v. 
AloDonder,  24  How.  Pr.  269,  R. 
Cox,  298.  In  Meriden  Britannia 
Co.v.  Parker,  89  Conn.  450, 12Amer. 
Rep.  401,  it  was  held  that  goods 
already  stamped  might  be  sold,  sub- 
ject to  the  remedy  at  law.  See  also 
the  Merchandise  Marks  Act,  1862 
(25  &  26  Vict,  c  88),  §  21,  as  to  the 
powers  thereby  given  to  the  Court. 

{h)  Cope  V.  EvanMy  L.  R.  18  £q. 


138 ;  and  see  Liebi^t  Extract  of 
Meat  Co,  v  Hanhury,  17  L.  T.  N.  S. 
298,  and  Ba8$  v.  Ikiwber,  19  t6. 
626 ;  also  Eanaome  v.  Graham,  51  L. 
J.  Ch.  897. 

(c)  Bats  V.  Davfber,  19  L.  T.  N.  S. 
626. 

(d)  Moet  v.  CouUon,  33  Beav.  578 ; 
Orr- Swing  y.  CkoonedoU  MuUick, 
Cor.  150. 

{e)  Ponsardin  v.  Peto,  83  Beav. 
642.  See  Bvdderow  v.  Huntington, 
3  Sand.  S.  C.  252,  R.  Cox,  106. 
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impertinence  were  allowed  (a),  and  under  the  present 
practice  the  defendant  would  succeed  on  a  motion  to  strike 
out  such  statements,  under  Order  XIX.,  Rule  27. 
Trial  without  The  appropriate  mode  of  trial  of  cases  in  which,  as  in 
pnate  *^^'**"  most  trade  mark  cases,  law  and  fact  are  closely  united, 
is  by  a  judge  without  a  jury,  and  therefore,  where  a 
defendant  gave  notice  of  trial  of  a  trade  mark  case  before 
a  judge  and  special  jury,  it  was  held  that,  notwithstanding 
the  notice,  the  case  must  be  heard  without  a  jury  (6).  If 
the  defendant  allows  the  action  to  proceed  to  trial  without 
applying  for  the  questions  at  issue  to  be  submitted  to  a 
jury,  it  will  be  too  late  for  him  to  make  such  an  applica- 
tion when  the  case  comes  on  for  trial  (c). 
Interlocutory  It  is  usual  for  the  plaintiff  in  trade  mark  cases  to  apply 
inju  c  ion.  j.^^  ^^  interlocutory  injunction  at  an  early  period.  When 
such  an  application  is  to  be  made,  it  is  the  duty  of  the 
plaintiff  to  make  it  speedily  (cZ),  and  delay  on  his  part  in 
coming  to  the  Court  is  liable  to  be  construed  as  signifying 
that  the  case  is  one  which  he  does  not  consider  to  be  of 
an  urgent  nature,  and  which  therefore  does  not  deserve  the 
special  favour  of  the  Court  (e).  The  plaintiff  is,  however, 
entitled  to  delay  long  enough  to  secure  the  necessary 
evidence  to  establish  his  case  (/);  and  even  if  no  interlo- 
cutory injunction  is  asked  for,  as,  for  instance,  where 
it  is  rendered  unnecessary  by  reason  of  the  defendant 
having  discontinued  the  acts  of  which  the  plaintiff  is 
complaining,  the  plaintiff  is  not  precluded  from  his  right 
to  a  perpetual  injunction,  if  in  other  respects  he  has 
such  a  right  {g),   nor  from  his   right  to   state,  if  true. 


(a)    Chrittie  v.  Christifj  L.  R.  8  (e)  Piclford    v.    Grand  Junctwn 

Cb.  499.  Railicay  Co.,  3  Railway  Cas.  538; 

(6)  SpraWn  Patent  v.  Ward  <fc  Co.  Flavel  v.  Uarriwn,  10  Hare,  467; 

11  Ch.  D.  240;   Singer   Manufac-  laaacsim  v,  Thompton,  20  W.R.  196. 

turing  Co.  v.  Loog  (2),  ih.  656.  (/)  Lee  v.  Hahy,  L.  R.  5  Ch.  155; 

(c)  Thtmas  v.  WiUiamt,  14  Ch.  D.  Cave  v.  Myert,  Dig.  804. 

864.  {g)  CoUira  Co.  v.  WaUer,  7  W.  R. 

id)  Per  Sir  J.  Romilly,  M.  R.,  in  222. 
Chubb  V.  Griffiths,  35  Beav.  127. 
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that  the  defendant  is  acting  without  authority  in  what  he 
is  doing  (a). 

In  the  older  cases  (6),  the  tendency  of  the  Court  was  to  When 
refuse  to  grant  an  injunction  on  an  interlocutory  applica-  ^^^ 
tion,  unless  the  clearest  evidence  of  the  plaintiflfs  right 
was  producible,  but  rather  to  send  that  right  to  be  tested 
at  Common  Law.  That  course  of  proceeding  being  now 
extinct  (c),  some  relaxation  has  taken  place,  and,  in  par- 
ticular, where  there  is  reason  to  suspect  intentional  deceit 
on  the  part  of  the  defendant,  much  less  absolute  proof  of 
the  plaintiffs  title  is  required  (d),  and  it  occasionally 
happens  that  after  an  interlocutory  injunction  has  been 
granted,  it  is  held  at  the  hearing  that  the  evidence  is 
insufficient  to  justify  any  relief  being  given  (e).  The  in- 
terlocutory injunction  will,  however,  not  be  granted  where 
the  defendant  has  innocently  infringed,  and  has  withdrawn 
the  offending  articles  from  sale  and  offered  an  undertaking 
immediately  on  being  served  with  the  writ  (/),  nor  where 
there   is  any   considerable    conflict   (g),   nor  where   the 


(a)  Anderton  v.  LitUffi Extract  of 
Mmt  Co.  Ld.,  45  L.  T.  N.  S.  757. 

(b)  E.g.  ,SpoUi$woode  v.  Clarke,  2  Ph. 
154  ;  Sttvent  v.  Keating,  2  Pb.  333  ; 
MoUey  V.  Downman,  3  My.  &  Or.  1. 

(c)  Since  Sir  Jnhn  Uolt's  Act, 
25  &  26  Vict  c.  27. 

{d)  JRadde  v.  Norman^  L.  B.  14 
E'|.  348.  It  has  been  held  in  Ame- 
rica that  a  defendant,  who  demurs 
on  the  ground  that  the  two  marks 
are  so  different  as  to  negative  the 
probability  of  deception,  will  be  held 
to  admit  for  the  purposes  of  the  de- 
murrer any  charges  of  fraud  in  the 
plaintiff's  pleadings,  and  that  an 
injunction  will  therefore  be  granted 
against  him :  Enoch  Morgan*9  Sont* 
Co.  V.  ffunkeU,  16  U.  S.  Pat.  Gaz. 
1092.  And  if  a  defendant's  defence 
and  counterclaim  contain  any  alle- 
gations of  fact  which  the  plaintiff 
doen  not  desire  to  admit,  he  munt 
deal  specifically  with  them :  Bcnhotc 
V.  Low  (2),  13  Ch.  D.  553. 

(f)  E.g.,  in  Drgrares  v.  Whitemnv, 


5  Vict  L.  R.  Eq.  304. 

(/)  Caru^icho  v.  Jlighmoor,  27 
Sol.  J.  199. 

{y)  Green  v.  Roole,  W.  N.  1872, 
p.  49,  L.  J.  Note«  of  CaAes,  1872,  p. 
54 ;  Farina  v.  Cathcry,  1*.  J.  Notes 
of  Cases,  1867,  p.  13*  ;  JlenneMi/  v. 
Rohmann,  36  L.  T.  N.  S.  51 ;  Mil- 
ckeU  V.  Jfenry,  15  Ch  D.  181  ; 
American  Grocer  Ptdflisfiing  Auocia- 
Hon  V.  Grocer  PublUhinrj  Co.,  32 
N.  Y.  Sup.  Ct  398  ;  WiUhauB  v. 
Braun,  44  Md  303 ;  and  other  cases. 
If  an  interlocutory  injunction  is 
asked  for  on  the  ground  that  I  he 
defendant  claims  a  right  to  use  the 
plaintiiTs  trade  mark,  but  there  is 
evidence  that  he  is  not  in  fact  UBing 
the  mark  or  threatening  an  imme- 
diate exercise  of  bis  alleged  right  of 
user,  the  motion  will  be  ordered  to 
f-tand  to  the  hearing,  as  in  Linoleum 
^fnnufarturing  Co.  v.  Nairn,  Dig. 
536,  or  refused,  with  c<»t»,  a«  in 
Dan's  V.  Tiffor,  M.  K.,  July  27, 1S77 
{''Fcrmlah'  coal). 


ir>2 
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JJbertygiven 
to  move  to 
disBolve. 


Form  of 
injunction. 


Appeal. 


plaintiff  has  been  guilty  of  delay  (rt),  and  if  it  is  granted 
the  plaintiff  will  often  be  required  to  give  an  undertaking 
as  to  damages  (h). 

Where  an  injunction  was  granted  on  motion,  but  the 
defendant  alleged  that  he  had  not  had  sufficient  time  to 
answer  the  affidavits  on  the  other  side.  Lord  Langdale, 
M.  R,  directed  that  the  order  should  be  prefaced  by  a 
statement  to  that  effect,  and  giving  the  defendant  leave  to 
move  to  dissolve  the  injunction  (c). 

The  injunction  may  be  granted  in  such  a  form  as  to 
restrain  the  imitation  of  the  general  style  of  the  plaintiff's 
mark,  while  not  interfering  with  the  use  of  particular 
features  (d),  or,  if  granted  so  as  to  restrain  the  use  of  par- 
ticular features,  it  may  be  limited  so  as  not  to  interfere 
with  the  use  of  them  absolutely  and  in  all  events  (e) ;  or, 
again,  it  may  be  granted  in  such  terms  as  to  restrain  any 
imitation  of  a  composite  mark  as  a  whole,  or  of  any  of  the 
elements  of  which  it  is  composed  (/). 

In  the  case  of  an  appeal  delay  is  no  less  fatal  than  in 
the  proceedings  in  the  Court  below  (g) ;  but  no  appeal 
ought  to  be  brought  from  a  refusal  to  grant  an  interlocutory 
injunction  if  the  defendant,  while  refusing  to  submit  to  an 
injunction  or  to  give  an  undertaking,  removes  the  cause  of 


(a)  Imacton  v.  ThowpBon,  41  L.  J. 
Ch.  101  ;  Ckinn  v.  Thoma$,  5  Vict 
li.  R.  Eq.  188.  In  the  Scotch  case  of 
(rreen  v.  Sheplurd,  Court  of  Session 
Cases,  Thiid  Series,  IV.  1028,  the 
plaintiff  having  by  his  summons 
asked  for  damages  and  an  interdict, 
the  Court  refused  a  n  ot  ion  for  an 
interim  interdict,  on  the  ground 
that  the  summons  was  framed  on 
the  fo<>ting  that  there  was  no  case 
for  an  interim  interdict,  and  that 
the  p'a'ntiff  must  first  establish  his 
right  by  recovering  dairages. 

(6)  In  Actim  Ondhcha/l  Apolli- 
naria  Brunncn  v.  Somborn,  14  Bl. 
C.  C.  380,  an  American  case,  a  bond 
was  given  to  secure  the  possible 
damages. 


(r)  /foUmaiy  v.  IloHotcaif,  13  Beav. 
209. 

(rf)  Compafpiit  Laferme  v.  //wi- 
clriH-x,  Dig.  512 ;  Wo/fi  v.  Hart,  4 
Vict.  L.  R.  Eq.  126. 

{f)  Ford  V.  Foster,!,,  R.  7 Ch.  611 ; 
Brakam  v.  Beachim  (1),  7  Ch.  D, 
848 ;  SiefftH  v.  Findlater,  7  Ch.  D. 
801 :  Ma$aam  v.  ThorUy't  CaUle 
Food  Co,,  14  Ch.  D.  748 ;  Dcnct  v. 
Mamm  (1),  Dig.  634;  Wheeler  v. 
Johnston,  8  Ii.  R.  Ir.  284. 

(/)  See  India  Ruliber  Comb  Co.  v. 
Rubber  Comb  and  Jewelry  Co.,  45 
N.  Y.  Super.  Ct  258. 

ig)  See  per  Sir  J.  L.  Knight- 
Bruce,  L.  J.,  in  Burgen  v.  Burgeu^ 
3  De  G.  M.  &  a  896. 
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complaint  (a).  Where  an  injunction  had  been  granted  to 
restrain  the  sale  by  the  defendant  of  "The  Original 
Lazenby's  Harvey's  Sauce,"  an  appeal  against  the  decision 
was  ordered  to  be  advanced,  on  the  ground  of  the  irrepar- 
able damage  the  continuance  of  the  injunction  would 
occasion  (6).  It  seems  that  when  the  Court  of  Appeal 
has  overruled  a  demurrer  or  objection  on  a  point  of  law, 
it  will  not  stay  the  further  hearing  of  the  case  with  the 
evidence  until  after  an  appeal  to  the  House  of  Lords  from 
this  decision  on  the  point  of  law  is  decided  (c). 

Where  a  defendant  in  a  trade  mark  action  continues  to  Committal 
use  the  prohibited  mark,  or  a  mark  insuflSciently  altered  ^^  ^"  ""^ 
from  it  (d)j  after  an  injunction  has  been  issued  against  him, 
he  renders  himself  liable  to  committal  {e).  In  order  to 
support  the  motion  to  commit,  "it  should  appear  clearly  that 
the  ordinary  mass  of  customers,  paying  that  attention 
which  persons  usually  do  in  buying  the  article  in  question, 
would  be  easily  deceived"  (/).     It  was  said  by  Lord 


(a)  Dale  v.  SmUh,  W.  N.  1882, 
p.  145. 

(b)  Lazenbyy,  White,lj.R,  6  Ch.89. 

( c)  See  /n  re  Palmer  (2),  22  Gh.  D. 
8S.  In  that  case  the  question  was 
with  reference  to  an  application  to 
fttiike  a  mark  off  the  register. 

{d)  Dedin  v.  Derlin,  69  N.  Y.  212. 

(e)  Rodgtrs  v.  NowUl,  8  Be  6. 
Bf.  &  6.  614;  QiXUav,  I£aU,B,.  Ck>x, 
696.^  On  August  8,  1877,  V.-C. 
Malins  made  an  order  to  commit  the 
defendant  in  Denee  v.  Maton  (Dig. 
534),  who  had,  notwithstanding  the 
injunction,  continued  to  seU  goods 
and  issue  labels  using  the  name 
•'  Brand  "  thus—"  Frank  Mason  ft 
Co. 'a  (* Brand's')  Essence  of  Beef," 
and  so  on.  He  was  discharged  on 
December  18,  on  undertaking  not 
to  use  the  name  "  Brand  "  until  the 
bearing  of  the  action  (Diir.  570).  In 
Devlin  y.  Devlin,  69  N.  Y.  212,  the 
Supreme  Court  of  New  York  im- 
posed a  fine.  In  27.  8.  v.  Roche,  1 
M'Crary,  385,  it  was  held  that  the 
declaration  that  the  TJ.  S.  Statute  of 


1870  was  invalid  did  not  affect  the 
validity  of  an  injtmction  granted 
independently  of  the  Act,  and  that 
an  attachment  must  issue  against 
a  defendant  who  had  committed 
breaches  of  the  injunction. 

(/)  5t«/iv.i)«y,4Robeitson,6n, 
R.  Cox,  319 — 24;  ant)  see  per  Lord 
Langdale,  M.  R.,  in  Oroft  v.  Day, 
28  Leg.  Obe.  378.     In  Braham  v. 
Beachim  (1),  7  Ch.  D.  848,  an  in- 
injunction  was  granted  to  restrain 
the  defendants  from  calling  them- 
selves "  The  Kadatock  Colliery  Pro- 
prietors,*'  or  saying  that  they  were 
the  proprietors  of  collieries  at  Kad- 
stock  ;  and  it  was  afterwards  held 
{Brdham  v.  Beachim  (2),  Dig.  683) 
that  the  defendants  had  committed 
no  breachof  the  injunction  by  styling 
themselves  "The  Ifadstock  Coal  and 
Waggon  Co.,  Colliery  Proprietom, 
Radstock,  Somerset."    In  Dence  v. 
Brand,  W.  N.  1881,  p.  31,  it  was 
held  that  the  defendant  had  not 
committed  a  breach  of  an  injunction 
restraining  him  from  representing 

h2 
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Langdale,  M.  R.,  in  Croft  v.  Bay  (a),  that  "  if  the  de- 
fendants were  willing  to  make  a  proper  distinction,  and 
the  plaintiffs  refused  to  attend  to  their  pioposal,  the  Court 
would  itself  determine  whether  the  proposed  distinction 
was  sufficient."  If  the  defendant  sets  up  acquiescence  on 
the  part  of  the  plaintiff,  he  must  make  out  a  case  amount- 
ing almost  to  such  a  licence  as  to  entitle  him  to  proceed 
against  other  infringers,  such  acquiescence,  in  fact,  as  to 
create  a  new  right  in  him  ;  and  in  default  of  such  a  licence, 
the  order  for  committal  will  be  made,  imless  the  defendant 
satisfies  the  Court  of  his  intention  to  use  a  trade  mark 
which  will  not  interfere  with  the  plaintiff's  rights  (6). 
Where  the  contempt  committed  has  not  been  gross,  it  is 
usual  not  to  make  an  actual  order  for  committal,  but  only 
to  order  the  person  in  contempt  to  pay  the  costs  of  the 
motion  for  committal,  eg.,  where  an  auctioneer,  in  contempt 
of  an  injunction,  offered  for  sale  "  Vanity  Fair  "  cigarettes, 
supposing  the  notice  of  motion  served  on  him  not  to  be 
properly  authenticated,  but  did  not  actually  effect  any 
sale,  V.-C.  Malins  made  no  order  for  committal,  on  his 
apologizing,  submitting  to  the  injunction,  and  paying  all 
the  costs  (c).  But  a  defendant  can  only  be  ordered  to 
pay  the  costs  of  a  motion  for  committal,  if  his  conduct  has 
been  such  that  a  committal  might  have  been  ordered  (d). 
Where  an  injunction  had  been  granted  to  restrain  the  in- 
fringement of  a  mark  on  cotton,  in  which  a  conspicuous 
feature  consisted  of  a  cross,  from  which  the  cotton  had 
become  known  as  "Cross  Cotton,"  and  the  defendant 
adopted  an  altered  label,  containing  the  words  "Cross 
Cotton,"  and  otherwise  calculated  to  deceive,  Wood,  V.-C, 
refused  to  order  a  committal,  on  the  ground  that  the 
defendant  had  ingeniously  avoided  committing  a  breach  of 

that  he  was  the  original  inventor  of  M.  &  G.  614. 

easenee  of  beef  by  stating  that  he  (c)  MarcotfUch  v.   Brcanlle,   WU- 

was  the  original  manufactorer  of  kins  A  Co.,  Dig.  595. 

that  article.  (rf)  Dmct  v.  Brand,  W  N.  1881, 

(a)  28  L^.  Obs.  378.  p.  31. 

(6)  Rodgtrs  v.  NowUl,  8  De  G. 
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ilic  iujiinctioi),  and  that  the  plaintiff  had  delayed  to  enforce 
his  right  for  fifteen  months;  but  he  enlarged  the  terms  of 
the  injunction  so  as  to  effectually  put  a  stop  to  the  new 
fraud,  and  ordered  the  defendant  to  pay  all  the  costs  (a). 
Sometimes  an  application  is  made  to  commit  the  editor  or 
publisher  of  a  newspaper  on  the  ground  that  he  has  pub- 
lished something  prejudicial  to  the  fair  trial  of  a  pending 
action  for  infringement;  but  such  a  motion  in  Singer 
Manufacturing  Co,  v.  Loog  (6),  based  on  a  newspaper 
paragraph  stating  that  further  proceedings  would  be  taken 
on  the  conclusion  of  the  action,  was  refused,  on  the  ground 
that  the  paragraph  would  have  no  influence  on  the  trial  of 
the  action. 

Where  an  injunction  had  been  granted  without  opposi-  Action  not 
tiou  by  the  defendant,  the  Superior  Court  of  New  York  ^^  ^^  ' 
refused  a  motion  by  the  defendant's  administratrix  to  have 
the  action  continued  against  her,  on  the  ground  that  it 
was  not  shown  that  the  defendant  had  acquired  any  rights 
in  the  litigation,  or  that  his  estate  would  be  prejudiced  by 
the  action  not  being  continued  (c). 

It  has  sometimes  happened  that  more  marks  than  one  Where  two 
have  been  used  by  a  person  on  his  goods,  the  infringe-  ™*'**  "■***• 
ment  of  either  of  which  would  be  visited  by  the  Court 
with  the  penalties  at  its  command.     Thus,  where  A.'s  soft 
soap  was  denoted,  not  only  by  a  specific  -device,  but  also 
by  the  name  "  Excelsior,"  it  was  held  that  the  infringe- 
ment of  the  latter  alone  was  punishable  by  the  Court,  the 
Vice-Chancellor  remarking  that  he  could  not  hold  it  to  be 
any  justification  for  a  defendant  to  say  that  the  plaintiff* 
had   two  ways   of    identifying  the  goods,  and   he   (the 
defendant)  had  only  stolen  one  (d).    And  so  in  Wlteeler  v. 
Johnston  (e),  the  V.-C.  of   Ireland  said    that  "a  man 
may  have  two,  or  three,  or  more  trade  marks,  which  he 

(a)  CarHcr  v.  May,  Dig.  200.  (rf)  Brdham  v.  Buttard,  1  H.  &  M. 

{0)  Dig.  635.  447. 

(c)  BepuUic  of  Peru  v.  Beeves^  40  (c)  3  L.  K.  Ir.  284. 
N.  Y.  Super.  Ct.  316. 
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Name  used 
with  trade 
mark. 


Singer  Mfg. 
Co  V.  WU9(m. 


may  put  on  his  goods  as  he  likes."  But  where  it  was 
shown  that  the  goods  to  which  a  certain  mark  was  affixed 
were  known  by  a  distinct  name,  and  not  by  the  mark,  and 
the  mark  was  not  commonly  used  by  the  plaintiff  before 
bill  filed,  the  injunction  was  refused  (a). 

Moreover,  the  habitual  use  of  his  own  name  in  combi- 
nation with  his  verbal  trade  mark  by  the  manufacturer  of 
the  ''Eureka"  shirts  was  held  not  to  disentitle  him  to 
relief  agaiust  defendants  who  had  made  use  of  the  word 
"  Eureka,"  though  in  combination  with  the  name  of  their 
own  firm  (6).  But  where  the  name  is  the  only  distinctive 
part  of  the  mark,  and  that  is  not  taken,  no  injunction  will 
be  granted  in  respect  of  the  use  by  the  defendant  of  a  non- 
distinctive  part  of  the  mark.  There  has,  in  fact,  been  no 
infringement  (c). 

Where,  however,  a  manufacturing  company  affixed  their 
special  device  to  their  machines,  and  also  their  name,  the 
Master  of  the  Bolls  and  Court  of  Appeal  declined  to  restrain 
another  company  who  manufactured  similar  goods  bearing 
their  own  mark  and  name,  but  did  not  affix  to  them  the 
plaintiffs'  name,  from  using  the  plaintiffs'  name  as  de- 
scriptive of  the  principle  on  which  the  machines  were 
constructed  {d)  \  and  this  part  of  the  decision  was  not  dis- 
approved by  the  House  of  Lords  when  they  remitted  to 
the  Court  below  that  question  whether  the  name  was  in 
fact  descriptive  of  the  priuciple  of  the  machines,  which  was 


(a)  WUton  V.  Afaxjiddj  L.  J.,  N.  of 
G.  1875,  p.  51.  Tbia  was  before  the 
Trade  Marks  RegistratioD  Act,  1875, 
was  passed. 

(6)  Ford  V.  FoBta-,  L.  R.  7  Ch. 
611.  So  in  Reinhardi  v.  Spalding, 
49  L.  J.  Ch.  67;  and  Hoi^y  v. 
Grotvevuir  Library  Co.,  28  W.  R. 
886. 

(c)  E.g.,  it  was  held  in  Scotland 
that  the  fact  that  one  firm  called 
iheirgoodd  "Wotherspoon'H  Victoria 
I  ozenges/' could  not  prevent  another 
firm  from  styling  theirs  ** Gray's Vic- 
toriaLozenges *' :  Wothcrfpoon  v.  (Jray^ 


C«'urt  of  Session  Case«>,3n^  Series,  II. 
38.  So  in  the  United  States  PaU^nt 
Office,  it  was  held  that  the  use  of 
the  words  "Pft-iffer'sEgg Macaroni," 
before  the  United  States  Act  of 
1 870,  did  not  entitle  the  applicunts 
to  sever  the  mark  and  register  the 
descriptive  words  **  Egg  Macaroni " 
alone,  without  the  name,  as  having 
been  a  lawful  trade  mark  at  that 
time :  In  re  DoU  Brothers,  12  U.  S. 
Pat.  Gaz.  9S9. 

(rf)  Singer  Manufacturing  Co.  v. 
WUion,  2  Ch.  D.  431. 
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afterwards  decided  against  the  plaintiffs  in  Sinyer  Manitr- 
factunng  Co,  v.  Loog  (a). 

Courts  of  Equity  have  sometimes  had  to  decide  some-  SS®**^'^?"  ^ 

^  ,  ,  title  to  trade 

what  nice  questions  as  to  who  should  be  recognised  as  marks, 
having  a  right  to  protection  in  Equity  in  respect  of  a  trade 
mark,  such  questions  being  usually  raised  by  the  right  of 
the  plaintiff  in  an  action  to  restrain  infringement  being 
contested. 

In  Motley  v.  Downvian  (b).  Lord  Cottenhara,  C,  was  of  Between  land* 
opinion  that  a  trade  mark  habitually  applied  to  the  iron  tenaut  of  iron 
manuiactured  at  certain  works,  could  not  be  sold  with  the  ^o^"- 
business  by  the  tenants  of  the  works,  so  as  to  give  the 
purchasers  an  exclusive  right  as  against  the  landlord  of  the 
works,  or  as  against  tenants  of  the  works  who  had  leased 
them  after  the  purchasers  of  the  business  and  trade  mark 
had  removed  from  those  works,  and  gone  elsewhere. 

In  another  case  (c)  A.,  having  for  some  time  leased  cer-  SucoeaBive 

-.■i.-i  1  31  ..  .  *  i»i/»        leaaeee  of  brick 

tain  bnck  works,  and  also  certain  mines,  from  which  nre-  works. 
clay  was  taken  for  manufacture  at  the  works,  removed  his 
business  elsewhere,  whereupon  B.  commenced  business  at 
the  brick  works  in  question,  but  did  not  lease  the  same 
mines.  A.  having  filed  a  bill  against  B.,  as  fraudulently 
representing  (in  effect)  that  the  latter  had  succeeded  to 
his  business,  Vice-Chancellor  Wood,  in  the  course  of  his 
judgment  in  favour  of  the  plaintiff,  took  occasion  to  inti- 
mate that  it  would  have  been  almost  a  matter  of  course 
to  have  granted  an  injunction  to  the  owner  of  the  mines 
of  fire-clay  used  by  A.  but  not  by  B.,  if  he  had  made 
•application  for  it.  This  was,  indeed,  rather  a  case  of 
fraudulent  misrepresentation  than  of  trade  mark. 

Where  manufacturers  of  cotton  cloths  which  were  Manufacturer 
afterwards  printed  elsewhere  sought  to  restrain  ot-l^^r  ^^^n^^^a^' 
manufacturers  who  made  and  printed  similar  cloths,  and 

(a)  8  App.  Cas.  15.  S.  547.     And  nee  Carmichd  v.  Lati- 

(6i  3  My.  ft  Cr.  1.  See  Lickson  v.  mer,  11  R.  T.  395,  and  Artnstronff  v. 

MeMoMler  dD  Co.,  18  Ir.  Jur.  202.  KUinhms,  1  Ky.  L.  Rep.  112. 
(c)  Harper  v.  Ptarton^  3  L.  T.  N. 
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marked  them  similarly  to  the  goods  made  by  the  plaintiffs, 
it  waa  held  that  the  mark  on  the  plaintiffs*  goods  were 
indicative  of  the  printer  and  not  of  the  manufacturer  (a). 
And  in  Wamsutta  Mills  v.  Allen  (h),  it  was  held  that 
muslin  manufacturers  were  entitled  to  restrain  the  use  of 
a  colourable  imitation  of  their  mark  on  shirts  made  from 
inferior  muslin,  which  might,  from  the  mark,  have  been 
identified  with  their  manufacture. 

Where  a  I/judon  tradesman,  who  dealt  in  goods  supplied 
to  him  by  a  foreign  manufacturer,  had  invented  a  trade 
mark  for  those  goods  which  stated  the  name  of  the  foreign 
manufacturer,  but  made  no  reference  to  the  London 
vendor,  it^was  held  by  the  Master  of  the  Rolls  that  the 
latter  could  not  restrain  the  use  of  the  mark  by  a  subse- 
quent consignee  of  the  same  goods,  though  if  the  trade 
mark  had  referred  to  the  goods  having  been  of  his  selec- 
tion, the  case  might  have  been  ditferent  (c). 

In  another  case  (d),  a  combination  mark,  which  was 
and  exporter.  ^^^^  ^^  cotton  goods  manufactured  by  Ward,  and  con- 
signed through  Robinson,  the  exporting  agent,  to  Galbraith, 
the  merchant,  at  Rangoon,  consisted  of  five  separate  stamps 
or  labels,  of  which  three  had  been  used  separately  by 
Robinson,  one  (in  a  shghtly  different  form)  by  Robinson 
and  Galbraith,  and  the  remaining  one  was  used  for  the 
fii-st  time  by  the  three  on  the  goods  which  passed  through 
the  course  of  dealing  above  stated,  and  it  was  held  on 
appeal  that  neither  Ward  nor  Robinson  had  such  an  ex- 
clusive right  to  the  combination  as  to  be  entitled  to  restrain 
the  other  from  using  it.     And  there  are  other  cases  in. 


Alanufocturer 


(a)  Afiiotkmg  Manufacturing  Co. 
V.  Garner,  65  Barb.  151,  R.  Cox, 
641 ;  and  see  In  re  Sykesj  i^  L.  T. 
N.  S.  626.  But  see  Amotkeag  Manu- 
facturing Co,  V.  Gamer  (2),  54  How. 
Pr.  298. 

(6)  12  Phila.  535. 

(r)  Ilirsch  v.  /oncw,  3  Ch.  D.  584. 
See  Iknre  v.  Mason  (1),  Dig.  534  ; 
»//*/  V.  /Vfrrx,  11  U.  S.  Pat.  Gaz. 


1110;  an«l  McLean  v.  tleming,  90 
U.  S.  Rep.  245. 

(d)  Robinson  v.  Finlay,  9  Ch.  D. 
487.  In  this  case  Bacon,  V.-C. 
had  heM  that  the  mark  belonged  to 
the  exporter,  and  it  eeems  that  this 
niay  be  6o  in  a  proper  case.  In 
Godillot  V.  JJvzard,  81  N.  Y.  263, 
the  importer  wan  reco^iited  as  the 
X)rpprie'or  of  the  mark. 
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whicli  both  parties  have  been  held  to  be  entitled  by  long 
user  to  use  the  same  mark  (a) ;  but  for  this  to  be  so  the 
user  must  have  been  substantial  (6). 

In  Winsar  v.  Clyde  (c),  it  was  held  that  a  firm  who  had  Shipper  and 

.    1  m       .  m  ,  »  ii'ii*       shipowDtr. 

earned  on  busmess  as  shippers  of  merchandise  by  ships 
which  they  did  not  own,  but  of  which  they  had  the  entire 
management  while  loading  and  unloading,  &c.,  and  who 
had  denominated  each  line  of  vessels  used  by  them  and 
plying  in  a  particular  direction  by  the  name  of  "The 
Keystone  Line  for ,"  had  acquired  a  right  of  pro- 
perty in  the  name,  and  were  entitled  to  restrain  the  use  of 
the  name  by  another  firm  who  owned  the  ships  employed 
by  the  former  firm  for  a  certain  period  on  one  of  their 
lines,  after  the  termination  of  the  connection,  the  latter 
firm  having  had  at  best  a  revocable  licence  to  use  the 
name. 

Again,  in  Cotton  v.  OiUard  (tZ),  it  was  decided  by  the  Secret  recipe. 
Master  of  the  Rolls  that  a  man  had  no  right  to  use  a 
trade  mark  applied  to  a  sauce  with  the  composition  of 
which  he  was  unacquainted,  even  though  he  had,  as  he 
believed,  bought  that  right  from  the  person  entitled  to  the 
same ;  it  followed  that  he  could  not  prevent  its  use  by  the 
person  acquainted  with  the  secret,  of  which  he  had  in  fact 
been  the  inventor.  But  it  has  been  held  in  America  {e) 
that  a  person  who  has  been  accustomed  to  manufacture  for 
another,  in  accordance  with  the  latter  s  instructions,  may 
receive  an  assignment  of  the  trade  mark  which  has  been 
liabitually  used  on  the  goods  so  manufactured.  And  it 
seems  that  where  an  article  known  by  a  particular  name 
or  mark  has  been  manufactured  by  partners,  of  whom  ono 
has  been  acquainted  with  the  secret  of  the  process  and  the 

(a)  Day  ▼.  Nealey  V.  C.  R,  May  {d)  44  L.  J.  Ch.  90.     Compare 

24,  1881 ;  JBenbow  v.  Low  (4),   44  Cofeen  v.  BrunUm,  5  McLean,  256, 

L.  T.  N.  S.  875 ;  and  other  caeea  R.  Cox,   132 ;   Taylor  v.  Bemi^  4 

cited  at  p.  97,  note  (6).  Bias.  406. 

(6)  In  re  Jlodeon  &  Co,,  26  SoL  J.  (e)    WiUhau^  v.   Braun,   44  Md. 

43.  303.     See    HdmMd    v.    IldmMd 

(f)  9  Phila.  513.  Mamtfacturiny  Co.,  53  How.  Pr.  ioC. 
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other  not,  the  former  cannot,  after  the  dissolution  of  the 
partnership,  restrain  the  other  from  using  the  name  or 
mark,  for  the  right  therein  of  the  one  partner  is  equal  to 
that  of  the  other  (a). 

With  respect  to  registered  trade  marks,  such  difficulties 
can  hardly  arise  in  the  future,  since  it  is  the  registered 
proprietor  who  has,  pinrtid  facie,  the  exclusive  right  to  the 
mark,  and  after  five  years  has  that  right  conclusively  (6). 
It  is,  therefore,  of  great  importance  that  the  registration 
should  be  effected  in  a  form  which  will  recognise  all 
existing  rights.  Thus,  in  Ex  paHe  Hemming  Jk  Son  (c), 
in  which  recent  occupiers  of  a  needle  mill  were  registering 
the  name  of  the  mill  as  their  trade  mark,  a  note  was 
appended  to  the  entry  on  the  register,  stating  that  the 
registered  proprietors  did  not  claim  the  exclusive  right  to 
the  use  of  the  name  so  as  to  prevent  the  owner  or  occupier 
for  the  time  being  from  using  the  name  for  any  legitimate 
purpose. 
More  than  one  It  occasionally  happens  that  a  trade  mark  becomes 
proprietor.  vested  in  more  than  one  person.  The  question  then  arises 
whether  either  of  these  is  entitled  to  succeed  in  a  suit 
against  an  infringer,  to  which  the  other  person  entitled  is 
not  a  party.  In  a  case  of  this  description,  Sir  L.  Shad  well, 
V.-C,  gave  it  as  his  opinion,  that  whether  the  plaintiff  had 
the  right  in  himself,  or  jointly  with  some  other  persons,  he 
still  had  sufficient  right  to  bring  forward  the  case  (d).  In 
Dent  V.  Turpin(e),  Sir  W.  P.  Wood,  V.-C,  decided  in 


(a)  YFett(my.A'e^am(l)and(2), 
89  N.  Y.  Super.  Ct.  54 ;  51  How.  Pr. 
455 ;  and  see  ManhaUan  Medicine 
Co.  V.  Wood,  4  OUflf.  461. 

(6)  Patents  Act,  1883,  §  76.  In 
the  Scotch  case  of  Zhirmachie  ▼. 
Young  A  Sons,  Ct  Sees.  Cas.  4th 
ser.  X.  874,  the  name  "Glenhoig" 
was  used  and  registered  by  two  com- 
panies trading  as  brickmakers  on 
the  Glenboig  estate  for  the  bricks 
made  there,  and  a  third  firm  carry- 
ing on  the  same  business  in  the 


neighbourhood  of  the  Glenboig  es- 
tate began  to  use  the  name,  alleging 
that  it  was  descriptive  of  all  bricks 
made  of  the  seam  of  clay  which  ran 
through  the  Glenboig  estate,  and 
which  they  alleged  that  they  were 
working.  The  Court  of  Session, 
however,  decided  against  this  con- 
tention, and  granted  an  interdict 
at  the  cuit  of  the  two  companies. 

{c)  M.  R.,  AprU  27,  1881. 

id)  Hine  v.  LaH,  10  Jur.  106. 

(c)  2  J.  &  H.  139. 


THE  CIVIL  REMEDY.   I. 


171 


accordance  with  this  view,  saying  that  the  plaintiff  had  a 
clear  right  to  an  injunction  and  the  erasure  of  the  spurious 
marks,  without  making  the  other  person  interested  a 
party,  while  as  to  the  account,  only  the  plaintiff  s  share 
having  been  prayed  for,  that,  though  it  might  be  difficult 
to  ascertain,  was  yet  ascertainable.  In  any  case,  the 
wrongdoer  had  no  right  to  complain  of  any  technical 
difficulty  arising  from  his  own  wrongful  act,  though  the 
result  was  to  involve  him  in  two  suits  instead  of  one.  In 
Southom  V.  Reynolds  (a),  he  decided  in  the  same  way, 
saying  that  his  previous  decision  had  not  been  interfered 
with  (5).  So,  in  the  Scotch  case  of  Dunnachie  v.  YouTig 
Jc  Sons  (c),  the  name  "  Glenboig  "  was  used  and  registered 
as  the  trade  mark  of  one  company,  and  as  part  of  the 
trade  mark  of  another  company,  and  an  interdict  was 
granted  in  an  action  in  which  the  two  companies  were 
co-plaintiffs,  to  restrain  the  use  of  the  name  by  a  third 
company. 

It  seems  that  where  the  use  of  a  trade  mark  is  impro-  Partnership 
perly  secured  for  himself  by  one  member  of  a  partnership,       ®  """  ' 
he  being  bound  to  obtain  it  for  the  partnership,  he  will  be 
held  to  be  a  trustee  of  it  for  the  benefit  of  the  partner- 
ship (d). 

In  Ddondre  v.  Shaw  (e),  it  was  held  that,  inasmuch  as  Dfondn  v. 
one  of  the  plaintiffs  had  no  interest  in  the  account  (/),  he 


Shaw. 


{a)  12  L.  T.  N.  S.  75. 

(6)  And  see  Leather  Cloth  Co.,  v. 
American  Leather  doth  Co.,  1  H.  ft 
M.  271 ;  and  Newrmn  v.  Alrord,  49 
Barb.  588  ;  R.  Ck>x,  404 ;  6  Sickels, 
189 ;  and  eoTuAduaRohinmrn  v.  Ftnlaif, 
9  Ch.  D.  487. 

(c)  Ct  Sen.  Cas.  4th  ser.  X.  874. 

{d)  Weaton  v.  Ketcham  (1),  89  N. 
Y.  Super.  Ct.  54  ;  and  see  Ex  parte 
Lawrence  Brog.,  44  L.  T.  N.  S.  98  ; 
In  re  Rmt  ds  Co.,  ib.,  98 ;  and  In  re 
Farina  (4>,  ib.  99. 

{e)  2  Sim.  237;  and  see  Page  v. 
Town§end^  5  Sim.  395. 

If)  It  should  be  observed  that  the 
reason    given   by  Mr.   Bickersteth 


(afterwards  Lord  Langdale  and 
M.R.),  who  argued  the  case,  for  the 
joinder  of  Pelletier  as  a  oo-plaintiff, 
was  that  though  having  no  interest 
in  the  medicine,  he  yet  was  entitled 
to  prevent  hia  name  being  used.  It 
is  further  to  be  observed,  that  the 
subsequent  decision  of  Lord  Lang- 
dale,  in  Clark  v.  Freeman,  11  Beav. 
112,  does  not  conflict  with  the  posi- 
tion taken  up  by  him  in  Ddmdre  v. 
Shaw,  since  Pelletier  not  only  manu- 
factured the  medicine,  but  supplied 
it  to  Delondre,  so  that  he  had  a  pe- 
cuniary interest  in  the  maintenance 
uf  his  reputation.  Clark  v.  Freeman 
was  decided  on  the  point  that  the 
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was  improperly  joiued  as  a  co-plaintiff,  the  injunction 
being  thus  made  ancillary  to  the  account.  In  Farina  v. 
SUverlock  (a),  the  same  question  was  raised,  but  without 
success,  and  no  such  objection  would  prevail  at  the  present 
day  (6). 

In  Batty  v.  Hill  (c),  an  attempt  was  made  by  a  prize 
medallist  at  the  Exhibition  of  1862,  to  restrain  the  use  by 
the  defendant,  who  had  not  been  awarded  a  medal,  of  a 
label  which  had  been  prepared  before  the  award,  bearing 
the  words  "Prize  Medal,  1862."  The  Vice-Chancellor 
was,  however,  of  opinion  that  he  could  not  interfere 
merely  on  the  ground  of  a  misrepresentation,  and 
that  the  plaintiff  was  not  entitled  to  claim  the  label 
as  a  trade  mark  for  various  reasons,  among  which  was 
the  fact  that  whatever  rights  the  plaintiff  could  have 
must  be  shared  with  all  those  who  had  been  awarded 
medals  (d). 
Infritigoinent ;      The  person  sought  to  be  enjoined  in  a  trade  mark  case 

by  Borvantik  ,  ,      .         . 

is  commonly  a  rival  manufacturer,  who  is  using  the  spurious 
mark  to  promote  the  sale  of  his  own  commodities.  The 
fact  that  the  fraud  has  been  committed  by  a  servant  of  the 
trader  makes  no  difference,  for  principals  "are  bound  to 
know  what  their  agents  do,  and  if  they  do  not  know,  they 
are  responsible  exactly  as  if  they  did  know."  Hence,  where 
a  defendant's  manager  had  affixed  to  his  master's  goods, 
without  the  knowledge  of  the  latter,  as  he  alleged,  a  ticket 
infringing  the  rights  of  the  plaintiff,  an  injunction  was 


plaiutifT  did  not  manufacturo  or  sell 
pills. 

{a)  1  K.  ft  J.  509;  6  De  G.  ^L  ft 
G.  214;  4K.  ft  J.  650. 

(6)  In  MiUington  v.  Fox^  8  My.  ft 
Or.  838,  the  account  was  waived ; 
and  see  Mc Andrew  v.  Batactt,  4  De 
G.  J.  ft  S.  880  ;  LeAtJier  Cloth  Co.  v. 
American  Leather  doth  Co.,  ib.  137; 
Barnett  v.  Leuchars,  18  L.  T.  N.  S. 
495  ;  and  many  other  caaia. 

(r)  1  H.  ft  M.  264. 


(d)  See  Exhibition  MedaU  Act, 
1863  (26  ft  27  Vict.  c.  119);  also 
Tajflvr  V.  GWies,  14  Sickels,  331; 
and  Roper*Sf  d:e.  Co.  v.  CopemarCt, 
Ac  AstocifUioJif  Ld.,  28  FoL  J.  218. 
But  representations  of  prize  medals 
have  been  registered  as  parts  of  oM 
combination  marks,  both  in  England 
(see  In  re  Brook,  26  W.  B.  791,  and 
In  re  Farina  (2),  27  W.  R.  456)  ami 
in  America  (pee  fn  re  Bush  <t  Co.,  10 
U.  S.  Pat  Gax.  164\ 
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granted  against  the  master,  with  costs  (a).  And,  similarly, 
where  a  clerk  had  sold  goods  in  a  spurious  wrapper,  with 
a  verbal  representation  that  the  goods  and  wrapper  were 
genuine  (6). 

And  English  agents  of  foreign  traders  will  be  restrained  Agents, 
from  selling  goods  received  from  their  principals  falsely 
marked,  to  the  injury  of  other  manufacturers  (c).  And 
similarly  in  America,  with  American  agents  of  foreign 
manufacturers  (c2).  So,  too,  commission  merchants,  selling 
with  the  knowledge  that  the  goods  they  sell  are  so  marked 
as  to  deceive  («). 

The  remedy  will,  however,  not  only  be  awarded  against  Engravooi. 
such  persons  as  are  to  profit  directly  by  the  perpetration 
of  a  fraud,  but  also  against  all  who  connect  themselves 
with  and  assist  in  the  same.  Thus,  persons  who  engrave 
or  print  a  tmde  mark  for  one  not  entitled  to  use  it  may  be 
restrained. 

In  Guinness  v.  Ullmer  (/),  where  the  defendants  had  OuinneM  v. 
supplied  to  one  Taylor  blocks  engraved  with  the  main  "^' 
part  of  the  plaintiff;^'  tirade  mark,  including  their  names, 
from  which  blocks  Taylor  had  printed  labels  similar  to  the 
plaintiffs',  the  Vice-Chancellor  of  England,  Sir  L.  Shadwell, 
was  of  opinion,  that,  as  the  matter  complained  of  could 
not  have  happened  without  the  prints  which  had  been 
made  from  the  blocks,  the  defendants  had  made  themselves 
ancillary  to  the  piracy,  and  he  accordingly  granted  the 
injunction.  It  had  been  contended  for  the  defendants 
that  it  had  been  only  with  a  part  of  the  plaintiffs*  mark 
that  they  had  been  concerned;  but  the  Vice-Chancellor 
thought  that  if  a  thing  contained  twenty-five  parts,  and 
one  only  was  taken,  such  an  imitation  would  be  sufficient 

ia)  Tonje  v.  Ward,  21  L.  T.  N.  S.  FindhUer,  7  Ob.  D.  801 ;  and  see 

430;  aud  nee  TwenJUdie  Stooni  Bfeek-  Skf/ert  v.  Khlers,  Dig.  432. 
frj  Goar  y.  EUintjer  <C-  O).,  26  W.  K.  Id)   Jiobertt   v.   Skddon,   8   BIrs. 

70.  398. 

[b)  Low  V.  i/aW,  90  N.  Y.  457.  (c)  Coats  v.   Holbrook,  2  Sandf. 

(V)  Farina  v.  Cathery^  L.  J.  Notea  586,  R.  Cox,  20. 
<.f  Ca««i,  1867,  p.  134 ;  i>icj€H  v.  (/)  10  L.  T.  (Old  Serie*.),  127. 
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to  contribute  to  a  deception,  and  that  the  law  would  hold 
those  responsible  who  had  contributed  to  the  fraud.  In 
Farina  v.  Shaw  (a),  and  Farina  v.  Silverlock  (6),  injunc- 
tions were  granted  to  restrain  the  printing  of  labels  similar 
tx>  those  used  by  the  plaintiff.  In  the  latter  case,  on 
appeal  (c),  Lord  Cranworth,  C,  dissolved  the  injunction, 
and  sent  the  right  to  be  tried  at  law  (d) ;  but  this  can  no 
longer  be  done  (e), 
Sparioiu  goods     ^  different  combination  of  circumstances  arises  when 

in  innocent 

hands.  the  goods  improperly  marked  are  in  the  charge  of  an 

innocent  third  party,  for  purposes  of  conveyance,  storage, 
or  the  like.  In  such  a  case,  although  that  person  be 
merely  a  carrier  receiving  goods,  which,  though  fraudu- 
lently marked,  are  not  for  his  own  use,  nor  to  be  sold  by 
him  for  his  own  benefit,  but  have  been  received  by  him 
merely  for  the  purpose  of  transmission  to  the  persons  to 
whom  they  are  consigned,  yet  an  injunction  will  issue 
to  restrain  the  defendant  from  parting  with  the  goods 
spuriously  marked  (/).  "  It  is  the  duty  of  the  person  in 
charge  of  the  marked  goods  at  once  to  give  all  the  infor- 
mation required,  and  to  undertake  that  the  goods  shall 
not  be  removed  or  dealt  with,  unless  the  spurious  brand 
has  been  removed,  and  to  offer  to  give  all  facilities  to  the 
person  injured  for  that  purpose.'*  He  should  also  on 
discovering  the  fraud  at  once  inform  his  correspondent 
abroad  (g).  If,  on  the  other  hand,  the  carrier  declines  to 
give  information  required  by  the  injured  party  for  the 
purpose  of  an  action  against  the  author  of  the  fraud,  even 
after  the  marked  goods  have  passed  out  of  his  control,  the 


(a)  Decided  by  V.-C.  Parker,  and  (/)   Upmann  v.  EUcan^  L.  R.  12 

referred  to  in  Farina  y.  Silverlock^  £q.  140 ;  L.  R.  7  Ch.  180  ;  and  see 

1  K  ft  J.  509—12.    See  3  £q.  Rep.  Jlivero  v.  Norris,  Seton,  4th  ed.  236 ; 

886^-90.  J)d  Voile  v.  Mayer,  ib.;  lifoet  v. 

(6)  1  K.  &  J.  509.  Pickering,  8  Ch.  D.  372. 

(c)  6  De  G.  M.  ft  G.  214.  (g)  Per  Sir  J.  RomiUy,  M.  R., 

{d)  Where  the  plaintiff  obtained  and  Lord  Hatherley,  C,  in  Upmann 

a  verdict    See  4  K.  ft  J.  650.  ▼.  Elkan,  L.  R.  12  Eq.  140,  and  L. 

(c)  25  ft  26  Vict  c.  27.  R,  7  Ch.  130. 
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person  injured  is  entitled  to  succeed  in  an  action  bix>ught 
against  him  to  compel  discovery  (a).  Supposing  the 
carrier,  &c.,  to  give  the  required  information  and  under- 
taking, and  to  seek  to  facilitate  the  proceedings,  then,  "  if 
after  that  the  person  injured  files  a  bill,  though  he  will  be 
entitled  to  all  that  he  seeks  in  the  shape  of  relief,  as  he 
might  have  got  it  all  without  suit,  he  will  not  get  from 
the  defendants  the  costs  of  the  suit,  and  he  may  have  to 
pay  them  (&).  On  the  fact  of  the  fraudulent  mark  being 
discovered,  it  is  no  redress  for  the  carrier,  &c.,  to  send 
back  the  goods,  or  to  offer  to  do  so,  for  that  would  only 
put  it  in  the  power  of  the  consignor  to  repeat  his  fraud ; 
but  if  the  carrier,  &c.,  oflTers  as  an  alternative  to  erase  the 
mark,  he  has  done  all  be  can  be  reasonably  required  to 
do  "  (c). 

Where  wines  bearing  a  spurious  trade  mark  were  in  the  Innocent 

.     ii*ii  *=»*  i.i  mortgagee. 

custody  of  a  dock  company,  and  an  innocent  third  party 
had  advanced  money  on  the  security  of  the  wines,  it  was 
ordered  by  Sir  J.  Romilly,  M.  R,  that  the  wines  should  be 
delivered  to  the  mortgagee,  on  the  spurious  brands  being 
removed  and  destroyed  (cZj. 

In  Moet  V.  Pickering  {e)  wharfingers  were  in  possession  WharBnger'a 
of  wines  spuriously  branded,  but  they  had  no  knowledge  **"' 
that  the  brand  was  spurious,  and  they  offered  to  act  with 
respect  to  the  wine  as  the  C!ourt  should  direct,  upon 
having  their  charges  and  costs  paid  or  provided  for.  The 
Court  of  Appeal  held  that  they  were  entitled  to  a  lien  on 
the  wine  for  their  charges,  and  that,  even  if  the  plaintiffs 
in  the  action  for  infringement  were  entitled  to  any  lien  on 
the  wine  for  their  costs,  which  was  doubted,  that  lien  must 
at  all  events  be  postponed  to  that  of  the  wharfingers ;  and 


(a)  Orr   v.    Diaper^    4    Ch.    D.  (r)  Per  Lord  Hathtrley,  C,  in 

92.  Upmann  v.  Mkan,  L.  K.  7  Ch.  130. 

{h)  Upmann  v.  EOtan,  L.  R.  12  Eq.  (d)  Pontardin  v.  Pcto,  83  Beav. 

140.   fAee  Moet  y,  Pickering,  SCh.T).  642. 

372;   and  [/ptnanri  v.  Forester,  24  (e)  6  Ch.  D.  770;  8  ib.  872. 
Ch.  D.  231. 
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the  Court  also  held  that  the  latter  had  not  done  anything 
to  disentitle  them  to  their  costs,  which  must  be  paid  in 
both  Courts  by  the  plaintiffs. 

In  Hunt  V.  Maniere  (a),  where  warehousemen,  at  the 
request  of  the  owners  of  a  certain  brand  on  wines,  refused 
to  deliver  (6)  to  the  indorsee  of  the  dock  warrants  wines 
improperly  marked  with  that  brand,  Sir  J.  Romilly, 
M.R.,  restrained  the  indorsee  from  proceeding  with  an 
action  at  law  against  the  warehousemen  for  their  refusal. 
The  jurisdiction  of  the  old  Court  of  Chancery  to  restrain 
actions  at  law  is  now  gone,  but  the  warehousemen  would 
have  a  good  defence  in  the  Common  Law  Divisions  to  an 
action  there  commenced  (c). 

In  exercising  its  jurisdiction  to  restrain  breach,  and  en- 
force specific  performance  of  contract,  the  Court  has  some- 
times had  to  deal  with  questions  of  trade  mark,  or  akin 
thereto.  Thus,  where  an  injunction  was  granted  to  restrain 
the  use  of  a  man's  name  (d)  otherwise  than  in  accordance 
with  a  contract  into  which  he  had  entered,  or  of  an  initial (e), 
or  of  the  name  of  a  business  (/),  or  of  a  singer's  voice  (gr), 
or  of  a  publication  {h). 

Where,  among  other  symbols,  the  arms,  crest,  and  motto 
(the  latter  being  the  word  "Excelsior")  of  one  of  the 
partners  were  used  as  trade  marks  of  a  partnership,  and 
on  dissolution  of  the  partnership  it  was  agreed  that  the 
other  partner  might  use  all  the  trade  marks  of  the  firm, 
except  such  private  arms,  crest,  and  motto,  it  was  held 
that  no  breach  of  the  agreement  had  been  committed  by 


{a)  34  Beav.  167. 

(b)  On  the  same  dny,  but  Fuljse- 
qnently,  an  injunction  was  grauttd 
t«)  restrain  them  from  doing  so. 

{c)  Judicature  Act,  1873.  §  24. 

(rf)  Ainswortk  v.  Benilry^  1 4  W.  K. 
630  ;  Ward  v.  Bftton,  L.  K.  19  Efi. 
207 ;  Probasco  t.  Bouyonj  1  Mt». 
App.  241. 

(e)  Tudor  v.  Tudor,  W.  N.  187.*^ 
p.  72 ;  Fulhpood  v.  Fufhrod,  9  Oh. 
1).  176. 


(/)  Ifa{/g  V.  Darleyy  Al  It.  3,  Ch. 
hiM  ("Oid  Government  Sanitary 
Company'*);  and  see  McGovan 
Brothers  Pump  <fc  Machine  Co.  v. 
McGowan,  2  Cine.  313. 

(</)  Lttndfv  V.  Wagner,  5  De  G.  & 
Sm'.  485  ;  1  De  G.  M.  &  G.  604;  and 
pee  Aiftworth  v.  Waltntley,  L.  R.  1 
Kq.  f>18,  as  to  a  singer *8  voice. 

(/i)  Cloire*  V.  Iforfg,  W.  N.  1S70 
p.  268. 
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the  continuiDg  partner  in  using  the  word  "Excelsior," 
apart  from  the  arms  and  crest,  on  some  of  his  goods,  since 
it  had  been  so  used  alone  previously  as  a  trade  mark,  and 
it  was  not  then  used  as  a  motto,  but  as  a  trade  mark  (a). 

In  Barrows  v.  Pdaall  Coal  aifid  Iron  Co.  (6),  the  plain-  Barrows  v. 
tiffs  used  a  trade  mark  consisting  of  the  letters  "  B.  B.  H."  and  Iron  Co. 
in  Boman  type,  with  a  crown,  and  the  defendants,  who  had 
compromised  a  suit  commenced  for  the  purpose  of  re- 
straining them  from  using  the  letters  "  B.  B.  S./'  also  in 
Roman  type,  with  a  crown,  by  undertaking  to  discontinue 
tlie  use  of  the  mark,  were  restrained  by  injunction  from 
committing  a  breach  of  the  contract  by  appl3dng  to  register 
the  letters  "  B.  B.  S/'  in  italics,  with  a  crown. 

The  Court  wUl  not  specifically  enforce  an  aOTeement  the  Fraudulent 

,        ,  .  ,  agreement. 

object  of  which  is  to  defraud  the  public  by  putting  goods 
spuriously  marked  on  the  market  (c),  nor  will  it  protect  a 
person  who  has  used  his  trade  mark  on  spurious  as  well  as 
on  genuine  goods  (cQ,  or  has  intended  to  commit  fraud  by 
buying  the  right  to  stamp  on  his  own  goods  the  name  of 
another  person  who  has  acquired  a  reputation  in  the 
trade  (e).  And  where  an  action  for  damages  was  brought 
against  a  person  who  had  filled  with  inferior  seed  seed-bags 
which  he  had  bought  from  the  plaintiffs,  marked  with 
their  labels,  it  was  held  on  demurrer  that  the  plaintiffs, 
having  knowingly  been  parties  to  a  fraud  upon  the  public, 
were  not  entitled  to  recover  (/). 

"  Where  the  manufacture  of  a  person  or  firm,"  said  ^^o'jtract  with 

trAQe  mark 

Cotton,  L.  J.,  in  Johnson  v.  Raylton  (g), "  has  acquired  with  owner  for 
the  public  a  name  or  reputation,  as  Broad  wood's  or  Erard's  ^^^"®  °^ 
pianos,  Purday*s  or  Lancaster's  guns,  a  purchaser  from  them 
of  articles  of  which  they  are  the  makers  is  entitled  to 

(a)  SteirUhal  v.  Samton,  Dig.  546.  R.  Cox,  178.     See  Rodgen  v.  Philp, 

(6)  Dig.  530.  1  U.  S.  Pai  Gaz.  29 ;  In  re  ToUe,  2  ib. 

\c)  Oldham  v.  James,  13  Ir.  Ch.  415. 

893  ;  14  ib.  81.  (/)  Bloss  v.  Bloomer,  23  Barb.  604; 

(d)  ManhaUan    Medicine    Co.    v.  R.  Cox,  200. 

Wood,  4  CKff.  461.  (g)  7  Q.  B.  D.  438. 

(«)  Samud  v.  Berger,  24  Barb.  1 63 ; 

N 
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refuse  any  not  made  by  the  firm  with  whom  he  contracts. 
In  such  a  case  the  purchaser  relies  on  reputation  or  public 
opinion  that  the  maker  to  whom  he  goes  supplies  good 
articles.  In  other  cases,  where  a  man  contracts  with  a 
particular  firm  of  makers  for  goods  such  as  they  make,  in 
the  absence  of  evidence  that  in  the  particular  trade,  or  as 
regards  particular  goods,  there  is  a  known  practice  that  a 
maker  of  whom  the  goods  are  ordered  is  at  liberty,  in  the 
absence  of  such  a  stipulation,  to  supply  goods  of  the  kind, 
though  made  by  other  firms,  I  should  come  to  the  con- 
clusion that  the  purchaser  is  induced  to  go  to  the 
particular  firm  of  manufacturers  by  his  reliance,  in  part  at 
least,  on  the  opinion  which  he  forms,  either  on  his  own 
experience  or  from  information  of  others,  as  to  the  average 
or  general  excellence  of  the  goods  which  are  manufactured 
by  them.  He  is  trusting  to  his  own  experience,  or  to  that 
of  his  friends,  as  a  purchaser  who  goes  to  a  firm  which  has 
acquired  a  public  reputation  trusts  to  the  opinion  of  the 
public."  So  that  where  a  manufacturer  has  contracted  to 
sell  goods  of  his  own  manufacture  and  bearing  his  trade 
mark,  the  purchaser  is  justified  in  refusing  to  accept  other 
goods,  though  of  the  same  quality.  But  it  seems  that  if 
what  is  wanted  is  the  particular  manufacturer's  trade 
mark  on  the  goods,  as  a  guarantee  of  quality,  the  pro- 
prietor of  the  mark  is  justified  in  placing  that  mark  on 
goods  not  of  his  own  make,  since  by  so  doing  he  makes 
himself  responsible  for  the  quality  of  them,  just  as  if  he 
had  made  them  himself  (a). 
Contract  for  Where  a  contract  has  been  entered  into  for  the  purchase 
ffood8*wdthf  a  ^^  goods  of  a  particular  stamp,  the  question  arises  whether 
specified  mark,  the  stamp  was  specified  as  indicative  of  a  particular 
quality,  or  as  possessing  some  value  in  itself,  so  that  the 
goods  would  be  of  less  value  if  stamped  differently.  Thus, 
in  Hopkins  v.  Hitchcock  (b),  where  iron  stamped  with  "  S. 
&  H."  and   a  crown  had  been  contracted  for,  and  iron 

(a)  See  per  Brett,  L.  J.,  in  S.  C.  (6)  14  C.  B.  N.  S.  65. 
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stamped  with  "  H.  &  Co."  and  a  crown  was  supplied,  the 
firm  having  become  differently  constituted,  and  having 
consequently  marked  their  iron  of  the  quality  originally 
denoted  by  the  former  brand  with  the  latter  stamp  in  sub- 
stitution for  the  former,  it  was  decided  that  the  contract 
tamed  upon  the  quality  of  the  iron,  and  not  upon  the 
brand  (a) ;  if,  however,  the  brand  had  possessed  a  special 
value,  and  the  object  of  the  purchase  had  been  to  resell  the 
iron  at  a  price  which  would  have  had  to  be  lowered  in  the 
absence  of  the  special  mark,  or  even  if  it  had  been  clear 
that  the  defendant  had  contracted  for  the  brand  for  its 
own  sake,  and  not  as  indicative  of  quality,  it  seems  that 
the  decision  would  have  been  the  other  way.  Such  ques- 
tions must,  however,  depend  in  each  case  upon  the  terms 
in  which  the  intention  of  the  contracting  parties  is 
expressed ;  and  it  seems  that  a  contract  to  supply  goods 
bearing  a  particular  trade  mark  may  be  implied  from  that 
trade  mark  being  printed  at  the  head  of  the  order  form  (6). 

In  the  case  of  paintings,  described  in  a  catalogue  as  Painter's 
being  the  work  of  Claude  Lorraine  and  Teniers,  it  was  held  ^^tiw 
by  Lord  Kenyon,  C.  J.,  that  the  description  was  merely  an 
expression  of  the  vendors  opinion,  and  not  a  warranty  of 
the  authenticity  of  the  paintings  (c) ;  in  a  similar  case, 
however,  where  the  painter  was  said  to  be  Canaletto,  it  was 
held  by  the  Court  of  King's  Bench  to  be  for  the  jury  to 
say  whether  or  not  the  dejjcription  amounted  to  a  war- 
ranty {d).  The  paintings  being  so  much  more  modern,  it 
was  more  reasonable  in  this  case  to  suppose  that  the 
vendor  intended  to  make  an  assertion  as  to  the  fact  of 
their  authenticity,  as  within  his  own  knowledge. 

(a)  Compare  Nickel  v.  OodU^  10  were  not  "  Canada  Plates "  in  the 

TJT-   191.     Similarly,  in  jtUespie  A  strict  commercial  flense. 

Co,  ▼.  ManhaU,  Dig.  648,  the  ques-  (6)  Johnvm  v.  RayUoUt  7  Q.  B.  D. 

turn  was  discussed  whether  a  con-  488. 

tract  to  supply  "  Marshairs  Canada  (c)  Jendmne  v.  Slade,  2  E^p.  N. 

Plates  "  was  performed  by  the  deli-  P.  C.  572. 

very  of  plates  such  as  were  usually  (d)  Pmcer  v.  Barham,  4  Ad.  k  E. 

supplied  by  Marshall,   but   which  473. 

n2 
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Merchandiae  By  the  Merchandise  Marks  Act,  1862,  any  person  selling 
or  contracting  to  sell  any  article  bearing  a  trade  mark  (a), 
or  any  description,  &X3.,  of  its  number,  quantity,  measure, 
weight,  or  place  of  production  (b),  is  held  to  warrant  the 
genuineness  of  the  trade  mark,  or  the  correctness  of  the 
description,  &a,  unless  he  expresses  the  contrary  in  signed 
writing,  delivered  to  and  accepted  by  the  vendee. 

By  §  21  the  Court  has  power  to  direct  the  destruction 
or  other  disposal  of  goods  wrongfully  marked,  to  award  an 
injunction,  and  to  make  an  order  for  inspection. 

By  §  11  the  punishment  of  an  offender  under  that  Act 
does  not  take  away  the  civil  remedy  to  which  any  person 
aggrieved  by  his  conduct  is  entitled. 
Kisks  incnired  That  under  some  circumstances  an  infringement  of 
ment  ""^*  a^^other  person's  trade  mark  may  expose  the  infringer 
to  liabilities  even  beyond  those  involved  in  an  action 
brought  to  restrain  the  wrong,  appears  from  the  Victorian 
case  of  In  re  Brebner  (c),  in  which  an  insolvent,  who  had 
wasted  his  means  in  litigation  occasioned  by  his  having 
infringed  a  trade  mark,  had  his  certificate  suspended  for 
a  year. 

(a)  26  &  26  Vict  c  88,  §  19.  (c)  2  W.  &  W.  12. 

(6)  76.  §  20. 


CHAPTER  VIL 
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DEFENCES,  DLSCOVERY  AND  INSPECTION,  ACCOUNT, 

DAMAGES;  COSTS. 

Defences. 

The  possible  defences  to  an  action  to  restrain  an  infringe-  Defences, 
ment  of  trade  mark  are  numerous,  some  being  of  a  some- 
what special  character.     The  following  are  some  of  the 
most  important. 

1.  Non-infringement 

The  first  and  usual  defence  is  that  the  conduct  on  the  !•  Non- 
part  of  the  defendant,  of  which  the  plaintiff  complains, 
has  not  been,  in  fact,  such  as  to  have  for  its  object  or  its 
result  the  appropriation  by  the  defendant  of  what  was  the 
plaintiff's  due,  the  finits  of  his  enterprise  and  reputation ; 
shortly,  that  the  defendant  has  not  infringed  (a).    - 

2.  Plaintiff's  Trade  Mark  bad  in  itself 

This  defence  must  for  the  future  be  founded  mainly  on  2.  Plaintiff's 
the  definition  of  a  trade  mark  in  §  64  of  the  Patents  ^^  ""^'^ 
Act^  1883  (6).     A  quasi  trade  mark  adopted  since  August 
13th,  1875,  which  possesses  none  of  the  essential  par- 

(a)  £.g.,  Oraicskay  v.  Thompson,  i  spoon  v.  Currie,  L.  R.  5  H.  L.  508; 

Man.  &  G.  357 ;  EddtAen  v.  Eddsten,  Blachodl  v.  Wri(/hi,  73  N.  Car.  310, 
1  De  G.  J.  &  S.  185 ;  Blachodl  v.  (6)  46  &  47  Vict.  c.  57. 

Orabb,  36  L.  J.  Ch.  504 ;   Wother- 
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ticulars  therein  enumerated,  or  one  used  before  the  date 
above  mentioned  which  contains  no  special  and  distinctive 
feature,  even  though  it  should,  bj  some  oversight,  obtain 
registration,  will  yet  be  incapable  of  protection.  Both  in 
§  3  of  the  Act  of  1875,  and  in  §  76  of  the  Act  of  1883,  the 
exclusive  right  for  which  provision  is  made  relates  to  the 
use  of  "  a  trade  mark,"  and  it  cannot  be  that  that  which 
the  Act,  by  excluding  it  from  the  definition  of  "  a  trade 
mark,"  declares  not  to  be  a  trade  mark  for  the  purposes  of 
the  Act,  can  yet  participate  in  the  privileges  which  are 
conferred  on  trade  marks  which  the  Act  recognises.  The 
process  of  registration,  whether  for  five  years  or  for  any 
shorter  period,  cannot  make  that  a  trade  mark  which  does 
not  contain  at  least  one  of  the  elements  declared  by  the 
definition  clause  to  be  essential,  unless  the  definition  clause 
is  to  be  entirely  disregarded.  This  view  was  upheld  by  the 
Court  of  Appeal  in  In  re  Palraer  (1)  (a),  in  which  the 
late  Master  of  the  Rolls  fully  discussed  the  point,  and 
Lindley,  L.  J.,  said  that ''  after  careful  examination  of  §§  3, 
'  5,  and  10  of  the  Trade  Marks  Registration  Act,  1875, 1  am 

satisfied  that  a  mark  which  is  not  a  trade  mark,  and  which 
therefore  ought  never  to  have  been  registered,  does  not 
become  a  trade  mark  by  being  on  the  register  for  five 
years."  And  the  same  conclusion  has  been  arrived  at  in 
America  under  the  United  States  Statute  (6).  Thus,  any 
mere  letters  or  numerals  not  used  as  a  trade  mark  before 
the  passing  of  the  Act  cannot  be  registered  (c),  or  if 
registered,  could  not  be  upheld  as  a  valid  trade  mark. 
*  Thus,  too,  at  no  time  could  a  mere  adjective  used  in  its 
ordinary  sense  be  protected,  as  the  word  "  nourishing " 
applied  to  stout  (cZ),  "  superfine  "  or  "  superior  "  to  soap  (e). 
So,  too,  any  scandalous  design  (/). 

(a)  21  Ch.  D.  47.  Eq.  29. 

(6)  Moorman  v.  Hogt^  2  Sawy.  78.  \e)  Bruham  v.  Bustardf  1  H.  ft  M. 

(c)  See  Ex  parte  Stephent^  3  Ch.  447 ;  SpoUiiwoode  v.   Clarke,  1  Gr. 

J).  659,  ftnd  Roie  y.  Evaru,  48  Ji.  J.  Coop.  254  ;  GUloU  v.  Eaterbrook,  R. 

Gb.  618.  Cox,  353. 

(rf)  Jioffffett  V.  FindUUer,  L.  R.  17  (/)  See  §  78  of  the  Act  of  1883. 
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3.  No  Registration  or  Certificate  of  Non-registration. 

The  trade  mark^  ro  called,  may  present  some  one  or  more  s.  No  regis- 
of  the  essential  particulars  required  by  the  Act,  and  may  ^'^^  ^ 
not  be  objectionable  in  itself,  but  yet  the  fact  of  non- 
registration under  the  Acts  will,  if  it  is  a  new  mark, 
effectually  debar  the  person  who  has  used  it  from  obtain- 
ing the  injunction,  which  would  otherwise  be  awarded  as  a 
matter  of  course  (a).  And  this  is  so,  even  though  the 
trade  mark  owner  has  taken  all  steps  in  his  power  to 
protect  his  rights,  and  the  Patent  Office  is  responsible  for 
the  delay  (&).  If  it  is  an  old  mark,  a  certificate  of  refusal 
to  register  will  preserve  the  existing  right  to  protection  (c). 
However,  it  does  not  at  all  appear  that,  when  a  case  of 
actual  intentional  fraud  can  be  proved,  there  is  anything 
in  the  Acts  to  prevent  proof  of  imitation  of  marks,  though 
unregistered,  &a,  being  given  as  corroborative  evidence  of 
the  fraud  (d).  In  such  a  case  the  state  of  things  would  be 
similar  to  that  in  which  it  is  a  mode  of  packing  that  has 
been  imitated  (e).    The  injunction  which  would  not  be  ; 

granted  to  restrain  the  infringement  of  the  unregistered 
and  uncertified  trade  mark  would,  as  it  seems,  be  granted 
to  restrain  the  intentional  fraud,  in  which  the  imitation  of 
marks  was  a  mere  incident. 

4.  TAe  Plaintiff  not  the  Registered  Proprietor. 
By  §  76  of  the  Act  of  1883  (/),  it  is  provided  that  4.  Plaintiff 


(a)  See  Patents  Act  of  1883,  §  77. 
BegiHiation  is  *'  a  condition  prece- 
dent to  suing.*'  Per  Cbitty,  J.,  in 
MvMon  y.  Botkm,  28  SoL  J.  861. 
It  does  not  appear  that  in  America 
it  is  eqaaU^  essential  to  have  ob- 
tained registration.  See  Rodgen  v. 
PhUpy  1  U.  S.  Pat  Gas.  29. 

(6)  ffaetopido  v.  iLa/v^marm,  23 
SoL  J.  819. 

{e)  See  per  Lord  Blackburn  in  OrV' 
Ewing  ▼.  SeffiMtrar  of  Trade  MarkSf 
4  App.  Cas.  498.  In  Orr-Ewing  A 
Co,  v.  Johnston  A  Co,y  18  Ch.  D.  434, 


a  certificate  of  registration  or  of  re- 
fusal to  register  does  not  appear 
to  have  been  called  for. 

((2)  The  late  Master  of  the  Rolls 
has  intimated  from  the  bench  that 
this  view  is  correct ;  and  see  per  Pear- 
son, J.,  in  In  re  JUviere  dt  Co.,  W. 
N.  1884,  p.  76. 

(e)  WooUamv.  Raldiff,  1  H.  ft  M. 
259  ;  Edehten,  v.  Vick,  11  Hare,  78 ; 
Preset,  Bachof{2),  14  Bl.  C.  C.  482; 
Orr  v.  Diaper,  4  Ch,  D.  92. 

(/)  46  &  47  Vict  c.  67,  §  76. 
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not  the  "  the  registration  of  a  persoD  as  proprietor  of  a  trade  mark 

proprietor.  shall  be  primd  fade  evidence  of  his  right  to  the  exclusive 
use  of  the  trade  mark,  and  shall,  after  the  expiration  of 
five  years  from  the  date  of  the  registration,  be  conclusive 
evidence  of  his  right  to  the  exclusive  use  of  the  traile 
mark,  subject  to  the  provisions  of  this  Act."  The  effect  of 
this  seems  to  be  to  prevent  a  person,  whose  establisheil 
trade  mark  has  been  registered  without  his  knowledge  or 
laches  in  the  name  of  another,  from  taking '  steps  to 
prevent  infringement  until  he  has  first  secured  the  rectifica- 
tion of  the  register  (a). 

The  trade  mark  being  duly  registered,  the  objection 
which  formerly  prevailed,  by  which  a  trade  mark  was 
excluded  from  protection  when  there  were  no  vendible 
goods  in  the  market  stcmiped  therewith  (b),  will  be 
avoided,  for  registration  is  to  be  deemed  to  be  equivalent 
to  public  use  of  the  mark  (c). 

6.  Trade  Mark  severed  from  OoodwUl. 

6.  Trademark      It  is  a  good  defence  to  an  action  for  infringement  of 

^^will  '^™    trade  mark,  to  prove  that  the  plaintiff  is  not  the  owner  of 

the   business  and   goodwill  concerned   in   the  particular 

goods  or  classes  of  goods  in  respect  of  which  the  trade 

mark  is  registered  (d), 

6.  Licence. 

The  defendant  may  plead  a  licence  from  the  plaintiff  (e), 
or  from  a  co-proprietor  of  the  mark  (/).   In  one  American 


6.  Licence. 


(a)  See  §  6  of  the  Act  of  1875. 

{b)  McAndrew  v.  BaMdt^  4  De  G-. 
J.  ft  S.  880 ;  MaxwdL  v.  Hoyg^  L. 
R.  2  Ch.  307. 

(c)  §  75  of  Act  of  1883.  This  is 
so  also  in  the  United  States :  In  rt 
The  Butcher  Temple  Co.,  U.  S.  Pat. 
Comm.  Deds.  1871,  p.  248. 

id)  See  §§  65  and  70  of  Act  of 
1883.  There  can  be  no  trade  mark 
in  gross  :  Cotton  v.  Gillard,  ii  L.  J. 
Ch.  90.  See  WiUhaus  v.  Uraun,  44 
Md.  303 ;  Taylor  v.  Bemis,  4  Biss. 
406 ;    WeUon   v.  Keicham  (1),  (2), 


89  N.  Y.  Super.  Ct  64  ;  61  How.  Pr. 
465  ;  Skinner  v.  Oaketj  10  Mo.  App. 
45;  Morgan  y.  Rogers,  26  U.  S.  Fat. 
Gaz.  1113. 

(e)  See  Patents  Act,  1883,  §  87. 
It  does  not  appear  that  this  section 
can  be  intended  to  authorise  the 
user  of  a  trade  mark  un  goods  not 
being  the  goods  of  the  trade  mark 
owner,  or,  at  least,  equivalent  to 
them. 

(/)  Mar»haUv,Pinkham,52Wvac, 
572. 
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case  (a)  it  was  held  that  the  plaintiffs,  who  had  received 
an  exclusive  license  from  the  owner  of  a  trade  mark,  were 
entitled  to  an  injunction  against  the  successors  in  business 
of  persons  who  had  been  partners  in  business  with  the 
licensor,  but  had  tacitly  acquiesced  in  his  retaining  the 
sole  right  in  the  mark.  However,  the  Court  would  not 
allow  a  licensee  to  defraud  the  public  by  the  sale  of  goods 
the  mark  on  which  was  similar  to  that  on  the  licensor's 
own  goods,  while  the  goods  themselves  were  not  the  goods 
or  goods  equivalent  to  the  goods  of  the  licensor  (&). 


7.  Dday  and  Acquiescence. 

A  man  may  by  his  own  laches  lose  his  right  to  that  pro-  7.  T)elay  and 
taction  which  he  would  have  obtained  at  once,  had  he  *«l^*««»"oe« 
come  to  the  court  with  reasonable  promptitude  (c).  In 
fact,  that  which  has  originally  been  a  valid  trade  mark, 
the  property  of  an  individual  or  firm,  entitled  to  protection, 
may  become  pvhlid  juris,  that  is  to  say,  the  use  of  it  may 
be  thrown  open  to  the  public,  by  its  proprietor  allowing 
his  right  to  be  so  habitually  infringed  that  the  trade  mark 
no  longer  conveys  to  those  who  see  it  the  impression  that 
the  goods  to  which  it  is  attached  are  of  his  manufacture  {d). 
Thus,  in  In  re  Hyde  <Ss  Co,  (e),  it  was  held  that  the  words 


(a)  Kidd  v.  Johruan,  100  U.  S. 
Bep.  617.  See  Kidd  ^  Co.  v.  MiUs, 
Johnwn  d&  Co.,  5  CJ.  S.  Pat  Gaz. 
337. 

(6)  Oldham  v.  JameB,  18  Xr.  Gh. 
393  ;  14  ib.  81 ;  Bloss  v.  Bloomer,  23 
Barbi  604,  B.  Cox,  200 ;  Samuel  v. 
JBerger,  24  Barb.  168  ;  B.  Cox,  178  ; 
Badgers  v.  Philp,  1  U.  S.  Pat  Gaz. 
29 ;  /n  re  ToOe,  2  ib,  415. 

{c)  MotUy  V.  D&wnman,  8  My.  k 
Or.  1 ;  M&r%9on  y.  Moa/t^  9  Hare,  241 ; 
Flavd  v.  Barrigon,  10  Hare,  467; 
Wa»on  ▼.  WariTtg,  15  Beav.  151; 
AUcmey-Qeneral  v.  Sh^ffidd  Qua 
Cmmmert*  Co,,  3  De  6.  M.  k  G. 
827;  BvrgtiM  ▼.  Bwrgeu,  ib.  896; 
Farina  v.  Qthhardt,  8  £q.  Bap. 
891;   Ckappell  v.  Sheard^  2  K.  A; 


J.  117;  Chles  y.  Sims,  5  De  G.  M. 
&  G.  1;  Binahan  v.  BoUon,  15  Ir. 
Ch.  75;  Hovenden  v.  Uoyd,  18  W. 
B.  1132;  Isaacson  v.  Thompson,  41 
L.  J.  Ch.  101 ;  Bstcourt  v.  EstcouH 
Hop  Essence  Co.,  L.  B.  10  Ch.  276; 
Amoskeag  Manufacturing  Co.  r. 
Gamer,  65  Barb.  151;  R  Cox,  641; 
Manhattan  Medicine  Co.  v.  Wood,  4 
CUfif.  461;  MarshaU  v.  Pinkham,  52 
Wise.  572;  and  other  cases  cited 
below. 

id)  Ford  V.  Foster,  L.  B.  7  Ch. 
611;  Wheeler  &  Wilson  v.  Shake- 
speare,  89  L.  J.  Ch.  S6;  Inre  Buhn 
d:  Co.,  68  L.  J.  Ch.  238  ;  Bodgers  v. 
Philp,  1  U.  S.  Pat  Gaz.  29;  FiUeu 
V.  Child,  16  BL  C.  C.  376. 

(c)  7  Ch.  D.  724. 
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"  Bank  of  England  "  had  long  ceased  to  be  a  trade  mark  in 
respect  of  sealing-wax  by  reason  of  the  user  for  six  years  of 
those  words  on  sealing-wax  by  persons  other  than  those 
who  had  originally  adopted  it,  without  interference  by  the 
latter,  and  the  registration  of  the  lapsed  trade  mark  was 
accordingly  rescinded. 

Principle  of  The  principle  on  which  the  Court  allows  the  plaintiflTs 
delay  to  be  pleaded  by  way  of  defence  is  thus  stated  by 
Sir  W.  P.  Wood,  V.-C,  in  Beard  v.  Turner  (a).  "  By  not 
complaining  at  the  time  when  you  might  complain  (I  do 
not  say  that  it  is  your  intention,  we  must  judge  of  the  in- 
tention by  the  necessary  result),  you  are  lying  by,  tlie  man 
continuing  to  use  your  property,  with  the  hope  (and  such 
is  the  prayer  of  your  bill  filed  two  or  three  years  after- 
wards) of  obtaining  those  profits  which  you  stood  by 
allowing  him  to  make  under  this  designation,  without 
apprising  him  of  your  intention  to  make  any  such  use  of 
it.  On  that  ground  it  falls  within  the  principle  enunci- 
ated by  Lord  St.  Leonards  in  the  Irish  case  referred  to,  in 
which  it  is  stated  that  it  is  a  fraud  to  allow  a  plaintiff  to 
avail  himself  of  delay  to  obtain  benefit  for  himself  In 
that  case  you  will  not  grant  him  relief" 

On  motion  for      In  the  case  of  a  motion  for  an  injunction  "  the  argu- 

injunction.  ,  .  .  .  j      vx  •  _x      j.        a 

"*  ment  as  to  acquiescence  is  no  doubt  very  important     A 

short  acquiescence  may  property  induce  the  Court  not  to 
interfere  ex  parte.  A  longer  acquiescence  may,  under  the 
circumstances,  throw  serious  doubt  upon  the  right  of 
the  plaintiff,  and  induce  the  Court  not  to  interfere  by  any 
interlocutory  order,  even  when  applied  for  on  notice  "  (6). 
And  it  is  not  suSicient  for  the  plaintiff  to  commence  pro- 
ceedings promptly ;  if  he  wishes  for  an  interlocutory  in- 
junction he  must  bring  on  his  motion  at  once,  or  the  Court 


(a)  18  L.  T.  N.  S.  746.  Thompvm,  41  L.  J.  Ch.  101,  where  an 

(b)  Per  Lord  Langdale,  M.  R.,  in  interlocutory  injunction  was  refused 
Gordon  v.  Ckeltenkam  HaUway  Co.,  5  on  the  ground  of  delay,  and  Ckinn 
Beav.    233;    and    see    Idoacson  v.  v.  ThomaSf  5  Vict.  L.  K.  £q.  188. 
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will  hold  that  he  has  shown  by  his  own  conduct  that  he 
does  not  consider  such  interference  to  be  imperative  (a). 

Where,  however,  the  case  has  arrived  at  the  hearing,  At  the  hearing 
or  is  being  argued  on  demurrer,  the  degree  of  delay  or  ^t^JJ^.^ 
acquiescence  must  be  much  greater ;  there  must  be  such  an 
acquiescence  as  to  amount^  not  only  to  a  positive  licence, 
but  to  an  implication  of  an  actual  grant,  before  the  parties 
can  be  for  ever  deprived  of  their  rights  (6).  In  FvMwood 
V.  FvH/wood  (2)  (c),  Fry,  J.,  laid  down  that  mere  lapse  of 
time,  short  of  the  statutory  period  fixed  for  the  limitation 
of  actions,  would  not  deprive  a  plaintiff  in  an  action  for 
infringement  of  a  trade  mark,  which  is  an  action  for  the 
assertion  of  a  legal  right,  of  his  right  to  the  injunction. 
And  in  an  American  case  {d},  while  it  was  held  that  a  delay 
of  twenty-five  years  effectually  disentitled  the  plaintiffs  to 
relief  as  against  an  innocent  vendor  of  goods  falsely 
marked,  the  question  as  to  the  rights  of  a  trade  maik 
owner,  after  a  similar  delay,  against  a  guilty  manufacturer, 
was  left  open. 

It  is  not  a  sufficient  answer  to  a  plea  of  delay  on  the  Riffhta  must 
part  of  the  plaintiff  for  the  plaintiff  to  allege  continual  defended.^ 
assertions  of  his  right.  He  must  take  some  more  decided 
measures.  "  What  the  plaintiffs  mainly  relied  on  was  the 
continual  claim  on  their  part,"  says  Sir  G.  Turner,  L.J.  (e), 
''and  no  doubt  they  have  not  ceased  to  assert  their 
claim ;  but  I  cannot  agree  to  a  doctrine  so  dangerous  as 
that  the  mere  assertion  of  a  claim,  unaccompanied  by  any 


(a)  Piekfmrd  v.  The  Orand  June-  U.  S.  Rep.  246;  Sawyer  y,  KeUogg,  19 

Hm  RaUtoay  Co.,  3  Railway  Gas.  IT.  S.  Pat.  Gaz.  1627;  20  ib.  1898; 

538.  Gamble  v.  Stq>hen9on^  10  Mo.  App. 

(6)  Patching  v.  Dubbins,  Kay,  11;  681 ;  Julian  v.  Hoosier  Drill  Co.,  76 

Gordon  y.  The  Chdtenham  Railway  Ind.  408. 

Co.f    5    Beav.    233 ;    Rodgen    v.  (c)  9  Gh.  D.  176. 

Bodgerty  31  L.  T.  N.  S.  285;  and  \d)  Bodgera  v.  PhUp,  1  U.  S.  Pat. 

Me  Lazenby  t.  White,  41  L.  J.  Gh.  Graz.  29 ;  and  see  Wolfe  v.  BarneUf 

854;  OilloU  v.  Etterbrook,  47  Barb.  24  La.  Ann.  97. 

455;  R.  Got,  340;  3  Sickles.  374;  (e)  Clegg  v.  Edmonton,  8  De  G. 

m^  V.  Fanett,  44  Mo.  178 ;    E.  M.  &  G.  810. 
Cox,  630;  McLean  v.  Fleming,  96 
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No  delay 
where  no 
knowledge. 


Delay  by 

retiring 

partner. 


Delay  for 
purpose  of 
Hccuring  evi- 
dence. 


act  to  give  effect  to  it,  can  avail  to  keep  alive  a  right  which 
would  otherwise  be  precluded  "  (a). 

But  where  a  trade  mark  has  been  infringed,  and  the 
owner  has  not  been  aware  that  this  has  been  the  case,  he 
has  been  guilty  of  no  delay  in  taking  no  steps  to  put  an 
end  to  the  fraud,  and  he  will,  therefore,  not  be  deprived  of 
his  rights  by  reason  of  his  having  taken  no  proceedings 
while  he  was  ignorant  of  the  infringement  (6).  Hence, 
where  a  defence  of  delay  is  set  up,  the  evidence  must  go  to 
show,  not  merely  that  the  plaintiff  might  have  been  aware 
of  the  infringement  which  was  going  on,  but  that  he 
actually  was  so,  and  that  it  was  with  such  knowledge  that 
he  remained  quiescent  (c). 

It  has  been  held  in  America  that  if  a  member  of  a 
partnership  retires  therefrom  without  setting  up  any  claim 
to  an  interest  in  the  trade  mark,  and  makes  no  objection  to 
its  being  used  by  the  continuing  partner,  he  must  be  taken 
to  acquiesce  in  its  being  appropriated  by  the  latter  (rf); 
but  that  if,  on  the  other  hand,  a  partner  submits  to  the 
appropriation  of  the  firm  trade  mark  by  his  partner,  at  a 
time  when  he  is,  in  a  measure,  in  the  latter's  power,  by 
reason  of  the  latter  being  in  sole  possession  of  an  important 
secret  used  in  the  business,  he  will  be  held  not  to  have  lost 
his  right  (e) ;  and  that  a  -continued  user  of  the  mark  by 
the  retiring  partner,  even  on  a  spurious  article,  is  evidence 
that  he  does  not  intend  to  give  up  his  rights  therein  (/). 

Inasmuch  as  iu  a  case  where  no  proof  of  actual  decep- 
tion is  produced,  the  Court  has  to  try  a  hypothetical  case. 


(a)  This  dictum  was  approved  and 
followed  by  Wood  and  Selwyn,  L. 
JJ.,  in  Lekmann  v.  McArthur^  L.  R. 
8  Ch.  496;  but  see  Attorney-General 
V.  Sheffield  Octs  Contwmen*  Co.,  8 
De  G.  M.  &  G.  327;  and  Kinakan 
V.  BoUon,  15  Ir.  Ch.  75. 

(6)  Weld<m  v.  Did^s,  10  Ch.  D. 
247 ;  In  re  Fanna  (2).  27  W.  R. 
456;  WUliama  v.  AdamSf  8  Bias. 
452;   Sawyer  v.   Eellogg,  19  U.  S. 


Pat.  Gaz.  1627;  20  t6.  1893 ;  Mon- 
ton  V.  Boehm,  28  Sol.  J.,  861. 

(c)  Siegert  v.  Findlater,  7  Ch.  D. 
801. 

{d)  Kidd  a?  Co.  V.  MWt,  Joknwn 
A  Co.,  5  U.  S.  Pat.  Gas.  337 ;  Simp- 
ton  V.  Wright  (1),  15  i5.  248. 

(«)  Wetion  v,  Ketcham  (1 ),  39  N.  Y. 
Super.  Ct.  54. 

(/)  Wright  V.  Simfon^  15  U.  S. 
Pat  Gaz.  968. 
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turning  on  the  probabilities  -  of  deception,  as  to  which 
witnesses  could  probably  be  brought  forward  by  both  sides, 
a  person  who  believes  others  to  be  infringing  his  trade 
mark  is  entitled  to  wait  until  he  can  collect  a  sufficient 
number  of  cases  to  prove  to  the  Court  that  the  proceedings 
of  which  he  complains  do  actually  deceive  the  public; 
and  his  right  to  protection  is  not  gone  by  reason  of  such 
delay  (a).  It  seems  that  in  Rodgera  v.  Rodgera  (6),  and 
Estcourt  V.  Eatcourt  Hop  Eaaence  Co.  (c),  the  delay  would 
have  been  condoned  had  it  resulted  in  the  production  of 
satisfactory  evidence  of  deception.  On  the  other  hand^ 
where  a  plaintiff  delayed  his  motion  until  December, 
having  been  in  possession  of  sufficient  evidence  in  May, 
the  delay  was  fatal  to  the  motion  (d). 

Where  an  injunction  has  been  granted  by  the  Court,  Delay  in 
there  must,  in  order  to  deprive  the  party  who  has  obtained  J^^^^*^ 
the  injunction  of  his  right  to  move  for  committal  upon  commit. 
the  breach  of  it,  be  a  case  made  out  almost  amounting  to 
such  a  licence  to  the  party  enjoined  to  do  the  act  enjoined 
against  as  would  entitle  him  to  maintain  an  action  against 
others  for  doing  that  act  (e). 

Even  if  the  delay  has  not  been  such  as  to  disentitle  the  Indulgence  to 
plaintiff  to  his  injunction,  it  may  yet  obtain  some   in-pudntiff 
dulgence  for  the  defendant ;  as,  for  instance,  the  permission  j*^^ 
to  dispose  of  the  wares  on  which  he  expended  money  in 
consequence  of  the  plaintiff's  delay  (/). 

Or,  the  injunction  may  be  granted  and  the  account  of  Account  or 

/*x  J*  "L         !.•  1-    'x    •  11  'J   damages  with- 

pronts  or  damages,  by  which  it  is  usually  accompanied,  held 
withheld  (g). 


(a)  Lee  v.  Haley,  L.  B.  5  Gh.  155; 
Care  ▼.  Myen,  Dig.  304. 

{b)  31  L.  T.  N.  S.  286. 

(c)  L.  R.  10  Ch.  276. 

{d)  Inacson  v.  Tkomp$on,  41  L. 
J.  Ch.  101. 

{e)  Per  Sir  G.  Turner,  L.  J.,  in 
Rodgers  v.  NmoiO,  3  De  G.  M.  &  G. 
614.  In  CaHier  v.  May,  Dig.  200,  a 
delay  of  eighteen  months  was  one  of 


the  grounds  on  which  the  motion  to 
commit  was  refused. 

(/)  CUywe9  V.  Hogg,  W.  N.  1870, 
p.  268;  S.  C.  on  appeal,  W.  N.  1871, 
p.  40;  Anglo-Swiss  Condensed  Milk 
Co.  V.  Swiss  Condensed  MUk  Co,, 
W.  N.  1871,  p.  168. 

{g)  Harrison  v.  Taylor,  11  Jur, 
N.  S.  408 ;  Amoskeag  Manufacturing 
Co,  V.  Gamer  (2),  54  How.  Pr.  298; 
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Cofltfl  not 
given. 


Lastly,  the  delay  of  the  plaintiff  may  be  punished  by  his 
being  left  to  pay  his  own  costs,  though  successful  in  his 
main  contention  (a).  On  the  other  hand,  a  defendant  who 
has  only  defeated  the  plaintiff's  claim  by  pleading  the 
latter's  delay,  may  fail  to  obtain  thereby  the  costs  of  the 
proceedings  occasioned  by  his  own  fraud  (6). 


murepresen- 
tation. 


r 


8.  Plaintif9  Misi^epresentation. 

8.  PiaintirB  "The  administration  of  Equity  is  founded  on  perfect 
truth  *'  (c),  and  ''  when  the  owner  of  a  trade  mark  applies 
for  an  injunction  to  restrain  the  defendant  from  injuring 
his  property  by  making  false  representations  to  the  public, 
it  is  essential  that  the  plaintiff  should  not,  in  his  trade 
mark,  or  in  the  business  connected  with  it,  be  himself 
guilty  of  any  false  or  misleading  representation ;  for  if  the 
plaintiff  makes  any  material  false  statement  in  connection 
with  the  property  which  he  seeks  to  protect,  he  loses,  and 
very  justly,  his  right  to  claim  the  assistance  of  a  Court  of 
Equity.     He  must  come  there  with  clean  hands  "  (d). 

It  is  impossible  to  define  what  misrepresentation  will 
disentitle  the  plaintiff  to  relief;  all  that  can  be  said  is, 


McLean  y.  Fleming,  96  U.  S.  Rep. 
245;  Carver  v.  Bowker,  Dig.  581 ; 
and  see  Beard  v.  Turner,  13  L.  T. 
N.  S.  746. 

(a)  See  MiUington  v.  Fox,  3  My. 
A;  Cr.  838;  Beard  v.  Turner,  13  L. 
T.  N.  S.  746;  Day  v.  Neale,  V.  C.  B., 
May  24,  1881 ;  Perka  v.  ffaU  A  Co., 
W.  N.  1881,  p.  Ill;  In  re  Kukn  di 
Co.,  53  L.  J.  Ch.  23S;  Amoskeag 
Manvfactwring  Co.  ▼.  Qamer  (2),  54 
How.  Pr.  298. 

(5)  Bodgere  ▼.  Bodgers,  81  L.  T. 
N.  S.  285. 

(c)  Per  Lord  Bomilly,  M.  R.,  in 
Cocke  v.  Chandler,  L.  R.  11  £q. 
446. 

(d)  Per  Lord  Wcstbaty,  C,  in 
Leafier  Cloth  Co.  v.  American  Leather 
C7<3<A  a>.,  4  De  G.  J.  ft  S.  187 ;  and  see 
Edeliten  v.  Vick,  11  Hare,  78;  Pott 


▼.  Mareh,  16  Gh.  D.  895;  Fetridge 
V.  ITeBi,  18  How.  Pr.  885,  R.  Oix, 
180;  Palmer  v.  ffarrie,  60  Penn. 
166,  R  Cox,  623;  Laird  v.  Wilder, 
9  BuBh,  131,  15  Amer.  Rep.  707; 
Wdfe  V.  Burke,  11  Sickles,  115 ;  Con- 
eolidated  Fruit  Jar  Co.  v.  Donfinger, 
6  Am.  L.  T.  N.  S.  611;  ManhaUan 
Medicine  Co.  v.  Wood,  28  U.  S. 
Pat  Gaz.  1925;  Seabury  v.  Groe- 
venor,  14  Bl.  C.  C.  262;  Hdmhold 
V.  Hdmhold  Manufo/cturing  Co.,  53 
How.  Pr.  458;  Connell  v.  Reed,  128 
Mass.  477;  Burton  v.  Straiton,  73 
L.  T.  349;  McNair  v.  Cleave,  10 
Phila.  1 56.  Words  which  would  be 
disentitled  to  protection  in  a  oonit 
of  jnstioe  by  reason  of  their  being 
oaloalated  to  deoAive,  are  not  to  be 
registered  tinder  the  Patents  Act, 
1883,  §  78. 
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that  "he  that  hath  committed  iniquity  shall   not  have 
equity"  (a). 

The  trade  marks,  labels,  Sec.,  of  the  plaintiff,  who  is  Mintatements 
complaining  of  fraud  on  the  part  of  another,  may  them-  mwka. 
selves  contain  statements  calculated  to  mislead  and  defraud 
the  public,  who  are  induced  by  such  statements  to  buy 
goods  which  otherwise  they  would  not  buy.  Thus,  in 
Fiddiiig  v.  How  (6),  the  plaintiff  sold  tea  which  he 
termed  "Howquas  Mixture,"  and  which  he  put  up  in 
packets  labelled  with  extravagant  and  false  statements 
as  to  its  origin  and  quality.  Sir  L.  Shadwell,  V.-C,  de- 
clined to  protect  the  plaintiff  until  he  had  established  his 
title  in  a  Court  of  Law,  saying  that  it  was  a  clear  rule  laid 
down  by  Courts  of  Equity  not  to  extend  their  protection 
to  persons  whose  case  was  not  founded  in  truth. 

In  Pein^  v.  TruefiM  (c),  the  plaintiff  sold  "  Perry's  Medi-  ^«Ty  ▼• 
cated  Mexican  Balm,"  the  secret  of  which  he  had  bought  ^^^' 
from  a  Mr.  Leathart.  On  his  show-cards  he  falsely  stated 
that  the  hair-mixture  in  question  was  made  from  a  recipe 
of  Yon  Blumenbach,  and  he  also  alleged  in  the  same  way 
that  it  was  compounded  from  Mexican  plants,  which  was 
not  in  the  least  borne  out  by  evidence  at  the  trial.  Lord 
Langdale,  M.  B.,  agreeing  with  the  observations  of  the 
Vice-Chancellor  of  England  in  Pidding  v.  How  (6),  did 
not  think  it  a  favourable  case  for  the  interposition  of  the 
Court,  and  ordered  the  matter  to  stand  over,  with  liberty 
to  bring  an  action. 

In  The  Leather  Cloth  Co.  v.  The  American  LeatJier  Leather  Cloth 
Cloth  Co.  (d),  the  House  of  Lords  sustained  the  judgment        ^^^' 
of  Lord  Westbury,  C.  (€),and  declined  to  protect  the  plain- 
tiffs, who  used  a  label  or  advertisement  containing  false 
statements  as  to  the  character  and  manufacture  of  their 
goods.    Lord  Westbury,  C.  (e),  remarked,  that  he  "  could  not 

(a)  Palmer  v.  ffarrit,  60  Penn.  (c)  6  Beav.  66. 

156;  R.  Coz,  623.    See  Blackwdl  v.  {d)  11  H.  L.  G.  528. 

Armistead,  5  Am  L.  T.  85.  («)  4  De  G.  J.  &  S.  137. 

(6)  8  Sim.  477. 
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receive  it  as  a  rule  either  of  morality  or  of  equity,  that 
the  plaintiffs  were  not  answerable  for  a  fraud  because  it 
might  be  so  gross  and  palpable  that  no  one  was  likely  to 
be  deceived  by  it.  If  there  was  a  wilfully  false  statement, 
he  would  not  stop  to  enquire  whether  it  was  too  gross  to 
mislead." 

In  short,  the  Court  will  not  protect  a  trade  mark,  label, 
&c.,  which  contains,  or  has  attached  to  it,  a  serious  mis- 
statement calculated  to  deceive  (a).  Mere  puffing,  however, 
or  exaggerated  statements  as  to  the  value,  &c.,  of  patent 
medicines,  and  similar  preparations,  will  not  disentitle  their 
owners,  since  every  one  knows  how  to  estimate  the  value 
of  such  statements  correctly  (6).  Thus,  in  Holloway  v. 
Holloway  (c),  the  assumption  of  the  title  of  "  Professor  " 
was  disregarded ;  in  Metzler  v.  Wood  (d)  it  was  held  that 
the  plaintiffs  were  not  disentitled  either  by  a  represen- 
tation that  the  publication  was  the  600th  edition  of  the 
work,  it  being  shown  to  be  a  trade  custom  to  call  250 
copies  an  edition,  or  by  a  statement  that  the  work  was 
specially  revised  by  the  author,  the  fact  being  that  a 
previous  edition  which  the  present  one  followed  had  been 
so  revised.  In  Hogg  v.  Kirhy  («),  the  defendant,  who 
had  brought  out  what  he  intended  to  be  taken  for  a 
continuation  of  the  plaintiff's  magazine,  set  up  in  his 
defence  the  fact  that  the  plaintiff's  magazine  untruly 
professed  to  be  by  "  William  Granger,  Esq."  Lord  Eldon 
granted  the  injunction,  and  it  is  certainly  improbable  that 


(a)  Id  Raggett  v.  FiwUcUer,  L.  R. 
17  £q.  29,  coets  were  given  against 
the  plaintiff  mainly  on  account  of  a 
mis-statement  by  bim. 

(6)  HoUoicay  v.  HoUovxiy,  1 3  Beav. 
209;  Comstock  v.  WhUe,  18  How. 
Pr.  421;  R.  Cox,  232;  Smith  v. 
WoodrmF,  48  Barb.  438;  R.  Cox, 
873.  In  America  puffing  has  been 
treated  somewhat  more  severely: 
Fowle  V.  Spear,  7  Penn.  L.  J.  176; 
R.  Cox,  67;  Heath  v.  Wright,  8 
Wall.  Jr.;  R.  Cox,  154;  Fetridge  v. 


Wdlsj  18  How.  Pr.  885;  R.  Cox, 
180;  Fetridge  v.  MircharU,  4  Abb. 
Pr.  156 ;  Botha  v.  Franqaia,  19  How. 
Pr.  567;  R.  Cox,  287;  Phalon 
V.  Wright,  5  Philft.  464;  R  Cox, 
307;  Laird  v.  WUder,  9  Bush,  131; 
15  Amer.  Rep.  707;  Wclfe  v.  Burke, 
11  Sickels,  115.  But  see  Ellis  v 
Zeilen  <fc  Co.,  42  Ga.  91. 

(c)  13  Beav.  209. 

(d)  8  Ch.  D.  606. 
(c)  8  Ves.  215. 
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any  one  could  be  injured  by  the  use  of  a  name  previously 
unknown  (a). 

If  the  misrepresentation  is  in  other  respects  such  as  to  False  0tate- 
disentitle,  the  fact  of  its  being  made  in  a  foreign  language  "^ign" 
does  not  necessarily  save  the  plaintiff  from  losing  thel*ng"»fi:«- 
rights  which  he  would  have  had  if  no  such  statements  had 
been  made  (b). 

The  use  of  the  name  of  his  predecessor  by  one  who  has  ijae  of  prede- 
succeeded  him  in  business,  when  such  use  will  not  lead  to  <**^'^'"  "*"«• 
any  other  supposition  than  that  the  business  is  the  same  (c), 
or  the  use  of  his  own  name,  without  more,  by  one  whose 
name  happens  to  be  the  same  as  that  of  another  manu- 
facturer (d)y  is  not  such  a  misrepresentation  as  to  disentitle 
such  a  person  to  relief  against  fraud.  But  where  a  trader 
has  been  in  the  habit  of  labelling  his  goods  {e.g.f  a  parti- 
cular medicine)  with  statements  which  refer  to  himself 
personally,  and  his  successor  in  business  continues  to  use 
the  same  statements,  "  a  Court  of  Equity  will  extend  no  aid 
to  sustain  a  claim  to  a  trade  mark  of  an  article  which  is 
put  forth  with  a  misrepresentation  to  the  public  as  to  the 
manufacturer  of  the  article,  and  as  to  the  place  where  it  is 
manufactured,  both  of  which  particulars  were  originally 
circumstances  to  guide  the  purchaser  of  the  medicine  "  (e). 

Collateral  misrepresentations  made  by  the  plaintiff,  as,  CoUateralmU- 
for  instance,  in  an  advertisement  in  the  newspapers,  do  not  tionsT^** 
necessarily  disentitle  him  to  protection  (/).    Nor  do  mis- 
statements of  so  trifling  a  character  as  not  to  mislead 


(a)  And  see  Dale  v.  Smithson,  12 
Abb.  Pr.  237;  R.  Cox,  282;  Meriden 
Britannia  Co.  v.  Parker,  89  Conn. 
4$0;  12  Amer.  Bep.  401. 

(()  Palmer  v.  Harrie,  60  Penn. 
156;  R.  Cox,  523. 

{e)  Leather  Cloth  Co,f^  cote,  1  H. 
k  &L  271;  4  De  G.  J.  &  S.  137;  11 
H.  L.  G.  523 ;  Churton  y.  Dov^Uu, 
Johns.  174 ;  Hudeon  v.  Oibomef  89 
L.  J.  Ch.  79;  Manam  v,  ThorUy'e 
CaUle  Food  Co.,  14  Ch.  D.  748; 
Fvlton  y.  Seller$,  4  Brewa.  42.    But 


see  Sherwood  v.  Andrews,  8  Am.  L. 
Reg.  N.  S.  588;  Partridge  v.  Menck, 
2  Sandf.  Ch.  622;  and  Oarmichd  v. 
Latimer,  11  R.  I.  395. 

{d)  Hdlloway  v.  HcUxyway,  13 
Beav.  209;  Burgeai  v.  Burgees,  8 
De  6.  M.  ft  C  896. 

{e)  Per  U.  S.  Supreme  Court  in 
Manhattan  Medicine  Co,  v.  Wood,  23 
U.  a  Pat  Gaz.  1925. 

(/)  CuHis  V.  Bryan,  2  Daly, 
212 :  R.  Cox,  484 ;  and  &ee  Ford  v. 
Foster,  L.  R  7  Ch.  611. 
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purchasers  (a),  or  statements  not  made  till  after  the  insti- 
tution of  the  action  (a). 

It  is  not  the  province  of  the  Court,  however,  to  protect 
speculations  which  aim  at  inducing  the  public  to  buy  one 
thing  when  they  think  they  are  buying  another,  and 
therefore,  where  both  plaintiffs  and  defendant  were  engaged 
in  speculations  of  that  character,  although  the  Court  re- 
fused, on  the  ground  of  the  plaintifis'  delay,  to  grant  the 
injunction  they  prayed,  it  declined  to  give  costs  to  the 
defendant,  who  was  in  pari  delicto  (6).  And  on  similar 
grounds  relief  will  be  refused  to  a  plaintiff  who  has  used 
his  trade  mark  on  goods  of  inferior  quality  to  those  with 
which  the  mark  has  become  associated  (c),  or  who  has 
used  the  mark  beyond  the  limits  to  which  he  was  confined 
on  the  assignment  of  it  to  him  (c). 

In  Hogg  v.  MdxweU  (d),  the  plaintiff  registered,  under 
the  Copyright  Acts,  the  title  of  an  intended  magazine  in 
1868,  but  did  not  bring  out  the  work.  In  June,  1866,  the 
defendant  registered  the  same  name.  The  plaintiff  dis- 
covered this  in  August.  He  then  hastened  on  his  own 
publication,  which  was  first  announced  on  September  24, 
and  published  next  day.  In  the  meantime  the  plaintiff  had, 
on  the  19th,  undertaken  to  advertise  the  defendant's  in- 
tended magazine,  but  retracted  the  undertaking,  and  gave 
the  defendant  notice  of  his  claim  to  the  title  on  the  25th. 
Proceedings  were  taken  by  both  parties  with  a  view  to  an 
iigunction,  which  was  refused  in  both  cases,  the  Court 


(a)  Siegert  v.  FincUater,  7  Ch.  D. 
801.  ThuB,  in  Blackufdl  v.  Armu 
$tead,  5  Am.  L.  T.  85,  a  misstate- 
ment as  to  the  date  of  commence- 
ment  of  the  business,  made  in  bond 
fide  error  by  a  junior  partner,  was 
condoned. 

(6)  EgtcouH  y.  BttwvH  Hop  Es- 
sence Co.,  L.  R.  10  Ch.  276;  and  see 
In  re  Saunion  A  Co.,  liig,  625; 
Samuel  v.  Berger,  24  BarK  163;  B. 
Cox,    178;   BUm  v.   Bloomer,   28 


Barb.  604;  B.  Coz,  200;  In  re 
American  Sardine  Co.,  8  U.  S.  Pat. 
Gaz.  495;  In  re  Bole  Bros.,  12  ib. 
989;  In  re  Warburg  dr  Co.,  13  ib.  44; 
Ex  parte  Marsching^  ds  Co.,  15  ib. 
294;  Ex  parte  Knapp,  16  ib.  818 ; 
Fairbamks  v.  Jacobus,  14  BL  C.  C. 
887,  with  which  compare  In  re 
Qreen,  8  U.  S.  Pat  Gaz.  729. 

(e)  ManhaUa/n  Medicine  Co,  v. 
Wood,  4  Cliff.  461. 

(d)  L.  B.  2  Oh.  816. 


r 


THE  CIVIL  REMEDY,    n.  195 

being  of  opinion,  in  Hogg  v.  Maxwell,  that  the  plaintiff  had 
got  beforehand  by  improper  means,  which  disentitled  him 
to  reli^. 

The  Court  wiU  not  protect  persons  in  carrying  on  a  Short  weight 
trade  in  which  short  weight  is  given  systematically  and 
knowingly  (a).  And  in  Henneaay  v.  Wheeler  (6),  the  New 
York  Court  of  Common  Pleas  refused  relief  to  brandy 
merchants  who  sold  their  brandy  in  bottles  containing 
quarts  and  pints  of  nominal  measure,  but  really  consider- 
ably lesa  But  this  decision  was  reversed  on  appeal  on  the 
ground  that  the  bottles  were  not  bought  on  the  faith  of 
their  containing  any  particular  quantity  of  brandy,  and 
that  no  one  was  proved  to  have  been  deceived  or  was 
likely  to  be  so. 

9.  Word  "  PateTit "  improperly  used  by  Plaintiff. 

"  It  is  impossible  not  to  see,"  says  Sir  G.  Hellish,  L J.,  U^^^ 
"  that  persons  do  try  to  use  their  right  in  trade  marks  for  the  ''  patent." 
purpose  of  getting  a  monopoly  in  particular  articles,  just 
as  if  they  had  a  patent  for  the  goods  which  they  manu- 
facture "  (c),  A  special  form  of  misrepresentation  consists 
in  the  use  by  persons  in  their  trade  marks  of  words  in- 
ducing the  belief  that  they  have  a  patent  for  the  articles 
to  which  those  trade  marks  are  affixed,  and  the  tendency 
which  the  use  of  such  words  has  to  procure  for  the  persons 
using  them  an  unfair  monopoly,  or  to  prolong  a  monopoly 
granted  only  for  a  limited  time,  causes  it  to  be  regarded 
with  special  disfavour.  The  importance  of  the  point  is 
forcibly  pointed  out  by  Sir  W.  P.  Wood,  V.-C,  in  Morgan 
V.  McAdam  (d).  He  says:  "All  those  who  are  induced 
to  buy  these  crucibles  thus  described  as  '  Patent  Plum- 
bago Crucibles,'  are  to  a  certain  extent  deceived,  because 

(a)  See  par  Sir  G.  M.  Giffard,  271. 

L.J.,  la  Lee  Y.  Haley,  L.  R.  6  Ch.  {c)  Singer  McmvfacAuring  Oo,  v. 

155.  WUem,  2  Ch.  D.  484--56. 

(h)  61  How.  Pr.  457;  69  N.  T.  (d)  86  L.  J.  Gh.  228. 

OS 
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they  are  led  to  believe  that  the  article  is  protected  by  a 
patent,  and  thus  may  be  induced  to  purchase  it  from  the 
plaintiffs,  under  the  belief  that  there  is  a  patent,  and  that 
the  plaintiffs,  or  at  least  some  limited  number  of  persons, 
are  the  only  persons  authorized  to  sell  it;  and  further, 
they  are  led  to  believe  that  if  they  should  be  minded  to 
set  up  any  manufactory  of  the  same  kind  for  themselves, 
they  would  be  unable  to  do  so  in  consequence  of  the  plain- 
tiffs being  the  possessors,  either  by  way  of  licence  or 
ownership,  of  a  patent  preventing  the  world  at  laige  from 
imitating  the  article  which  is  sold  by  them  under  this 
particular  designation  "  (a). 

Where,  therefore,  the  plaintiff  has  used  in  his  trade 
mark  the  word  "patent,**  or  words  to  that  effect,  although, 
in  point  of  fact,  he  has  never  had  a  patent  for  the  goods 
to  which  the  mark  is  applied,  the  Court  will  refuse  to 
extend  to  him  t!ie  protection  which  he  has  forfeited.  Pre- 
viously to  Sir  John  Rolt's  Act  (6),  liberty  was  given  to  the 
plaintiff  to  bring  an  action  at  Law  (c) ;  but  since  then  the 
action  has  been  simply  dismissed,  with  or  without  costs  (c7). 
And  the  course  would  be  the  same  if  the  words  were  first 
inserted  in  the  trade  mark,  after  the  expiration  of  a  patent 
which  had  existed  (e).  In  Sykea  v.  Sykes  (/),  a  patent 
had  been  taken  out  by  the  plaintiff's  father.  That  patent 
was  held  to  be  invalid,  on  account  of  a  defect  in  the 
specification,  but  the  use  of  the  word  "  patent "  was  not 


(a)  And  see  per  the  same  learned 
judge,  in  Flavd  v.  Harriion,  10 
Hare,  467. 

(i)  26  &  26  Vict.  c.  27. 

(c)  Flavd  V.  HanHaon^  10  Hare, 
467. 

{d)  Morgan  y.  McAdam,  36  L.  J. 
Gh.  228;  Lamplough  v.  Dalmer^ 
W.  N.  1867,  p.  293;  Leath^  Cloth 
Co,  v.  Lononi^  Ij.  B.  9  Eq.  852; 
Nixey  v.  Rofey,  W.  N.  1870,  p.  227; 
and  see  Ford  v.  Fotter,  L.  R.  7  Oh. 
611.  In  Steicart  v.  Smithsoriy  1  Hilt. 
119,  R.  Cox,  176,  the  Court  of  C.  P. 


of  New  York  refased  to  recognise 
this  as  a  disfenoe;  bat  the  word 
"  patent "  has  been  refased  registra- 
tion in  America  in  connection  with 
an  article  made  ander  an  expired 
patent  {In  re  Richardwn^  8  U.  S. 
Pat  (raz.  120),  and  in  In  re  Consoli- 
dated  Fruit  Jar  Co.,  liib.  269,  the 
name  of  a  patentw  was  refased 
regi<»tration.  But  see  Ex  parte  Con- 
ioUdated  Fruit  Jar  Co,,  16  ib,  679. 

(e)  Edd$tm  v.  Vich,  11  Haze,  78 

(/)  8  B.  &  Cr.  541. 
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held  to  disqualify  the  plaintiff  from  recovering  at  Law. 
The  qaestion  does  not  seem,  however,  to  have  heen  fairly 
raised  in  that  early  case,  and  it  has  heen  held  in  America 
that  marks  containing  a  reference  to  a  patent  declared  to 
be  invalid  could  not  he  protected  by  injunction  (a). 

There  has  been  some  apparent  difference  of  opinion  in  Retention  of 
re^rd  to  the  case  in  which  the  word  "  patent  *'  has  been  ^^^  *f'®''  , 

,    °  ,  ,  *       ,  expiratinn  of 

inserted  in  the  trade  mark  while  the  article  was  still  patMit. 
patented,  and  has  been  retained  there  after  the  patent  has 
run  out.  In  such  a  case  (6),  Sir  W.  P.  Wood,  V.-C,  held 
that  the  plaintiffs  were  entitled  to  recover,  the  blocks  for 
the  labels  having  been  made  during  the  existence  of  the 
patent,  when  the  representation  was  perfectly  true.  Lord 
Kingsdown,  in  discussing  this  judgment  (o),  said  that  he 
agreed  with  it,  if  the  word  "  patent  *'  were  only  used  as 
part  of  the  designation  of  an  article,  but  that  he  could  not 
do  so  if  the  trade  mark  represented  the  article  as  pro- 
tected by  an  existing  patent  In  a  subsequent  case  (d), 
the  yice-Chancellor  explained  his  meaning  as  being  in 
harmony  with  that  of  Lord  Kingsdown.  **  If  originally  you 
have  a  patent,  and  the  article  is  in  the  market  as  a  patent 
article,  and  you  stamp  all  your  goods  which  are  sent  out 
with  these  words  'patent  pins,'  or  'patent  wire,*  or  what- 
ever the  particular  article  might  be,  at  the  end  or  the 
expiration  of  the  patent,  it  is  not  necessary,  as  I  thought, 
to  call  in  the  whole  of  the  previous  stamps,  and  remodel 
the  whole  of  your  stamps,  and  have  a  new  form  of  pack- 
ing your  article,  in  order  that  you  may  inform  the  world 
that  the  patent,  which  did  exist,  has  expired.  Of  course, 
it  would  be  better,  and  those  who  are  inclined  to  act  with 
scrupulous  honesty  would  take  care,  to  put  the  date  of 
their  patent,  which  would  obviate  all  difficulty  (e),  upon 

(a)  Comolidated  FruU  Jar  Co.  v.      Ch.  228. 

DcriingtT,  6  Am.  L.  T.  N.  S.  511.  {e)  See  Omuolidated  FruU  Jar  Co. 

(b)  EddtUn  v.  Viek,  11  Hare,  78.       ▼.  Dorfinger,  6  Am.  L.  T.  N.  S.  511; 
(e)  Jjcather  Cloth  Co,  v.  American       WiUon  v.  Singer  Manufacturing  Co., 

Leather  Cloth  Co.,  11  H.  Is,  C.  523.         16  XT.  S.  Pat.  Gaz.  1091;  Fairbanki 
{d)  Morgan  v.  McAdam,  36  L.  J.      v.  Jacobu$,  14  Bl.  C.  G.  337. 
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Word  soufled 
as  not  to 
deceive. 


the  articles  which  they  designate  as  patented."  In  a  later 
case  {a),  it  was  clearly  established  by  the  Court  of  Appeal 
that  the  principle  enunciated  by  Lord  Kingsdown  is  the 
rule  of  the  Court,  and  that  the  use  of  the  word  "  patent/'  so 
as  to  indicate  an  existing  patent,  is  equally  fatal,  whether 
there  has  never  been  a  patent  for  the  article  in  question, 
or  the  patent  which  did  exist  has  expired  (b). 

A&  has  been  seen,  Lord  Hatherley,  when  Y.-C.  (c),  and 
Lord  Kingsdown  {d),  were  of  opinion  that  when  the  word 
"  patent "  formed  part  of  the  name  of  an  article,  and  did 
not  operate  so  as  to  induce  a  belief  in  the  existence  of  a 
patent,  the  trade  mark  in  which  the  word  appeared  might 
be  protected.  A  distinct  decision  to  this  effect  was  pro- 
noimced  by  Sir  W.  M.  James,  V.-C,  in  MarshaU  v.  R088  (e), 
where  "  patent  thread  "  was  compared  by  the  learned  judge 
to  '*  patent  leather  boots  "  (/).  And  where  the  plaintiffs 
had  described  themselves  as  "  patentees  "  of  an  article  of 
which  they  had  secured  the  exclusive  manufacture  by  regis- 
tration, though  not  by  letters  patent,  it  was  held  that  they 
were  not  disentitled  (g).  In  Lauferty  v.  Wheeler  (A),  it 
was  held  that  the  plaintiff  was  not  disentitled  by  reason  of 
having  described  his  goods  as  "  Patent,  Sept.,"  after  being 
officially  informed  that  his  application  for  a  patent  had 
been  allowed,  but  before  the  actual  issue  of  letters  patent. 
Similarly,  it  seems  that  a  statement  that  a  trade  mark  is 
registered  before  it  in  fact  is  so,  does  not  disentitle  the 
proprietor  to  sue,  after  registration  has  been  effected  (i), 
though  it  exposes  the  proprietor  to  a  penalty  (k). 


(a)  Cheavin  v.  Walker,  5  Ch.  D. 
850.  And  see  Fairbanki  v.  Jacobus, 
14  BL  C.  C.  337. 

(6)  The  penaltieB  inflicted  under 
§  105  of  the  Patents  Act,  1883,  for 
the  improper  use  of  the  word 
"patent,**  are  not,  however,  in- 
curred by  the  continued  use  of  the 
word  upon  goods  for  which  a  patent 
has  previously  been  possessed. 

(c)  Morgan  v,  MeAdam,  36  L.  J. 
Ch  228. 


{d)  Leather  Cloth  Co  s*  ctue,  11  H. 
L.  C.  523. 

(<;)  L.  R.  8  £q.  651. 

if)  See  the  observations  on  this 
case,  in  Leather  Cloth  Co,  v.  LononJt, 
L.  R.  9  Eq.  345.  And  see,  too, 
Rantome  v.  Graham,  51 L.  J.  Ch.  897. 

(g)  Cave  v.  Myert,  Dig.  304. 

(A)  63  How.  Pr.  488. 

(i)  See  per  Brett,  L.J.,  in  Read 
v.  ^tcAardsofs  45  L.  T.  N.  S.  54. 

{k)  See  Patents  Act»  1888,  §  105. 
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The  fact  that  the  misrepresentation  is  so  gross  as  hardly  (Crossness  of 
to  be  capable  of  deceiving  will  not  exonerate  the  person  tionno'ewuTO! 
making  it  from  the  consequences.     Thus,  the  use  on  un- 
tanned  leather  cloth  of  the  words  ''  tanned  patented  "  was 
a  ground  for  refusing  assistance  (a). 

Where  a  plaintiff  described  himself  on  his  labels  as^Mwufac- 
"  manufacturer  and  patentee,"  it  was  held  that  this  was  !J1J^^;' 
equivalent  to  describing  the  article  as  "  patent/'  and  the 
bill  was  dismissed,  without  costs  (h).  And  in  Consolidated 
Fruit  Jar  Co.  v.  Dorfiinger  (c),  it  was  held  that  certain 
trade  marks  consisting  of  the  words  ''Mason's  Patent, 
November  30th,  1858,"  "  Mason's  Improved,"  and  "  The 
Mason  Jar  of  1858,"  were  bad,  the  patent  of  1858  being 
invalid  by  judicial  decision. 

When  a  plaintiff  used  on  his  stopper  labels  with  the  Lampbugh  w, 
words  "Royal  Letters  Patent,"  the  explanation  that  he  "^' 
had  for  twenty-five  years  paid  the  stamp  duty  on  ''  patent 
medicines,"  and  that  he  was  only  continuing  to  use  the 
labels  he  had  had  on  hand  when  he  discovered  his  medi- 
cines did  not  belong  to  that  class,  was  not  accepted  as 
satisfactory,  and  his  motion  for  an  injunction  to  restrain 
an  imitator  was  refused  ((2). 

If,  however,  the  plaintiff's  trade  is  a  perfectly  honest  Collateral 
trade,  and  the  trade  mark  is  a  perfectly  honest  trade  mark,       ^  ^° 
the  fact  that  the  plaintiff  has  committed  a  purely  collateral 
misrepresentation,  by  describing  himself,  though  not  in  the 
trade  mark  itself,  as  ''  patentee,"  will  not  disentitle  him  to 
his  remedy  (e). 

With  respect  to  t»^e  marks  registered  under  the  Patents  Word 
Act,  1883,  the  improper  use  of  the  word  "patent"  will  ^g^^^^  °°^ 
not  in  the  future  often  form  a  subject  for  consideration, 
since  that  word  will  not  bo  registered  in  connection  with 

(a)  Leather  Ooth  Oo,$*  caee,  4  De  (c)  6  Am.  L.  T.  N.  S.  511. 

G.  J.  &  S.  137;  11  H.  L.  C.  623.  (d)  Lamplough  v.  Balmer,  W   N. 

{b)  Ntxey  v.  ^ffey,  W.  N.  1870,  1867,  p.  293, 

p.  227.    AndH6ePatent8  Act,  1883,  («)  Ford  v.  Foster,  L.  R.  7  Ch. 

105.  611. 
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such  a  trade  mark  (a),  but  the  old  rules  will  no  doubt 
prevail  if  the  word  is  used  'untruly,  though  not  regis- 
tered. 
Patents  Act.  By  §  105  of  the  Patents  Act,  1883  {b),  it  is  provided 
that  *'  any  person  who  represents  that  any  article  sold  by 
him  is  a  patented  article,  when  no  patent  has  been  granted 
for  the  same,  or  describes  any  design  or  trade  mark  applied 
to  any  article  sold  by  him  as  registered,  which  is  not  so, 
shall  be  liable  for  every  offence  on  summaiy  conviction  to 
a  fine  not  exceeding  £5."  And  it  is  also  provided  that  "  a 
person  shall  be  deemed,  for  the  purposes  of  this  enactment, 
to  represent  that  an  article  is  patented,  or  a  design  or  a 
trade  mark  is  registered,  if  he  sells  the  article  with  the  word 
'patent,'  'patented,'  'registered,'  or  any  word  or  words 
expressiug  or  implying  that  a  patent  or  registration  has 
been  obtained  for  the  article  stamped,  engraved,  or  im- 
pressed on,  or  otherwise  applied  to  the  article." 

By  the  Merchandise  Marks  Act,  1862,  §  7  (c),  a  penalty 
is  imposed  upon  every  one  who  shall  mark,  &c.,  upon  any 
goods  any  word,  &c,  for  the  purpose  of  falsely  indicating 
such  goods,  or  the  mode  of  manufacturing  them,  or  the 
ornamentation,  shape,  or  configuration  thereof,  to  be  the 
subject  of  any  existing  patent,  privilege,  or  copyright. 

Under  §  9,  however,  the  use  of  the  word  "  patent "  and 
words  of  that  class  is  not  punishable  under  the  7th  section, 
when  used  in  such  combinations  as  "patent  thread,"  in 
Marshall  v.  Roes  (d),  or  "patent  leather  boots." 


Merchandise 
Marks  Act. 


(a)  See  Instractions,  par.  80. 

(6)  This  replaces  §  7  of  6  &  6  Wm 
lY.  c.  83.  See  Myers  v.  Baker,  3 
H.  k  N.  802.  In  America  a  penalty 
is  similarly  assigned  for  the  nse  of 
the  word  "  Patented "  on  an  unpa- 
tented article  (U.  S.  Rev.  St  §  4901. 
See  Wilson  v.  Singer  Mannfacturing 
a>.,  16  U.  S.  Pat.  Gaz.  1091 ;  Stimp- 
son  V.  Pond,  2  Curtis,  502) ;  bat  this 
is  only  if  there  is  an  intent  to  de- 
fraud, and  that  question  is  for  the 


juiy  {Walker  y.  Hawxkwnt,  5  BL 
G.  C.  494).  In  U,  8,  y.  Morrit 
(2  Bond,  28),  Leavitt,  J.,  held  that 
the  statute  did  not  apply  unless  the 
goods  were  patentable ;  but  in  CXi- 
phant  y.  &2em  Flouring  Mills  (5 
Sawy.  128),  Deady,  J.  held  that  it 
applied  whether  the  goods  were  pa« 
tentable  or  not. 

(c)  25  &  26  Viet  c.  88. 

((2)  L.  R,  8  £q.  651. 
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INOPERATIYE  DEFENCES. 

Among  the  defences  which  have  occasionally  hcen  set 
up  in  actions  for  infringement  of  trade  mark,  hut  without 
success,  are  the  foUowiDg : 

Ignorance  of  the  plaintifiTs  rights.     This  will  not  suffice  Ignoranoe. 
to  prevent  the  issue  of  the  injunction  (a) ;  although  it  may 
have  the  effect  of  relieving  the  defendant  from  the  neces- 
sity of  accounting  (b). 

Absence  of  intention  to  sell  the  goods  hearing  the  No  intention 
spurious  mark  is  no  defence  (c).  ^ 

Absence  of  proof  of  actual  deception  or  fraudulent  inten-  No  actual 
tion  is  no  defence,  if  in  the  opinion  of  the  Coiirt  or  juiy  i^^H^!^^  ^ 
there  is  such  imitation  as  to  be  calculated  to  deceive  (d). 

It  is  no  defence  to  prove  that  all  the  persons  who  bought  Immediate 
from  the  defendant  goods  bearing  the  plaintiff's  mark  were  noTdeoSSred. 
well  aware  that  they  were  not  of  the  plaintiff's  manu- 
facture (e). 

Nor  to  show  that  the  words^  of  the  use  of  which  the  Words 
plaintiff  complains,  are  ambiguous  and  capable  of  being  •^^ig^o'W' 
understood  by  different  persons  in  different  ways  (/). 

Nor  to  say  that  the  plaintiffs  entire  mark  has  not  been  Only  part  of 
copied  (g). 


mark  taken. 


(a)  Bwrgeu  ▼.  iTiOf,  26  Beav. 
244;  Qeary  v.  Norton,  IDe  G.  &  S. 
9  ;  Ccartkr  v.  Casrlile,  31  BeaF.  292 ; 
Eddttmy.  Eddtten,  1  De  G.  J.  &  S. 
185 ;  Moet  v.  Qnuton,  38  Beav.  578; 
Orr-Ewing  dt  Co,  v.  Grant,  Smith  <k 
Co^  2  Hyde»  185 ;  Weed  v.  Peterson, 
12  Abb.  Pr.  N.  a  178  ;  Upnumn  v. 
Foretter,  24  Ch.  D.  231 ;  and  other 


(5)  EdeUten  v.  Eddtten,  ubi  auprd ; 
Moet  V.  Ccutton,  vhi  guprd;  Rose  v. 
Loftvs,  47  L.  J.  Cb.  676. 

(e)  Upnumn  v.  Forester,  24  Ch.  D. 

281. 

(d)  Edeltteny.  EdeUten,  1  DeG.  J. 
ft  S.  185 ;  Gtpe  v.  Evana,  L.  R  18 
£q.  138  ;  Orr  Swing  ds  Ch,  v.  Chant, 
Smith  ds  Co.,  2  Hyde,  185 ;  CoaU  v. 
BoUfrook,  2  Sandf .  686,  B.  Colz,  20 ; 
Taylor  r.  Carpenter,  11  Paige,  292 ; 


2  Sandf.  603  ;  B.  Cox,  45 ;  Cofeen  v. 
Brunton,  4  McLean,  516,  5  i6.  256  ; 
B.  Cox,  82, 132 ;  DavU  v.  EendaU, 
2  B.  I.  566  ;  B.  Cox,  112  ;  McLean 
y.  I'Uming,  96  U.  S.  Bep.  245; 
Shaver  y.  Shaver,  54  Iowa,  208 ;  and 
see  Ch.  IV.,  on  Infringement. 

(e)  Syket  v.  Syket,  3  B.  &  Cr.  541  \ 
Eddtten  y.  Eddtten,  vbi  tuprd;  Boee 
y.  Loftue,  47  L.  J.  Ch.  576  ;  Singer 
Manufacturing  Co,  y.  Loog  (8),  8 
App.  Cas.  16 ;  Balfour  de  Co,  y. 
KiUtum  db  Co.,  1  Hyde,  270. 

if)  Singer  Manufacturing  Co,  y. 
Loog  (3),  8  App.  Cas.  15,  per  Lord 
Selbome,  C. 

ig)  Ford  y.  Foster,  L.  R  7  Ch, 
611 ;  Wothertpoon  y.  Currie,  L.  B» 
5  H.  L.  608  ;  Shaver  y.  Shaver,  64 
Iowa,  208 ;  and  see  cases  at  p.  125, 
9uprik^ 
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Name  used  is 

defendant*B 

own. 

Colourable 
authority. 


Goods 

plaintiff's  own 
of  different 
quality. 


Equality  in 
quality. 


Addition  of 
defendant's 
name. 


Nor  to  say  that  the  name,  to  the  use  of  which  by  the 
defendant  the  plaintiff  objects,  is  the  defendant's  own,  if 
he  has  used  it  so  as  to  deceive  (a). 

Nor  to  produce  a  colourable  authority  to  use  the  name 
of  a  person  having  the  same  name  as  that  used  by  the 
plaintiff  in  his  business  (6). 

Nor  to  say  that  the  goods  which  the  defendant  is  selling 
under  the  mark  in  question  are  goods  manufactured  by 
the  plaintiff;  if  they  are  of  a  different  quality  from  that 
of  which  the  defendant  represents  them  to  be  (o). 

Nor  to  say  that  the  spurious  goods  are  equal  in  quality 
to  the  genuine  ones,  for  the  plaintiff's  right  is  equally 
invaded  (d). 

The  defendant  will  not  escape  by  showing  that  he  has 
used  his  own  name  in  conjunction  with  the  mark  or  word 
which  is  alleged  to  be  used  in  infringement  of  the  plain- 
tift^s  rights  (c). 


(a)  Churton  v.  Douglas,  Johns. 
I7i ;  Svrgeu  ▼.  Bufyeu,  8  De  G. 
M.  &  G.  896 ;  PuOar  v.  Pullar,  Fry, 
J.,  April  J),  1883  ;  Sharer  v.  Shaver, 
5i  lovra,  208;  hidia-Rubber  Comb 
Co.  V.  Rubber  Comb  and  Jewelry  Co , 
45  K.  Y.  Super.  Ot  258 ;  and  see 
cases  at  p.  116. 

(6)  Perry  ▼.  Tru^,  6  Beav.  66  ; 
Crofi  V.  J>ay,  7  Beav.  84  ;  Moet 
V.  Clybouw^  Dig.  633;  Dence  v. 
Ma$on  (1),  Dig.  584  ;  41  L.  T.  N.  S. 
578  ;  WiUiamM  ▼.  Johnson,  2  Bos.  1 ; 
Ph4il(m  V.  Wright,  5  Phila.  464; 
Peru  y.  HaU  &  Co.,  W.  N.  1881, 
p.  Ill ;  Sawyer  v.  Kdiogg,  19  U.  S. 
Pat.  Gaz.  1627,  20  i6. 1898 ;  Meriden 
Britannia  Co.  v.  Parker,  89  Conn. 
450,  12  Amer.  Rep.  401 ;  Wclfe  v. 
Bamett,  24  La.  Ann.  97,  18  Amer. 
Rep.  111.  But  w% Beard  v.  Turner, 
18  L.T.N.S.  746;  iTo/fett  V.  Cttwwton, 
110  Mass.  29 ;  Ayer  v.  Rushton,  7 
Didy,  9;  Dence  ▼.  Brand,  W.  N. 
1881,  p.  81. 

(c)  Hemnetty  v.  KewntU,  Dig.  666 ; 
Hmneuy  v.  White,  6  W.  W.  &  A'B. 
Eq.  216;  ffennetty  v.  Hogan,  ib, 
225 ;  GiUoU  v.  KetUe,  8  Dner,  624. 


(d)  Blofeld  V.  Payne,  4  B.  &  Ad. 
410 ;  EdeltUn  v.  BdeUten,  1  De  O. 
J.  &  S.  185  (per  Lord  Westbury,  C. 
"  It  is  not  necessaiy,  for  the  injimc> 
tion,  to  prore  .  .  .  that  the  credit 
of  the  plaintiff  is  injored  by  the  sale 
of  an  inferior  article.  The  injury 
done  to  the  plaintiff  in  his  trsde  by 
loss  of  custom  is  sufficient  to  support 
his  title  to  relief");  Singer  Manu- 
facturing Go.  V.  Loog  (8),  8  App.  Cas. 
15,  per  Lord  Blackburn ;  tiats  v. 
Holbrook,  2  Sandf.  586,  R.  Cox,  20  ; 
Taylor  v.  Carpenter,  11  Paige,  292 ; 
2  Sandf.  603 ;  R.  Cox,  45 ;  PaH- 
ridge  y.  Menck,  2  Bsxh.  101;  1  How. 
App.  Cas,  568 ;  R.  Cox,  72 ;  Cook  v. 
Starkweather,  18  Abb.  Pr.  N.  S. 
892  ;  Shaver  t.  Shaver,  54  Iowa, 
208 ;  Coffeen  v.  BntnUm,  5  McLean, 
256  ;  R  Cox,  132. 

(e)  Wotherspoan  v.  Carrie,  L.  R. 
5  H.  L.  608;  Singer  Manufa^uring 
Co.  V.  WiUon,  3  App.  Cas,  876 
SiegeH  v.  Findlater,  7  Ch.  D.  801 
Braham  y.  Bustard,  1  H.  &  M.  447 
Ford  V.  Potter,  L.  R.  7  Ch.  611 
KinaJuM  y.  BoUon,  15  Ir.  Ch.  76 , 
Sno  Y.  Stephens,  Dig.  609 ;  Rose  y. 
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Nor  by  showing  that  he  has  always   placed  his  own  f^^^^^  ^ 
address  on  the  goods  (a). 

Nor  by  showing  that  the  same  mark  has  been  used  by  ^»er  by 
other  persons  on  goods  of  another  class  (h),  or  by  less  than 
three  firms  besides  the  plaintiff  on  goods  of  the  same 
class  (c),  or  by  different  iirms  abroad,  if  not  in  EIngland  (d). 

Nor  by  showing  that  the  plaintiffs   trade  mark   has  Infringement 
been    infringed    by  others    without    his   knowledge    or   ^^  ^"' 
acquiescence  (e). 

It  is  no  defence  to  say  that  the  plaintiff  uses  more  than  ^  plurality 
one  trade  mark  on  the  same  goods  (/),  nor  that  his  goods  namea. 
have  been  known  by  a  variety  of  names  (g). 

Mere  exaggerated  statements  of  the  merits  of  medical  Poffing. 
or  other  compounds  on  the  part  of  the  plaintifi^  which  do 
not  amount  to  fraud,  ynU.  not  exonerate  the  defendant  from 
the  consequences  of  his  own  fraud  (A).  Nor  will  other 
statements  by  the  plaintiff,  which,  though  not  absolutely 
correct,  cannot  mislead  in  any  important  respect  (i),  e,g., 


Lofim,  47  L.  J.  Ch.  676 ;  PUld  v. 
Lewis,  Dig.  280 ;  Jteinhardt  v,  Spaid- 
inff,  49  L.  J.  Ch.  67;  Berliner 
BrauereiGeadlBchaft  Tivoliy.  Knight, 
Stocks  df  Co.,  W.  N.  1888,  p.  70 ; 
Lea  y.  Wo{f,  15  Abb.  Pr.  N.  S.  1 5 
Freae  v.  Backof  (2),  14  BL  C.  C.  432 ; 
JSoardman  v.  Meriden  Britannia  Co., 
35  Oonn.  402;  Siegert  v.  EMera, 
Dig.  432;  Davis  v.  Kennedy,  18 
Grant  Up.  Can.  Ch.  528 ;  Roberta 
V.  Shddon,  8  Bias.  398;  Hier  v. 
Abrahama,  82  N.  Y.  519;  ffegeman 
A  Co,  V.  0*Byme,  9  Daly,  264; 
Carroll  ▼.  ErtheOer,  21  Alb.  L.  J. 
503;  PUiackmann  v.  Sehuckmann, 
62  Ho»r.  Pr.  92.  Bnt  compare 
ChMvin  V.  Walker,  5  Ch.  D.  850 ; 
BarreU  v.  Oomm,  74  L.  T.  388; 
BarreU  v.  White,  North,  J.,  May  12, 
1883 ;  Magee  Furnace  Co.  ▼.  Le 
Barron,  127  Mass.  115;  Thornton 
▼.  Crowley,  47  N  Y.  Saper.  Ct  527. 

(a)  Gray  ▼.   Tajper  Sleeve  Pulley 
Worka,  24  U.  S.  Pat  Gaz.  602. 

(b)  Rail  V.  Barrowa,  4  De  G.  J.  & 
S.  150 ;  Ainaworth  v.  Wcdmaley,  L.  R. 


1  Eq.  518 ;  Colman  t.  Crump,  70 
N.  Y.  573;  Hegeman  <fc  Co,  v. 
O'Byme,  9  Daly,  264. 

(c)  Bent  V.  Turpin,  2  J.  &  H.  139 ; 
Dunnachiev.  Young  d:  Sona,  Ct.  Sess. 
Cas.  4th  ser.  X.  874;  and  cases  at 
p.  97. 

(d)  Berliner  Brauerei  GeaeUachaft 
Tivoli  V.  Knight,  Stocka  <fc  Co.,  W.  N. 
1888,  p.  70. 

(«)  Ford  V.  Foater,  L.  R  7  Ch.  611 ; 
Taylor  v.  Carpenter,  3  Story,  458 ;  R. 
Cox,  14 ;  FiOey  v.  Faaaett,  44  Mo. 
173  ;  R  Cox,  530. 

(/)  Braham  v.  Buatard,  1 H.  &  M. 
447 ;  Singer  Manufacturing  Co,  v. 
Wilaon,  3  App.  Cas.  376;  Wheeler  v. 
Joknaton,  3  L.  R  Ir.  284. 

{g)  Orr-Ewing  di  Co.  v.  Johnston  <fc 
Co.,  13  Ch.  D.  434. 

(A)  Holloway  v.  UcUoway,  13  Beav. 
209  ;  Metder  v.  Wood,  8  Ch.  D.  606 ; 
Comatockv.  White,  18  How.  Pr.  421. 
Seo  cases  at  p.  192. 

(i)  Siegert  v.  Findlater,  7  Ch.  D. 
801. 
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Infancy. 


an  allegation  that  the  plaintiffs  mark  was  registered  before 
registration  had  actually  been  effected  (a). 
Slight  delay.  The  defendant  will  not  escape  by  alleging  laches  on 
the  part  of  the  plaintiff  in  prosecuting  his  action,  if  no 
greater  delay  has  taken  place  than  was  requisite  to  enable 
necessary  evidence  to  be  obtained  (b). 

Infancy  is  no  defence,  for  "  if  an  infant  practises  a  fraud, 
he  is  liable  for  the  consequences "  (c),  and  he  will  be  in 
the  same  position  as  an  adult  with  respect  to  the  payment 
of  costs  (d). 

Registration  of  the  defendant's  mark  at  Stationers'  Hall, 
or  in  the  trade  marks  register  (a),  is  no  defence  (e). 

Nor  is  it  any  defence  to  say  that  an  injunction,  if 
granted,  would  interfere  with  the  defendant's  business,  or 
with  that  of  other  manufacturers,  since  they  will  be  able 
to  trade  as  they  please,  with  the  sole  exception  of  using 
the  plaintiff's  trade  mark  (/). 


Defendant's 

mark 

registered. 

Interference 
with 

defendant*8 
bonneaa. 


Disco  veiy. 


Frill cf pies  on 
which  given. 


Discovery  and  Inspection^ 

The  plaintiff  in  a  trade-mark  case  sometimes  thinks  it 
advisable,  for  the  purposes  of  his  action,  to  obtain  from 
the  defendant  a  disclosure  of  certain  particulars  of  his 
business,  as,  for  instance,  of  the  names  of  customers  to 
whom  the  goods  alleged  to  be  marked  with  the  plaintiffs 
trade  mark  have  been  sold,  or,  on  whose  account  such  goods 
have  been  conveyed. 

The  principles  on  which  this  advantage  is  given  or  with- 
held are  thus  stated  by  Lord  Hatherley,  C.  (g):  "The  Court 


(a)  Read  ▼.  Richardaony  45  L.  T. 
N.  8.  64. 

(6)  Lee  v.  ffaleyt  L.  R.  5  Ch.  155; 
Cave  T.  Myert,  Dig.  804.  See 
McLean  v.  FUming,  96  U.  S.  Kep. 
245. 

(c)  Per  Sir  T.  Plumer,  V.-C,  in 
Cory  V.  Gertcken,  2  Madd.  49. 

{d)  Chubb  V.  Chifitfu,  35  Beav. 


127. 

(«)  jReinhardt  r.  Spalding,  49  L.  J. 
Cn.  57. 

(/)  Ranaome  v.  Grahafn,  51  L.  J. 
Ch.  897.  See  Cope  y.  Bcatu,  L.  R. 
18  £q.  188;  Bai8  v.  Dawber,  19 
L.  T.  N.  S.  626. 

iff)  Moore  v.  Craven,  L.  R.  7  Ch. 
94. 
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does  not,  when  discovery  is  a  matter  of  indifference  to  the 
defendant,  weigh  in  golden  scales  the  question  of  mate- 
riality or  immateriality ;  but  where  the  nature  of  the  dis- 
covery required  is  such  that  the  giving  of  it  may  be  pre- 
judicial to  the  defendant,  the  Court  takes  into  consideration 
the  special  circumstances  of  the  case,  and  whilst,  on  the 
one  hand,  it  takes  care  that  the  plaintiff  obtains  all  the 
discovery  which  can  be  of  use  to  him,  on  the  other,  it  is 
bound  to  protect  the  defendant  against  undue  inquisition 
into  his  affairs.  The  question  of  materiality  must  be  tested 
by  reference  to  the  case  made  by  the  plaintiff's  pleadings, 
and  to  what  will  be  in  issue  at  the  hearing." 

"  The  more  strict  the  Court  is  in  compelling  a  full  Not  given 
answer,  the  more  necessary  it  is  that  the  Court  should  be  J^®**  oppwe- 
vigilant  io  seeing  that  the  process  of  the  Court  is  not  made 
use  of  in  an  oppressive  manner"  (a).  Where,  therefore, 
the  L.JJ.  were  of  opinion  that  the  discovery  asked  was 
such  as  the  plaintiff,  even  if  he  failed  at  the  hearing, 
might  yet  afterwards  use  in  a  manner  prejudicial  to  the 
defendant,  and  were  not  satisfied  that  there  was  any  real 
prospect  of  its  being  of  material  service  to  the  plaintiff 
at  the  hearing,  they  reversed  the  order  of  the  Duchy  Court 
of  Lancaster,  by  which  such  discovery  had  been  granted  (&). 

So  in  Beifibow  v.  Lov)  (c)  the  defendants  exhibited  in-  Benbow  ▼. 
terrogatories  requiring  the  plaintiffs  to  state  {irUer  alia)  ^^' 
what  quantities  of  soap  had  been  sold  by  them  bearing  the 
name  in  dispute,  betwe  m  the  dissolution  of  the  original 
partnership  and  the  date  of  the  action,  distinguishing 
between  the  quantities  sold  in  each  year,  and  between  the 
quantities  sold  in  England,  and  in  the  United  States, 
and    in    the    continent   of    Europe,  and    Bacon,   V.-C, 

(a)  Per  Sir  C.  J.  Selwyn,  L.  J.,  in  be  answered  by  a  restricted   dis- 

LoeteU  V.  Lockett^  L.  R.  4  Ch.  841.  coveiy,  it  will  so  restrict  it  ;*'   per 

And  see  PiggoU  y.  AngU>  American  Sir  C.  Hall,  V.-C,  in  Orr  y.  Diaper, 

Tdegraph  Co.,  19  L.  T.  N.  S.  46.  4  Ch.  D.  92,  commenting  on  this 

(6)  Carver  v.  Pinio  LeUe,  L.  R.  case. 
7  Ch.  90.    "If  the  Court  sees  that  (c)  16  Ch.  D.  93. 

an  fair  and  legitimate  purposes  will 


neoeauury. 
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and  the  Court  of  Appeal  held  that  the  plaintiflB  were 
justified  in  refusing  to  answer,  as  the  question  was  framed, 
not  for  the  ordinary  purposes  of  discovery,  but  in  order  to 
get  at  the  details  of  a  part  of  the  plaintiff's  evidence. 
Given  whea  On  the  other  hand,  "  the  Court,  while  it  takes  care  that 
no  oppressive  use  is  made  of  its  forms  of  procedure, 
must  take  care  that  parties  are  not  allowed  to  refuse  dis- 
covery which  they  ought  to  make  "  (a).  Where,  therefore, 
a  defendant  who,  having  been  the  agent  in  London  of  the 
plaintiff,  an  American  sewing-machine  maker,  continued, 
after  dismissal,  to  advertise  himself  as  the  plaintiff's 
agent,  and  to  sell  as  ''the  Howe  Sewing  Machine" 
machines  not  made  by  the  plaintiff,  and  refused  to  give 
discovery  of  all  the  machines  sold  by  him,  with  the  prices, 
profits,  names  of  purchasers,  and  other  particulars,  on  the 
ground  that  he  would  thereby  disclose  the  names  of  his 
customers  and  the  secrets  of  his  trade,  Sir  J.  Bomilly, 
M.R.,  held  that  the  discoveiy  might  be  extremely  material 
to  the  plaintiff,  and  ordered  it  to  be  given  (b).  Again, 
where  the  plaintiff  obtained  an  injunction  against  the 
defendants,  and  the  defendants  offered  to  submit  to  an 
injunction  and  pay  costs,  and  then  moved  to  stay  pro- 
ceedings, the  answer  to  the  plaintiff's  interrogatories  not 
having  yet  been  given,  Sir  W.  P.  Wood,  V.-C,  said  that 
the  plaintiff  had  a  right  to  ascertain  the  facts  in  his  own 
way,  by  the  answer  of  the  defendants  to  his  interroga- 
tories, and  that  until  the  defendants  had  put  in  their 
answer,  it  was  impossible  for  the  Court  to  say  whether  or 
not  he  had  done  rightly  in  rejecting  the  terms  offered 
by  the  defendants.  The  motion  was  dismissed,  with 
costs  (c). 

(a)  Per  Sir  G.  M.  GifEaid,  L.J.,  171 ;   Byatt  v.  SuUivan,  21  How. 

in  7%ofnpKn  v.  Dunnf  L.  R.  5  Oh.  Pr.  60. 

576.     Aiid  see  Renard  v.  Levintteint  {h)  Howe  v.  McKeman,  80  Bear. 

10  L.  T.  N.  S.  94 ;  RuttdL  v.  Onck-  547. 

Um,  Ct.  Seas.  Cm.,  1st  ser.,  XY.,  (c)  i^Acnf  y. .Brett,  10  L. T.N. S. 

1270;    Union  Pamper  Collar  Co,  y.  281. 
MetropoUUm  CoOar  Co.,Ld,,9Ihly, 
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In  LecUher  Cloth  Co,  v.  Hirachfdd  (a),  a  decree  having  ^f^^^J^ 
been  made  directing  the  defendant  to  account  for  Bll/od/ 
goods  sold  by  him  with  a  particular  stamp,  it  was  decided 
by  the  same  learned  judge  that  the  defendant  was  com- 
pellable to  disclose  the  names  of  all  persons  to  whom  he 
had  sold  any  such  goods,  and  that  if  he  could  not  say  to 
which  of  his  customers  the  stamped  goods  were  sold,  he 
was  then  (but  not  otherwise)  compellable  to  disclose  the 
names  of  all  customers  to  whom  he  had  sold  goods  which 
he  would  not  swear  positively  were  unstamped. 

In  Orr  v.  Diaper  (J)  the  plaintiffs  discovered  that  the  Action  for 
defendants,  who  were  shippers,  had  exported  large  quan-  ^^^' 
tities  of  goods  packed  and  marked  in  imitation  of  theirs, 
for  certain  persons  unknown.  Being  unable  to  discover 
the  iniringers,  they  applied  to  the  defendants  for  discovery, 
and  this  being  refused,  instituted  an  action  against  them, 
in  which  discovery  was  prayed.  The  defendants  having 
demurred,  on  the  ground  that  no  relief  was  prayed  or 
intended  to  be  prayed  against  them.  Sir  C.  Hall,  V.-C, 
held  that  the  fact  that  the  plaintiffs  required  the  informa- 
tion for  the  purposes  of  an  ^ion  against  the  infringers 
was  sufficient,  without  their  intending  to  bring  an  action 
against  the  shippers,  and  granted  the  discovery. 

By  the  Merchandise  Marks  Act,  1862  (o),  any  person  Discovery 
who  has  sold,  &c.,  any  goods  marked  with  a  spurious  trade  chandiae^"^ 
mark,  is  bound,  within  forty-eight  hours  after  delivery  Marka  Act 
of  a  demand  in  writing,  to  give  full  information  in  writing 
of  the  name  and  address  of  the  person  from  whom  he 
obtained  the  goods,  and  of  the  time  when  he  obtained 
them.      In  case  of  refusal,  a  justice  of  the  peace  may 
summon  and  fine  the  person  refusing,  and  such  refusal  is 
primA  fajde    evidence   that  the    person    refusing   was 
acquainted  with  the  illegal  circumstances. 

Again,  by  sect.  21,  the  Court  or  a  judge  is  empowered,  Inapection. 

(a)  1  H.  &  M.  295.  (c)  25  &  26  Viot.  o.  88,  §  6. 

(5)  4  Ch.  D.  92. 
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in  a  trade  mark  case,  to  make  such  order  as  such  Court  or 
judge  shall  think  fit  for  inspection;   and  it  is  provided 
that  any  person  who  shall  refuse  or  neglect  any  such  order 
shall  be  guilty  of  a  contempt  of  Court. 
liiBpection  In  Hennessy  v.  Rohmann  (a),  Sir  R  Ifalins,  Y.-C, 

towAct  ^*"  P^^^^  inspection  of  cases  and  bottles  used  by  the  defend- 
anta  In  Smith  v.  Harins  (b),  the  plaintiff  in  a  trade 
mark  ca£e  alleged  by  his  statement  of  claim  that  he  had 
for  many  years  used  the  word  "  Glenlivet "  on  his  invoices, 
letters,  billheads,  and  whiskey  casks,  and,  on  the  defend- 
ant's application,  he  was  ordered  to  produce  for  inspection 
the  invoices,  letters  and  billheads  in  his  possession  so 
marked,  but  not  the  casks. 

In  the  last-mentioned  case  the  defendant  alleged  by 
his  statement  of  defence  that  the  plaintiff  had  for  many 
years  been  well  aware  of  the  word  "Glenlivet"  being 
widely  used  in  the  trade  in  connection  with  other  makes 
of  whiskey,  and  the  Court  of  Appeal  ordered  (c)  the  defend- 
ant within  an  appointed  time  to  deliver  particulars  of 
the  names  of  the  persons  alleged  to  have  used  the  word 
with  the  plaintiff's  knowledge,  and  the  times  when  and 
places  where  they  had  done  so,  and  ordered  that,  if  the 
defendant  should  not  do  so,  the  paragraph  in  the  defence 
should  be  struck  out 


Paiticulan. 


Account, 

Account.  A  most  important  part  of  the  remedy  given  in  Equity 

for  the  infringement  of  the  rights  of  the  owner  of  a  trade 
mark  is  the  account  of  the  profits,  by  which  such  profits 
as  have  been  dishonestly  acquired  by  a  defendant  by 
means  of  the  reputation  of  another  are  restored  to  the 


(a)  36  L.  T.  N.  S.  61.  ThU  was 
under  Order  LIT.,  r.  8,  of  the  Rules 
of  Court  lately  abrogated. 


(6)  48  L.  T.  N.  S.  869. 
(c)  Feb.  6tb,  1884. 
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plaintiiT,  whose  they  ought  to  have  been  at  first.  The 
principle  is  the  same  as  where  a  man  is  made  to  account 
for  the  profits  which  he  has  improperly  received,  arising 
from  the  fraudulent  manufacture  of  a  secret  medicine  (a), 
or  the  publication  of  a  newspaper  (6), 

"  The  liability  to  account  for  the  profiis  is  incident  to  Incident  to 
the  injunction  **  (c),  and  "  on  authority  and  principle  it  is 
clear  that  if  a  man  manufactures  goods  and   knowingly 
marks  them  with  the  trade  mark  of  another  person,  he  is 
accountable  for  the  profits  so  made  '*  (d). 

So  long  as  the  defendant  is  aware  that  he  is  using  a  Wherever 

,        ,  .  anothers 

trade  mark  which  is  not  his,  the  fact  that  he  does  not  mark  is 
know  to  whom  the  trade  mark  belongs  which  is  on  the  S^^b^the* 
goods  he  is  selling,  does  not  in  the  slightest  degree  affect  defendant, 
the  right  of  the  owner  to  an  injunction  and  an  account  of 
profits.     And   since  the  defendant   cannot  himself  have 
placed  on  the  goods  another's  trade  mark  without  being 
aware  that  he  was  infringing  someone's  trade  mark  rights, 
though  he  may  not  have  known  exactly  whose  it  was,  he 
will  be  accountable  in  all  cases  in  which  he  has  himself 
placed  the  mark  on  the  goods  (e). 

But  where  the  defendant  has  bought  marked  goods  and  J^ot  so,  where 

111  -•  11  1  "®  bought 

re-sold  them  m  ignorance  that  the  trade  mark  on  them  gooda  ready 
was  forged,  although  the  plaintifif  will  be  entitled  to  his  ™"^^^^' 
injunction,  he  will  not  be  entitled  to  an  account,  except 
in  respect  of  any  user  by  the  defendant  after  he  became 
aware  of  the  prior  ownership  (/).  On  this  principle,  in 
Ellin  V.  Slack  (g),  a  defendant  who  had  bought  and  re- 
sold goods  bearing  a  mark  which  infringed  the  plaintiff's 
trade  mark,  but  without  knowledge  of  the  infringement, 

(a)  Oreen  v.  Folffham,  1  S.  &  S.  not  to  goods  manufactured  but  not 

398.  sold.      See    Sionebraker    v.    Stone- 

(6)  OibUtt  V.  JUad,  9  Mod.  459.  braJcer,  88  Md.  252. 

(c)  Per  Sir  J.  Romilly,  M,R.,  in  (e)  Cartier  v.  CarliUf  ubi  guprd; 

Cartier  y.  CarliU,  31  Beav.  292.  Moet  v.   OmuUm,  ubi  $uprd.     And 

{d)  Per  Sir  J.  Bomilly,  M.B.,  in  see  S.  C.  10  L.  T.  N.  S.  895. 
Moet  ▼.  Oouitan,  33  Beav.  578.    See  (/)  EdeUten  v.  Edditen,  1  De  G 

Carver  v.  Bavaker,  Dig.  581.     The  J.  k  S.  185 ;  Mott  v.  Couiton,  83 

aooomit  only  extends  to  goods  ac-  Beav.  578. 
tually  sold  under  the  sporious  mark,  {g)  24  SoL  J.  290. 

P 
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Account 

Bometimefl 

useless. 


No  account 
where  laches. 


0£fer  of  sub- 
mission. 


Subdivided 
account. 


and  who,  on  hearing  of  the  infringement,  had  at  once  de- 
sisted from  any  further  sales  and  offered  to  submit  to  a 
perpetual  injunction  with  costs,  was  relieved  from  ac- 
counting. 

In  many  cases  the  main  object  of  the  action  is  to  obtain 
the  injunction,  the  account  being  of  very  secondary  im- 
portance (a),  and  occasionally  the  injury  suffered  by  the 
plaintiff,  and  the  profits  received  by  the  defendant,  have 
been  so  small  that  the  account  has  not  formed  part  of  the 
relief  awarded,  so  that  the  old  rule  that  the  injunction  was 
subordinate  to  the  account  (b)  no  longer  holds  good. 

As  a  plaintiff  may  be  disentitled  to  his  injunction  by 
reason  of  his  own  laches,  so  he  may  be  disentitled  by  the 
same  reason  to  the  account  of  profits.  If  he  permits  the 
defendant  to  continue  his  infringement  for  a  prolonged 
period,  he  will  not  then  be  allowed  to  treat  him  as  his 
salesman,  and  claim  an  account  (o).  But  if  the  plaintiff 
has  not  been  aware  of  the  fact  of  the  defendant's  user,  the 
length  of  that  user  will  not  deprive  him  of  his  right  to  an 

account  (d). 

Where  a  defendant  offered,  among  other  things,  to  ac- 
count for  profits,  but  the  plaintiff,  declining  the  offer  of 
submission,  insisted  upon  his  own  terms,  including  an  ac- 
count, the  Court  granted  the  account,  but  only  upon  the 
plaintiff's  request,  and  at  his  peril  in  respect  of  costs,  in 
case  it  should  turn  out  that  the  account  furnished  by  the 
defendant  of  his  own  accord  was  accurate  (e). 

In  Dent  v.  Tm^in  (J),  where  a  defendant  had  infringed 
a  trade  mark,  which  had  become  by  bequest  the  property  of 
two  different  persons,  and  those  persons  brought  distinct 

(a)  Pierce  v.  Franl$,  16  L.  J.  Ch. 
122  ;  Burgess  v.  Hatdyt  26  Beav. 
249 ;  Leather  Cloth  Co.  v.  American 
Uather  Cloth  Co.,  4  De  G.  J.  &  S. 
137  ;  Mc Andrew  v.  BaaaeU,  t6.  380  ; 
Bamett  v.  Leuckars,  13  L.  T.  N.  S. 
495  ;  Shxpxcright  v.  QemenU,  19  W. 
R.  599,  &c. 

(6)  DtUmdre  v.  Shaw,  2  Sim.  237. 

(c)  Beard  v.  Turner,  13  L.T.N.S. 


746;  Harrison  v.  Taylor,  11  Jur. 
N.  S.  408 ;  McLean  v.  FUminr/,  96 
U.  S.  Kep.  245  ;  Amoskeag  Manu- 
facturing Co,  V.  Gamer  (2),  64  How. 
Ft.  298. 

{d)  Sawyer  v.  Kdlogg,  19  U.  S. 
Pat.  Gaz.  1627  ;  20  ib.  1893. 

(e)  Nunn  v.  D' Albuquerque,  34 
Beav.  596. 

(/)  2  J.  &  H.  139. 
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actions  against  the  defendant,  the  prayei*  in  each  case 
including  an  account  and  pajrment  of  such  share  of 
the  profits  as  should  be  shown  to  be  attributable  to  the 
individual  plaintiff's  share,  it  was  held  that  such  an  account 
and  payment  could  be  granted. 

As  to  the  extent  of  the  account,  it  will  not  be  given  for  Extent  of 
a  period  of  more  than  six  years  before  the  commencement 
of  the  action,  and  it  will  not  include  every  species  of  profit 
made  by  the  defendant  during  that  period,  but  only  so 
much  as  is  properly  attributable  to  the  use  of  the  plaintiff's 
trade  mark  (a).  If  the  defendant  was  at  first  ignorant 
that  he  was  using  a  trade  mark,  the  account  will  commence 
from  the  date  when  he  became  aware  of  that  fact  (6) ;  and 
where  the  defendant  had  himself  been  guilty  of  misre- 
presentation, and  the  defendant's  business  was  carried  on 
upon  so  much  larger  a  scale  than  the  plaintiffs  as  to  render 
it  impossible  to  suppose  that  the  use  of  the  plaintiffs  mark 
had  alone  brought  the  defendant  his  customers,  the  account 
was  only  given  from  the  date  of  filing  the  bill,  and  not 
earlier  (c). 

Sometimes  an  account  of  profits  is  directed  at  the  plaint-  Account 
iff^s  risk  (d).  Where  an  account  had  been  directed  of  the  piaintifrBrisk. 
sale  and  profits  of  a  book  published  in  infringement  of  the 
plaintiff's  rights,  notwithstanding  an  affidavit  by  the 
defendant  that  about  half  of  11,000  copies  printed  had 
been  sold,  and  the  account  showed  that  9000  copies  had 
been  sold,  but  that  instead  of  a  profit  there  had  been  a 
small  loss,  it  was  held  that  the  affidavit  had  been  shown 
to  be  untrustworthy,  and  that  the  plaintiff  was  justified 
in  requiring  the  account  to  be  taken,  and  was  entitled  to 
the  costs  thereby  occasioned  (e). 

The  acceptance  of  an  account  of  profits  by  the  plaintiff  Election 
operates  as  a  condonation  of  the  infringement,  so  that  a  account  and 

damages, 
(a)  Cartier  v.  CarlUe,  31  Beav.  202.  (d)  As  an  inquiry  as  to  damages 

(6)   Mo^   y.    Constojif    33  Beav.       may  be.     See  Tonge  v.  Ward,  21  L. 

578  ;   Eddgten  v.  EdeftUn,  1  De  G.       T.  N.  S.  480. 

J.  &  8.  185.  (e)  Dick8  v.   Jacl'ton,  Chitty,  J., 

(c)  Ford  V.  Foster,  L.  R.  7  Ch.  611.       March  Slst,  1884. 
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Damages. 


plaintiff  must  elect  between  the  account  and  an  inquiry 
as  to  damages,  but  cannot  insist  on  both  (a),  though  he 
may  at  the  outset  claim  both,  reserving  his  election  till 
a  later  stage  (b). 

Damages. 

It  is  in  the  option  of  a  successful  plaintiff  in  a  trade-mark 
action  to  elect  between  an  account  of  profits  and  an  inquiry 
as  to  damages,  although,  as  before  stated,  he  cannot  have 
both  (c).  Damages  being  the  appropriate  remedy  at  Com- 
mon Law,  while  the  account  of  profits  was  peculiar  to 
Equity,  the  result,  and  probably  the  cause  of  the  great 
majority  of  trade  mark  cases  being  brought  into  Equity, 
has  been  that  an  account  has  been  commonlv  awarded  and 
not  damages.  This  has  been  the  case  notwithstanding 
that  the  Courts  of  Equity  have  had  the  power  of  giving 
relief  in  the  shape  of  damages  (d!),  since  in  most  cases  the 
account  forms  the  most  convenient  remedy. 

Some  of  the  remarks  made  in  reference  to  the  account 
apply  in  respect  of  damages:  thus,  the  defendant  is  liable 
in  damages  for  the  user  of  what  he  has  reason  to  know,  or 
suppose  to  be,  a  forged  trade  mark,  though  he  may  be 
ignorant  of  the  owner ;  but  not  for  user  of  a  mark  which 
he  did  not  at  all  know  to  be  forged  («);  while,  on  the  other 
hand,  the  plaintiff  may  be  held  to  be  disentitled  to 
damages  by  reason  of  his  own  delay  (/). 
Special  For  damages  to  be  recovered  it  is  not  necessary  that 

not  be  proved,  special  damage  should  be  proved ;  it  is  sufficient  to  show 


Wben  given. 


(a)  NeOaon  v.  Bettt,  L.  R.  5  H. 
L.  1. 

(6)  See  Leidersdorf  v.  Flint  (2), 
£0  WiBC.  401. 

(c)  Neilson  v.  Bdti,  L.  R  5  H.  L. 
1.  See  Leider9dorf  v.  FUrU  (2),  50 
WL«c.  401. 

{d)  Thus,  inquiries  as  to  damages 
were  given  in  Cheavin  v.  WalkcTf 
5  Ch.  D.  850—61 ;  and  Gravdey  v. 
Winchester,  Seton,  4th  ed.  257. 

(e)  Edd9ten  v.  EddtUn,  1  De  G. 


J.  &  S.  185 ;  CaH'icr  v.  CarliU^  31 
Beav.  292 ;  Moet  v.  CowAon,^^  Beav. 
578  ;  10  L,  T.  N.  S,  896.  Thus,  in 
Weed  V.  Peteram,  12  Abb.  Pr.  N.  S. 
178,  it  was  held  that,  though  an  in- 
junction must  be  granted  with  coats, 
yet,  as  the  defendants  had  acted 
perfectly  bondjlde,  no  damages  could 
be  given. 

if)  Amoskeag  Mantrfacturing  Co. 
v.  Oamer  (2),  64  How.  Pr.  298. 
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that  the  plaintiff's  right  has  been  invaded,  in  which  case 
some  damages^  even  if  only  nominal,  will  be  given  (a). 

The  measure  of  damages  which  can  be  recovered  when  MeaBure  of 
special  damage  is  proved  is  not  yet  clearly  settled  by  *™*^**- 
authority ;  but  in  Leather  Cloth  Co,  v.  Hirschfeld  (6),  it 
was  held  by  Sir  W.  P.  Wood,  V.-C,  that  it  would  not  be 
assumed  in  the  absence  of  evidence  that  the  amount  of 
goods  sold  by  the  defendant  under  the  fraudulent  trade 
mark  would  have  been  sold  by  the  plaintiff  but  for  the 
defendant's  unlawful  use  of  the  plaintiff's  trade  mark,  for 
how  could  the  Court  assume  that  the  persons  who  bought 
what  the  plaintiff  averred  were  inferior  articles,  at  an 
inferior  price,  would  necessarily,  if  they  had  not  done  so, 
have  bought  the  superior  articles  at  the  higher  prices.  In 
America,  however,  it  has  been  said  that  "  every  considera- 
tion of  reason,  justice,  and  sound  policy  demands  that  one 
who  fraudulently  uses  the  trade  mark  of  another  should 
not  be  allowed  to  shield  himself  from  liability  for  the  profit 
he  has  made  by  the  use  of  the  trade  mark  on  the  plea 
that  it  is  impossible  to  determine  how  much  of  the  profit 
is  due  to  the  trade  mark  and  how  much  to  the  intrinsic 
value  of  the  commodity.  The  fact  that  it  is  impossible  to 
apportion  the  profit  renders  it  just  that  he  should  lose  the 
whole  "  (c),  and  the  usual  practice  in  America  appears  to 
be  to  assess  damages  at  the  amount  of  the  profits  which 
the  plaintiffs  would  have  made  if  they  had  sold  the  same 
quantity  of  the  genuine  goods  as  the  defendants  had  sold 
of  the  spurious  ones  (d),  or,  at  all  events,  at  the  amount  of 
the  actual  profits  reaped  by  the  defendants  from  the 
infringement  (e). 

Where  a  defendant  offered  submission  in  terms  wliich  Oflfer  of  sub- 

miisBion. 

(a)  JSlofdd  V.  Payne,  4  B.  &  Ad.  (c)  Per  Crockett,  J.,  in  Graham  v. 

410;  and  8ee  Syk€8  v.  Sykes,  8  B.  &  PUiU,  40  Gftl.  593,  6  Amer.  E<p. 

i^,  541 ;  Moriion  v.  Salmon,  2  Scott,  639. 

N.  R.  449  ;  2  Man.  &  G.  885 ;  and  {d)  Hostdter  v.    V&winkU,  1  Dill, 

cases  at  p.  149,  n.  (6).  329;  Faber  y.  Hovey,  Dig.  481. 

(6)  L.  R.  1  Eq.229.    See  Daven-  (c)  Orakam  v.  Plate,  ubi  auprd; 

pari  V.  BylandSj  L.  R.  1  Eq.  302.  Peltz  v.  Eichde,  62  Mo.  171. 
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MerclutndiBe 
Marks  Act. 


General  rule 
as  to  costs — 
follow  event 


were  rejected  by  the  plaintiff,  the  latter  was  allowed  an 
inquiry  as  to  damages  at  his  own  risk  (a). 

By  §  22  of  the  Merchandise  Marks  Act,  1862  (6),  a 
person  who  forges  a  trade  mark,  or  applies  a  forged  trade 
mark  to  goods  for  the  purpose  of  sale,  or  in  any  other  of 
certain  specified  ways  attempts  to  pass  off  spurious  goods 
as  genuine,  is  liable  in  damages  to  every  person  aggrieved 
by  such  wrongful  acts. 

Costs. 

The  same  general  principles  on  which  costs  are  given  in 
other  cases  prevail  in  those  in  which  a  question  of  trade 
mark  is  at  issue.  Thus,  the  primary  rule  is  that  costs 
follow  the  event;  that  is  to  say,  that  where  a  plaintiff 
succeeds,  he  will  get  his  costs  (c);  where  he  is  unsuccessful, 
he  will  have  to  pay  costs  (d).  And  the  fact  that  merely 
nominal  damages  have  been  awarded  will  not  deprive  a 
successful  plaintiff  of  his  right  to  his  costs,  since  a  question 
of  his  right  has  been  involved  (e). 

Costs,  however,  being  in  the  discretion  of  the  Court,  the 
withoiOTOBte.  Court  will,  under  some  circumstances, grant  the  injunction, 
but  without  costs,  as  where  the  plaintiff  has  persisted  in 
litigation  which  had  become  unnecessary  (/),  or  where  the 
successful  plaintiff  has  been  guilty  of  delay  (g).  So,  again, 
where  forwarding  agents,  who  had  been  made  the  medium 
for  impoiiing  spuriously  marked  cigars,  had  not  participated 
in  the  fraud,  had  offered  to  give  what  information  they 


Belief  some- 


(a)  Tonge  v.  Ward,  21  L.  T.  N.  S. 
480.  See  Dicks  v.  J<Kkson,  Chitty, 
J.,  March  31st,  1884. 

(6)  25  k  26  Vict.  c.  88. 

(c)  Ckappell  V.  Davidson,  2  E.  & 
J.  123 ;  Farina  v.  Sdverlocky  1  K. 

6  J.  609  ;  6  De  G.  M.  &  G.  214  ;  4 
K.  &  J.  650  ;  Collins  Co.  v.  Walker, 

7  W.  R.  222  ;  Edelsttn  v.  EdelsUn, 
1  De  G.  J.  &  S.  185  ;  McAndrew  v. 
BasseU,  4  ib.  880. 

(d)  WooUam  v.  i^a^  7(f,  1  H.  &  M. 
259 ;  Williams  v.  Osborne,  13  L.  T. 
N.  S.  498 ;  Morgan  v.  McAdam,  36 
L.  J.  Ch.  228 ;  Bass  v.  Dauber,  19 
L.  T.  N.  S.  626 ;  Lxicke  v.   WebtUr, 


M.  R,  April  4th,  1879. 

{e)  M orison  v.  jSo/moti,  2  Scott, 
N.  R.  449  ;  2  Man.  &  G.  385.  But 
in  a  similar  case  the  Canadian  Court 
gave  no  costs:  Bondier  v  Depatie, 
Montreal  Q.  B.  May  29,  1883. 

(/)  AfUlington  v.  Fox,  3  My.  &  Cr. 
338 ;  Moet  t.  Couston,  83  Beav.  578 ; 
Hudson  ▼.  BenneU,  12  Jur.  N.  S. 
519. 

ig)  MHUngton  v.  Fox,  3  My.  &  Cr. 
338 ;  Beard  v.  Turner,  13  L.  T.  N.  S. 
746 ;  Perks  v.  HaU  d:  Co.,  W.  N. 
1881,  p.  Ill ;  Amoskeag  Mafvufae- 
turing  Co.  v.  Gamer  (2),  54  How.  Pr. 
298. 
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oould,  and  bad  submitted   to  act  as  tbe   Court  sbould 
direct  (a). 

Under  some  circumtstances  the  plaintiff  may  obtain  his  ^^^}  ^    .  . 

.    ,  .  *  granted,  plain- 

injunction  and  yet  have  to  pay  the  costs  of  some  defendants,  tifif  to  pay 
as  where  a  dock  company  was  innocently  in  possession  of  *'°"*** 
spuriously  marked  goods  (6).  And  again,  where  wine 
bearing  a  spurious  brand  was  in  the  possession  of  wharf- 
ingers, it  was  held  by  the  Court  of  Appeal  that  they  were 
entitled  to  their  costs  of  being  made  defendants  to  an 
action  for  infringement,  notwithstanding  that  they  had 
submitted  to  act  as  the  Court  should  direct  only  upon 
having  their  charges  and  costs  paid  or  provided  for  (c). 

On  the  other  hand,  while  the  relief  claimed  by  the  Relief  refuBcd, 
plaintiff  is  refused,  the  defendant  may  still  be  left  to  pay  ^^  ^^** 
his  own  costs,  as  where  the  plaintiff  has  lost  his  remedy  by 
lapse  of  time  (d),  or  improper  use  of  the  word  "  patentee"  (e), 
or  other  similar  reasons  (/),  the  defendant's  fraudulent 
intention  being  evident ;  or,  more  commonly,  where  the 
defendant's  conduct,  though  not  so  clearly  fraudulent  as  to 
entitle  the  plaintiff  to  an  injunction,  has  yet  been  so 
suspicious  and  uncandid  as  to  call  for  some  punishment  (g). 
Thus,  where  the  Vice-Chancellor  considered  that  the 
defendant  had  acted  fraudulently,  but  thought  himself 
bound  by  a  decision  of  the  Court  of  Appeal  on  the  motion 
to  dismiss  the  bill,  he  did  so  without  costs  (h).  Where  the 
defendant  had  filled  with  his  own  lime  juice  bottles  brought 


(a)  Upmann  v.  Elkariy  L.  R.  7  Ch. 
130.  See  Moet  v.  Pickering,  8  Ch.  D. 
372. 

(6)  Upmann  v.  Elkan^  nhi  suprd, 

(f )  Moet  Y.  Pickering,  ubi  fuprd. 

{d)  Rodgen  v.  liodger$,  31  L.  T. 
N.  S.  285. 

(e)  Nixeif  v.  Jiqffey,  W.  N.  1870, 
p.  227.  Aiid  where  a  plaintiff  com- 
pany was  held  to  be  disentitled  to 
an  injunction  l^  reason  of  the 
wrongful  use  of  the  word  "  patent," 
and  the  defendant,  as  having  been 
the  company's  manager,  was  in  some 
sense  responsible  for  this,  he  was 
deprived  of  the  costs  which  would 


otherwise  have  been  given  him: 
Leather  Clot?i  Co,  v.  Lorsont,  L.  R. 
9  £q.  845. 

(/)  E.g.^Fetridge  v.  WeUs,  13  How. 
Pr.  385  ;  R  Cox,  180. 

{g)  Edgington  v.  Edgington,  11 
L.  T.  N.  S.  299 ;  Bom  v.  Dawber, 
19  L.  T.  N.  S.  626 ;  Ain^uxyrtk  v. 
WalnuUy,  L.  R  1  Eq.  518  ;  Wi/lam 
v.  Clarke,  W.  N.  1876,  p.  68; 
Rclbineau  v.  Charbonnd,  W.  N.  1876, 
p.  160 ;  TaUcot  v.  Moore,  13  N.  Y. 
Sup.  Ct.  106;  Degraves  v.  White- 
man,  5  Vict.  L.  R.  £q.  804. 

(A)  Wotherapoon  v.  Currie.  See 
L.  R  5  n.  L.  510. 


uieiit  of  0(s1i. 
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to  him  for  the  puqxise,  though  they  were  stamped  with 
the  plaintiff's  name,  and  the  plaintiff  brought  an  action, 
making  charges  which  amounted  to  fraud,  but  which  the 
Court  did  not  consider  to  be  justified,  though  the  defendant 
bad  done  that  which  he  was  not  entitled  to  do,  and  the 
defendant  gave  an  undertaking  not  to  repeat  the  offence, 
no  order  was  made,  and  each  party  was  left  to  pay  his  own 
cost**  (a).  In  some  cases  the  costs  of  interlocutory  pro- 
ceedings will  be  made  costs  in  the  cause,  as  where,  on 
motion  for  injunction,  the  plaintiff  failed  on  the  score  of 
delay  Qj). 
Apportion-  In  some  cases  a  portion  only  of  the  relief  asked  for  has 

been  granted,  and  the  costs  have  either  been  apportioned 
in  a  manner  corresponding  to  the  amount  of  success 
achieved,  or  each  party  has  been  left  to  pay  his  own  costs. 
Thus,  where  a  plaintiff  company  succeeded  on  the  question 
of  imitation  of  labels  and  wrappers,  but  failed  as  to  trade 
mark,  the  plaintiffs  were  given  their  costs  up  to  the  motion 
for  injunction,  each  party  having  to  bear  his  own  after 
that  (c).  In  Day  v,  Necde  (d)  no  costs  were  given  on 
either  side,  the  plaintiffs  having  asked  for  an  injunction  in 
respect  of  several  trade  marks,  in  only  two  of  which  they 
had  an  exclusive  right,  and  having  delayed  to  take  pro- 
ceedings for  more  than  two  years,  while  the  defendants 
were  in  the  wrong  as  to  the  two  marks.  In  Metzler  v. 
Wood  (e)  the  plaintiffs,  who  succeeded  on  the  main  ques- 
tion of  imitation  of  the  title  of  their  publication,  were 
deprived  of  half  their  costs,  on  the  ground  of  their  having 
made  claims  as  to  copyright  which  failed.  Where  a  plain- 
tiff succeeded  in  establishing  a  limited  right  in  a  word, 
and  also  that  the  defendant  had  acted  fraudulently,  but  he 
failed  to  show  a  general  right  in  the  word,  and  that  certain 
labels  used  by  the  defendant  were  deceptive,  the  defendant 

{a)  Hose  V.  Ijoftui,  47  L.  J.  Cb.  i  Dr.  458. 

fi70  ;  and  see  Perkt  v.  IlaU  <t  Co.,  (c)  Compatjnie  Laftrmt   v.    //eti- 

W.  N.  1881,  p.  111.  c/rirA-jc,  Di^.  512. 

\h)  l8(i(w»on  V.  Thompson,  41  L.  J.  (d)  V.  C.  B.  May  24,  1881. 

Ch.  101.     And  see  Brook  v.  Evant,  2  (r)  8  Ch.  D.  606. 
L.  T.  N.  S.  740 ;    Wallis  v.   )VaUi9, 
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was  ordered  by  the  Irish  Court  to  pay  the  general  costs  of 
the  suit,  but  the  plaintiff  was  ordered  to  pay  and  set  ofif 
against  his  own  costs  the  costs  of  all  the  affidavits  of  the 
defendant's  witnesses  (except  that  of  the  defendant  him- 
self), since  they  had  been  addressed  to  the  part  of  the 
case  on  which  the  plaintiff  failed  (a).  In  a  Bombay 
case  (6),  in  which  six  marks  were  in  question,  and  the 
defendants  succeeded  as  to  all  but  one,  which  they  had 
offered  to  give  up  within  six  days  after  the  commencement 
of  the  suit,  it  was  held  that  the  defendants  must  only  pay 
their  costs  with  regard  to  that  mark,  and  one-sixth  of  the 
plaintiffs'  coats  up  to  and  including  the  day  on  which  the 
offer  was  made,  and  that  all  the  remaining  costs  of  both 
parties  must  be  paid  by  the  plaintiffs. 

If  a  plaintiff  makes  charges  which  he  is  unable  to  sub-  Cost^of  un- 
stantiate,  he  may  obtain  an  injunction  with  costs,  and  yet  cSmo^&c. 
have  to  pay  all  costs  occasioned  by  the  making  of  that 
charge  (c).  In  the  same  way,  if  a  plaintiff  insists  upon 
having  an  account  taken,  after  the  defendant  has  given 
full  information,  the  plaintiff  will  have  to  pay  the  costs  of 
that  account,  if  it  turn  out  to  have  been  unnecessary  (d). 

When  a  defendant  in  a  trade  mark  action  submits  to  a  Scale  of  costs 
perpetual  injunction  with  costs,  the  mere  fact  of  bis  J^^^^^'^^^ 
having  submitted  constitutes  no  special  ground,  under  B. 
S.  C,  1883,  Order  LXV.,  r.  9,  for  directing  the  costs  to  be 
taxed  on  the  higher  scale,  but  in  such  a  case  the  Court  will 
refuse  to  punish  him  for  submitting  at  once,  and  will  leave 
the  costs  to  be  taxed  on  the  lower  scale  (e). 

A  motion  to  commit  for  breach  of  an  injunction  is  not  Costs  of 
unfrequently  made  without  any  intention  of  obtaining  an  "^V^ 
order  for  actual  committal,  but  the  defendant  can  only  be 
ordered  to  pay  the  costs  of  such  a  motion  if  the  facts 

(a)  Wheder  r.JohniUm,  3  L.  B.  Ir.  512 ;  Wylam  v.  Clarke,  W.  N.  1870, 

284.  p.  68. 

{b)  WaUace  A  Co,  v.  King  A  Co.,  (d)  Nunn  v.   ly AUmquerque,  84 

Bom1»7  High  Ct.,  April  80, 1879.  Beav.  595. 

ie)  Pierce  v.  Fraiiki,  15  L.  J.  Ch.  («)  Hudson  v.  Otgerhy,  50  L.  T. 

122 ;  Standith  v.  WkUvfeU,  14  W.  B.  N.  S.  823. 
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would  have  warranted  a  committal  (a).  But  where  an 
order  for  committal  was  rescinded  by  the  Court  of  Appeal, 
no  costs  were  given  the  defendant,  on  account  of  the 
eqaivocal  conduct  of  some  of  his  agents  (a).  Where  a 
motion  to  commit  was  dismissed  on  the  ground  of  delay, 
as  well  as  that  the  actual  terms  of  the  injunction  had  not 
been  disobeyed,  though  its  spirit  had  been,  the  Vice- 
Chancellor,  while  refusing  the  motion,  enlarged  the  injunc- 
tion and  made  the  defendant  pay  the  costs  (6).  In  a  case 
in  which  the  Supreme  Court  of  New  York  had  fined  a 
defendant  for  contempt,  the  Court  of  Appeals,  while  con- 
sidering itself  bound  by  the  decision  of  the  Supreme 
Court  as  to  the  fact  of  the  breach,  yet  thought  the  decision 
80  doubtful  that  it  gave  no  costs  of  the  appeal  (c). 
Costs  of  The  costs  of  appeals  are  usually  governed  by  the  same 

appealfl.  principle  as  those  in  the  Courts  of  First  Instance,  and  follow 

the  event.  Thus,  in  McLean  v.  Fleming  (d),  in  which  the 
U.  S.  Circuit  Court  considered  the  plaintiff  to  be  entitled 
to  an  injunction  and  an  account,  but  the  Supreme  Court  re- 
versed the  decision  with  respect  to  the  account,  on  the  ground 
of  the  plaintiff's  own  laches,  it  was  held  that  the  plaintiff 
must  have  his  costs  in  the  Court  below,  but  the  defendant 
(appellant)  his  costs  of  the  appeal.  The  costs  of  an 
unnecessary  appeal  must  be  paid  by  the  appellant.  Thus, 
where  a  respondent  appeared  at  the  hearing  of  an  appeal, 
after  having  received  notice  from  the  appellant  that  no 
alteration  would  be  asked  in  the  order  in  the  Court  below^ 
with  respect  to  his  costs,  which  the  appellant  had  been 
ordered  to  pay,  that  respondent  was  left  to  pay  the  costs 
of  such  appearance  {e).  And  where,  in  an  action  for 
imitation  of  the  name  of  the  plaintiffs'  journal,  the  plain- 
tiffs brought  on  an  appeal  from  the  decision  of  the  judge 
directing  the  motion  for  injunction  to  stand  to  the  hearing, 
aft^r  the  defendants  had  changed  the  name  of  their  publi- 

(a)  Dence  v.  Brand,  W.  N.  1881,  {d)  96  U.  S.  Rep.  246. 

p.  31.  (f)  Cpmann  v.  Elkan^  L.  B.  7  Ch. 

(6)  CaHier  v.  May,  Dig.  200.  130. 
(c)  Devlin  v.  Devlin,  69  N.  Y.  212. 
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cation,  the  plaintiffs  were  ordered  to  pay  the  costs  of  the 
appeal,  notwithstanding  that  the  defendants  had  refused 
to  submit  to  an  injunction,  or  to  give  an  undertaking  as  to 
their  original  title  (a). 

One  of  the  main  objects  which  the  Court  has  in  view  in  Costiincaseof 
the  exercise  of  its  jurisdiction  is  "  to  repress  unnecessary  «»"P«>"^- 
litigation,  and  to  keep  litigation  within  those  bounds 
which  are  essential  to  enable  the  parties  to  vindicate  and 
establish  their  rights  "  (6).  Although,  therefore,  a  plain- 
tiff whose  rights  have  been  attacked  is  not  bound  to  rely 
on  the  assurance  of  his  assailant  that  the  act  will  not  be 
repeated,  but  is  entitled  to  the  protection  of  an  injunc- 
tion (c),  yet  if  he,  immediately  after  the  suit  is  commenced, 
is  offered  and  may  obtain  all  he  seeks,  and  still  thinks 
proper  to  go  on  with  his  suit,  the  Court  may  give  him  his 
decree,  but  will  not  give  him  the  costs  of  the  suit  so 
unnecessarily  prosecuted  (c7).  The  defendant  is,  how- 
ever, the  aggressor,  since  the  litigation  has  been  first 
occasioned  by  his  unwarrantable  interference  with  the 
plaintiff^s  rights  in  respect  of  his  trade  mark,  and  this  is 
equally  the  case  whether  the  aggression  was  made  with 
knowledge  or  in  ignorance  of  those  rights  of  the  plaintiff. 
The  defendant  must  therefore  offer  all  the  plaintiff  has  a 
right  to  obtain,  and  the  offer  must  include  all  the  costs 
which  have  been  occasioned  by  his  improper  conduct  {e). 


(o)i>a&v.5jii«t^,W.N.1882,p.l45. 

(6)  per  Lord  Cottenham.  C,  in 
MiUingUm  v.  Fox,  3  My.  &  Cr.  338. 

(r)  Geary  v.  Norton,  1  De  G.  &  S. 
9  ;  Houth  V.  Wdater,  10  Beav.  561  ; 
Tonge  t.  Ward,  21  L.  T.  N.  S.  480  ; 
(  oatt  V.  Ilofbrook,  2  Sandf.  586  ;  ](. 
Cox,  20 ;  Radvoay  v.  Cofeman,  15 
Grant,  Up.  Can.  Ch.  50;  Oiwrdian 
Fire  and  Life  Aitsvranre  Co.  v.  O'uar- 
dian  and  Gmera-l  Jn»u  anre  Co.,  Ld. 
60  L.  J.  Ch.  252. 

((/)  Per  Sir  J.  Wigram,  V.-C,  in 
Coibum  V.  Simmt,  2  Hare,  560,  com- 
menting on  MUlington  v.  Fox ;  and 
see  Mc Andrew  v.  Batsett,  4  De  G. 


J.  &  S.  380 ;  IIudMm  v.  Bennett,  12 
Jur.  N.  S.  519 ;  Upmann  v.  Elkan, 
L.  R.  12  Eq.  140,  7  Ch.  180 ;  WU- 
llanu  V.  Osborne,  13  L.  T.  N.  S.  498. 
(f )  FradeUa  v.  Welter,  2  R.  &  M. 
247  ;  Kelly  v.  Hooper,  1  Y.  &  C. 
197  ;  Geary  v.  Norton,  1  De  G.  &  S. 
9 ;  Burgess  v.  I/ills,  26  Beav.  244  ; 
Buryeta  v.  IfaUly,  26  Beav.  249; 
WaUity.  Walliji,'i  Dr.  458;  CoUins 
Co,  V.  Walker,  7  W.  R.  222 ;  Moet 
V.  Covston,  33  B^av.  578 ;  Nvnn  v. 
JJ' Albuquerque,  34  Beav.  595;  CoaU 
v.  Ilolbrook,  2  Sandf.  586  ;  K.  Cox, 
20  ;  Weed  v.  Peterton,  12  Abb.  Pr. 
N.  S.  178. 
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Notioe  to 
infringer. 


Thus^  where  in  a  patent  case  an  injunction  was  granted, 
the  defendants  having  previously  promised  to  commit  no 
further  infringement  and  to  pay  the  costs  of  preparing  the 
bill,  Sir  J.  L.  Knight  Bruce,  V.-C,  gave  the  plaintiffs  their 
costs  at  the  bearing,  since  the  defendants  ought  to  have 
offered,  on  the  injunction  being  obtained,  to  pay  all  costs 
up  to  that  time  (a).  The  same  result  followed  where  a 
defendant,  who  had  offered  to  pay  the  taxed  costs  as 
between  party  and  party,  but  refused  to  pay  them  as 
between  solicitor  and  client,  put  in  his  answer,  and  then 
the  plaintiff  offering  to  accept  the  costs  as  between  party 
and  party,  declined  to  pay  the  costs  of  the  answer  (b). 
But  if  an  innocent  infringer  withdraws  all  marked  articles 
from  sale,  and  offers  an  undertaking  immediately  upon 
being  served  with  the  writ,  and  the  plaintiff  afterwards 
moves  for  an  injunction,  the  motion  will  be  refused  with 
all  costs,  less  the  costs  of  the  writ,  which  will  have  been 
incurred  before  the  defendant's  offer  (c). 

It  has  been  thought  that  a  person  whose  trade  mark  has 
been  infringed  should  give  notice  to  the  infringer  of  his 
intention  to  take  proceedings,  so  as  to  give  him  an  oppor- 
tunity of  explaining  his  conduct  or  submitting  (jJ) ;  and  if 
he  does  so,  and  a  fair  offer  is  made,  he  should  not  hasten 
to  incur  needless  expense  (e),  or  he  may  be  punished  in 
respect  of  costs.  Lord  Romilly,  M.R,  was,  however,  of 
opinion  (/)  that  the  defendant  having  been  the  aggressor. 


(a)  Gear)/  v.  Noiion,  uhi  tuprd. 
See  Lochjcfly  Co.  {Limited)  v.  Lum- 
phinnant  Iron  Co.,  Ct.  Stss.  Caa. 
4th  Ser.  VI.  48*2. 

(6)  AV%v.//oo;)fr,lY.&C.197. 

(c)  Caruncho  v.  Hif/hmoor,  27 
Sol.  J.  1 99. 

(d)  Chappetl  v.  Davidson^  2  K.  & 
J.  123;  WaUit  v.  WaUis,  4  Dr.  458; 
Tteentsche  Stoom  Bledcry  Qoor  v. 
Ellinger  A  Co.,  26  W.  R.  70. 

(e)  WiUiamt  v.  Oib.i-ne,  13  L.  T. 
N.  S.  498.    And  see  the  opinion  of 


Je8i>e1,  M.  R.,  cited  in  Upmann  v. 
Forester,  24  Ch.  D.  231,  and  In  re 
Kuhn  d:  Co.,  68  L.  J.  Ch.  238. 

(/)  InBurffesi  v.  Uaidy,  26  Beav. 
249.  In  Field  v.  Lewis,  Dig.  280, 
Wood,  V.-C,  granted  an  injunction 
with  costs,  though  no  notice  had 
been  given  before  bill  filed.  And 
see  Coatt  v.  Holbrook,  2  Sandf.  586; 
R.  Cox,  20;  and  Sawyer  v.  Kellogg, 
19  U.  S.  Pat:  Gaz.  1627;  20  ib, 
1893. 
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the  plaintifif  would  be  justified  in  filing  his  bill,  without 
making  any  application  to  the  defendant;  and  in  Upmann 
V.  Elkan  (a)  he  indicated  his  adherence  to  the  same  view, 
saying  that  he  did  not  mean  to  lay  down  that  the  person 
whose  trade  mark  had  been  imitated  might  not  file  a  bill 
without  making  any  inquiry  at  all.  In  the  very  recent 
case  of  Dpmann  v.  Forester  (b),  Chitty,  J.,  actually  decided 
in  accordance  with  this  opinion,  giving  costs  to  a  plaintiff 
who  had  moved  for  an  injunction  without  gi^^ng  any  pre- 
vious notice,  though  the  defendant  had  acted  perfectly 
innocently,  and  would  have  submitted  if  notice  had  been 
given  him.  And  he  stated  that  this  was  also  the  opinion 
of  Jessel,  M.R.  (c).  The  reason  assigned  by  Chitty,  J.,  for 
this  decision  appears  to  be  that,  if  the  plaintiff  were  to 
give  notice  to  the  defendant,  and  the  defendant  were  to 
submit,  the  plaintiff  would  lose  his  costs;  but  it  might  bo 
thought  that  the  plaiqtiff  would  be  sufliciently  secured  in 
this  respect  by  the  rule  above  stated,  that  an  offer  of  sub- 
mission must,  to  be  effectual,  include  an  offer  of  all  costs 
occasioned  to  the  plaintiff,  and  that  no  injustice  would  be 
done  to  the  plaintiff,  but  a  veiy  possible  injustice  to  an 
innocent  defendant  might  be  minimised,  by  requiring 
notice  to  be  given.  ^ 

A  plea  of  infancy  will  not  excuse  an  infant  infringer  Infancy  does 
from  paying  the  costs  which  his  conduct  has  occasioned  (d).  ?rom  M«te. 

A  pei'son  who  has  induced  another  person  to  manufao-  Coeto  ooca- 
ture  for  him  goods  marked  with  the  trade  mark  of  a  third  JS^  J^  by 
person  is  liable  to  repay  to  the  person  he  has  made  the  defendmnfa 
instrument  of  his  fraud  the  costs  of  legal  proceedings 
brought  about  by  the  infringement,  including  any  sum 
which  that  person  may  have  reasonably  paid  to  compromise 
the  matter  (e). 

(a)  L.  R  12  Eq.  140;  L.  R.  7  and  BarreU  v.  Oomm,  74  L.  T.  388. 

Ch.  130.  {d)   Cory    v.   Oertcken,  2  Madd. 

(6)  24  Ch.  D.  231.  49;  Chubb  v.  Griffiths,  36  Boav.  127. 

(c)    See    per    Jessel,    M.R.,    in  (e)  JHxon   v.  ^awcus,   8  EIL  & 

In  re  Kuhn  ^  Co,y  53  L.  J.  Ch.  238,  £11  537. 
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Costs  in  r^-  When  an  application  for  the  registration  of  a  trade  mark 
is  opposed  and  brought  before  the  Court,  the  costs  are 
usually  ordered  to  be  paid  by  the  unsuccessful  party,  as 
having  been  occasioned  by  his  wrongful  claim  or  opposition. 
Thus,  where  a  claim  was  made  to  i-egister  and  use  a  trade 
mark,  which  would  have  been  an  infringement  of  an 
existing  mark,  the  persons  who  wrongly  claimed  the  mark 
were  ordered  to  pay  the  costs  of  cross-adjourned  sum- 
monses, as  well  as  of  an  action  for  an  injunction  which  had 
been  rendered  necessary  by  the  claim  (a).  And  in  In  re 
Rosing  (6),  the  Cutlers'  Co.  of  Sheffield,  who  had  opposed 
an  application  in  what  they  believed  to  be  the  interest 
of  the  public  (and  whose  opposition  succeeded  in  the  Court 
of  Appeal),  were  ordered  by  V.-C.  Bacon  to  pay  the  costs 
of  their  opposition,  which  failed  before  him. 

No  coBta.  If,  on  the  other  hand,  each  party  is  partially  successful, 

no  costs  will  be  given  on  either  side  (c). 

Costs  paid  by       Where   an   applicant   took    advantage   of   the   precise 

*'**'uoMi?  wording  of  the  Act  to  obtain  registration  as  a  part  of  his 
trade  mark  of  words  to  the  exclusive  use  of  which  he  was 
not  entitled,  and  the  application  was  unsuccessfully  op- 
posed, Jessel,  M.R.,  held  that,  notwithstanding  the  success 
of  the  applicant,  he  must  still  pay  the  costs  of  the  applica- 
tion, as  he  was  taking  advantage  of  the  Act  to  do  that 
which  the  Act  did  not  intend  him  to  do  (d). 

Costs  of  comp-      Where  the  comptroller  (formerly  the  registrar)  is  served 

"*  "■  with  notice  of  an  application  to  the  Court,  he  is  entitled  to 

appear  at  the  hearing  of  the  application,  and  to  receive  his 
costs  of  so  doing,  since  it  is  proper  that  he  should  know 
what  order  is  made  (e). 

When  he  Where  the  comptroller  opposes  an  application,  and  his 

opposes. 

(a)  Davis  v.  Tylor,  M.  R.,  April  621;  Mantony.  Bochm,2SSoiJ.S61. 
24th,  1879.  (d)  In  re  Maignen,  28  W.  R.  759. 

(b)  Dig.  621.  {e)  This  has  been  repeatedly  so 

(c)  In  re  Jeileyj  Son  ds  Jonet,  61  laid  down;  e.g.f  In  re Orr-Ewing  {2)^ 
L.  J.  Ch.  639 ;  In  re  Rosing,  Dig.  28  W.  R.  412. 
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opposition  fails,  he  will  not  usually  be  required  to  pay  the 
costs  of  the  successful  applicant  (a);  but  it  seems  that  costs 
may  be  given  against  him  if  he  opposes  in  a  case  in  which 
the  Court  pronounces  the  applicant's  mark  not  only  to  be 
distinct  from  the  mark  which  the  comptroller  supposes  it 
to  resemble,  but  to  be  so  distinct  that  the  comptroller  was 
acting  wrongly  in  objecting  (b).  And  in  one  case  (c)  in 
which  the  comptroller's  objection  succeeded  no  costs  were 
given  him,  because  he  had  not  merely  submitted  the  claim 
to  the  Court,  but  had  actively  disputed  it  and  filed  evi- 
dence. 

Since,  by  the  terms  of  the  old  Rule  16  (d),  an  opposed  Extent  of 
application  did  not  stand  for  the  determination  of  the  ^'^**"* 
Court  until  the  comptroller  informed  the  applicant  that 
the  opponent  had  given  security,  no  costs  incurred  before 
that  point  in  the  proceedings,  but  only  those  incurred  after 
it,  could  formerly  be  given  by  the  Court  or  be  included  in 
an  order  to  pay  costs  (e);  but  the  Court  has  now  full 
power  over  the  costs  in  all  cases  which  come  within  §  90 
of  the  Patents  Act,  1883. 

If  a  person  registers  as  his  property  a  trade  mark  to  Costs  of  appll- 
which  he  is  not  entitled,  he  will  have  to  pay  the  costs  of^^^^ 
the  necessary  application  to  remove  it  from  the  register  (/), 
though  there  may  be  exceptional  cases  in  which  this  rule 
will  not  be  followed,  as  if  the  mark  was  originally  his  pro- 
perty, but  has  become  common  through  the  common 
piracy  of  the  trade,  and  they  have  delayed  to  apply  for 
removal  for  some  time  after  his  registration,  and  have 
then  done  so  without  notice  to  him,  he  being  a  foreigner  (g), 

(a)  In  re  Rotherham,  li  Ch.  D.  (e)  Jn  re  Brandreth,  9  Ch.  D.  618. 

686.  If)  In  re  Hyde  d:  Co,,  7  Ch.  D. 

(6)  In  re  Patent  Plumbago  Cm-  724;  In  re  Palmer  (3),  24  Ch.  D. 

cibU  Co,,  M.  R.,  AnguBt  Ist,  1879.  604;  In  re  Kuhn  A  Co.,  63  L.  J.  Ch. 

(c)  In  re  Jonet  Bros.,  V.-C.  H.,  238. 
July  10th,  1880.  {g)  In  re  Kuhn  ds  Co.,  63  L.  J.  Ch. 

{d)  Now  repeated  in  §  69  of  the  238. 
Patents  Act,  1883. 
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ttcicily  trade 
mark  caaes. 


Cases  of  true 
trade  mark. 


Cases  not  of 
true  trade 
mark. 


In  addition  to  the  cases  in  which  there  has  been  an  in- 
fringement of  trade  mark  properly  so  called,  a  variety  of 
cases  have  been  decided  in  which  the  Court  has  restrained 
the  practice  of  fraud  by  one  person  at  the  expense  of 
another,  the  means  adopted  to  perpetrate  the  fraud  resem- 
bling to  some  extent  the  infringement  of  a  trade  mark,  but 
yet  being  distinguishable  therefrom. 

A  trade  mark  is  a  highly  technical  matter,  and  for  there 
to  be  an  infringement  of  trade  mark  there  must  be  a  valid 
trade  mark  in  existence;  that  is  to  say,  there  must  not  only 
be  such  a  device  in  existence  as  is  capable  of  forming  a 
trade  mark,  but  it  must  be  actually  attached  to  vendible 
articles  in  the  market  (a),  or  must  (at  least,  if  first  used 
since  the  Trade  Marks  Act  of  1875)  be  properly  registered 
under  the  Patents  Act,  1883  (6). 

Where,  however,  there  has  been  a  representation  that 
one  thing  is  another,  by  means  of  which  one  person  has 
secured  custom  intended  for  another,  so  that  both  the  pur- 
chaser and  the  genuine  trader  have  been  defrauded,  there 
the  Court  will  interfere  and  protect  the  right  of  both 
parties  to  trade  freely  without  fraudulent  deceptions, 
although  the  fraud  has  taken  another  form  than  that  of 
imitating  a  trade  mark. 

(a)  McAndrtw  t.  Ba99dt,  4  De  G.      A  EOU,  82  W.  B.  580. 
J.  &,Q,  880;  Maxwdly.Hogg,Jj,JL  (6)  See  the  Patents  Act,  1888, 

2  Gh.  807.    See  also  In  re  Uonard     §  77. 
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An  important  class  of  cases  of  this  description  consists  of  Trade  name, 
cases  in  which  there  has  been  a  wrongful  assumption  by 
one  person  or  firm  of  the  trade  or  firm  name  under  which 
a  reputation  has  been  gained  by  another  person  or  firm, 
and  which  has  therefore  become  a  very  important  part  of 
the  goodwill  of  the  business  of  such  person  or  firm  (a), 
although  when  used  as  a  name,  and  not  as  a  mark  on 
vendible  goods,  it  is  not  used  as  a  trade  mark.  The  imi- 
tation of  such  a  name  falsely  represents  not  merely  a  certain 
class  of  goods,  but  the  entire  business  to  be  that  of  one  not 
the  true  proprietor. 

"  In  this  country,"  says  Lord  Chelmsford  (6),  "  we  do  not  No  exduaive 
recognise  the  absolute  right  of  a  person  to  a  particular  "^f"^,^™" 
name,  to  the  extent  of  entitling  him  to  prevent  the  ^^^siDesa. 
assumption  of  that  name  by  a  stranger.  The  right  to  the 
exclusive  use  of  a  name  in  connection  with  a  trade  or 
business  is  familiar  to  our  law;  and  any  person  using  that 
name,  after  a  relative  right  of  this  description  has  been 
acquired  by  another,  is  considered  to  have  been  guilty  of  a 
fraud,  or  at  least  of  an  invasion  of  another's  right,  and 
renders  himself  liable  to  an  action,  or  he  may  be  restrained 
from  the  use  of  the  name  by  injunction."  But  a  man  who 
has  never  carried  on  business  under  a  particular  name 
cannot,  even  though  he  has  some  kind  of  right  to  use  that 
name,  interfere  with  its  being  used  by  another.  Thus, 
where  the  plaintiff  was  the  mortgagee  of  the  goodwill  of  a 
business,  including  the  right  to  use  the  name  under  which 
the  business  was  carried  on,  but  had  never  exercised  his 
right  so  to  do  (c). 

There  is  another  kind  of  trade  name  besides  the  trade  Name  by 
name  which  is  synonymous  with  firm  name,  viz.,  the  trade  identified.  ' 
name  which  is  applied,  not  to  the  firm  by  whom  the  goods 
are  manufactured  and  sold,  but  to  the  goods  themselves ; 

(a)  Per  Wood,  V.-C,  in  Ohurtonr.      R.  2  P.  C.  441. 
IhugUu,  Johns.  174.  {e)  Beadey  y.  Soartt,  22  Cb.  D. 

(6)  Du  Baulay  ▼.  Du  Boulay,  L.      660. 
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and  it  was  with  immediate  refereaoe  to  a  trade  name  of  this 
description  (a),  though  the  principles  laid  down  by  him 
are  equally  applicable  to  both  classes  of  trade  names,  that 
Lord  Blackburn  (b),  after  referring  to  frauds  committed  by 
the  infringement  of  trade  marks,  went  on  to  say: — ^"  There 
is  another  way  in  which  goods  not  the  plaintiff's  may  be 
sold  as  and  for  the  plaintiff's.    A  name  may  be  so  appro- 
priated by  user  as  to  come  to  mean  the  goods  of  the  plain* 
tiff,  though  it  is  not,  and  never  was,  impressed  on  the 
goods  or  on  the  packages  in  which  they  are  contained, 
so  as  to  be  a  trade  mark,  properly  so  called,  or  within 
the  recent  statutes.     Where  it  is  established  that  such  a 
trade  name  bears  that  meaning,  I  think  the  use  of  that 
name,  or  one  so  nearly  resembling  it  as  to  be  likely  to 
deceive,  as  applicable  to  goods  not  the  plaintiff's,  may  be 
the  means  of  passing  off  those  goods  as  and  for  the  plain- 
tiff's, just  as  much  as  the  use  of  a  trade  mark ;  and  I  think 
the  law  (so  far  as  not  altered  by  legislation)  is  the  same. 
And  I  think  it  settled  by  a  series  of  cases  that  both  trade 
marks  and  trade  names  are  in  a  certain  sense  property,  and 
that  the  right  to  use  them  passes  with  the  goodwill  of  the 
business  to  the  successors   of  the  firm  which  originally 
established  them,  even  though  the  name  of  that  firm  be 
changed  so  that  they  are  no  longer  strictly  correct." 

It  was  formerly  sometimes  supposed,  and  was  held  by  the 
late  Master  of  the  Rolls  and  the  Court  of  Appeal  in  Sing&r 
ManufactuAng  Co.  v.  Wilson  (c),  that  for  an  action  to 
restrain  the  use  of  a  trade  name  to  be  successful  fraud 
must  be  proved ;  on  the  ground  that  when  a  trade  mark 
was  once  afiSxed  to  the  goods  it  passed  with  the  goods 
from  hand  to  hand,  thus  silently  repeating  to  each  suc- 
cessive purchaser  the  original  misrepresentation  of  the 
original  infringer,  while  the  improper  use  of  a  name  not 
affixed  to  the  goods  was  not  the  necessaiy  consequence  of 


(a)  '*  Sing^  "  sewing  machiDes. 
\h)  In  Sin$tr  Manufacturing  Co, 


V.  Loog  (S),  8  App.  Cm.  16. 
(c)  2  Ch.  D.  484. 
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being  in  possession  of  marked  goods,  but  was  the  individual 
act  of  each  person  who  used  it  in  respect  of  the  goods ;  so 
that  there  might  be  held  to  be  an  infringement  of  a  trade 
mark  when,  in  analogous  circumstances,  there  would  be  no 
infringement  of  a  trade  name.  And  when  the  case  of 
Singer  Maimfacturing  Co.  v.  Wilson  was  remitted  by  the 
House  of  Lords  to  the  Court  of  First  Instance  (a),  on  the 
ground  of  insufficiency  of  evidence,  some  of  the  law  peers 
seem  to  have  thought  that  different  principles  of  law  might 
possibly  be  applicable  to  trade  marks  and  trade  names. 
But  Lord  Cairns,  C.  (6),  said,  "  It  may  well  be  that  if  an 
imitated  trade  mark  is  attached  to  the  article  manufac- 
tured, there  will,  from  that  circumstance,  be  the  certainty 
that  it  will  pass  into  every  hand  into  which  the  article 
passes,  and  be  thus  a  continuing  and  ever  present  repre- 
sentation with  regard  to  it;  but  a  representation  made  by 
advertisements  that  the  articles  sold  at  a  particular  shop 
are  articles  manufactured  by  A.  B.  (if  that  is  the  legitimate 
effect  of  the  advertisements,  which  is  a  separate  question) 
must,  in  my  opinion,  be  as  injurious  in  principle,  and  may 
possibly  be  quite  as  injurioiis  in  operation,  as  the  same 
representation  made  upon  the  articles  themselves."  And 
in  Singer  Manufacturing  Go,  v.  Loog  (c).  Lord  Blackburn 
took  the  view  that  the  law  of  trade  marks  and  trade  names 
when  not  affected  by  legislation  was  the  same. 

Whether  there  is  or  is  not  property  in  a  trade  name,  as  False  lepre- 
Lord  Blackburn  suggested  (d),  it  is  a  fraud  on  the  part  of  J^^t 
one  person  to  attract  to  himself  the  custom  intended  for 
another,  by  a  false  representation,  direct  or  indirect,  that 
the  business  carried  on  by  himself  is  identical  with  that  of 
the  other  person  by  whose  ability  and  exertions  the  name 

(a)  3  App.  Cae  376.  {d)  And  see  per  the    Court    of 

(b)  3  App.  Cas.  889.  S<^ion  in    S'nger    Manufac'unng 

(c)  8  App.  Gas.  15.     Ajs  to  the  Co.    v.    Kimball  ds  Morton,  Ct   of 
differences    be^tween    tiade    marka  Sess.  Caa.  3rd  Scr.  XI.  267;  also 
and  trade  names  in  Massachusetts,  Boulnois  v.  Peake,  13  Ch.  D.  513  n. 
see  Bowman  v.  Flojfdy  85  Mass.  76. 
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has  acquired  the  reputation  it  possesses  (a).     The  question 
is  not  whether  the  defendants'  business  is  represented  as 
being  similar  to  the  plaintiffs',  but  whether  it  is  represented 
as  being  that  very  identical  business  (6).     If  such  a  false 
representation  has  been  made,  whatever  may  have  been 
the  motive  of  the  persons  making  it,  when  proceedings  are 
taken  in  consequence  of  it,  "  all  the  Court  requires  is  to 
be  satisfied  that  the    names    are  so  similar  as  to  be 
calculated  to  produce  confusion  between    the    two — ^so 
calculated  to  do  it  that,  when  it  is  drawn  to  the  attention 
of  those  adopting  the  name  complained  of  that  that  would 
be   the  result,  it  is  not  honest  for  them  to  persevere  in 
their  intention,  though  originally  the  intention  might  not 
have  been  otherwise  than  honest "  (c). 
Act  originally      "  The  question  is  this,"  said  Cotton,  L.  J.,  in  the  Court 
may^^Soome    ^^  Appeal  (d),  "  whether  the  defendant  has  represented 
fraudulent,      that  the  goods  manufactured  by  him  were  manufactured 
by  the  plaintiffs,  or  whether  he  has  done  anything  calcu- 
lated so  to  represent.     I  quite  agree  that  it  is  unnecessary 
that  a  fraudulent  intention  in  issuing  the  circulars  com- 
plained of  should  be  established.  If  the  natural  consequence 
of  those  things,  even  in  circumstances  not  known  to  him, 
is  that  they  will  represent  the  goods  to  be  those  of  another 
person,  it  is  wrongful,  and,  as  this  Court  says,  a  fraud  in 
him  to  continue  the  user  after  those  circumstances  are 
brought  to  his  knowledge.    We  must  consider  whether  he 
has  represented,  or  done  that  which  is  reasonably  calculated 
to   give   that  misrepresentation."     In    the    same    spirit. 
Wood,  V.-C,  had  laid  down  long  previously  (e)  that  if  the 
plaintiffs  had  represented  to  the  defendants  that  the  course 
which  the  latter  had  been  taking  was  calculated  to  deceive 

(a)  Lee  v.  Haleyf  L.  R.  5  Ch.  155.  {d)  In  Singer  Mamifactwring  Co. 

(6)  CruUweU  v.  Lye,  17  Ves.  835;  v.  Loog  (3),  18  Ch.  D.  417. 
Churton   V.    Doitglas,   Johns.   174;  {e)  In    WWiams  v.    Otborne,  13 

Civil  Service  Supply  Association  v.  L.  T.  N.  S.  498.  And  eee  McAndrew 

Dean  13  Ch.  D.  612.  y.  BasseU,  4  De  G.  J.  &  S.  380,  and 

(c)  Per  James,  L.  J.,  in  Ilaidricks  Magee  Furnace  Co,  v.  Le  Barron^ 

V.  M<mtagu,  17  Ch.  D.  638.  127  Mass.  115. 
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the  public,  and,  "  after  such  representatioii,  the  defendants 
persisted  in  continuing  the  use  of  the  name  in  the  same 
manner,  then,  on  the  plaintiffs  bringing  the  case  before 
the  Court,  the  Court  would  be  justiRed  in  saying  that  that 
which  was  not  fraudulent  at  first  became  so  by  the  defen- 
dants' persisting  in  the  same  course,  and  that  therefore  the 
plaintifife  would  be  entitled  to  the  relief  they  claimed." 

When  the  name  which  is  alleged  to  have  been  imitated  Name  of  com 
is  that  of  a  company,  and  is  composed  of  such  words  as  are  ^^^^' 
in  ordinary  use  in  the  language,  very  clear  evidence  indeed 
of  probability  of  deception  will  be  required  for  an  action 
for  infringement  to  be  successful.  Thus,  where  a  bill  was 
filed  by  the  London  and  Provincial  Law  Assurance  Society 
against  the  London  and  Provincial  Joint  Stock  Life  Assur- 
ance Company  (a),  the  injunction  was  refused,  an  action 
at  law  being  directed ;  and  in  suits  by  the  Colonial  Life 
Assurance  Company  against  the  Home  and  Colonial  Assur- 
ance Company,  Limited  (6),  and  by  the  London  Assurance 
Company  against  The  London  and  Westminster  Assurance 
Corporation,  Limited  (c),  the  injunction  was  simply  refused. 
In  Lee  v.  Haley  (d),  the  plaintifis  were  coal  merchants, 
trading  under  the  name  of  The  Guinea  Coal  Company,  and 
having  their  business  premises  at  No.  22,  Pall  Mall.  The 
defendant  had  been  in  their  service  as  manager,  and  on 
leaving  them  set  up  in  business  at  Beaufort  Buildings, 


(a)  London  and  Provincial  Law 
Auurance  Society  v.  London  and 
Provincial  Joint  Stock  Life  Atsur- 
ance  Oo^  17  L.  J.  Ch.  37.  In  Purser 
V.  Brain,  17  L.  J.  Ch.  141,  it  was 
held  that  the  circulars  of  ''The 
London  Patent  Manure  Co."  were 
clearly  fraudulent  imitations  of 
those  of  "The  London  Manure  Co.," 
but  the  case  was  sent  to  a  jury  for 
the  purpose  of  deciding  whether  the 
plaintifiB'  user  of  their  title  had 
been  sufficiently  long.  And  in 
Lavnon  v.  Bank  of  London,  18  C.  B. 
84,  a  case  at  Common  Law,  the 
plaintiff  was  defeated  on  the  ground 


of  a  want  of  averment  in  the  decla- 
ration that  he  was  a  banker  or  had 
ever  carried  on  that  business ;  but 
WiUes,  J.,  remarked  that  "he  was 
not  prepared  to  say  that  the  defen- 
dant would  not  be  liable  if  the 
cause  of  complaint  were  properly 
aUeged.*' 

(6)  Colonial  lAfe  Assurance  €k>,  v. 
ffome  and  Colonial  AMurance  Co,, 
38  Beav.  548. 

(c)  London  Assurance  Co,  v.  Lon- 
don  and  Westminster  Assurance  (7or- 
poration,  32  L.  J.  Ch.  664. 

(d)  L.  B.  6  Ch.  155. 
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Strand,  under  the  name  of  the  Pall  Mall  Guinea  Coal 
Company.  From  Beaufort  Buildings  he  removed  to  No.  48, 
Fall  Mall.  In  that  case  fraud  was  held  to  be  proved,  and 
the  injunction  was  granted,  but  the  Court  being  of  opinion 
that  the  only  reasonable  chance  of  successful  deceit 
depended  upon  the  residence  of  the  defendant  in  Pall  Mall, 
the  injunction  against  the  user  by  the  defendant  of  his 
trade  name  as  above  was  restricted  to  Pall  Mall.  Where  a 
plaintiff  company  sold  white  lead  in  kegs  marked  '^'Brooklyn 
White  Lead  Company,"  or  "  Co.,"  and  the  defendant,  who 
had  formerly  marked  his  "Brooklyn  White  Lead,  pure, 
100  lbs.,"  changed  the  name  to  ''Brooklyn  White  Lead 
and  Zinc  Company,"  it  was  held  thst,  though  he  was 
entitled  to  continue  to  mark  his  goods  '*  Brooklyn  White 
Lead  and  Zinc,"  he  had  no  right  to  add  "  Company "  or 
"  Co."  (a). 


(a)  Brool'fpi  White  Lead  Co,   v. 
MoMury,  25  Barb.  416;  R.  Cox,  210. 
And  tee  ChuHon  v.  DougUu,  Johns. 
174.    In  Hendricks  v.  AfofUoffUj  17 
Ch.    J).   638,    an    injunction    was 
granted  at  the  instance  of  *'The 
Universal  life  Assurance  Society  '* 
to  restrain  the  use  of   the  name 
"The     Universe    Life    Assurance 
Association,  Ixl.,"  on  the  ground  of 
cimilariW;    in    Simpwii    v.   Anglo- 
Indian  Tea  Co.,  Ld,,  V.  C.  B.,  May 
4ih,  1888,  the  defendant  company 
was  not  allowed  to  trade  under  the 
same  name    as    the    plaintiff;    in 
Ovardian  Fire    A   Life  Assurance 
Co.    ▼.   Chiardian   <fe    General    In- 
surance Co.,  Ld.,  50  L.  J.  Ch.  252, 
it  was   held    that    the    defendant 
company's    name    was    likely    to 
deceive,  but  that  the  name  of  the 
"Guardian     Horse,    Vehicle    and 
Greneral  Insurance  Co."  might  fairly 
be  taken ;   in    Capital  d:   Counties 
Bank,   Ld.    v.    Capital    A    County 
DeposU  Bank,  Chiity,  J.,  Feb.  9th, 
1884,  an  injunction  was  granted  to 
restrain  the  use  of  the  latter  name; 
in    Holmes,    Booth    <£r   Haydens  v. 
Holmes,    Booth  ds   Atwood    Manu- 
fact^tring  Oo^  87  Conn.  278,  the 


defendants  were  restrained  from 
using  the  names  of  Holmes  and 
Booth.  In  Nevby  v.  Oregon  Central 
Railway  Co.,  1  Deady,  609,  it  was 
held  that  the  original  Oregon 
Central  Railway  Co.  would  be 
entitled  to  restrain  the  assumption 
of  its  name  by  a  new  company, 
though  a  single  bondholder  in  the 
former  company  was  not  entitled  to 
sue  until  the  company  had  refused 
to  do  it.  And  see  Braham  v. 
Beaehim,  7  Ch.  D.  848  C*  Badstock 
Colliery  Proprietors  ") ;  Campbell  v. 
HoUins,  Dig.  548  ("Minton  &  Co.'*); 
Batchdlors  v.  Batdtelfor  Manufac- 
turing Co.,  12  Amer.  Rep.  414  n.; 
and  McGowan  Bros. » Pump  «k 
Machine  Co.  v.  McGotcan^  2  Cine. 
313.  In  the  following  cases  injunc- 
tions were  refused :  —  London  A 
County  Banking  Co.  v.  Hampshire  d: 
North  WilU  Bank,  Dig.  618,  in 
which  the  defendant  company  was 
proposing  to  take  the  name  of  "  The 
Capital  k  Coimties  Bank";  Mer- 
chant Banking  Co,  of  London  v. 
Merchants*  Joint  Stock  Bank,  Ld.,  9 
Ch.  D.  660;  Army  «fc  Navy  Co- 
operative Society,  Ld.  v.  Junior 
Army  A  Navy  Stores,  Ld.,  Dig.  640; 
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111  Australian  Mortgage,  Land,  &  Finance  Co.  v.  DewnptiTe 
Avstraiian  A  New  Zealand  Mortgage  Co.  (a),  the  Court  company, 
of  Appeal  pointed  out  the  difficulty  of  monopolizing 
the  exclusive  use  of  a  name  which  correctly  described 
the  nature  of  a  company's  business,  or  the  locality  of 
its  operations.  And  in  India  &  China  Tea  Co.  v. 
Teede  (b),  it  was  held  that  a  firm  of  tea  merchants  were 
entitled  to  assume  the  name  of  ''The  India  &;  China 
Packet  Tea  Co."  notwithstanding  that  the  name  of  the 
plaintift*  company  was  as  above,  the  name  assumed  by  the 
defendants  being  simply  descriptive,  and  there  being  no 
evidence  of  deception.  In  the  American  case  of  Oray  v. 
The  Taper  Sleeve  PvJley  Works  (c),  the  defendants  were 
held  not  to  be  entitled  to  trade  under  the  name  they  had 
assumed,  which  had  been  previously  used  by  the  plaintiffs, 
though  they  were  entitled  to  make  and  sell  "  taper-sleeve 
pulleys.'* 

By  §  20  of  the  Companies  Act,  1862  (d),  it  is  enacted  The  Com- 
that  "no  company  shall  be  registered  under  a  name^gQ2T 
identical  with  that  by  which  a  subsisting  company  is 
already  registered,  or  so  nearly  resembling  the  same  as 
to  be  calculated  to  deceive,  except  in  a  case  where  such 
subsisting  company  is  in  the  course  of  being  dissolved, 
and  testifies  its  consent  in  such  manner  as  the  registrar 
requires;  and  if  any  company,  through  inadvertence  or 


AtutmUan  Morigagt^  Land  6s  Fin- 
ance Co,  y.  AuMtralian  de  New  Zea- 
land Mortgage  Co.,  W.  N.  1880, 
p.  6;  Biidland  Electric  Light  <f? 
Pwoer  Co.  v.  Bnuh  Midland  Electric 
lAght  &  Power  Co.,  26  Sol.  J.  465; 
and  Bee  Condy  v.  MUchell,  87  L.  T. 
N.  S.  268.  '766  ("Oondy'B  Fluid 
Co.");  Mataam  ▼.  7%(niey*i  CattU 
Food  Co.,  U  Ch.  D.  748  ("Thoriey's 
Cattle  Food  Co.");  Ottoman  Cahvetj 
Co.  V.  Dane,  96  IlL  208,  in  which 
the  plaintiflF  company  was  held  not 
entitled  to  nsstrain  the  defendants 
from  trading  under  the  same  name 
in  Illinois,  notwithstanding  that  the 


defendants  were  incorporated  in 
Michigan  and  the  plaintiffs  in 
Illinois,  the  defendants  having  been 
the  first  to  trade  under  the  name  in 
Illinois;  and  McNair  v.  Cleave,  10 
PhUa.  155,  in  which  the  plaintiffs, 
trading  as  the  "  Galaxy  I^blishing 
Co.,'*  were  held  not  to  be  entitled  to 
the  exclusive  use  of  the  name 
because  it  represented,  contrary  to 
the  fact,  that  they  were  inooipo- 
zated  as  a  company. 

(a)  W.  N.  1880,  p.  6. 

(6)  W.  N.  1871,  p.  241. 

(c)  24  U.  S.  Pat.  Gaz.  602. 

((2)  25  &  26  Viot.  o.  89. 
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otherwise,  is,  without  such  consent  as  aforesaid,  registered 
by  a  name  identical  with  that  by  which  a  subsisting  com- 
pany is  registered,  or  so  nearly  resembling  the  same  as  to 
be  calculated  to  deceive,  such  first-mentioned  company 
may,  with  the  sanction  of  the  registrar,  change  its 
name  '*  (a).  This  section  does  not  authorise  a  company 
to  use  or  register  a  name  so  nearly  resembling  one  pre- 
viously used  by  another  company  as  to  be  calculated  to 
deceive,  even  though  the  name  of  the  earlier  company  has 
not  itself  been  registered  (&) ;  and,  on  the  other  hand, 
since  the  section  only  affects  the  registration  of  the  name 
of  a  company,  the  rights  of  a  company  to  a  name  which 
has  been  registered  cannot  be  attacked  under  the  aectian, 
whatever  may  be  the  rights  outside  the  section  of  another 
company  which  has  previously  used  the  name  (o). 

If  the  trade  name  which  has  been  imitated  is  that  of 
an  individual,  and  this  has  been  assumed  by  another  per- 
son of  different  name,  little  is  required  to  prove  the  fraud. 
In  fact,  the  assumption  of  another's  name  is  almost  suffi- 
cient proof  if  taken  alone  (d).  But  in  Olin  v.  Bate  (e),  the 
plaintiff  Olin  failed  to  succeed  in  restraining  the  defendant 
Bate  from  carrying  on  the  same  profession  (the  medical) 
in  the  same  town  as  himself  under  the  name  of  Olin,  the 
defendant  having  so  done  before  the  plaintiff  came  to  the 
town  in  question.  And  where  "  Liebig's  Extract  of  Meat " 
had  come  to  be  the  proper  designation  of  an  article  first 
invented  by  Baron  Von  Liebig,  Field,  J.,  and  the  Court  of 
Appeal  declined  to  restrain  a  manufacturer  of  the  article 


(a)  Ab  to  the  regigtration  of 
names  of  companieB  under  the  U.  S. 
Trade  Marks  Acts,  see  In  reRoweA 
Posty  9  U.  S.  Pat  Gaz.  496;  In  re 
India  Buhber  Comb  Co.,  8  i&.  905; 
India  Hubber  Comb  Co.  v.  Meyeff  8 
ib.  905;  India  Rubber  Comb  Co.  v. 
Hubber  Comb  <fc  Jewelry  Co.,  45 
N.  Y.  Super.  Ct.  258;  In  re  Hubber 
Oothing  Co.,  10  U.  S.  Pat  Gaa.  Ill, 
and  AppencUx  £.,  u0^. 


(6)  ffendrickt  v.  Montagu^  17  Ch. 
D.  688. 

(c)  Merchant  Banking  Co.  of  Lan- 
don  y.  Merchant*  Joint  Stock  Bank, 
Ld,,  9  Gh.  D.  560. 

(rf)  Per  Sir  G.  J.JTumer,  L.J., 
in  Burgess  v.  Burgen,  3  De  G.  M. 
ft  G.  896.  See  Binninger  v.  WaUles, 
28  How.  Pr.  206;  R.  Cox,  818. 

(f)  98  DL  55;  88  Amer.  Bep.  78. 
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from  styling  his  preparation  " '  Baron '  Liebig's  Extract  of 
Meat/'  and  placing  on  the  pots  a  photograph  of  the  Baron  (a). 

Sometimes  the  plaintiff's  name  is  itself  an  assumed  or  AjBBumed 
fanciful  one;  thus  the  use  of  the  name  "  Christy's  Min- 
strels" has  been  restrained  (&);  and  that  of  the  name 
"The  Old  field  Lane  Doctor"  (c) ;  and  in  Isodcson  v. 
Thompson  (d)  the  plaintiff  kept  a  millinery  establishment, 
as  "  Madame  Elise/'  which  being  imitated  by  the  defendant, 
an  injunction  would  have  been  awarded,  had  not  the 
plaintiff's  own  delay  disentitled  her  to  relief. 

In  some  oases  the  use  of  a  man's  own  name  may  be  Man's  own 
such  as  to  deceive,  and  where  this  is  so  the  person  aggrieved  °*™*' 
is  entitled  to  obtain  an  injunction  against  such  use  of  the 
name  (e),  but  he  must  prove  clearly  the  fraudulent  intent, 
and  ''it  is  a  question  of  evidence  in  each  case  whether 
there  is  false  representation  or  not "  (/). 

Such  evidence  was  supplied  in  one  case  (g)  by  a  removal  Evidence  of 
by  the  defendant  into  the  neighbourhood  in  which  the  ^^^^^ 
plaintiff  was  carrpng  on  his  business,  and  the  addition 
of  "and  Co.'*  to  the  name,  **H.  FuUwood,"  the  plain- 
tiff's trade  name  being  "R  J.  Fullwood  &  Co";  and  in 
another  case  (h),  in  which  the  same  person  was  plaintiff, 

(a)  Liebiff'B  Extract  of  Meat  €h.,  v.  ChrittU,  L.  R.  8  Ch.  499;  Mc- 

Ld.  V.  Andenon^  W.  N.   1882,  p.  Qowan  Bros.  Pump  A  Machine  Ob. 

147;  t5.  1888,  p.  185.  v.  McChwm,  2  Cine.  813. 

(6)  ChriUy  v.  Murphy,  12  How.  (/)  Per  Turner,  L.  J.,  in  Burden 

Pr.  77;  R.  Cox,  164;  Montague  v.  v.  Burgees,  ubiiupra. 
Moore,  Seion,  4th  ed  238.  ig)  FvUwood  ▼.  Fullwood,  W.  N. 

(c)  MUner  ▼.  JReed,  Dig.  828.  1873,  pp.  93, 186. 

id)  41  L.  J.  Gh.  101.  {h)  FuUwood  ▼.  FuUwood  (2),  9 

{e)  Chwion   v.  Douglas,   Johns.  Gh.  D.  176.    And  see  Olen  dt  Hcdl 

174;  Burgess  v.  Burgess,  3  De  G.  Mcmufacturing    Co.    v.    Hall,    16 

M.  &  a.  896  s  FuUwood  v.  FuUwood,  Sickels,  226.  Where  Robert  Minton 

W.  N.  1873,  pp.  93, 185;  FuUwood  Taylor,  formerly  a  member  of  the 

V.  Fullwood  (2),  9  Gh.  D.  1 76;  HoUo-  firm  of  Minton,  Hollins  &  Co.,  set  up 

way  V.   HoUoway,   13    Beav.   209;  for  himself  a«  Robert  Minton  Taylor 

PuUar  y.  PuUar,  Fry,  J.,  April  9th,  &  Co.,  and,  on  being  threatened  with 

1883;  Holmes  v.  Holmes,  87  Conn.  legal  proceedings,  undertook  to  trade 

278;  9   Amer.   Rep.  324;  CHUis  v.  only  as  Robert  Minton  Taylor,   it 

HaU,  R.  Cox,  596;  Detain  v.  Dedin^  was  held  that  a  purchaser  of  R.  M. 

69  Ni  Y.  212;  Shaver  v.  Sha/ver,  54  Taylor*ft  business  could  not  carry  it 

Iowa,  208;  India  Bubber  Comb  Co.  on  under  the  style  of  "  The  Minton 

▼.  Rubber  Comb  A  Jewdry  Co,,  45  Brick  and  Tile  Co.**:   CampbeU  v. 

N.  T.  Super.  Gt  258.    SeeCArtifie  iToRitu,  Dig.  548. 
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by  a  representation  that  the  business  of  M.  Fullwood  and 
E.  Fullwood,  trading  as  "  E.  Fullwood  &  Co.,"  had  been 
established  in  1785  and  was  carried  on  at  Hoxton,  those 
facts  being  true  of  the  business  of  R  J.  Fullwood  &  Co., 
but  not  of  that  carried  on  by  the  defendants.  In  a  third 
case  (a),  the  defendant,  who  had  sold  his  business  and  the 
goodwill,  including  the  name,  ''John  Douglas  &  Co.," 
recommenced  business,  and  employing  the  three  managing 
men  of  his  former  business,  styled  his  new  business 
"  John  Douglas  &  Co.,"  and  sent  round  circulars  informing 
the  public  that  his  firm  was  so  well  known  that  it  was 
unnecessary  to  say  anything  about  it;  thus,  in  fact, 
"  representing  himself  to  be  the  owner  of  that  which  he 
had  sold."  So,  too,  it  was  held  to  be  fraud  for  a  person 
who  had  recently  come  into  the  neighbourhood  of  the 
"  Carriage  Bazaar  "  in  Baker  Street,  and  set  up  a  "Carriage 
Repository,"  to  change  that  name  to  the  "  New  Carriage 
Bazaar,"  with  some  incorrect  additions  (6).  But  where  the 
plaintiff  had  changed  his  name  to  Frank  Leslie,  and  his 
son  had,  by  his  orders,  assumed  the  same  name,  and  the 
plaintiff  had  afterwards  brought  out  "  Frank  Leslie's  Illus- 
trated News,"  and  other  publications  of  the  titles  of  which 
his  new  name  formed  part,  it  was  held  that  there  was  no 
ground  for  restraining  the  publication  by  the  son  of 
"  Frank  Leslie  Junior's  Sporting  and  Dramatic  Times  "  (c). 
On  the  other  hand,  where  Dr.  Trust  had  changed  his  name 
to  Gouraud,  but  his  sons  had  not  changed  their  name,  the 
latter  were  restrained  from  selling  a  preparation  with  a 
statement  that  it  was  prepared  by  Dr.  Gouraud's  sons, 
there  being  a  representation  which,  though  not  strictly 
false,  was  yet  calculated  to  mislead  (d), 

(a)  OkurUm   v.    Douglaa,   Johns.  513  n.  And  see  Cave  v.  Myen,  Dig. 

174.    But  see  the  American  cases  SOi,  $aid  Olen  dt  Hall  Manvfacturing 

of   Hotoe  y.  SeaHng,   10  Abb.  Pr.  Co.  v.  Hallf  16  Sickels,  226. 

264;  R.  Cox,  244;  Beeves  y.  Deniche,  (c)  England  v.  New  TarkPuhlith- 

12  Abb.  Pr.  N.  S.  92;  and  BooUi  v.  iny  Co.,  8  Daly,  375. 

Jarrett,  62  How.  Pr.  169.  (cJ)  Gouraud  v,  Tnui,  10  N.  Y. 

(6)  BoulnoU  V.  Peake,  13  Ch.  D.  Sup.  Gt  627. 
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Again,  a  fraudulent  intention  may  be  shown  to  exist  by  I^oceptive 
the  production  of  deceptive  circulars  so  framed  by  the 
defendant  aq  to  represent  his  business  to  be  identical  with, 
or  a  continuation  of  that  carried  on  by  the  plaintiff ;  and 
such  a  fraud  will  be  restrained  (a).  Thus  in  Mogford  v. 
Gov/rtenay  (6),  the  defendant  issued  a  circular  of  which  the 
effect  was  to  represent  that  he  was  carrying  on  the  business 
which  he  had  previously  carried  on  in  partnership  with  the 
plaintiff,  although  under  the  partnership  articles  the  entire 
goodwill  vested  in  the  plaintiff  on  dissolution. 

So,  too,  one  person  will  not  be  allowed  to  defraud  Opening 
another  by  opening  letters  addressed  to  him,  and  executing 
orders  intended  for  him  (c).  Where,  however,  various 
acts  of  misrepresentation  by  the  defendant  were  alleged, 
pointing  to  an  intention  to  simulate  the  plaintiff,  but  only 
one  case  was  made  out,  in  which  the  defendant  had  opened 
a  letter  addressed  to  the  plaintiff,  answered  it  in  his  own 
name,  and  endeavoured  to  obtain  the  custom  offered  by 
that  letter  to  the  plaintiff,  it  was  held  that,  though  this 
raised  grave  suspicion  of  the  defendant's  motives,  yet  it 
was  not  sufficient  ground  for  an  injunction.  The  de- 
fendant, however,  was  refused  his  costs  (d). 

Nor  will  fraud  be  permitted  to  be  perpetrated  under  Fraudulent 
cover  of  a  partnership  got  up  for  the  purpose  of  fraud  (e).  P*^"®"  P- 
Thus,  in  Clayton  v.  Day  (J)  an   ironmonger's  assistant 


(a)  Churton  v.  DougUUy  Johns. 
174;  StevtfM  v.  Paine,  18  L.  T.  N. 
S.  eOO;  Purter  v.  Brainy  17  L.  J. 
CIl  141;  Chriatie  v.  Christie,  L.  R. 
6  Ch.  499;  Burrom  ▼.  Fotter,  1 
N.  R.  156 ;  Gravdey  v.  WincKetter, 
Seton,  4th  ed.  257 ;  f^dby  y.  Anchor 
raft«a>.,  W.  N.  1877,  p.  191. 

(6)  45  L.  T.  N.  8.  803. 

(<;)  SckeUe  ▼.  Brdhdi,  11  W.  R. 
796;  Seton,  4th  ed.  253;  WiU  v. 
Corcoran,  U),  257;  England  v.  Curl- 
ing, 6  Beav.  129. 

{d)  EdgingUm  v.  Edgington,  11 
L.  T.  N.  S.  299. 

(«)  Croft   V.  Day,  7   Beav.    84; 


Moet  V.  Clyhouw,  Dig.  533;  Schweitsier 
V.  Atkins,  87  L.  J.  Ch.  847;  Dence 
V.  Maaon,  Dig.  534 ;  41  L.  T.  N.  S. 
673 ;  Dence  v.  Bra!nd,  W.  N.  1881, 
p.  31;  ffolmes  v.  ffolmee,  87  Conn. 
278;  9  Amer.  Bep.  324. 

(/)  26  SoL  J.  43,  76  L.  T.  79. 
But  in  America  a  fictitious  partner- 
ship has  been  permitted  to  give  to 
one  of  two  partners,  who  had 
become  the  successor  to  the  partner- 
ship business,  a  right  to  use  the 
same  trade  name  which  had  been 
formerly  used  by  the  partnership, 
and  which  consisted  of  the  united 
names  of  the  two  former  partners, 
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Vendor  of 


named  Day,  and  a  general  shop-keeper  named  Martin,  were 
not  allowed  to  carry  on  the  business  of  blacking  manufac- 
turers under  the  name  of  "  Day  and  Martin/'  though  they 
were  left  free  to  trade  as  "  Martin  and  Day." 

On  the  sale  of  the  goodwill  of  a  business,  the  vendor, 
FMM^e^*^  in  the  absence  of  a  special  stipulation  on  the  point,  retains 
biuines.  the  right  of  recommencing  business,  even  in  his  own 
name,  however  similar  that  may  be  to  the  trade  name  of 
the  business  the  goodwill  of  which  has  been  sold;  pro- 
vided that  he  scrupulously  abstains  from  doing  anything 
to  induce  the  public  to  believe  that  his  new  business  is 
in  fact  the  old  one  which  he  has  sold.  If,  however,  he  does 
anything  calculated  to  induce  the  belief  that  his  new 
business  is  not  merely  similar  to,  but  is  identical  with  the 
old  one,  the  purchaser  of  the  old  business  is  entitled  to 
restrain  him  by  injunction  (a). 

On  the  dissolution  of  a  partnership,  if  the  whole  con- 
cern and  the  goodwill  are  sold,  the  trade  name  is  sold  with 
them  (6).  But  if  the  partners  merely  divide  the  partnership 
assets,  and  there  are  no  express  stipulations  in  the  articles 
as  to  the  disposal  of  the  trade  name,  then  each  is  at  liberty 
to  use  the  old  name  just  as  the  partnership  did  before  (c)  ; 
at  all  events,  if  no  injury  will  be  thereby  caused  to  a 
partner  whose  name  the  firm  have  used  (d).  Where  there 
are  express  stipulations  in  a  deed,  the  parties  are  of  course 


Diaolution  of 
putnenhip. 


although,  apart  from  the  fictitious 
partnership,  he  would  have  been 
prevented  from  so  doing  by  the 
Massachusetts  Gen.  Stat.  c.  56, 
which  requires  the  consent  of  a 
former  partner,  or  of  his  personal 
representative,  to  the  continued  use 
of  his  name  in  the  business,  and 
such  consent  was  refused :  -  ffallett  v. 
Oumrton,  110  Mass.  29. 

(a)  OruUwell  v.  Lye,  17  Yes.  835; 
Churton  V.  DougUu,  Johns.  174; 
Joknton  V.  Hellkey,  84  Beav.  68; 
Hudatm  v.  O^tome,  80  L.  J.  Gh.  79. 
Tudor  V.  Tudor,  W.  N.  1873,  p.  72, 


depended  on  an  express  stipulation 
in  the  deed  under  which  the  plaintiff 
retired  from  the  business. 

(6)  Bankt  v.  Gibwn,  84  Beav. 
566.  See  Hqffman  v.  2>uiMan, 
Seton,  4th  ed.  256;  WiU  v.  Ooroora/n, 
ib.  257. 

(c)  76.  See  Clturk  v.  Leach,  82 
Beav.  14;  Dence  v.  Mown,  Dig.  584; 
C<mdy  V.  MUchell,  37  L.  T.  N.  S. 
268,  766;  Levy  v.  Walker,  10  Ch.  D. 
436;  Rogert  v.  TainUyr,  97  Mass. 
291. 

{d)  SooU  V.  Bowlamd,  20  W.  R. 
508;  Levy  v.  Walker,  10  Ch.  D.  486. 
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bound.  Thus,  in  Day  v.  Finch  {a)  a  member  of  the 
dissolved  firm  of  "  Benjamin  Finch  &  Co./'  who  had  agreed 
to  cany  on  business  after  the  dissolution  in  his  own  name 
only,  was  restrained  from  continuing  to  use  the  words 
"  and  Co.''  after  the  name  "  Benjamin  Finch."  If,  again,  on 
the  dissolution  of  partnership,  one  partner  takes  over  the 
whole  concern  by  arrangement,  he  must  compensate  the 
other  partner  for  his  interest  in  the  trade  name  (6),  and 
the  retiring  partner  is  at  liberty  to  set  up  a  similar  business 
in  his  own  name,  even  on  adjoining  premises  (c). 

In  ScoU  V.  ScoU  (d),  R.  &  W.  Scott  carried  on  business  ^«>«  ▼•  ^<^ 
in  partnership  in  Nithsdale,  and  in  Glasshouse  Street, 
Regent  Street,  as  "  R.  &  W.  Scott."  The  partnership  being 
dissolved,  the  agreement  for  the  dissolution  contained  no 
stipulation  by  either  party  not  to  continue  the  business, 
but  neither  of  the  parties  was  to  use  .the  name  of  the 
firm,  except  so  far  as  might  be  necessary  for  winding  up 
the  partnership  affairs.  W.  Scott  retiring  from  the 
business,  and  setting  up  for  himself  in  the  neighbour- 
hood of  Nithsdale,  R.  Scott  retained  the  London  premises 
of  the  late  firm,  and  made  them  over  with  his  business  to 
the  defendants  Scott  &  Nixon.  The  inscription  used  by 
the  late  firm  over  their  house  at  Glasshouse  Street  having 
been  «R.  &  W.  Scott  of  Nithsdale,"  the  defendants 
replaced  this  by  "  Scott  &  Nixon,  late  R.  &  W.  Scott,  of 
Nithsdale."  Upon  this  W.  Scott  filed  a  bill  against  them, 
and  on  motion  for  injunction,  the  injunction  was  granted 
to  restrain  the  defendants  from  permitting  that  inscription 
to  remain,  and  from  representing  their  business  to  be  in 
continuance  of  that  carried  on  by  the  late  partnership  of 
R.  &  W.  Scott  (e). 

The  injury  caused  by  the  defendants  to  the  plaintiffs  is  Repreeenta- 

(a)  25    SoL    J.   854.      And  see  197;    Mogfwd    v.     Oourtenay,    45 

Tudor  V.   Tudor,  W.   N.   1873,  p.  L.  T.  N.  S.  803. 

72.  id)   16  L.  T.  N.  S.  143. 

(()  Banks  v.  Gibton,  34Beav.566.  (e)  See  Sdby  v.  Anchor  Tube  Co., 

(c)  Bond  V.  MUboum,  20  W.  R.  W.  N.  1877,  p.  191. 


238 


CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MARK. 


tiona  that       even  greater  than  in  an  ordinary  case  of  miBappropriation 
retired.  of  a  trade  name,  when  the  representations  made  by  the 

defendants  go  to  show  that  the  plaintiffs  have  retired  from 
business,  and  that  the  defendants  have  succeeded  to  the 
business  formerly  carried  on  by  them.  Thus,  where  the 
defendants  had  acquired  a  lease  of  works  at  which  the 
plaintiffs  had  formerly  manufactured  bricks,  but.  not  of  the 
mines  from  which  the  brick-clay  used  by  the  plaintiffs  had 
been  obtained,  and  then  issued  cards  and  circulars,  styling 
themselves  "  E.  J.  &  J.  Pearson  (late  Harpers  &  Moore)," 
and  otherwise  representing  themselves  to  have  succeeded 
to  the  business  of  the  plaintiffs,  who  were,  as  a  matter 
of  fact,  carrying  on  their  business  on  other  works,  the 
defendants  were  restrained  by  injunction  from  their  mis- 
representations (a) ;  and  Sir  W.  P.  Wood,  V.-C,  expressed 
an  opinion  that,  on  application  by  the  owner  of  the  mines 
of  fire-clay  used  by  the  plaintiffs,  but  not  by  the  defendants, 
the  issue  of  an  injunction  would  have  been  almost  a  matter 
of  course. 
Former  firm  A  person  who  has  been  a  member  or  employ^  of  a  firm 
maybe  stated.  ^^  reputation,  and  who  sets  up  in  business  on  his  o^vn 
account,  is  entitled,  unless  he  has  contracted  not  to  do  so  (b), 
to  derive  what  benefit  he  may  from  a  fair  statement  of  the 
fact  of  his  former  employment  (c),  which  is  usually 
expressed  by  the  addition  after  his  own  name  of  the  name 
of  his  former  firm  or  employer,  with  the  words  "late  of,"  or 


(a)  ffarper  v.  Pennon,  8  L.  T. 
N.  S.  647;  also  Scott  v.  SeoU,  16  L.  T. 
N.  S.  148;  SteveniY,  Paine,  18  L.  T. 
N.  S.  600;  Beevet  v.  Benicke,  12 
Abb.  Pr.  N.  S.  92;  Gouraud  v. 
Trust,  10  N.  Y.  Sup.  Ct.  627.  And 
as  to  a  representation  of  one  bind- 
ness  beinj^  a  continuation  of  another, 
nee  Churton  v.  DougUut  Johns.  174; 
Burrows  v.  Poster,  1  N.  R.  166; 
Witt  V.  Corcoran,  Seton  4th  ed.  267; 
O'raveUy  v.  Winchester,  ih.  257; 
Montague  v.  Moore,  ib.  288;  Selby  v. 
Anchor   TuU    Co.,    W.    N.    1877, 


p.  191 ;  Jteeves  v.  Benieke,  12  Abb. 
Pr.  N.  S.  92;  England  v.  Curling, 
8  Beav.  129. 

(6)  Wolmer^atuen   v.    O*0onnor, 
36  L.  T.  N.  S.  921. 

(c)  See  per  Sir  W.  P.  Wood, 
y.-C,  in  Leather  Cloth  Co,  v.  Ameri- 
can Leather  Cloth  Co.,  1  H.  ft  M. 
271 :  also  (^rk  v.  Leach,  82  Beav. 
14;  Emerson  v.  Badger,  101  Mass. 
82;  and  cases  it^rdL.  But  see  Sdby 
V.  Anchor  Tube  Co.,  W.  N.  1877 
p.  191. 
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''  late  with."  But  such  statement  must  be  made  in  an 
unambiguous  way,  and  not  in  such  a  manner  as  to  induce 
the  belief  that  the  tradesman  in  question  is  selling  the 
goods  of  his  former  firm  or  employer.  For  the  purposes  of 
the  plaintiff's  right  to  relief  it  is  a  matter  of  indifference 
whether  or  not  the  defendant  has  acted  with  a  fraudulent 
intention ;  if  what  he  has  done  is^  though  unintentioDally, 
calculated  to  deceive  "the  unwary,  the  heedless,  the 
incautious  portion  of  the  public"  (a),  the  plaintiff  is  entitled 
to  protection  just  as  much  as  if  there  were  intentional 
fraud. 

In  Olenny  v.  Sviith  (b),  the  defendant,  who  had  been  Olenny  v. 
in  the  plaintiff's  service,  opened  a  shop  in  Oxford  Street, 
where  he  placed  his  own  name  over  the  door,  but  on  the 
brass  plates  and  on  the  awning  the  words,  ''  from  Thresher 
&D  Glenny,"  "from"  being  in  much  smaller  letters  than 
the  plaintiff's  name.  It  further  appeared  that  the  defen- 
dant's own  name  over  the  door  was  quite  hidden  when  the 
awning  was  let  down.  Sir  R  T.  Kindersley,  V.-C,  granted 
an  injunction  (c). 

In  Hookham  v.  Pottage  (d),  the  parties  had  been  tailors  Hookham  v. 
in  partnership  at  Oxford,  the  defendant  having  been  ^  ^*' 
formerly  the  plaintiff's  manager,  and  afterwards  taken  into 
partnership  by  him.  On  the  dissolution  of  the  partnership 
it  was  arranged  that  the  plaintiff  was  to  continue  the 
business,  the  defendant  receiving  from  the  plaintiff  such 
an  amount  as  should  be  found  to  be  due  to  him.  The 
plaintiff,  in  continuing  the  business,  styled  himself  "Hook- 
ham &  Co.,"  and  the  defendant  setting  up  close  to  him,  put 
over  his  shop,  "S.  Pottage,  from  Hookham  &  Pottage." 
There  was  some  evidence  of  deception,  and  Sir  R.  Malins, 


(a)  V.C.  Kindersley,  in   Glenny  (l)i  Big.  534;  and  ColUmy,  Thonuu, 
V.  SmUh,  2  Dr.  &  Sin.  476.  2  Brewster,  808;  R.  Cox,  607. 

(b)  Ubiiuprd.  {d)  L,   B.   8   Cb.   91.     And  see 

(c)  See,  too.  Burgess  v.  Burgtn,  3  Sdby  v.  Anchor  Tube  Co.,  W.  N. 
De  OrM.  &,  G.  806;  Dence  v.  Afa$(m  1877,  p.  191. 


240  CASES  ANALOGOUS  TO  THOSE  OF  TRADE  MARK. 

Y.-C,  granted  an  injunction,  which  decision  was  upheld 
by  the  Court  of  Appeal 

Other  cttet.  In  Foot  V.  Lea  (a),  an  older  case,  the  Master  of  the  Rolls 
in  Ireland  was  of  opinion  that  there  was  no  attempt  to 
deceive  on  the  part  of  the  defendant,  who  had  used  show- 
boards  and  labels  on  which  his  own  name  was  followed  by 
"  late  of  Lundy  Foot  &  Co./'  the  latter  name  being  of  equal 
size  with  the  defendant's,  and  he  accordingly  refused  the 
injunction,  with  leave  to  bring  an  action  at  law.  In 
Williams  v.  Oabome  (6),  Sir  W.  P.  Wood,  V.-C,  was  of  a 
similar  opinion,  and  dismissed  the  bill,  and,  on  account  of 
the  extreme  haste  with  which  it  had  been  filed,  with  costs. 
In  a  more  recent  case  (o),  the  defendants,  who  had  been 
forewomen  in  the  plaintiff's  shop  in  Paris,  used  on  their 
window  blinds  in  Bond  Street,  the  words  "Ex  1*^  de 
la,"  in  small  letters,  followed  by  "Maison  Boissier  de 
Paris,"  in  large  letters,  to  signify  their  former  employment; 
and  although  V.-C.  Malins  declined  to  restrain  the  use  of 
those  words,  notwithstanding  that  they  were  not  generally 
understood  in  London  as  equivalent  to  *'iTom,"  he  left 
the  defendants  to  pay  their  own  costs. 

Name  of  Deception  of  the  same  kind  will  be  restrained  when 

*  what  is  imitated  is  not  a  name  of  an  individual  or  firm, 
but  a  designation  of  the  place  at  which  the  business  of  an 
individual  or  firm  is  carried  on,  and  by  which  it  is  known 
and  recognised.  Thus,  "Osborne  House"  (d),  "The 
Carriage  Ba«aar,"  &c.  (e).  But  in  such  cases  the  plaintiff 
must  prove  that  there  is  something  distinctive  in  the 
appellation  which  he  has  given  to  his  establishment,  since 
no  relief  can  be  given  him  if  that  appellation  is  merely 
descriptive,  as  "The  Antiquarian  Book  Store"  (/),  "The 


(o)  13  Ir.  Eq.  490.  Ch.  79. 

(6)  18  li.  T.  N.  S.  498.  (e)  Bmdnoii  v.  Ptake,  18  Ch.  D. 

(e)  Robineau  v.    Charbonnd,    W.  61 8  n. 

N.  1876,  p.  160.  (/)  ChoynAi  v.  Cohm,  89  Cal. 

{d)  ffudton  y.  OiX>ome,  89  L.  J.  601}  B.  Cox,  598. 
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Mammoth  Wardrobe "  (a),  "  The  Tower  Palace  "  (6),  and 
he  must  also  prove  that  the  result  of  the  defendant's  acts 
is  to  represent  that  his  business  is  identical  with  that 
carried  on  by  the  plaintiff,  as  in  Cave  v.  Myers  (c),  where 
the  defendant,  whose  shop  was  in  a  comer  house  close  to 
the  establishment  of  the  plaintiffs,  Messrs.  Cave,  adopted 
for  his  shop  the  name  of  "  Cavendish  House,"  and  had  it 
so  painted  up  that  '*  Cave  "  appeared  on  the  side  of  the 
street  in  which  was  the  plaintifib'  shop,  and  the  remainder 
round  the  comer,  and  Oenin  v.  Chadaey  (c?),  where  the 
plaintiff  was  the  proprietor  of  "The  Captain's  Live-and- 
Let-Live  Oyster  and  Dining  Saloon,"  and  the  defendant 
set  up  "  G.  W.  Chadsey  &  Co/s  Great  Eastern  Live-and- 
Let-Live  Dining  Saloon."  On  the  other  hand,  it  was 
held  (6)  that  "  Great  I  X  L  Auction  Company"  was  not 
likely  to  be  mistaken  for  ''  I  X  L  General  Merchandise 
Auction  Store/'  and  where  the  defendant  had  put  up  a 
sign  with  the  words  "  Depdt  of  the  Cherry  Pectoral  Com- 
pany," and  inside  his  premises  a  notice, "  Ayer's  Cherry 
Pectoral,  One  Dollar;  Rushton's  Cherry  Pectoral,  Fifty 
Cents.  Which  will  you  have?"  it  was  held  that  the 
defendant  had  done  no  more  than  trade  in  fair  competition 
with  the  plaintiff,  as  he  was  entitled  to  do  (/). 

In  Wcdher  v.  Alley  (g)  it  was  decided  that  the  name  Si^rn-board. 
and  sign  of  **  The  Golden  Lion  "  was  so  connected  with  the 
plaintiff's  dry  goods  business  that  it  could  not  be  taken  by 
another  trader;  and  the  Chancellor  of  Upper  Canada  said 
that "  where  it  is  clear  to  the  Court  that  the  defendant 
himself  intended  an  advantage  by  the  use  of  a  particular 


(a)  Cfray  y.  Koehy  2  Mich.  X.  P. 
119. 

(b)  Armtirong  v.  KleinkoMi^  1 
Ky,  L.  Rep.  112. 

(c)  Dig.  304. 

(d)  Cited  in  Dixon  CrueibU  Co,  v. 
Ouggenheimf  B.  Cox,  567.  And  see 
Niiy  y.  Gratvenor  Library  Cb.,  28 
W.  S.  886  ('<  Orofivenor  Libraiy  "); 
Wheder  y.  Johnston,  3  L.  B.  Ir. 


284  ('<Cromac  Springs");  and  Cflen 
ds  HciU  Manufadwring  Co,  y.  HoR^ 
16  Sick.  226,  19  Amer.  Rep.  278 
(*'No.  10,  South  Water  Street, 
Rochester,  New  York.**) 

(f )  lAchUmOdn  y.  ifeZ^u,  8  Greg. 
464. 

(/)  Ayer  y.  B^Mhium,  7  Daly,  9. 

(3)  13  Grant  Up.  Can.  Ch.  866. 
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sign  or  mark  in  lue  by  another,  and  believes  be  bas 
obtained  it^  or,  in  other  words,  that  the  defendant  himself 
thought  the  use  of  it  was  calculated  to  advertise  him  at  the 
expense  of  the  plaintiff,  and  this  was  his  object  in  using 
it,  and  where  such  has  been  the  effect  of  the  user,  I  think 
the  Court  should  say  to  him,  *  Remove  that  sign ;  its  use 
by  you  may,  as  you  intend,  damage  the  plaintiff.  Tt 
cannot  be  necessary  or  valuable  to  you  for  any  other 
purpose.  You  have  your  choice  of  many  signs  which,  as 
a  mere  attraction,  or  to  give  your  store  a  marked  designa- 
tion, must  answer  a  fair  business  purpose  equally  well' " 
No  right  in  Apart  from  a  business  of  some  kind,  no  exclusive  right 
private  house.  <^^^  ^  acquired  in  the  name  of  a  house,  any  more  than  in 
the  name  of  a  person,  and  no  right  of  action  arises  from 
the  annoyance  occasioned  by  a  person  re-naming  his 
residence  after  the  neighbouring  residence  of  another 
householder  (a). 
HoteL  The  same  principle  which  governs  the  names  of  business 

establishments  has  been  extended  to  hotels,  and  a  pro> 
prietor  of  one  already  established  has  been  held  entitled 
to  protection  against  the  setting  up  of  hotels  in  the  same 
neighbourhood  under  a  similar  title.  Thus,  "  The  Irving 
House "(6),  "The  What  Cheer  House "(c),  and  "The 
McCardel  House "  ((i),  have  been  protected.  In  Moasop 
v.  Mason  (e),  the  purchasers  of  "The  Western  or  Mason's 
Hotel"  were  protected  in  their  exclusive  right  to  the 
name,  as  against  the  vendor,  who  had  re-occupied  his 
former  premises  after  the  purchasers  had  been  driven  out 
by  a  fire  ;  and  in  Woods  v.  Sands  (/)  it  was  held  that  the 
founder  of  "  Woods'  Hotel,"  who  had  sold  and  afterwards 
re-purchased  his  interest  in  it,  had  recovered  by  the  re- 

(a)  Day  v.  Brownrigg^  10  Ch.  D.  «ofi,  10  Mo.  App.  681. 
294.  {d)  MeOardd  y.  Feck,  28  How. 

(6)  ffoward  v.  ffenriques,  3  Sand.  Pr.  120;  R.  Cox,  812. 
S.  G.  726;  R.  Cox,  129.  {e)  18  Gnat  Up.  Can.  Ch.  468. 

(e)  Woodward  v.  Lazar,  21  Gal.  (/)  Dig.  467. 

448;  B.  Cox,  800;  OambU  v.  SUfkm- 
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assignment  his  exclusive  right  in  the  name,  and  the  use  of 
it  by  another  person  was  prohibited.  In  Booth  v. 
Jarrett  (a),  the  founder  of  "  Booth's  Theatre,"  who  had 
gained  a  reputation  for  it  by  his  skill  in  acting,  and  had 
named  it  after  himself,  attempted,  without  success,  to 
.prevent  the  continued  use  of  the  name  by  a  person  into 
whose  possession  the  theatre  had  subsequently  come,  the 
name  having  passed  to  the  defendant  with  the  building 
and  goodwill.  On  the  other  hand,  the  Scotch  Court  of 
Session  has  held  that  the  proprietor  of  ''The  Station 
Hotel "  was  not  entiijed  to  interfere  with  the  use  of  the 
name  "  The  Royal  Station  Hotel "  for  another  hotel  in  the 
same  neighbourhood,  the  plaintiff's  name  not  being 
distinctive,  and  the  defendant's  name  being  suffi- 
ciently distinguished  by  the  insertion  of  the  word 
"Royal"  (6). 

In  the  same  way,  the  proprietor  of  the  **  Prescott  House  "  Name  of  hotel 
Hotel  was  held  entitled  to  restrain  the  use  of  the  name  ^cS!*^^^ 
by  a  coach  proprietor  upon  his  coaches,  an  agreement 
between  the  latter  and  a  former  owner  of  the  hotel  being 
treated  as  having  been  in  the  nature  of  a  revocable 
license,  which  had  been  revoked  upon  the  sale  of  the  hotel 
to  the  plaintiff  (c).  And  not  only  the  proprietors  of  such 
establishments  have  been  protected  in  respect  of  the  names 
by  which  they  have  been  known,  but  other  persons  who 
have  contracted  with  such  proprietors  for  the  exclusive 
conveyance  of  visitors  to  and  from  their  hotels,  have  been 
held  entitled  to  restrain  the  use  by  others  not  so  authorised 
upon  their  vehicles  and  servants'  clothing  of  the  name 
of  the  establishment  with  which  they  were  connected  (ci). 

So,  again,  the  name  of  a  line  of   steamships  («),  of  SimiUr  cases. 

(a)  52  How.  Pr.  169.  860;  R  Cox,  115;  Marsh  v.  Billing*, 

(6)  Charleaon  v.  Campbell,  Ct  of  7  Gush.   822;    B.  Cox,  118.     And 

Seas.  Gas.  4th  Ser.  IV.  140.  compare  KnoU  v.  Morgan,  2  Keen, 

(0)  Deiz  y.  Lamb,  29  N.  Y.  Super.  218. 
Ct  587.  {€)  Wvntor  v.  CUffde,  9  PhUa.  513 

((i)  8t(me  v.  Cfarian,  13  Mo.  L.  B.  (*" Keystone  Line"). 

r2 
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Name  not 
uied  in 
ordinaiy 
bnoineas. 


Where  artiolai 
are  prodnoed 
under  a  cer- 
tain name. 


Poet. 


collieries  (a),  of  particular  waggons  (6),  has  been  pro** 
tected. 

Closely  connected  with  the  cases  which  concern  the 
rights  of  an  individual  or  firm  in  the  trade  name  under 
which  his  or  their  business  is  carried  on,  are  the  cases  in 
which  it  has  been  sought  by  one  person  to  restrain  the 
unauthorised  use  of  his  name  by  another,  though  be  does 
not  himself  use  that  name  over  a  shop,  or,  in  fact,  as  a 
trade  name  usually  so  called. 

Where  a  person  produces  certain  articles,  and  a  repre- 
sentation is  made  by  another  that  articles  not  the  produc- 
tion of  that  person  are  in  fact  produced  by  him,  there  is 
an  injury  to  the  right  of  property  in  the  name,  which  has 
in  fact,  though  not  used  as  a  trade  mark,  yet  come  to  be 
the  producer's  means  of  seUing  the  articles  produced.  - 

Thus,  a  poet  is  entitled  to  protection  for  the  name 
which  sells  his  poems  for  him.  In  Lord  Byron  v. 
Johnston  (c),  the  defendant,  who  had  advertised  for  sale 
poems  which  he  represented  to  be  by  the  plaintiff,  but  as 
to  which  he  declined  to  swear  to  his  belief  in  their 
genuineness,  was  restrained  by  injunction. 

In  Clemens  v.  Ruck  (dl),  a  humorous  writer,  whose  works 
were  published  under  the  nom,  de  plume  of  "Mark 
Twain,"  was  held  to  be  entitled  to  restrain  the  unauthorised 
use  of  that  designation  by  another  person. 
Legal  author.  So,  again,  a  legal  author  is  entitled  to  prevent  the  issue 
as  his  of  works  or  editions  not  of  bis  production.  In 
Archbold  v.  Sweet  (e)  the  plaintiff  was  the  author  of  a 
book  on  a  legal  subject,  of  which  he  had  sold  the  copy- 
right to  the  defendant.  The  plaintiff  refusing  to  re-edit 
the  book,  the  defendant  had  it  edited  by  another,  and  the 
plaintiff  thereupon  came  forward  to  complain  of  the  inac- 
curacies which  he  alleged  to  be  contained  in  the  new 


Hmnonrist* 


(a)  Brahtm  v.  Beaehim,  7  Ch.  D. 
848  ("  Kadstock  CoUieriee  "), 

{b)  Shaver  v.  Shaver,  54  Iowa, 
208  {"  Shaver  Waggons  "). 


(e)  2  Mer.  29. 

(cQ  Dig.  429. 

(e)  1  M.  &  Bob.  162. 
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edition.  Lord  Tenterden,  C.  J.,  after  remarking  on  the 
close  analogy  between  that  case  and  those  in  which  an 
inferior  article  was  sold  in  the  name  of  a  well-known 
manufacturer,  the  injury  being  in  the  latter  case  to  the 
sale  of  the  goods,  in  the  former  to  the  character  of  the 
author,  laid  down  to  the  jury  that  if  the  new  edition,  in 
the  form  in  which  it  was  put  forth,  would  be  understood 
by  purchasers  who  paid  reasonable  attention  to  its  con- 
tents to  be  by  the  plaintiff,  their  verdict  must  be  in  his 
favour. 

So,  again,   a  painter  will  be  protected  from  having  Painter, 
exhibited  as  his  a  picture  which  he  has  not  painted  (a), 
and  a  medical  man  who  compounds  medicines  from  having  Medical  man. 
spurious  medicines  sold  as  his  (&). 

In  Idl  such  cases  the  plaintiff  must,  of  course,  show  that  I>«»ption 
deception  is  probable,  or  he  cannot  succeed  in  obtaining  probable, 
the  relief  he  seeks.  Thus,  where  an  artist  painted  a  pic- 
ture, and  another  person  exhibited  a  diorama  imitated 
from  it,  it  was  held  that  there  could  be  no  deception  or 
injury,  though  if  the  plaintiff's  picture  had  been  a  diorama 
the  case  would  have  been  different  (c).  So  where  a  person 
who  wrote  songs  under  the  name  of  Claribel  sought  to 
restrain  the  publication  of  a  song  described  as  "  written 
by  Claribel,"  no  mention  being  made  of  the  composer's 
name,  though  the  music  given  was  not  that  of  Claribel,  it 
was  decided  that  the  words  "  written  by  "  did  not  imply 
that  the  music  was  also  composed  by  Claribel,  and  the 
injunction  was  refused  (d). 

The  decision  in  Clark  v.  Freeman  (e)  has  been  much  9t^^' 
discussed  with  respect  to  the  right  a  man  has  in  his  name. 
In  that  case  the  plaintiff.  Sir  James  Clark,  was  an  eminent 


(a)  Martin  v.  Wright,  6  Sim.  297.  1868,  p.  94 ;  and  see  Sedq/  v.  Fisher, 

(6)  Clark  y.  Freanan,  11  Beav.  11  Sim.  581;  and  Archbold  v.  Sweet 

112.  1  M.  &  Bob.  162. 

{e)  MaHin  ▼.  Wright,  6  Sim.  297.  (e)  11  Beav.  112. 
(cQ  JBarhard  v.  PtUow,  W.    N. 
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physician,  who  filed  a  bill  to  restrain  the  advertisement 
and  sale  by  the  defendant  of  certain  pills  termed  by  him 
"  Sir  J.  Clarke's  Consumption  Pills,"  the  advertisements 
being  so  framed  as  to  be  calculated  to  induce  the  public 
to  buy  the  pills  as  being  of  the  plaintiff's  invention.    Lord 
Langdale,  M.  R.,  refused  to  grant  the  injunction,  on  the 
ground  that  there  was  no  injury  to  property,  but  appa- 
rently not  without  some  doubts  since  he  gave  leave  for  the 
case  to  be  mentioned  again  to  him  if  cases  in  support  of 
the  bill  could  be  produced.     He  did  not,  however,  think 
the  cases  mentioned  to  him  (a)  sufficient  to  waiTant  him 
in  granting  the  injunction,  but  at  the  same  time  he  re- 
marked that  "  if  Sir  James  Clark  had  been  in  the  habit 
of  manufacturing  and  selling  pills,  it  would  have  been 
very  like  the  other  cases  in  which  the  Court  had  inter- 
fered for  the  protection  of  property."    The  principle  on 
which  Lord  Langdale's  decision  was  based  was  that  the 
Court  would  not  interfere  where  the  name  pirated  by  thQ 
defendant  had  not  become  known  to  the  public  in  con- 
nection with  a  manufactured  article,  but  was  merely  a 
name  under  which  an  individual  had  acquired  a  certain 
reputation  (b).     It  is  evident,  however,  that  the  sale  of 
quack  medicines  under  the  name  of  an  eminent  physician 
would  tend  to  destroy  his  reputation  and  the  confidence 
of  his  patients  in  him,  and  thereby  to  cause  him  a  far  more 
severe  pecuniary  loss  than  would  be  incurred  by  the  sale 
of  a  few  boxes  of  pills  or  copies  of  a  book  being  lost  to 
him.     Later  judges  have,  therefore,  been  of  opinion  that 
the  case  in  question  ''  might  have  been  decided  in  favour 
of  the  plaintiff,  on  the  ground  that  he  had  a  property  in 
his  own  name  "  (c). 

(a)  Lord  Byron    v.  Johntton,  2  807.    In  Springhead  Spinning  Co,  y, 

Mer.  29 ;  and  BotOh  v.  WAtter,  10  nUey,  L.    R   6  Eq.   561,   Sir  R. 

Beav.  561.  Malins,  V.-C,  went  even  farther. 

(6)  See  Ddondre  v.  Skaw,  2  Sim.  Lord  Westbiiry,  C,  however,  spoke 

287.  of  the  decision  at  all  events  without 

(c)  Per  Sir  H.  M.  Cairns,  L.J.,  disapprobation:  Leather  Cloth  €h$.' 

in  Maxwdl  v.  Hogg,  L.  R.  2  Ch.  cote,  i  De  G.  J.  &  S.  187. 
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Whatever  rights  a  man  may,  irrespective  of  contract,  Contracte  in 
have  in  his  own  name,  so  as  to  be  able  to  prevent  the  un-  names, 
authorised  use  of  it  by  another,  it  is  always  open  to  him 
to  modify  those  rights  by  contract,  whether  by  way  of 
permitting  others  to  use  his  name  in  a  certain  manner  (a), 
or  by  way  of  restraining  his  own  use  of  it  to  a  certain 
extent  (6).  Thus,  where  a  publisher  had  sold  to  the  de- 
fendants the  copyright  of  an  annual,  entitled  ''Beeton's 
Christmas  Annual,*'  he  himself  entering  into  their  service, 
it  was  held  that  the  defendants  were  entitled  to  continue 
the  annual  publication  under  that  same  name,  even  after 
the  plaintiff  had  ceased  to  remain  in  their  employ,  and 
had  become  unwilling  for  his  name  to  be  used  by  them 
in  connection  with  a  work  not  of  his  production  (c).  But 
it  seems  that,  although  a  contract  by  which  a  man  binds 
himself  to  limit  in  some  way  his  use  of  his  own  name  can  be 
enforced,  a  contract  so  binding  him  cannot  be  made  by  the 
representative  of  his  estate  in  bankruptcy,  and  if  such  a 
contract  has  been  entered  into,  the  bankrupt  will  be  en- 
titled to  disregard  it  (d). 

The  name  of  the  editor  of  a  publication,  appearing  upon  Kame  of 
the  title  page,  forms  no  part  of  the  title.  Sir  J.  Eomilly,  ^^^^' 
M.  R,  refused,  therefore,  to  restrain  the  proprietors  of  a 
paper,  who  had  agreed  with  their  editor  not  to  alter  the 
title  of  their  paper  without  mutual  consent,  from  omitting 
the  publication  on  the  title-page  of  the  editor's  name  as 
such  (e). 

It  is  cle^  that  a  man  has  a  right  to  prevent  the  un-  Where  name 
authorised  use  of  his  name  by  another  person,  apart  from  to  injure. 


(a)  Ward  v.  Bedon,  L.  R  19  Eq.  Bradley,  9  U.  S.  Pat.  Gaz.  541. 

207.     See  Condy  v.  MitcheU,  37  L.  (c)   Ward  v.  Becton,  vbi  suprdL 

T.  N.  S.  268, 766 ;  ffallett  v.  CumiUm,  (d)  Ilelmbold  v.  Uelmbold  Manu- 

110  Mass.  29 ;   Weed  v.  Peterson,  12  facturing  Co.,  63  How  Pr.  453;  and 

Abb.Pr.  N.  S.  178;  Coe  v.  Bradley,  see  Walktr  v.  MoUram,  19  Gh.  D. 

9  n.  a  Pat  Gaz.  541.  855. 

(6)  AinBworth  v.  BenOey,  14  W.  R.  («)  Crookei  v.  Fetter,  6  Jnr.  N.  S. 

6S0;    Ward  v.  Beet<m,  ubi  ntprd;  1131. 
Pelt*  V.  Eichde,  62  Mo.  171 ;  Coe  v. 
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any  special  manufacture,  where  such  use  of  it  might  involve 
him  in  legal  or  other  diflSculties.    Thus,  in  RoiUh  v,  Web'- 
ster  (a)  a  bill  was  filed  to  restrain  the  provisional  directors 
of  a  joint-stock  company,  called  *•  The  Economic  Convey- 
ance Company,"  from  using  the  plaintiGf 's  name  in  their 
prospectuses  as  a  trustee  of  the  company  without  his 
authority.    The  defendants  setting  up  by  way  of  defence 
that  what  had  been  done  had  been  done  inadvertently, 
and  stating  their  intention  of  discontinuing  their  mis- 
representations,  the  Master  of  the  Rolls  granted  the  in* 
junction,  holding  that  the  defendants  were  not  entitled 
"  to  use  the  name  of  any  person  they  pleased,  representing 
him  as  responsible  in  their  speculations,  and  to  involve 
him  in  all  sorts  of  liabilities,  and  then  to  be  allowed  to 
escape  the  consequences  by  saying  they  had  done  it  by 
inadvertence,''  and  also  that  the  plaintiiF  was  in  nowise 
bound  to  surrender  his  right  to  the  injunction,  trusting  to 
the  assurances  of  the  defendants  as  to  their  intentions  for 
the  future.    This  decision  has  been  generally  approved  as 
an  *'  authority  for  preventing  the  improper  use  of  a  man's 
name  against  his  will ;  not  for  the  restraint  of  a  libel,  for 
no  libel  was  involved  "  (6). 

Where,  however,  a  man's  name  has  been  used  against 
his  will  in  such  a  manner  as  to  be  libellous,  or  where  state- 
ments have  been  made  disparaging  the  goods  sold  under 
his  nameor  trade  mark, or  threatening  persons  dealing  in  his 
goodsy  a  more  difficult  question  is  raised,  and  one  which 
has  nqt  always  been  answered  in  the  same  way.  With 
respect  to  libels.  Lord  Cottenham,  C,  said  (c)  that  the 


(a)  10  Bear.  561. 

(6)  Per  Lord  Cairns,  C,  in  Pru- 
derUial  Atfurance  Co.  v.  KnoU,  L.  R. 
10  Ch.  142.  In  Wdfiter  v.  Wditter, 
S  Swanat.  490  n,  the  injunction  was 
refused  because  there  was  no  injury 
to  be  apprehended.  In  Tudor  v. 
Tudor,  W.  N.  1878,  p.  72,  there  was 
an  express  eontraot.  See  BuUods  ▼. 
Chaptnan,  2  De  G.  &  Sm.  211; 


Vixan  v.  ffolden,  L.  B.  7  £q.  488 ; 
Reid  V.  Sibbald,  18  Jonrn.  of  Juris. 
892  ;  and  cases  itrfrd, 

(c)  Fleming  y.  NewUm,!  H.  L.  C. 
876.  This  case  was  a  Scotch  one, 
and  the  Lord  Chancellor  was  Rpeak- 
ing  with  reference  to  the  Scotch 
libel  Act,  but  his  remarks 
equally  applicable  to  cases 
in    England,    and    under    Order 
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Libel  Act "  appointed  a  jury  as  the  proper  tribunal  for 
trial  of  injuries  to  the  person  by  libel  or  defamation; 
and  that  the  liberty  of  the  press  consisted  in  the  unre- 
stricted right  of  publishiug,  subject  to  the  responsibilities 
attached  to  the  publication  of  libels,  public  or  private." 
The  principle  that  the  publication  of  a  libel  was  a  crime, 
and  that  the  Court  of  Chancery  had  no  jurisdiction  to 
prevent  the  commission  of  crimes,  except  in  such  cases  as 
those  relating  to  the  protection  of  infanta,  was  laid  down 
by  Lord  Eldon  in  1818  (a),  and  after  that  time  Equity 
judges  frequently  stated  that  it  was  not  within  the  proper 
scope  of  their  authority  to  restrain  the  publication  of 
libels  (&).  There  were  indeed  cases  in  which  it  was  thought 
that  where  an  injury  was  occasioned  or  threatened  to  a 
right  of  property  by  a  libellous  statement,  the  Court  had 
jurisdiction  to  interfere  to  protect  that  right  of  property  (c)^ 
but,  practically  speaking,  cases  which  involved  the  con- 
sideration of  libellous  statements  were  left  to  the  Courts 
of  Common  Law  (<2). 

The  Judicature  Act,  1873,  however,  introduced  a  new  Effect  of  the 
element  into  the  discussion  by  enacting  (§  25,  suba  8)  that  j^^^  i^^ 
"an  injunction  may  be  granted  by  an  interlocutory  order 
of  the  Court  in  all  cases  in  which  it  shall  appecu:  to  the 


XXXVL,  mle  %  of  the  new  Rnlee 
of  1888,  a  defendant  in  a  libel  case 
oan  still  insist  upon  a  jniy. 

(a)  Oee  ▼.  Pritcharii,  2  Swanst 
413. 

{b)  Martin  r.  Wright,  6  Sim.  297 ; 
SeeUjf  Y.  Fiiher,  11  Sim.  581 ;  Clark 
V.  FreemcM,  11  Beav.  112 ;  Emperor 
ef  Auttria  v.  Day,  2  GifiE.  628,  8 
De  G.  F.  &  J.  217  (in  particular 
per  Turner,  L.  J.) ;  Mulkern  y.  Ward, 
L.  B.  18  £q.  619 ;  Browne  ▼.  Free- 
man, W.  N.  1878,  p.  178;  Pru- 
denHal  AMguranee  Co,  v.  KnoU,  L.  B. 
10  Ch.  142 ;  Fiiker  v.  ApoUinarU 
Co,,  ib.  297.  The  same  view  has 
be^  taken  in  India:  Shepherd  v. 
Trueteee  ef  the  Port  qf  Bombay,  Ind. 
L.B.lB<nnb,182}  and  in  America; 


Mauger  v.  JHek,  66  How.  Pr.  182. 

(c)  This  was  especiallj  the  view 
of  Malins,  V.-G.  See  DioBon  ▼. 
Holden,  L.  B.  7  Eq.  488 ;  Spring- 
head  J^nning  Co.  v.  Riley,  L.  B.  6 
Eq.  661;  BoUint  ▼.  Hinke,  L.  B.  13 
Eq.  855 1  Axmann  ▼.  Lund,  L.  B. 
18  Eq.  830.  And  see  also  Emperor 
ofAuitria  v.  Day,  8  De  G.  F.  &  J. 
217 1  MoKweU  v.  Hogg,  L.  B.  2  Ch. 
807;  Jamee  v.  James,  L.  B.  18  Eq. 
421. 

{d)  For  the  principles  l^  which 
the  Courts  of  Comn^on  Law  were 
guided,  see  Wren  y.  Weiid,  L.  B.  4 
Q.  B.  730;  Wettcm  Cottntiei  Manure 
Co,  y.  Laws  ChewUcal  Manure  Co,, 
L.  B.  9  Ex.  218. 
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ConditioRfl 


for 


Injunction. 


Court  to  be  just  or  convenient  that  such  order  should 
be  made" ;  and  in  Thorley's  CatUe  Food  Co.  v.  Maaaam  (a), 
Vice-chancellor  Malins  suggested  that  this  enactment  had 
conferred  upon  the  Court  more  extensive  powers  than 
those  which  it  previously  possessed,  and  that  an  injunction 
might  have  been  granted  by  virtue  of  those  powers  to 
restrain  an  injurious  and  unjust  statement  Numerous  cases 
have  since  been  decided  with  respect  to  the  effect  of  the 
section,  in  some  of  which  expressions  were  employed  which 
were  calculated  to  lead  to  the  belief  that  the  power  to  grant 
injunctions  where  it  was  thought  to  be  "just  or  convenient'' 
conferred  a  power  to  grant  injunctions  in  cases  in  which  no 
legal  remedy  previously  existed  (6).  It  is  now,  however, 
settled — and  this  is  not  opposed  to  the  observations  before 
referred  to — ^that  the  right  view  is  that  the  section  has 
enlarged  the  powers  of  the  Court,  not  by  enabling  the 
Court  to  grant  relief  in  cases  where  none  was  obtain- 
able before  in  any  of  the  Superior  Courts,  but  by  way  of 
giving  each  branch  of  the  High  Court  power  to  grant 

relief  in  cases  which  could  previously  be  brought  only 
in  the  same  or  a  different  form  before  some  other  branch 
of  the  Court  (c),  so  that,  as  Cotton,  L.  J.,  said  in  the  latest 
case  of  NorOi  London  RaUuxiy  Co.  v.  OrecU  Northern 
Railway  Co.  (d),  "  where  there  is  a  legal  right  which 
was,  independently  of  the  Act,  capable  of  being  enforced 
either  at  law  or  in  equity,  there,  whatever  may  have  been 
the  previous  practice,  the  High  Court  may  interfere  by 
injunction  in  protection  of  that  right" 

The  injunction  may  be  granted  to  restrain  the  continued 
publication  of  a  libel  which  has  been  found  to  be  so  by  the 
verdict  of  a  jury  (e),  or  it  may  be  granted  to  restrain  the 


(a)  6  Ch.  D.  582. 

{h)  See  Beddow  v.  Btddow,  9  Gh. 
D.  8U;  QuartM  HiU  CanaoUdaUd 
Gold  Mininff  Oo,  v.  BeaU,  20  Ch.  D. 

601. 

(c)  2>ay  V.  Brownriyg,  10  Ch.  D. 
294  ;  Ward  ▼.  Drat,  L.  J.,  N.  of  C. 


1878,  p.  67 1  Oa$kin  v.  BaUn,  13  Ch. 
D.  324 ;  Dicki  y.  Bro6k»,  15  Ch.  D. 
22  (per  Bacon,  V.-C). 

(d)  11  Q.  B.  D.  80. 

(«)  Saabyy.  EatHeihroclk^ZO.  P.  D 
339;  Hinriek9  v.  Bemdit,  W.  N. 
1878,  p.  11. 
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publication  of  statements  which  have  not  been  submitted 
to  a  jury  (a).  But  where  the  C!ourt  is  asked  to  grant  an 
injunction,  especially  on  an  interlocutory  application,  with- 
out the  assistance  of  a  jury,  the  jurisdiction  which  it 
possesses  so  to  do  is  one  which  must  be  exercised  vexy 
carefully  (6),  and  it  ought  not  to  be  exercised  unless  the 
statements  of  which  complaint  is  made  are  proved  to  be 
untrue  (o),  unless  they  are  injurious  to  the  plaintiff  (d), 
unless  it  is  proved  that  the  defendant  intends  to  continue 
to  make  them  (e),  and  unless  (in  cases  of  privil^e)  express 
malice  is  also  established  (/).  Thus,  in  HaUey  v.  Brother- 
hood ig)  the  defendant  had  threatened  intending  pur- 
chasers from  the  plaintiff,  alleging  that  the  plaintiff  was 
manufacturing  in  infringement  of  his,  the  defendant's, 
patent  rights,  and  Jessel,  M.  R,  and  the  Court  of  Appeal 
held  that  an  injunction  could  not  be  granted  unless  the 
defendant  persisted  in  making  the  statements  after  they 
had  been  proved  to  be  false.  And  in  Anderson  v.  Liebi^B 
Extract  of  MecU  Co,,  Ld.  (h),  Chitty,  J.,  refused  to  restrain 
the  company  (who  were  taking  proceedings  to  stop  the 
plaintiff  from  selling  his  goods  as  "  Baron  Liebig's  Extract 
of  Meaf  and  using  on  the  pots  a  photograph  of  the 
Baron)  from  circulating  letters  among  the  plaintiffs  cus- 
tomers, stating  that  he  was  using  the  name  and  photograph 
without  authority,  on  the  ground  that  the  company  was 

(a)  As  in  Thamat  ▼.  WUUanu,  14  &  740;  BvUock  ▼.  Chapman,  2  De 

Ch.  D.  864.  G.  &  Sm.  211. 

(&)  See  Quartz  HUl  ComoUdaJUd         {t)  Qfiarte  HiO,  ttc.,  Co,  ▼.  BeaO, 

Gold  Mirwng  Co,  v.  BwU,  20  Ch.  D.  tibi  ntprd, 
601.  (/)  Quartz  HOI,  die,,  Co,  y.  BeaU, 

(c)  Haitey  ▼.  Brotkerhood,  15  Oh.  vbi  m^prd.    See  BumeU  y.  Tate,  46 

D.   614;    19  ib,  886;    BumeU  v.  L.  T.  N.  a  742. 
Tate,  45  L.  T.  N.  B,  748;  Andertm  {g)  15  Cb.  D.  614;  19  ib.  886. 

V.  Liebig'z  Bxiract  of  Meat  Co,,  Ld.,  See  the  New  York  oaae  of  Wolfe  y. 

ib.  757;  QuartzIIill,  dx.,  Co.  y.  Beall^  Burke,  11  Sick.  115.    The  predae 

ubi  euprd;  Benbow  v.  Low  (1),  23  SoL  question  raiaed  in  Haleeyy,  Brother' 

J.  819;  Roper's,  die,  Co.y,  Copeman*t,  hood  is  now  settled  by  §  82  of  the 

«Sx.,  AsMociatifjn,  Ld,,  28  ib.  218.  And  Patents  Act,  1888,  bat  the  general 

see  Clover  v.  Hoyden,  L.  R.  17  £q.  question  of  injnnctionB  to  restrain 

190.  trade  libels  remains, 

id)  Dicks  V.  Brooks,  15  Ch.  D.  22;  {h)  45  L.  T.  N.  S.  767. 

and  see  Brook  y.  Evans,  2  L.  T.  N. 
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When 
granted. 


I 


aotnrer. 


not  shown  to  be  acting  otherwise  than  bondjide,  or  to  bo 
stating  that  which  was  untrue. 

On  the  other  hand,  where  the  necessary  facts  are  present, 
an  injunction  will  be  granted,  as  in  Thorletfs  Cattle  Food 
Co.  v.  Masaam  (2)  (a),  where  it  was  established  that  the 
plaintiffs  and  defendants  were  both  in  possession  of  and 
entitled  to  use  the  same  secret  recipe  in  their  respective 
businesses,  and  Malins,  Y.-C,  and  the  Court  of  Appeal 
granted  an  injunction  to  restrain  the  defendants  from 
publicly  advertising  that  they  alone  were  acquainted  with 
the  secret. 

jp««p«"«*»-  The  same  principle  on  which  misrepresentations  by  an 
oentmMiii-  Original  manufacturer  with  respect  to  the  goods  and 
business  of  a  subsequent  manufacturer  are  restrained, 
applies  with  even  greater  force  to  similar  misrepresenta- 
tions  by  the  latter,  and  while  it  is  open  to  any  one  to 
manu£Bu;ture  an  unpatented  article  with  the  process  of 
manufacture  of  which  he  has  become  acquainted,  and  also 
to  describe  it  by  the  name  applied  to  it  by  the  original 
inventor,  so  soon  as  that  name  shall  have  become  pvMici 
juris,  that  is  to  say,  descriptive  of  a  specific  article,  but 
not  of  a  specific  maker,  yet  at  the  same  time  such  sub- 
sequent manufacturer  is  not  entitled  to  carry  on  an  unfair 
competition  in  trade  with  the  original  maker  or  his  suc- 
cessors in  business,  by  means  of  assertions  or  representa- 
tions that  his  own  article  is  the  only  genuine  one,  or  that  the 
article  of  the  original  maker  or  his  successors  is  spurious  (6). 
And  where  such  an  assertion  or  representation  is 
embodied  in  the  title  of  the  later  manufacturer's  article 
by  its  being  styled  the  "  original,"  an  appellation  which 
would  naturally  suggest  the  idea  of  the  article  in  ques- 
tion being  the  make  of  the  original  manufacturer,  such 
fraudulent  representation  will  usually  be  restrained  (c). 


Original" 


\ 


(a)  14  Ch.  D.  763;  and  see  HUL  v. 
HaHDavies,  21  Cb.  D.  798. 
(6)  James  v.  Jama,  L.  R.  IS  Eq. 


421;  Thamat  t.  Willianu,  14  Ch.  D. 
864. 
(c)  Cock$  v.  CkandUr,  L.  R.  11 


GASES  ANALOQOUS  TO  THOSE  OF  TRADE  HAEK. 


253 


Bat  Id  the  entire  absence  of  evidence  as  to  deception^ 
Sir  W.  P.  Wood,  V.-C,  refused  to  grant  an  injunction 
in  a  similar  case  (a),  and  from  the  result  of  later  litiga- 
tion between  the  same  parties  (b),  it  is  clear  that  the 
presumption  against  a  person  who  styles  an  article  of  his 
own  manufacture,  but  not  of  his  invention,  "  the  original/' 
may  be  rebutted.  In  Dence  v.  Mason  (1)  (c)  the  defen- 
dant was  restrained  from  styling  himself  the  original 
maker  of  the  ''  essence  of  beef/'  Malins,  Y.-C,  holding  that 
even  if  he  had  been  the  first  to  actually  compound  the 
article,  which  was  not  satisfactorily  proved,  he  was  not 
entitled  to  make  such  statements  as  those  complained  of, 
since  he  was  in  the  employ  of  the  plaintifiTs  predecessor  in 
business  at  the  time  when  he  said  he  made  it  for  the  first 
time.  In  FvMwood  v.  FvUwood  (2)  (d)  the  defendants 
attempted  to  represent  their  business  to  be  the  original 
one,  by  assuming  for  it  the  date  of  establishment  of  the 
business  which  was  really  the  first. 

In  other  cases  the  attempt  to  deceive  has  been  made  in  Deceptive 
different  forms;  thus,  in  an  early  case  (e),  the  defendant  ^^^*^ 
attempted  to  attract  to  himself  the  custom  intended  for 
the  plaintiflb  by  an  ingenious  variation  of  their  labels,  his 
own  labels  being  facevm/Ues  of  those  of  the  plaintiffs,  with 
only  the  difference  that  whereas  theirs  contained  the 
sentence  "  Manufactured  by  Day  and  Martin,"  his  bore  the 
words  "  Equal  to  Day  and  Martjin's,"  the  ''Equal  to"  being 
in  v^y  small  type.  So,  in  an  American  case  (/),  a  dentist 
formerly  employed  by  the  Colton  Dental  Association,  on 


Eq.  446;  Las^by  v.  White,  41  L.  J. 
Ch.  354.  And  see  ffoffg  y.  DarUy, 
47  L.  J.  Ch.  667. 

(a)  Browne  v.  Fretmem,  12  W.  R. 
805. 

(6)  Browne  v.  Freeman^  W.  N. 
1873,  p.  178.  ThiB  was,  however, 
before  the  cases  under  the  Jadicatnre 
Act,  1873,  which  see  tuprd, 

(«)  Dig.  584;  41  L.  T.  N.  S.  578. 

((i)  9(%.D.  176.  Andsee^reenv. 


Rooke^W.  N.  1872,  p.  49;  Whtder 
y.  JohneUm,  3  L.  B.  Ir.  284;  Whitney 
y.  Hickiing,  5  Grant  Up.  Can.  Ch. 
605;  Mot9op  y.  Mown,  18  i&  453; 
BlacktoetX  y.  Wright,  73  N.  Car. 
310;  Woode  y.  Sande,  Dig.  467. 

(c)  J>ay  y.  Binning,  C.  P.  Cooper, 
489;  1  Leg.  Obs.  205. 

(/)  Co2ton  y.  TAonuu,  2  Brewster, 
308;  IL  Cos,  507. 
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setting  up  in  business  for  himself,  described  himself  in  his 
notice  as  ''  formerly  operator  at  the  Colton  Dental  Booms," 
"formerly  operator  at  the  "  being  printed  very  small.  And 
in  another  American  case  (a)  a  former  partner  in  a  firm  of 
dentists  trading  as  "  Morgan  and  Schuyler/'  continued  to 
cany  on  business  at  the  old  premises  as  "R  F.  Schuyler, 
successor  to  Morgan  and  Schuyler,"  the  words  preceding 
the  old  firm  name  being  in  such  small  letters  as  to  be 
almost  invisible. 

Fr%mk$y.  Again,  in  FraTika  v.  Weaver  (6),  the  plaintiff  sold  a 

^^^'  medicine  which  he  had  invented,  and  which  he  termed 

"  Franks'  Specific  Solution  of  Copaiba,"  in  botties  enclosed 
in  wrappers,  on  which  were  printed  directions  for  use,  and 
testimonials.  The  defendant,  an  agent  of  the  plaintiff, 
sold  a  preparation  of  his  own,  labelled  **  Chemical  Solution 
of  Copaiba."  The  label  went  on  to  state  that  the  plain- 
tiff had  invented  the  ''  Specific  Solution,"  and  then  gave 
the  testimonials  printed  by  the  plaintiff  as  commendatory 
of  the  plaintiff's  medicine,  and  also  the  same  directions 
for  use  as  those  given  by  the  plaintiff.  In  Sedon  v. 
Senate  (c),  a  person  who  had  sold  a  medicine  to  another, 
set  up  a  new  medicine  under  a  similar  description,  and  in 
his  advertisement  adopted  verses  which  had  been  attached 
to  the  original  medicine.  In  all  these  cases  injunctions 
were  granted. 

Directions  for  With  respect  to  directions  for  the  use  of  the  article,  it 
seems  that,  as  Malins,  V.-C,  said  in  Masmm  v.  Thorley's 
Cattle  Food  Co,  (1)  (cZ),  if  the  article  produced  by  one 
person  is  the  same  as  that  produced  by  another,  and  the 
former  is  quite  at  liberty  to  produce  the  same  article,  then 
the  directions  used  by  the  latter  are  the  correct  directions 
for  the  use  of  the  former's  article,  and  he  can  only  repeat 

{a)  Morgan  v.  Schuykr,  79  N.  Y.  Wothenpoon  ▼.  Gray,  Ot  Seas.  Oaa. 

490.  3rd  Ser.  IL  3S,  where  the  interdict 

(5)  10     Beay.     297.     And    see  was  refused. 

Sieffcrt  v.  Findtaier,  7  Ch.  D.  801  j  {d)  6  Ch.  D.  574,  681.    And  see 

Sin^feri  v.  Bhlen,  Dig.  432;  Jhinbar  per  Coiton,  L.  J.,  in  In  re  Leonard  A 

v.  Cnenn,  42  Wise  118.  EUu,  32  W.  R.  530. 

(e)  2   V.  &  B.  220.     And  see 


use. 
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them.  In  fact,  if  he  could  not  give  the  appropriate  direc- 
tions for  using  the  article  which  he  is  entitled  to  make,  his 
liberty  to  manufacture  would  be  unduly  interfered  with. 
The  decision  in  the  above  case  was^  however,  reversed  by 
the  Court  of  Appeal  (a)  on  the  general  question  of  repre- 
sentation, the  imitation  of  the  directions  being  referred  to 
as  an  indication  of  fraudulent  intention,  and  any  trader 
who  uses  the  same  directions  as  another  ought  to  take 
great  care  to  prevent  the  possibility  of  deception. 

To  describe  articles  formerly  patented  by  the  name  of  Name  of 
the  former  patentee  is  not  necessarily  fraudulent^  since  the  ^*^ 
name  may  be  used  as  indicative  of  a  principle  of  construc- 
tion (b) ;  but  in  an  American  case  (c)  an  injunction  was 
granted  to  restrain  the  defendant  from  marking  goods  of 
his  own  make  as  being  made  under  the  plaintiff's  subsist- 
ing patent,  notwithstanding  an  allegation  by  the  defendant 
that  the  patent  was  invalid. 

The  imitation  of  a  peculiar  manner  of  making  up  and  Mode  of 
packing  goods  may,  in  combination  with  other  circum-  P*^'^"g' 
stances,  be  held  to  prove  a  fraudulent  intention,  and  it 
seems  that,  even  in  the  absence  of  other  circumstances  of 
fraud,  if  the  imitation  is  very  significant,  and  the  evidence 
very  conclusive,  an  injunction  will  be  awarded  (d). 

The  manner  in  which  the  Court  interferes  by  way  of  Lmtatbii  of 
injunction  to  prevent  unfair  competition  in  trade  is  well  ^*  ^  *'""*' 
illustrated  by  a  case  which  has  always  attracted  a  good 
deal  of   attention,  that  of  the  omnibus  companies  (e). 
In  that  case  the  plaintiffs  were  the  proprietors  of  a  line 


(a)  14  Ch.  D.  748. 

(6)  Wheder  ds  WUmm  Manu- 
faetvring  Co.  v.  Shakapear,  89  L.  J. 
Ch.  86;  Singer  Mantfacturing  Co. 
▼.  Loog  (8),  8  App.  Cae.  16 ;  and 
other  casea  in  Ch.  4. 

(e)  WaMwrn  is  Mom  Manu- 
fiiOuiring  Co.  v.  Bai$h,  16  U.  S. 
Pat  Gas.  465. 

id)  See  EdeUtm  v.  Vide,  11  Hare, 
78;  WooOam  v.  JUUeUf,  1  H.  & 
M.     259;    Angh-Sviu    Oondenaed 


Milk  Co.  y.  Swisi  Conderued  MUk 
Co.,  W.  N.  1871.  p.  163;  Mclean  ▼. 
FUming,  96  U.  S.  Rep.  245;  Preae  v. 
Bachof  (1).  13  Bl.  C.  C.  284;  S.  C. 
(2),  14  t&  432.  See  also  Orr  V. 
Diaper,  L.  IL  4  Ch.  D.  92. 

(e)  KnoU  y.  Morgan,  2  Keen, 
218.  See  also  Stone  ▼.  Carlan,  13 
Mo.  L.  R.  860;  R.  Cox,  116; 
McBnh  V.  BiUinge,  7  Cnsh.  822;  R. 
Cox,  118;  Ikiz  v.  Lamb,  29  N.  Y. 
Snper.  Ct  587. 
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of  omnibuses  painted  in  a  particular  manner,  with  the 
words  "  Conveyance  Company ''  and  "  London  Conveyance 
Company"  upon  them.  The  defendant  ran  omnibuses 
similarly  painted,  and  dressed  his  servants  in  a  livery 
imitated  from  that  of  the  plaintiffs'  employ^  On  his 
being  required  to  alter  this,  he  made  some  m^:^  colourable 
alterations,  but  really  left  the  matter  as  it  stood  at  first 
Lord  Langdale,  M.  R.,  on  the  case  coming  before  him  on 
motion  to  dissolve  an  interlocutoxy  injunction,  said  that 
he  had  not  the  least  doubt  that  the  defendant  intended  to 
represent  his  omnibuses  to  the  public  as  those  of  the 
plaintiffs.  He  said  "it  was  not  to  be  said  that  the 
plaintiffs  had  any  exclusive  right  to  the  words  '  Conveyance 
Company '  or  '  London  Conveyance  Company,'  or  any 
other  words,  but  they  had  a  right  to  call  upon  that  Court 
to  restrain  the  defendant  from  fraudulentiy  using  precisely 
the  same  words  and  devices  which  they  had  taken  for  the 
purpose  of  distinguishing  their  property,  and  thereby 
depriving  them  of  the  fair  profits  of  their  business  by 
attracting  custom  on  the  false  representation  that  car- 
riages, really  the  defendant's,  belonged  to  and  were  under 
the  management  of  the  plaintiffs/'  This  case  was  not  at 
all  a  case  of  trade  mark,  though  refereoce  has  been  made 
to  it  as  such;  the  Master  of  the  Bolls  expressly  denied  any 
exclusive  right  in  the  words  painted  on  the  vehicles,  and 
personally  altered  the  terms  of  the  injunction  so  as  to 
avoid  creating  such  a  right  In  the  language  of  Sir  W.  P. 
Wood,  V.-C.  (a),  "  the  defendant  might  have  had  those 
words  painted  on  a  yellow  omnibus  without  objection,  and 
so  of  the  other  resemblances;  the  wrong  lay  in  their 
accumulation,  not  in  any  one  of  them  alone."  The  value 
of  the  case  really  consists  in  the  example  it  affords  of  the 
way  in  which  the  aggregation  of  a  number  of  circumstances, 
individually  comparatively  harmless,  may  produce  a  result 
injurious  to  an  individual  and  obnoxious  to  the  law;  and 

(a)  WooUam  v.  Raldii,  1  n.  k  M,  259. 
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also  of  the  manner  in  which  the  law  will  interfere  to  protect 
the  interests  of  honest  trade. 

Where  A.  had  surreptitiously  obtained  possession   of  Etchings. 
some  etchings  by  B.,  and  had  advertised  them  for  exhibi- 
bition,  and  a  catalogue  of  them,  Lord  Cottenham,  C,  held 
that  there  was  a  title  to  relief  alike  on  the  ground  of  injury 
to  property  and  on  that  of  breach  of  trust  (a). 

As  to  the  cases  which  have  been  decided  in  respect  of  '^^^^^^  nwreu, 
trade  secrets,  the  general  rule  may  be  stated  as  being  that 
any  person  who  has,  without  the  use  of  unfair  means, 
become  acquainted  with  the  mode  of  compounding  a  secret 
unpatented  preparation,  may  make  and  sell  the  compound, 
provided  he  does  not  lead  the  public  to  suppose  that  his 
preparation  is  the  manufacture  of  the  original  discoverer  or 
of  his  successors  in  business,  and  he  may  even  call  the 
compound  made  by  himself  by  the  same  name  as  that  given 
by  the  original  discoverer  to  his,  so  long  as  he  does  not 
sell  his  own  goods  as  and  for  those  of  another  (b).  On 
the  other  hand,  where  the  knowledge  of  the  secret  process 
has  been  acquired  by  means  of  a  breach  of  trust,  neither 
the  person  who  has  committed  the  breach  of  trust,  nor 
anyone  to  whom  he  has  imparted  his  discovery,  will  be 
allowed  to  make  use  of  the  information  so  surreptitioufily 
acquired  (c). 

Again,  "  there  is  no  doubt  whatever  that  where  a  party  Contract  not 
who  has  a  secret  in  a  trade  employs  persons  under  contract  divuig© 
express  or  implied,  or  under  duty  express  or  implied,  those  atiother'a 


Becr«t. 


(a)  Prince  Albert  v.  Strange,  1 
Mac.  k  G.  25. 

(b)  James  v.  Jamei,  L.  R.  18  Eq. 
421 ;  Liebig's  Extract  of  Meat  Co.  v. 
Banbury,  17  L.  T.  N.  S.  298;  Condy 
▼.  Mitchell,  87  L.  T.  N.  S.  268,  766; 
Carter  v.  Ooetze,  2  Keen  581;  Single- 
tonv.^o^ton,  SDoug.  293;  WilUama 
y.  Williams,  8  Mer.  157;  Canham  v, 
Jones,  2  V.  &  B.  218.  And  see  the 
comments  on  that  case,  in  Morison 
V.  Moat,  9  Hare,  241.  Bnt  of  course, 
when  the  name  has  become  a  trade 


mark,  no  one  but  the  proprietor  can 
use  it.  The  question  i4  whether  the 
name  is  descriptive  of  the  article  or 
distinctive  of  Uie  manufactory.  See 
Massam  v.  ThorJey*s  Cattle  Food 
Co.  (2),  14  Ch.  D.  748. 

(c)  WiUiamsv,  WiUiams,  8  Mer. 
157;  Yovatt  v.  WinWord,  1  Jac.  &  W. 
894;  Tipping  v.  Clarke,  2  Hare, 
888;  Morison  v.  Moat,  9  Hare,  241, 
21  L.  J.  Ch.  248;  Estcourt  v.  Est- 
court  Hop  Essence  Co.,  L.  R.  10  Ch. 
276, 


S 
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persons  cannot  gain  the  knowledge  of  that  secret  and  then 
set  it  up  against  their  employer  "  (a),  and,  stating  it  gene- 
rally, where  one  person  has  entered  into  a  contract,  express 
or  implied  (b),  with  another  person,  to  keep  that  other 
person's  secret,  and  not  to  divulge  it,  nor  to  use  it  for  his 
own  advantage,  he  will  be  restrained  by  an  injunction  from 
so  divulging  or  using  the  secret  in  question  (c);  and  so 
will  a  person  who  is  acting  in  collusion  with  him  (d);  and 
a  contract  by  which,  on  the  sale  of  a  trade  secret^  the 
vendor  has  bound  himself  not  to  use  that  secret,  is  not 
invalid  as  being  in  restraint  of  trade  (e). 

Where  the  defendant  is  availing  himself  of  a  breach 
of  faith  or  of  contract  by  means  of  the  use  of  a  certain 
designation  for  his  goods,  in  such  a  case  the  defendant 
will  be  restrained  from  the  use  of  such  designation, 
although  the  plaintiff  may  have  no  exclusive  right  in  the 
same,  apart  from  such  special  circumstances  (/). 
Cannot  be uBed  JJo  One  wiU  be  allowed  to  use  the  name  of  a  well-known 
of  tturiSipe.  article,  with  the  secret  recipe  of  which  he  is  unacquainted, 
upon  goods  of  his  own  make,  so  as  to  represent  the  spurious 


Name  of 
secret  manu- 
facture. 


(a)  Per  Lord  Cranworth,  L.'J., 
in  Moriion  v.  Mo<U,  21  L.  J.  Ch., 
248. 

(6)  See  Tipping  v.  Clarke,  2  Kwce, 
S83;  Wuton  v.  JItmmim$,  2  Vict 
L.  R.  Eq.  121. 

(c)  Sedcm  v.  SennUe^  2  Y.  ft  B. 
220;  Brymm  ▼.  Whitehead,  1  S.  & 
S.  74;  Green  v.  Fdgham,  ib,  398; 
Tipping  v.  Clarke,  2  Hare,  888; 
MortMon  v.  Moat,  9  Haie,  241;  21 
L.  J.  Gh.  248;  Hogg  v.  Darley,  47 
ih.  667;  Whitney  v.  Hickling,  6 
Grant  Up.  Can.  Ch.  605;  Weston  v. 
Bemmons,  2  Vict.  L.  R.  £q.  121; 
Peabody  v.  Norfolk,  98  Mass.  452. 
But  see  Netebery  ▼.  Jamet,  2  Mer. 
446,  in  which  Lord  Eldon  declined 
to  isime  an  injunction,  on  the  ground 
that  the  Court  could  have  no  means 
of  judging  as  to  its  infringement. 

[d)  Peabody  v.  Norfolk,  98  Ma8i>. 
452. 


{e)  Brymm  v.  Whitekead,  1  S.  ft 
S.  74 ;  Haag  v.  Darley,  47  L.  J.  Ch. 
567;  /arru  v.  Peck,  10  Paife  118. 
And  see  Leather  Ckih  Co.  v.  ZorsovU, 
L.  R.  9  £q.  852;  and  AlUopp  v. 
Wheatcroft,  L  R.  15  £q.  59.  In 
Vickery  v.  Wdch,  19  Pick.  523,  the 
Sup.  Ct.  of  Mass.  held  that  a  person 
who  had  agreed  to  sell  a  secret  pro- 
cess, ought  to  have  covenanted  to 
communicate  the  secret  to  the  pur- 
chaser  and  to  no  one  else. 

if)  Morison  v.  Moat,  9  Hare,  241. 
And  see  Green  v.  Folgham,  1  S.  ft  S. 
898;  James  v.  James,  L.  R.  13  £q. 
421;  Estoowri  v.  Estcourt  Mop 
Essence  Co.,  L.  R.  10  Ch.  276; 
Weston  v.  Hemmons,  2  Vict  L.  R. 
Eq.  121.  In  Canham  v.  Jones,  2 
V.  ft  B.  218,  and  Green  v.  Rooke, 
W.  N.  1872,  p.  49,  L.  J.  Notes  of 
Cases,  1872,  p.  54,  no  fraud  was 
proved. 
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goods  to  be  genuine  (a);  but  it  seems  that  if  a  pei^on  has 
an  equal  right  to  the  use  of  the  name  with  the  person  who 
is  acquainted  with  the  secret  in  accordance  with  which 
the  goods  are  manufactured,  the  latter,  at  all  events,  cannot 
restrain  him  from  the  use  of  the  mark,  whatever  remedy 
may  be  open  to  the  public  (6).  If  the  person  of  whom 
complaint  is  made  is  acquainted  with  the  secret  process, 
and  has. been  accustomed  to  use  it,  the  objection  to  his  use 
of  the  name  does  not  arise  (c),  and  such  a  person  will  not 
be  restrained  from  using  it  at  the  suit  of  a  person  who  has 
no  right  to  use  the  recipe  in  the  district  in  which  the 
defendant  trades  (d). 
Aftet  the  death    of    an    inventor   of    a   secret    pro-  Secret  paases 

■I  •  T_      "!_    J    1  X    xi_  X    •       i_  •  1         with  owner's 

cess,  his  son,  who  had  learnt  the  secret  m  his  employ,  personal 
continued   to   make  the   ailicle,  but   did   not   take  out  estate, 
administration  to  the  father,  and  it  was  held  that  without 
becoming  his  fathers  personal   representative,  he   could 
acquire  no  right  to  prevent  the  use  of  the  secret  by 
another  (e). 

The  manner  in  which  the  Court  deals  with  a  secret  Orem  v. 
process  is  well  exemplified  by  the  case  of  Green  v.  ^  ^ 
Folgham  (/).  There  the  grandfather  of  the  plaintiflfe  and 
defendant  possessed  the  secret  of  a  recipe  for  an  ointment 
called  "Dr.  Johnson's  Ointment  for  the  Eyes."  This 
secret  he  settled  on  his  daughter  at  her  marriage,  and 
directed  that  at  the  death  of  the  survivor  of  her  and  her 
husband  it  should  be  sold  for  the  benefit  of  the  children. 
The  daughter  communicated  the  secret  to  her  eldest 
son  and  destroyed  the  recipe.  On  a  bill  being  filed 
against  the   eldest    son   by  the    younger    children,   Sir 

(a)  CotUm  V.  Oili4ird,  44  L.  J.  Ch.  458. 

90;  Ansell  v.  Gaubert,  Dig.  163.  {d)  Manhattan  Medicine    Co.    v. 

(6)   WeOm  V.  Ketcham  (1),  39  N.  Wood,  4  Cliff.  461;  23  U.  S,  Pat. 

Y.  Super.  Ct  54;  S.  a  (2)  51  How.  Gaz.  1925. 

Pr.  455.  (c)  Hnvcnden  v.  Lloyd,  18  W.  R 

{c)  WiUhaut  v.   Braun,  44  Md.  1132.    And  see  Singl^um  y.  JBolUm, 

808;  and  see  Fdmbold  v.  Heimbold  3  Doug.  293. 

Manufactunng    Co,,  58   How.   Pr.  (/)  1  S.  &  S.  398. 
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J.  Leach,  Y.-C,  decreed  an  account  of  the  profits  made 
by  the  defendant  since  his  mother's  death  by  the  sale 
of  the  ointment,  a  reasonable  allowance  being  made  him 
for  his  time  and  trouble  in  preparing  and  vending  the 
same.  And  the  Vice-Chancellor  went  on  to  remark  that 
if  the  secret  could  be  made  a  subject  of  sale,  the  plaintifis 
would  be  next  entitled  to  ask  from  the  Court  that  a  sale 
should  be  directed  accordingly.  But  inasmuch  as  the 
Court  had  no  possible  means  either  to  communicate  the 
secret  to  a  purchaser  with  certainty,  or  to  protect  him  in 
the  enjoyment  of  it,  a  sale  was,  he  said,  impracticable  (a). 
But,  he  continued,  although  the  Court  could  not  direct  a 
sale,  it  had  the  power  of  taking  a  course  which,  in  point 
of  advantage,  would  be  equivalent  to  the  plaintiffs.  It 
could  enquire  what  would  be  the  value  of  the  secret  to 
sell,  provided  it  could  be  made  the  subject  of  sale ;  and  the 
annual  profits  which  had  actually  been  made  by  the  sale 
of  the  ointment  from  the  death  of  the  mother  would  be  a 
fair  criterion  by  which  that  value  might  be  estimated. 
And  the  Vice-Chancellor  accordingly  decreed  the  value  to 
be  ascertained  at  law,  as  at  the  date  of  the  decree. 

In  connexion  with  this  subject  it  should  be  mentioned 
that  when,  as  is  frequently  the  case,  the  article  manufac- 
tured by  the  secret  process  is  a  quack  medicine,  or  an 
article  intended  to  deceive  the  public,  the  Court  will  not 
struggle  to  protect  the  secret  or  to  punish  those  who 
invade  it  (b). 

The  rights  which  are  possessed  by  the  owner  of  a 
magazine,  newspaper,  or  other  literary  publication,  are  of 
a  very  similar  character  to  those  which  a  person  has  in  the 
goodwill  of  a  business  carried  on  by  him.  Just  as  a  name 
affixed  to  a  shop  conveys  to  customers  the  idea  of  a  certain 
degree  of  excellence,  with  which  the  articles  sold  by  the 


(a)  See  iVei96ery  V. /amef,  2  Mer.      157;    Egtoourt     v.     Eitcourt     Hop 
446.  Emnce  Co,,  L.  R.  10  Oh.  276. 

(6)   Williams  v.   WiUiaiMf  S  Mer. 
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person  using  that  name  are  associated  in  their  minds ;  so 
the  title  prefixed  to  a  periodical,  or  its  general  appearance, 
conveys  to  those  who  take  it  up  the  impression  that  the 
contents  of  that  publication  will  be  found  to  be  up  to  the 
standard  to  which  former  editions  of  the  simulated  pub- 
lication have  attained.  Like  goods  bearing  a  trade  mark, 
literary  publications  carry  with  them  wherever  they  go  the 
guarantee  for  their  quality,  and  the  representations  con- 
veyed by  their  titles  are  made  to  aU  into  whose  hands  they 
may  come,  not  merely  to  the  original  purchaser.  With  the 
doctrine  of  trade  marks  that  of  the  titles  of  literary  works 
has  also  progressed,  so  that  in  this  case  also  that  wliich  was 
formerly  protected  on  the  general  ground  of  repression  of 
firaud  is  now  protected  as  property,  and  "  a  publisher  or 
author  has  either  in  the  title  of  his  work,  or  in  the  appli- 
cation of  his  name  to  the  work,  or  in  the  particular  marks 
which  designate  it,  a  species  of  property  similar  to  that 
which  a  trader  has  in  his  trade  mark,  and  may,  like  a 
trader,  claim  the  protection  of  a  Court  of  Equity  against 
such  a  use  or  imitation  of  the  name,  mark,  or  designations 
as  is  likely,  in  the  opinion  of  the  Court,  to  be  a  cause  of 
damage  to  him  in  respect  of  that  property  "  (a). 

The  earliest  of  the  cases  with  respect  to  the  titles  of  Hogg  v.Kirhy, 
publications  was  Hogg  v.  Kirby  (6),  before  Lord  Eldon,  C, 
in  1803.  The  plaintiff  was  the  proprietor  of  a  monthly 
magazine,  called  "  The  Wonderful  Magazine,"  which  was 
in  &ct  edited  by  the  plaintiff,  though  the  defendant's 
name  was  used  as  that  of  the  publisher.  At  the  comple- 
tion of  the  fifth  number,  the  defendant  refused  to  allow 
the  longer  use  of  his  name,  and  the  arrangement  was 
accordingly  discontinued,  and  the  accounts  between  the 
parties  finally  settled.  The  plaintiff  then  put  out  a  notice 
stating  that  he  would  publish  the  sixth  number,  which  he 

(a)  Per  Miller,  J.,  in  RoUrtmm  v.  Corre9p(mdenlt  Nevospaper^  Ct.  Sobs. 

Barry,  50  Md.  591.  Cas.  Ist  Ser.  I.  407  n.,  and  OmttahU 

(6)  8  Ves.  215.     And  see    the  4s  Co.  v.  BrewtUr,  ib.  III.  215. 
early  Sootch  cases  of  In  re  Edinburgh 
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SpoUitteoodey. 
Clarhe, 


did,  but  on  the  following  day  &  new  magazine  was  pub- 
lished by  the  defendant,  under  the  same  title  as  the  old 
one,  but  with  the  addition  of  "New  Series  Improved, 
printed  for  Kirby  &  Scott/'  and  it  was  announced  that  it 
was  intended  to  issue  this  monthly.  The  plaintiff  then 
instituted  a  suit  to  check  the  piracy,  and  was  able  to  point 
to  several  circumstances,  in  addition  to  the  title,  which 
indicated  an  intention  of  inducing  the  belief  that  the  work 
was  in  fact  a  continuation  of  the  plaintiff's.  Lord  Eldon, 
in  his  judgment,  after  alluding  to  the  circumstance  that 
the  plaintiff's  counsel  had  argued  the  case  on  the  several 
grounds  of  copyright,  fraud,  and  contract,  said  that  he 
should  state  the  question  to  be,  "  not  whether  the  defen- 
dant's work  was  the  same  as  the  plaintiff's,  but,  in  a  ques- 
tion between  those  parties,  whether  the  defendant  had  not 
represented  it  to  be  the  same,"  in  fact,  resting  the  case 
upon  fraud  on  the  part  of  the  defendant  His  Lordship 
held  that  the  defendant's  intention  did  appear  to  be  to 
represent  his  work  as  a  continuation  oi  the  plaintiff's, 
"  taking  the  credit  which  had  been  acquired  by  that  to  his 
own  "  (a),  and  the  injunction  was  accordingly  granted,  but 
in  such  terms  as  to  extend  only  to  the  pretence  of  the  de- 
fendant's work  being  a  continuation  of  the  plaintiff's  (6). 

In  Spottiatvoode  v.  Clarke  (c),  where  the  plaintiff  pub- 
lished "The  Pictorial  Almanack,"  the  defendant,  "Old 
Moore's  Pictorial  Almanack,"  there  being  certain  similari- 
ties between  the  wrappers  of  the  two  works,  Lord  Cotten- 
ham,  denying  that  trade  marks  had  anything  to  do  with 
the  case,  said  that  it  was  difficult  to  believe  that  no  fraud 


(a)  Beo  Lonffffiany,  Winchester,  16 
Yes.  269,  in  which  Lord  Eldon  ex- 
plained his  decision  in  the  present 

(b)  In  Strahan  v.  King,  Dig.  539, 
the  proprietors  of  the  **  Contemporai-y 
Review**  sought  to  restrain  their 
publishera  and  a  former  assistant 
editor  from  issuing  the  "Nineteenth 
Century/*    alleging    among    other 


things  that  the  defendants  were 
representing  the  latter  to  be  the 
plaintiffs'  Beview;  the  Vioe-Ghan- 
cellor,  however,  held  th&t  the 
charges  failed,  and  refused  to  grant 
an  injunction.  And  see  Clowes  v. 
Boffg,  W.  N.  1870,  p.  268;  t6. 1871, 
p.  40. 

(c)  2  Ph.  154. 
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was  inteDded,  but  that  if  such  were  the  case,  the  attempt 
was  very  clumsy.  And  he  felt  so  much  doubt  as  to  the 
legal  right  that,  on  the  balance  of  convenience,  he  dissolved 
the  injunction  which  had  been  granted  by  the  Vice-Chan- 
cellor  of  England,  giving  the  plaintiff  leave  to  bring  an 
action,  and  ordering  the  defendant  to  keep  an  account. 

In  both  of  the  above  cases  fraud  was  the  ratio  deddendiy  Title  of 
the  actions  of  the  defendants  being  examined  with  a  view  ^" 
to  the  discovery  of  their  motives  and  intentions.  But  at 
the  present  date  the  rule  is  that  even  though  one  person 
may  have  adopted  in  ignorance  and  bond  fide  a  name  coin- 
cident or  nearly  coincident  with  that  employed  by  another 
person,  yet  he  is  bound  to  discontinue  the  use  of  that  name 
so  assumed  as  soon  as  he  is  made  acquainted  with  the  fact 
of  its  earlier  employment,  and  the  previous  employer  of  the 
name  is  entitled  to  obtain  an  injunction  against  him,  unless 
by  his  own  laches  or  other  default  he  has  lost  the  rights 
which  he  otherwise  would  have  had.  The  principle  enun- 
ciated by  Sir  W;  P.  Wood,  V.-C,  in  McAndrew  v.  Baaaett  (a), 
would  be  equally  applicable  to  the  case  of  a  title  of  a 
periodical,  that  is  to  say,  that  although  A.  may  have  inno- 
cently used  the  title  employed  by  B.,  yet  if  he  continues  to 
trade  upon  B.'s  reputation  after  being  made  aware  of  his 
error,  he  does  so  fraudulently. 

The  modern  doctrine  was  thus  stated  by  the  L.  JJ.  in  Frftudulent 
the  "  Sporting  Life "  case  (6) :  « It  appears  to  us  that  [[^^^^roTed 
there  is  nothing  analogous  to  copyright  in  the  name  of  a 
newspaper,  but  that  the  proprietor  has  a  right  to  prevent 
any  other  person  from  adopting  the  same  name  for  any 
other  similar  publication."  And  in  Clement  v.  Maddick  (c), 
the  principle  was  even  more  plainly  stated  by  Sir  J.  Stuart, 
V.-C.  The  plaintiffs  were  the  publishers  of  "  BelFs  Life," 
the  defendants  the  originators  of  a  "  Penny  Bell's  Life." 

(a)  88  L.  J.  Ch.  661.    And  see  Lord  Blackburn). 

WiUiams  v.  Osborne,  13  L.  T.  N.  S.  (6)  KeUy  v.  HuUon,  L.  B.  8  Ch, 

498  ;  and  Singer  Manvfactwring  Co,  708. 

V.  Loog  (8),  8  App.  Cas.   15  (per  (c)  1  Giff.  98. 
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The  Vice-Chancellor  said :  "  This  is  an  application  in  sup- 
port of  the  right  to  property.  It  has  been  argued  on 
behalf  of  the  defendants  that,  unless  a  fraudulent  intention 
is  made  out,  the  plaintiffs  are  not  entitled  to  an  injunction. 
That  is  a  view  of  the  law  to  which  I  cannot  accede.  Lord 
Cottenham,  in  the  case  of  Millington  v.  Fox  {a),  has 
declared  that  where  a  trade  mark  has  been  innocently  and 
even  unconsciously  made  use  of  to  the  injury  of  another, 
the  owner  of  the  trade  mark  is  entitled  to  the  protection 
of  this  Court." — "  The  defendants'  whole  case  appears  to 
rest  CD  the  fact  that  they  intended  to  commit  no  fraud ; 
that  they  had  no  fraudulent  intention  in  adopting  the 
words  '  Bells  Life/  and  thought  that  by  prefixing  the  word 
*  Penny '  to  the  title  they  had  sufficiently  warned  the  public 
that  they  were  not  purchasing  the  plaintifis'  paper.  But 
the  absence  of  fraudulent  intention  is  no  defence  against 
an  application  to  the  Court  for  an  injunction  by  the  peiBon 
whose  property  has  been  injured/'  and  where  deception  is 
probable,  an  injunction  will  be  granted  (6). 

(a)  3  My.  &  Cr.  338.  AdvertiMr     for     the     County "); 

(6)  Thus,  injunctiona  were  granted  Camt  ▼.  Qriffithi,  W.  N.  1873,  p.  93 

in  the  following  caies] — EdnumdM  ▼.  {**  The  Iron  Trade  Circular — By- 

Benbow,  Dig.  33  ("The  Heal  John  land's  "by  "The  Iron  Trade  Cir- 

Bull"  imitated  by  "The  Old  Real  oular^-edited by Samnel Griffiths*'); 

John  Bull");  In  re  The  Edinhurgh  MeUler   v.    Woody  8  Ch.  D.  606 

Correspondait  Neuf8paper,Ct,o{  Sese.  ("  Hemy's  Royal  Modem  Tutor  for 

Cm.   Ist  Ser.  I.  (new  ed..)  407  n.  the  Pianoforte"  by  "Hemy's  New 

("The  Edinburgh  Correspondent,"  and  Revisbd    Edition  of   Jousm'b 

name  copied);  CotutabU  A  Co.   v.  Royal  Standard  Pianoforte  Tutor"); 

BrewtUr,  Ct  of  Sess.  Cas.  Ist  Ser.  HuUMngt  v.  Shmrd,  W.  N.  1881, 

III.  215  (new  ed.  152)  ("  The  Edin-  p.  20  ("  The  Violin  School,  by  J.  D. 

burgh   Philosophical  Journal"   bv  Loder"  l:^  "J.  D.  Loder's  Cele- 

"  The  New  Series  of  the  Edinburgh  brated  Violin    School,   edited,  re- 

Pbiloeophical  Journal ");  ProweU  v.  vised,  and  enlarged  by  T.  Westrop  "); 

MoHimer,  2  Jur.  N.  S.  414  ("The  MaUdl    v.  Flanagan,  2  Abb.   Pr. 

John  Bull  and  Britannia "  by  "The  N.  S.  459  ;  R.  Cox.  367  (" The  Na- 

True  Britannia"); /n$rramy.i9/{|f, 5  Uonal  Police  Gasette "   by   "The 

Jur.   N.    S.    947    ("The    London  United  States    PoUce  Gasette"); 

Journal  "  by  "  The  London  Daily  Potter  v.  MePhermm,  28  N.  Y.  Sup. 

Journal");    Chance    v.    Shejmard,  Ct.    569   ("Payson,    Dunton,  and 

Pig.     817     ("The     Bedfordshire  Soribner's     National    System     of 

Express    and    General    Advertiser  Penmanship  *'  by  "  Independent  Na- 

for   the    Counties    of    Cambridge,  tional  System    of    Penmanship"). 

Hertfordshire,       Huntingdonshire,  And  see  Keene  v.  HarrU,  17  Vea. 

and    Middlesex"    by    "The   Bed-  338;  TFo/ter  v. ^eod,  25 SoL  J. 742, 

foidahire     Express    and    General  757  (imitations  of  "The  Times"), 
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While,  however,  the  fact  that  the  defendant  has  adopted  But  deception 
a  title  calculated  to  deceive  is  sufficient  to  entitle  the  bable. 
plaintiff  to  his  remedy,  without  it  being  necessary  for  him 
to^o  into  the  defendant's  motives,  he  must  prove  the  pro- 
bability of  deception,  and  if  he  cannot  do  this,  he  will  fail, 
even  though  there  may  be  circumstances  pointing  to  a 
fraudulent  intention.  Thus,  where  the  proprietors  of  the 
"  Era,"  one  of  the  principal  writers  in  which  paper  used 
the  pseudonym  of  "Touchstone,"  sought  to  restrain  the 
publication  of  "  Touchstone,  or  the  New  Era,''  and  alleged 
certain  further  resemblances  between  the  two  papers,  the 
Court  of  Appeal  rescinded  the  injunction  which  had  been 
granted,  on  the  ground  that  no  deception  could  occur  (a). 
And  where  the  plaintiff  sought  to  restrain  the  defendant 
from  using  the  name  "  Post  Office  Directory,"  and  it  was 
shown  that  the  name  had  been  used  by  others  than  the 
plaintiff,  and  that  the  defendant  had  had  the  assistance  of 
post  office  servants,  it  was  held  that  no  injunction  could  be 
granted  (6). 

Although  the  title  of  a  periodical  publication  as  a  news-  Titles  of 
paper,  magazine,  or  almanack,  most  closely  resembles  a  trade  proSStedT^"^^ 
mark,  on  account  of  its  repeated  and  continued  use  from  generally, 
time  to  time  upon  articles  of  a  certain  class,  the  protec- 

and  American  Orocer  Publishing  As-  Daily  Chronicle  "  and  **  The  Sport- 

BociaUon  v.  Orocer  Publiaking  Co^  ing  Chronicle  and  Prophetic  Bell ''); 

82  N.  Y.  Snp.  Ct.  898  (imitationa  of  Smnoden    v.    Noah,     Hopk.     347, 

" 'ITie  American  Grocer ").  R.  Cox,  1  ("The  National  Advo- 

(a)  Ledger y.  Ray, Dig.  650.  And  cate*'  and  "The  New  York  Na- 

no    injunctiona    were    granted    in  tional  Advocate");  Bdl  v.  LockSf 

Bradburg  v.  Beeton,  89  L.  J.  Ch.  57  8  Paige,  75,  R.  Cox,  11  ("  The  De- 

("  Punch  **  and  "  Panch  and  Judy  ");  mocratic  Republican  New  Era  '*  and 

J>ick9    ▼.    YcUet,    18    Ch.    D.    76  "  The  New  Era ");   Su^iens  v.  De 

("Splendid  Misery,  or  East  End  Conto,  7  Robertson,  343,  R.   Cox, 

and  West  End,  by  C.  H.  Hazle-  442    ("La     Cronica"     and     "El 

wood,"  and  "Splendid  Misery,  by  Cronista");     Otgood    v.    Allen,    1 

the  author  of  Lady  Audley's  Secret,  Holmes,  185  ("Our  Yonng  Folks, 

Vixen,  fta");  DaU  ▼.  Smith,  W.  N.  an  Illustrated  Magazine  for  Boys 

1882,  p.  145  ("  The  Plnmber  and  and  Girls,"  and  "Our  Young  Folks' 

Decorator  and  Journal  of  Gras  and  Illustrated     Paper ") ;    T(dloot    v. 

Sanitary  Engineering"  and  "The  Moore,  13  N.  Y.  Sup.  Ct.  106  ("The 

Decorator,  Plumber,  and  Gasfitter's  LiUle  Red  Book'*  and  "The  Bed 

Journal'');    Oowen  v.   HuUon,    46  and  White  Book.") 

L.  T.  N.  S.  897  ("The  Newcastle  {d)  KeUy  v.  Bylet,  13  Ch.  D.  682. 
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marking  that^ 
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of  the  plaintififia* 
was  imitated 
the  public  to 
genuine,  the 
The  right 


cation.  right  01  prop>^^^ 

assignment  (e)    ^^-^^   -^^ 
proprietor's  l>€ia^i5. 


No  copyright 
in  title. 


assignment  {eTy 
proprietor's  l>£^ 
seizure  by  a  six 
solution  of  p 
sold  for  the  ^ 
included  in  tlx 
Although  Wx 
to  the  right  ici 

(a)  Mack  v.  J>ei 
481.  See  Wddm^ 
D.  247. 

(&)  CkappeU  v. 
J.  117;  Ckappdl 
128.    ^~*  -  ' — 


^-0«0t;s  TO  THOSB  OF  TiUDE  MAEK. 

Ojurt  is  extended  to  the  title  of  anj 
-lext  Book  •  succeeded  in  obteining  an 

«  Iftt       were  not  entitled  to  publill, . 

^TC  "*  r  ^  ^'^^  ««  *«  binding  o; 
«  to  be  a  colouxable  imitation  of  L 

-ha  manner  as  to  be  calculated  toinduc 

ex^       i'  ^"^"^  '^^^  "^"^^^  (*)■ 
(^)1^  'k  l^,''*''  ^'  *  publication  is 

te  o/.K      P"'^^  «^  *he  sale  bei 
«  of  the  partnerahip  (A) 

titl?  o?^^  V^^  ^*°  ««°»««°>««  »PPl 
title  ofa  publication  (i;,  there  «<^ 


^«^  2  K.  4 


x^o.  But  in  Iku^c^  '  -^^vidton,  ib 
Y.  Saper.  Ct  611,  j^  ^■-  J>alff,  39  jjj 
no  injunction  ooaj<^  ^^*  ^^^  tl'»t 
restrain    the    nao        «^^  SMnted  to 


V  -owton,  L  £.  19  Eo.  207-  fi 
*»  V.  ^«^  Hopk  S";;  R'cf 

Mote°  V**v*«  ««»*», , 

(c)  OJnwnt  y.  il^-^^.  /li  J?"  •*»»• 

i;  Kdly  T.  Hwttotl*^*<*,  1  Giff.      osn  ^*'^  ■''"«.  2  De  Q 

'8.  *     -^  B.  8  ClL         7i»  D    ^ 

<»^  A^.  per  Lord  noudHjr. 


"Charity"  M  the  n^f  *^®  word 
the  word  being  o^^f**®  ®'  »  pJaj, 
application,  and  t;l^_  ^^  general 
defendant  ftoTui^^cfe.  ««©    by    the 

98 

708.  »  \ja, 

(d)  Per  Wood,  r^.     ■*    .     ^ 
Hutton,  ubi  tuprd.  ''•i  to  ^effy  y^ 

(e)  Longman  v.  3V»--,v-.    « 
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in  general  be  any  copyright  in  the  title  or  name  of  a 
book "  (a),  but  copyright  and  trade  mark  are  things 
"  totally  distinct "  (6),  and  registration  under  the  Copyright 
Acts  gives  no  further  right  to  protection  than  exists 
independently  of  such  registration  (c). 

Just  as  a  trade  mark  must,  in  order  to  be  entitled  Must  be 

aotiuu  user. 

to  protection,  be  affixed  to  a  vendible  article  in  the 
market  (d),  so  a  title  of  a  publication  must  be  actually 
used.  The  mere  intention,  previous  to  publication,  of 
using  a  particular  name  as  the  title  of  a  literary  work, 
even  if  followed  by  the  registration  of  the  proposed  title 
as  copyright,  the  advertisement  of  the  forthcoming  work, 
or  the  actual  preparation  of  its  contents,  confers  no  right 
to  protection,  for,  "  in  the  case  of  advertisement,  followed 
by  publication,  the  party  publishing  has  given  something 
to  the  world,  and  there  is  some  consideration  for  the 
world's  giving  him  a  right ;  but  in  the  case  of  mere  adver- 
tisement, he  has  neither  given,  nor  come  under  any 
obligation  to  give  anything  to  the  world,  so  that  there 
is  a  total  want  of  consideration  for  the  right  which  he 
claims  "  (e).  Where,  on  the  other  hand,  a  book  has  been 
once  published  under  a  particular  title,  it  seems  that  the 
right  in  the  title  remains,  notwithstanding  that  the  book 
has  been  long  out  of  print,  and  has,  in  fact,  been  treated 
as  obsolete  (/). 


V.C.,  in  Dieka  v.  Tatet,  18  Oh.  D. 
76. 

(a)  Per  JamAs,  L.  J.,  in  Dicks  v. 
Yates,  18  Gh.  D.  76.  And  see  KeUy 
V.  ffutton,  L.  R.  8  Ch.  708;  Corre- 
tponderU  Newspaper  Co,  v.  Saunders, 
11  Jar.  N.  S.  540;  Osgood  v.  Alien, 
1  Hofanes  185. 

{b)  Per  Jeeeel,  M  B.,  in  Dicks  v. 
YaUs,  18  Ch.  D.  76. 

{€)  AfaxweU  ▼.  Bogg,  L.  R  2  Ch. 
307.  In  the  American  case  of 
JoOie  V.  Jaques,  1  6L  C.  C.  618,  it 
was,  however,  held  that  the  right  to 
the  title  of  a  work,  the  copyright  of 


which  turned  out  to  be  invalid, 
must  fail  with  the  copyright.  See 
Osgood  V.  Allen,  1  Holmes  185; 
Isaacs  V.  Daly,  89  N.  Y.  Super.  Ct. 
511;  Scoville  v.  Toland,  6  West. 
L.  J.  84;  and  ffirsch  v.  Jonas,  3  Ch. 
D.  584. 

{d)  Or  registered,  since  the  Trade 
Marks  Act  of  1875. 

(«)  Per  Sir  G.  J.  Turner,  L.  J., 
in  MaxweU  v.  ffogg,  L.  R.  2  Ch.  807. 
And  see  Correspondent  Neaspaper 
Co.  V.  Saunders,  11  Jur.  N.  S.  540. 

(/)  Wddon  V.  Dicks,  10  Ch.  D. 
247. 


CHAPTER  IX. 


Connexion 


GooDwnx. 

So  early  a»  tli^  time  of  Lord  Hardwicke  (a)  it  was  iii 
jQCC^iaed  tba,^,  -tte  goodwill  of  a  trade  might  be  of  « 
Biderable  vaJ^ies,  and  by  the  beginmng  of  the  prea 
century  it  -wa^  said  at  the  bar  (6)  to  be  a  mattei 
common  ex:i>^ri^rice  that  contracts  for  the  sale  of  a  gc 
■will  were  etifox-cesd  by  actions  at  Law  at  every  sittings. 
The  contxejxion  between  goodwill  and  trade  mark 
between  g«id-  y^ry  intjma,-fc^.  Thus,  where  in  a  suit  for  specific  perf( 

^^d  t»d«  ^^^^  ^f  a  contract  for  sale  of  a  business  (c).  one  of 
subjects    oi  "tile    contract  was  "goodwill,  &c.,"  Si 

Bomilly.  M-.Tt.  ^  ^^jj  ^^^^^^  j.jj,jgg  words  united  such  tl 
as  were  nec€sssa,rily  connected  with  and  belonged  te 
goodwill,  ma.Tiy  of  which  were  easily  pointed  out 
instance,  tbe  vise  of  trade  marks.  Such  things  wou 
included  m  tli^  -words  "et  csetera,"  and  would  be  iuc 
in  the  convey  a.iace.  The  sale  of  a  business  carries  v 
the  goodwill  amitrademarks{d),and  thesaleofabir 


(«)  OtbUtt  V.  A««<i,  0  Mod.  459. 

(i)  fli«"  '■  f^S^.    1  EMt,  190. 

^c)  Cooprr  v.  r^otxi,  26  Bosv.  288. 

^d)  Sftijiw^**   -v,    CUmenU,  19  W. 

B.  B99.    A?\"*^^  -«a«  y.  Barrow,, 

4  De  G.  J.  *5-rr^**-     I"   I'""'*  V- 

Jona  Brof.  *  ^o-.     3  Hugheg   274, 

the  AmsrioftnOottrt  helrftho  con- 

tr»ry.  ^'''^JS'3^  '*'-  i>Mfl'io»,  Johns. 

174,  V.-C.  Wood^e„t  »  («r  «  to 

,aj  tut  the  quOBfcion  of  tr^Js  nark 

,„M  in  fMt  the  M^oke  »  the  question 

o(  firm  nwne,  which,  it  wu  obvioui^ 

w»  poiwat    j»rt  of  the  good. 


will,  and  In  Taimg  v.  Jonei 
Co,  u(j  tvpnl,  it  wu  u 
"r^hta  in  the  trade  m 
utabgDiu  to  rights  in  the 
of  a  partnrawhip."  See,  too, 
V.  Curling,  S  Bear.  129;  I 
McMatter  d-  Co.,  18  Ir.  J 
Congrtn  <t-  Empire  Sprw 
High  Rode  Otmgrm  Sprin 
Barb.  626,  R  Cot,  691 
OntciiU  Co.  v.  ^^iw" 
Bremter,  321,  R.  Cox,  Ef 
V.  /oAtMon,  111  Man.  J 
Aaiw   V.   £raan,   44  Md. 
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and  goodwill  carries  with  it  the  right  to  the  trade 
name  (a),  and  the  words  "  assets  and  effects  of  every  kind 
and  nature/'  in  a  bill  of  sale  of  a  business,  cover  the  trade 
marks  used  in  the  business  (6).  Again,  a  trade  mark 
cannot  exist  in  gross  and  apart  from  the  goodwill  of  the  ' 
business  with  which  it  has  been  connected  (c). 

This  close  connexion  was  fully  recognised  in  the  Trade  Connexioii 
Marks  Registration  Act,  1875  (cQ,  by  the  second  section  of  R^^ration^ 
which  it  was  provided  that  a  reefistered  trade  mark  should  ^^  ^  ^^7^' 

^  .  °  .  .  and  Patents 

be  assigned  and  transmitted  only  in  connexion  with  the  Act,  1883. 
goodwill  of  the  business  concerned  in  such  particular 
goods  or  classes  of  goods,  and  should  be  determinable  with 
such  goodwill.  By  the  third  section  the  right  of  the  regis- 
tered proprietor  to  the  exclusive  use  of  the  trade  mark 
was  made  subject  to  the  provisions  in  respect  of  its 
connexion  with  the  goodwill.  These  provisions  are  now 
repeated  in  sections  70  and  76  of  the  Patents  Act,  1883  (e), 

"  Goodwill,  I  apprehend,"  said  Sir  W.  P.  Wood,  V.-C,  in  What  oonsti- 
the  important  case  of  Churton  v.  Douglas  (/), "  must  mean  °  *^ 
every  advantage,  every  positive  advantage,  if  I  may  so 
express  it,  as  contrasted  with  the  negative  advantage  of 
the  late  partner  not  carrying  on  the  business  himself,  that 
has  been  acquired  by  the  old  firm  in  carrying  on  its 
business,  whether  connected  with  the  premises  in  which 
the  business  was  previously  carried  on,  or  with  the  name 
of  the  late  firm,  or  with  any  other  matter  carrying  with  it 
the  benefit  of  the  business." — "  Very  frequently  the  good- 
will of  a  business  or  profession,  without  any  interest  in 

^He   Young,  Dig.   537;  Fulton  v.  Md.  303;  Taylor  v.  Bemig,  4  Bias. 

Sellers,   4  Brews.   42;    Hazard    v.  406;  Kidd  v.  Johnaon,  100  U.   S. 

CasweU,  47  N.  Y.  Super.  Ot.  637.  Rep.   617;  Wetton  v.  Ketcham  (1), 

(a)  Ptrr  James,  L.  J.,  in  Levy  v.  89  N.  Y.  Super.  Ct.  54;  S.  C.  (2), 

Walker,  10  OIl  D.  436.  51  How.  Pr.  455 ;  Morgan  v.  Sogers, 

(6)  Morgan  v.  Rogers,  26  U.  S.  26  U.  S.  Pat  Gaz.  1113. 

Pat  GaE.  1113.  {d)  38  &  39  Vict  c.  91. 

(c)  CoUon  V.  Oiilard,  44  L.  J.  Ch.  («)  46  &  47  Vict  c.  57. 

90;  Dixon  Crucible  Co.  v.   Guggen-  (/)  Johns.    174.     And  see  per 

heim,  2  Brewster  321,  R.  Cox,  559;  Hagans,    J.,    in    McQowan    Bros. 

Derringer  ▼.  Plate,  29  Cal.  292,  R.  Pump  A  Machine  Co.  v.  McOownn, 

Cox,   324;   Witthaua  v.   Braun,  44  2  Cine  313. 
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land  connected  with  it,  is  made  the  subject  of  sale,  though 
there  is  nothing  tangible  in  it "  (a).  And  it  carries  with  it 
the  benefit  of  such  matters  as  a  covenant  by  a  servant 
not  to  cariy  on  a  similar  business  within  prescribed 
Umits  (6). 

Previously  to  the  case  of  Churton  v.  Douglas  (c),  the 
language  of  various  eminent  judges  as  to  what  constituted 
"  goodwill "  had  rather  tended  to  connect  the  goodwill  with 
the  premises  on  which  the  business  was  carried  on,  than 
with  the  business  carried  on  there,  probably  because  that 
language,  though  in  general  terms,  was  directed  to  the  cir- 
cumstances of  the  case  then  in  course  of  decision  {d).  Thus, 
Lord  Eldon,  C,  in  Cruttwdl  v.  Lye  (e),  describes  goodwill 
as  "  nothing  more  than  the  probability  that  the  old  cus- 
tomers will  resort  to  the  old  place  "  (/).  Sir  J.  Leach,  M.R, 
describes  it  (g)  as  ''an  advantage  attaching  to  the  possession 
of  the  house  "  in  which  the  business  had  been  carried  on ; 
and  Lord  Langdale,  M.R  (h),  as  "the  chance  or  probabiUty 
that  custom  will  be  had  at  a  certain  place  of  business  in 
consequence  of  the  way  in  which  that  business  has  been 
previously  carried  on  "  (d).  In  King  v.  Midla/nd  RaUtvay 
Co,  (i),  Giffard,  V.-C,  gave  effect  to  this  view  by  holding 
that  the  assignees  in  liquidation  of  a  mortgagor,  whose 
business  premises  were  taken  by  a  railway  company,  were 
entitled  to  no  part  of  the  purchase  money,  as  having  been 
paid  in  respect  of  the  goodwill  of  the  business,  as  against 
the  mortgagee  of  the  premises,  whose  debt  exceeded  the 


{a)  Per  Pollock,  C.  B.,  in  Potter 
Y.  The  Commiesioners  of  Inland  Re- 
venue,  10  Ex.  147. 

[b)  Jacoby  v.  WhUmore,  49  L.  T. 
N.  S.  335. 

{e)  Johns.  174. 

(d)  See  Churton  ▼.  Douglas,  ubi 
iuprit 

(e)  17  Ves.  335. 

(/)  In  this  caf>e  Sir  A.  Piggott,  in 
the  course  of  his  ai^iment,  said 
that  "goodwill"  was  "the  advan- 


tage belonging  to  a  honse  long  ac- 
cQstomed  to  cany  on  a  particular 
trade."  See,  too,  Sir  T.  Plumer, 
V.-C,  in  Harrimm  v.  Gardner,  2 
Madd.  198. 

ig)  In(7Ai«umv.2)ft0fc,5RuBB.29. 

(h)  In  England  v.  Vowne,  6  Beav. 
269. 

(t)  17  W.  R  113.  See  Butter  v. 
Daniel,  30  W.  R.  724,  801;  MUehdl 
V.  Bead  (2),  26  N.  Y.  Sup.  Ot  418. 
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purchase  money;  but  that  the  goodwill  was  incident  to  the 
mortgaged  premises  and  passed  with  them. 

The  judgment  in  Chitrton  v.  Doviglaa  has  now  established  ^^  ^  '^°^' 
that  the  dictum  of  Lord  Eldon  in  Cmttwell  v.  Lye  (a)  must 
be  read  as  meaning  that  goodwill  is  the  probability  that 
the  old  customers  will  buy  the  old  goods  from  the  old  firm 
or  their  successors  in  business,  whether  the  means  of  identi- 
fication be  the  place  of  business  or  otherwise  (6).  The 
customers  of  a  large  wholesale  house  cannot  be  supposed 
to  pay  much  attention  to  the  exact  site  of  the  establish- 
ment, and  "  there  may  even  be  a  species  of  goodwill  which 
may  be  the  subject  of  bargain  and  sale,  although  not  de- 
pendent on  the  business  being  carried  on  in  any  particular 
place ;  for  instance,  in  the  case  of  what  are  called  quack 
medicines  "  (c). 

While,  however,  there  may  be  a  species  of  goodwill  not  Local  ©pn- 
intimately  connected  with  a  particular  spot,  in  many  trades  ^JlS^t. 
there  can  hardly  be  any  goodwill  apart  from  the  premises 
tm  which  business  has  been  carried  on.  Thus,  'Mt  is  quite 
plain  that  the  goodwill  of  a  public-house  passes  with  the 
public-house.  In  such  a  case  the  goodwill  is  the  mere 
habit  of  the  customers  resorting  to  the  house.  It  is  not 
what  is  called  a  personal  goodwill "  (d).  Such  a  goodwill 
carries  with  it  the  public-house  licences,  since  without 
them  the  business  cannot  be  carried  on  (e).  And  wherever 
there  is  a  connection  between  the  goodwill  and  a  particular 
locality  it  will  be  of  great  consequence,  and  a  house  of  little 
value  in  itself,  at  a  rack  rent,  may  have  a  peculiar  value 


(a)  17  Ves.  886. 

(b)  And  compare  Lahouehere  v. 
DotoRm,  L.  B.  18  £q.  822;  Cooper 
y.  Metropolitan  Board  of  Works,  25 
Ch.  D.  472. 

(c)  Brett,  J.,  in  Lleiodlyn  v. 
Butherford,  L.  R  10  C.  P.  456.  The 
goodwill  of  a  newppaper  is  another 
example.  See  Boon  v.  Moss^  70 
N.  Y.  465,  and  the  observations  of 
Lindlej,  L.  J.,  in  his  work  on  Part- 


nership. See,  too,  Potter  v.  The 
ComiMnioners  of  Inland  Beveniie,  10 
Ex.  147,  and  Huwer  v.  Dannenhoffer, 
82  N.  Y.  499. 

[d)  Per  Jeesel,  M.  R.,  in  Ex  parte 
PunneU;  In  re  Kitekin,  16  Ch.  D. 
226.  See  Mitchell  v.  Read  (2),  26 
N.  Y.  Sup.  Ct.  418. 

(«)  Rutted'  V.  Daniel,  80  W.  R 
724,  801. 


272 


GOODWILL. 


Another  Tiew 
of  goodwill. 


Goodwill  in 
learned  pro- 
fessiona. 


Division  into 
personal  and 
local. 


Division  into 
goodwill  of 
profession  fuid 
uf  trade. 


attached  to  it  from  the  fact  of  a  long-established  business 
having  been  carried  on  there  (a). 

Looked  at  from  another  point  of  view,  the  goodwill  may 
be  said  to  be  the  money  value  of  what  has  just  been  de- 
scribed as  the  goodwill  (6) 

While  the  value  of  most  businesses  is  determined  partly 
by  the  personal  qualifications  of  the  proprietor,  partly  by 
those  of  his  subordinates,  partly  (sometimes  principally)  by 
local  situation,  partly,  it  may  be,  by  yet  other  considera- 
tions, there  is  one  class  of  business  in  which  the  personal 
character  and  ability  of  the  head  of  the  establishment  are 
of  paramount  and  almost  exclusive  importance.  That 
class  comprehends  the  medical  and  legal,  or  "learned" 
professions. 

Adverting  to  this  distinction,  Sir  J.  Cross,  in  Ex  parte 
Thomas  (c),  divided  goodwill  into  personal  and  local,  adding 
that  there  might  be  a  goodwill  partly  personal  and  partly 
local  (d).  But  the  emplojrment  of  the  word  "local"  as 
descriptive  of  one  of  the  two  principal  heads  under  which 
goodwill  falls  seems  open  to  objection,  on  the  ground  that 
it  tends  to  produce  the  misconception  exposed  and  removed 
by  Vice-Chancellor  Wood,  in  Churton  v.  Douglas  (e),  and 
to  unduly  narrow  the  meaning  to  be  sussigned  to  "  good- 
will," which,  as  has  been  seen,  comprehends,  not  merely 
the  advantage  of  local  situation,  but  every  positive  advan- 
tage connected  with  an  established  trade. 

The  two  classes  of  goodwill  may  more  satisfactorily  be 
distinguished,  from  the  classes  of  pursuit  to  which  they 
respectively  relate,  as  the  goodwill  of  a  profession  on  the 


(a)  ParvmM  v.  Hayward,  31  L.  J. 
Ch.  666;  LUvfellyn  v.  Ruiherford, 
L.  R.  10  C.  P.  466.  See  Cooper  v. 
Metropolitan  Board  of  Works,  25 
Ch.  D.  472,  per  Ck>ttoo,  L.  J. 

(6)  Austen  v.  Boys,  2  De  G.  &  J. 
626;  LUweUyn  v.  Rutkerford,  (Brett, 
J.),  ubi  suprd. 

{e)  2  Mont.  D.  &  De  G.  294;  and 


•ee  Ex  parte  Punnett,  16  Ch.  D.  226. 

(d)  This  division  corresponds  to 
thftt  of  trade  marks  into  personal 
and  local,  made  by  Sir  J.  Komilly, 
M.  R,  in  ffall  v.  Barrowe,  82  L.  J. 
Ch.  648,  which,  however,  was  not 
indorsed  by  Lord  Westbury,  0.  See 
4  De  G.  J.  &  S.  160. 

(e)  Johns.  174. 
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one  Iiand^  and  that  of  a  trade  on  the  other.  It  is,  indeed, 
true  that  the  goodwill  of  a  trade,  the  more  usual  kind, 
possesses  so  many  characteristics  which  that  of  a  profession 
has  not,  that  the  latter  has  been  thought  to  be  hardly  en- 
titled to  the  name  of  goodwill  at  all  (a),  and  in  ArvmdeU 
V.  BeU  (b),  Sir  0.  Jessel,  M.  R,  went  so  far  as  to  say  that 
*'  there  is  nothing  analogous  to  the  goodwill  in  an  ordinaiy 
trade,  which  you  can  sell,  in  the  case  of  a  partnership  of 
living  solicitors ;"  but,  on  the  other  hand,  there  are  points 
of  resemblance  in  which  both  classes  are  governed  by  the 
same  general  rule,  and  there  is  a  convenience  in  following 
an  established  phraseology. 

In  Bunn  v.  Guy  (c),  the  Lord  Chancellor  was  impressed  Contract  by 
by  the  diflference  between  the  goodwill  of  a  profession  and  traiufefgood- 
that  of  a  trade,  and  caused  the  opinion  of  the  Court  of  "^  endowed 
King's  Bench  to  be  taken  as  to  whether  a  contract  by  a 
practising  attorney  (among  other  things)  to  relinquish  his 
business  and  recommend  his  clients  to  two  other  attorneys 
for   valuable   consideration,  and   not  to   practise   within 
certain  limits,  and  to  permit  them  to  use  his  name  for  a 
certain  time,  was  good  at  Law,  so  that  the  vendor  could 
recover  in  an  action.     The  answer  was  that  the  contract 
was  good  in  Law. 

This  decision  did  not  long  remain  uncriticised.  In  Decision 
Bozon  V.  Farlow  (d),  Sir  W.  Grant,  M.  R.,  refused  to  grant 
specific  performance  of  an  agreement  for  the  sale  of  an 
attorney's  business,  the  terms  of  the  agreement  not  being 
sufficiently  specified  to  enable  the  Court  to  give  the  pur- 
chaser the  proper  return  for  his  money,  and  he  took  the 
opportunity  of  questioning  the  propriety  of  a  sale  of  an 
attorney's  business,  which  depended  so  much  on  the  in- 

(a)  See  Autten  v.  Boyi,  2  De  G.  &  the  medical  cases  of  Ratolimon  v. 

J.  626,  and  Bainy,  Munro,  Ct.  Sess.  Clarke,  14  M.  &  W.  187;  Smith  v. 

Caa.  4th  Ser.  V.   416,    per    Lord  Smith,    4   Wend.    468j    Butler   v. 

CurriehiU.  BurUion,  16  Vt.  176. 

(6)  62  L.  J.  Ch.  537.  (d)  1  Mer.  459. 

(c)  4  East,  190,  in  1803.     See 
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cumbent's  own  character.  And  in  Farr  v.  Pearee  (a),  Sir 
J.  Leach,  Y.-C,  strongly  sapported  the  personal  character 
of  a  profession  as  contrasted  with  a  commercial  business. 

Where,  however,  a  solicitor  had  actually  sold  his  practice 
for  valuable  consideration,  and  undertaken  not  to  practise 
as  a  solicitor  in  Great  Britain  for  twenty  years,  Lord 
Laugdale,  M.  R,  granted  an  injunction  to  restrain  him 
from  so  practising,  and  from  endeavouring  to  induce  any 
persons  who  were  the  clients  of  the  former  and  then  present 
firm  to  cease  to  employ  that  firm  (6). 

In  a  case  (c)  which  was  ''  not  quite  a  case  of  dissolution 
of  partnership,  but  something  between  a  dissolution  of  the 
partnership  and  a  purchase  of  an  attorney's  business  and 
firm  name,"  Sir  J.  L.  Knight-Bruce,  V.-C,  having  refused 
specific  performance  of  the  alleged  contract,  on  the  ground 
of  non-acceptance  by  the  plaintiff,  said  that,  ''notwith- 
standing the  case  of  Bunn  v.  Guy  (d),  from  which  he  did 
not  mean  to  express  dissent,  decided  as  it  was  by  judges  of 
high  authority,  he  was  not  prepared  to  say  that  it  was  fit 
that  a  Court  of  Equity  should  enforce  an  agreement  between 
two  solicitors  that  one  on  retiring  from  the  business  should 
permit  the  other  to  carry  on  the  business  in  his  name. 
Whether  such  an  agreement  were  or  were  not  within  the 
strict  policy  of  the  law,  it  might  be  doubtful  whether  the 
Court  of  Chancery  ought  to  assist  it." 

But  where,  on  a  dissolution  by  two  solicitors  of  a  bond 
fide  partnership  between  them,  it  wasf  agreed  that  one 
should  carry  on  the  business  under  the  old  firm  name, 
paying  the  other  certain  annuities,  it  was  held  by  Sir  W.  P. 
Wood,  V.-C,  that  the  agreement  contained  nothing  illegal 
or  contrary  to  public  policy  (e), 

Again,  on  a  dissolution  of  a  professional  partnership,  a 


(a)  8  Madd.  74. 

(6)  WUUaker  v.  Howe,  3  Beav. 
888. 
(e)  Tl^ornlnirif  v.  BeviU,  1  Y.  & 


0.  Ch.  554. 

{d)  4  East,  190. 

(e)  Aubin  v.  Holt,  2  K.  &  J.  66. 
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retiring  partner  is  not  entitled  to  compenjation  in  respect 
of  his  share  in  the  goodwill  (a),  and  a  surviving  partner 
may  continue  the  business  (6). 

In  Spicer  v.  James  (c),  a  country  attorney  having  died  ^^[j^?  ^^ 
intestate,  his  administrator  carried  on  the  business  until  the  loUcitor. 
intestate's  son  came  of  age>  when  he  handed  over  the  busi- 
ness to  the  son.  The  son  becoming  iDsolvent,  a  bill  for  an 
account  of  profits,  and  insisting  that  a  sum  was  due  to  the 
intestate  s  estate  in  respect  of  the  goodwill,  was  filed  against 
the  administrator  by  a  creditor  of  the  son,  but  was  dismissed 
by  Sir  J.  Leach,  M.  R,  on  the  ground  that  the  goodwill  of 
an  attorney's  business  was  not  a  subject  of  administration. 
So,  in  ArundeU  v.  Bell  (d),  the  Court  of  Appeal  decided 
that  the  estate  of  a  solicitor,  who  had  retired  from  a  part- 
nership and  shortly  afterwards  died,  was  not  entitled  to 
any  allowance  in  respect  of  his  interest  in  the  goodwill  of 
the  business,  and  Jessel,  M.  R.,  said  that  *'  as  a  general  rule 
there  is  nothing  in  the  nature  of  a  partnership  asset  to  be 
sold  which  can  fairly  be  termed  goodwill  in  an  ordinary 
partnership  between  solicitors." 

Where,  however,  the  widow  of  a  surgeon-dentist,  being  EBtata  of  pro- 
one  of  his  executors,  sold  the  goodwill  of  his  business  with  mtenAtedkT 
an  introduction  to  patients,  Vice-Chancellor  Knight-Bruce  ^^?®^  ^^ 
held  that  either  the  whole,  or,  at  all  events,  some  part  of 
the  price  paid  belonged  to  the  testator's  estate  (e).    But  in 
the  similar  Scotch  case  of  Bain  v.  Munro  (/),  it  was  held 
by  the  Lord  Ordinary  and  Court  of  Session  that  the  price 
which  was  paid  was  in  fact  the  price  of  the  widow's  recom- 
mendation, and  that  she  was  entitled  to  retain  it  for  her 
own  benefit. 

The  goodwill  of  a  professional  business  may,  in  short,  be  Goodwill  of 
sold,  and  a  breach  of  a  contract  to  sell  may  be  a  ground  for  |^^|^°"*^ 

(a)  Autten  v.  Boyi,  2  De  G.  &  J.  ed.  p.  104. 

626;  Farr  r.  Pearce,  3  Madd.  74.  (d)  62  L.  J.  Ch.  587. 

(6)  Farr  v.  Pearce,  3  Madd.  74.  (e)  Smale  v.  Cfrwves,  3  Do  G.  ft  S. 

And  see  Milner  v.  Feed,  Dig.  328.  706. 

(c)  Collyer  on   Partnership,  2nd  (/)  Ot  Sess.  Oas.  4th  Ser.  V.  416. 
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Recapltala«  damages,  but  the  authorities  are  against  the  eDforcement 
of  the  specific  performance  of  such  a  contract,  though  when 
the  sale  is  complete,  the  terms  of  the  sale  will  be  carried 
into  execution.  Such  a  goodwill,  in  the  case  of  a  partner- 
ship, survives  to  the  surviving  partner,  and  is  not  a  subject 
of  compensation  to  an  outgoing  partner.  Special  stipula- 
tions will,  however,  be  enforced.  Such  a  goodwill  will  not 
be  considered  in  the  administration  of  the  proprietor's 
estate  unless  actually  sold ;  but  if  that  has  been  done,  the 
price  paid  or  some  part  of  it  may  be  attributed  to  the 
estate. 

Goodwin  of  •  "  The  goodwill  of  a  trade,"  said  Tindal,  C.  J.  (a),  "  is  a 
subject  of  value  and  price.  It  may  be  sold  (6),  bequeathed  (c), 
or  become  assets  in  the  hands  of  the  personal  repre- 
sentatives of  a  trader  "  (cQ.  A  sale  may  be  conditional  (c), 
and  may  be  eflfect^d  by  a  mortgagee  (/).  Though  in- 
capable, by  reason  of  its  incorporeal  nature,  of  seizure  by  a 
sheriff  (gr),  goodwill  is  "goods  and  chattels  within  the 
Bankruptcy  Acts  (h),  and  may  be  dealt  with  by  the  tnistee 
in  bankruptcy  just  as  the  bankrupt's  other  property  "  (t). 
It  is  also  "property"  within  the  Stamp  Acts  (i). 

The  valuable  character  of  goodwill  is  not  confined  to  a 
few  trades,  but  is  recognised  throughout  the  commercial 
world.  Thus,  among  the  cases  on  this  subject  which  have 
come  before   the    Courts,  instances  are  to  be  found   in 


XJniverBAlljr 
valoable. 


(a)  In  Hitchcock  v.  Coker,  6  Ad. 
&  £.  488^54. 

(&)  See  Darbey  v.  Whitaker,  4 
Dr.  139;  Churton  v.  Dov^Uu,  Johns. 
174;  Cooper  v.  Hood,  26  Beav.  293; 
ffibdton  V.  Osborne,  39  L.  J.  Cb.  79; 
Shipwright  v.  GUmvenU,  19  W.  R. 
599;  Howe  v.  Searingf  10  Abb.  Pr. 
264;  B.  Cox,  244. 

(c)  See  Keene  v.  ffarHa,  17  Vea. 
888;  Robertson  v.  QuiddinfftoHf  28 
Beav.  529. 

(d)  See  WorrtU  v.  Hand,  Peake 
105;  Dakin  v.  Cope,  2  Rusa.  170; 
Chiuum  T.  Detpct,  5  Buaa.  29; 
McCormick  t.  McOubbin,  Ct.  Seas. 


Cas.  Ist  Ser.  I.  541. 

(c)  Boon  V.  Moti,  70  N.  Y.  465. 

(f)  Ex  parte  Punnett;  In  re 
Kitchin,  16  Ch.  D.  226. 

ig)  Ex  parte  Fon,  2  De  G.  &  J. 
280. 

{h)  Longman  y.  Tripp,  2  Bos.  ft 
P.  N.  R.  67;  Ex  parU  Fosi,  ufn 
9uprd, 

(i)  See  ffuddon  y.  Osborne,  89  L. 
J.  Ch.  79;  Hegeman  ds  Co.  v.  Hege- 
mar^  8  Daly  1. 

(it)  Potter  v.  The  CommisiionerM 
of  Inland  Revenue,  10  Ex.  147. 
And  see  Morgan  v.  Perhamus,  36 
Ohio  St.  517. 
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which  the  traders  were  public-house  keepers  (a),  brewers  (b), 
bankers  (c),  tailors  (d),  mercers  (e),  dyers  (/),  milliners  (g), 
upholsterers  (h),  pencil-makers  (i),  tobacco-brokers  (k) 
snuff-makers  {I),  paper-makers  (m),  provision  merchants  (ii), 
cheesemongers  (o)  glass-blowers  (p),  glass-stainers  (g), 
manufacturing  chemists  (r),  commission  agents  (s),  iron- 
masters (t),  carriers  (u).  The  goodwill  of  a  newspaper 
or  magazine^  consisting  of  the  right  to  use  the  title  under 
which  reputation  has  been  acquired  by  a  publication^  is 
another  instance  of  valuable  goodwill  (x). 

"  The  name  of  a  firm,"  says  Sir  W.  P.  Wood,  V.-C,  in  Finn  mune 
Churton  v.  Douglas  (y),  "  is  a  very  important  part  of  the  ^,  ^  *°°*^' 
goodwill  of  the  business  carried  on  by  the  firm.  A  person 
says, '  I  have  always  bought  good  articles  at  such  a  house 
of  business ;  I  know  it  by  that  name,  and  I  send  to  the 
house  of  business  identified  by  that  name  for  that  purpose.' 
There  are  cases  every  day  in  this  Court  with  reference  to 


(a)  Codahe  y.  TOl,  1  Rasa.  376; 
SpraU  V.  Jeffcry,  10  B.  k  C.  249; 
Ex  parte  Thomas,  2  Mont.  1>.  &  De 
G.  294;  Twed  v.  MilU,  L.  R.  1  C. 
P.  39;  Utwdlyn  y* Rutherford,  L.  R. 
10  C.  P.  456;  Ex  parU  PunneU; 
In  re  Kitckin,  16  Ch.  D.  226. 

(6)  Cooper  yJ  Watwti,  3  Doug. 
418;  Wade  ▼.  JenUm,  2  Giff.  509; 
HaU  v.  HaU,  20  Beav.  189. 

(c)  Smith  V.  EvereU,  27  Beav. 
446. 

(d)  Newling  v.  D<Ml,  38  L.  J. 
Ch.  Ill;  Parsons  v.  Hay  ward,  31 
L.  J.  Ch.  666. 

(e)  Morris  v.  Moss,  25  L.  J.  Ch. 
194. 

(/)  Bryson  v.  Whitehead,  1  S.  & 
S  74 

iff)  ShaeHe  v.  Baker,  14  Vee.  468. 

(A)  Chissum  v.  De:tces,  5  Rubs.  29. 

(i)  Banks  v.  Qtbswi,  84  Eeay.  666. 

(k)  Davies  v.  Hodgson,  26  Beav. 
177. 

(/)  ffammond  v.  Doug^,  6  Ves. 
689 

(m)  Potter  v.  The  Commissioners 
of  Inland  Revenue,  10  Ex.  147. 


(n)  Scott  V.  Mackintosh,  1  Y.  ft 
B.  503. 

(o)  Hudson  V.  Osborne,  89  L.  J. 
Ch.  79. 

(p)  /'eoiAtfrxfonAau^A  v.  Fenwiek, 
17  Ve8.  298. 

(9)  <9coe<  y.  Rfxwland,  20  W.  R 
608. 

(r)  ^Mmfr  y.  ifa;or,  8  Giff.  442. 

(«)  Maedonald  y.  Richardson,  1 
Giff.  81. 

(0  Cooper  y.  iTood,  26  Beav.  293; 
HaU  V.  Barrows,  4  De  G.  J.  &  S. 
150. 

{u)  CruttweU  v.  Lye,  17  Ves.  835. 

(x)  OibleU  y.  J2«k£,  9  Mod.  469; 
Keene  v.  Harris,  17  Ves.  838;  £on^- 
man  v.  Tripp,  2  Bos.  &  P.  N.  R. 
67;  Ex  parte  Foss,  2  De  G.  &  J. 
230;  Marshall  v.  Watson,  25  Beav. 
601;  Bradbury  v.  Dickens,  27  Beav. 
53;  McCormick  v.  McCulHrin,  Ct 
Sess.  Cas.  1st  Ser.  I.  541;  Snowden 
v.  jVoaA>  Hopk.  847;  R.  Cox,  1; 
DayUm  v.  TTt/Aa,  17  How.  Pr.  610; 
R.  Cox,  224. 

iy)  Johns.  174. 
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the  use  of  the  name  of  a  particular  firm,  com:iected 
generally,  no  doubt,  with  the  question  of  trade  mark. 
But  the  question  of  trade  mark  is  in  fact  the  same  question. 
The  firm  stamps  its  name  on  the  articles.  It  stamps  the 
name  of  the  firm  which  is  carrying  on  the  business  on  each 
article,  as  a  proof  that  they  emanate  from  the  firm;  and  it 
becomes  the  known  firm  to  which  applications  are  made, 
just  as  much  as  when  a  man  enters  a  shop  in  a  particular 
locality.  And  when  you  are  parting  with  the  goodwill  of 
a  business,  you  mean  to  part  with  all  that  good  disposition 
which  customers  entertain  towards  the  house  of  business 
identified  by  the  particular  name  or  firm,  and  which  may 
induce  them  to  continue  giving  their  custom  to  it  You 
cannot  put  it  anything  short  of  that.  That  the  name  is 
an  important  part  of  the  goodwill  of  a  business  is  obvious, 
when  we  consider  that  there  are  at  this  moment  large 
banking  firms,  and  brewing  firms,  and  others,  in  this 
metropolis,  which  do  not  contain  a  single  member  of  the 
individual  name  exposed  in  the  firm ''  (a). 

Goodwill  is  a  subject  of  sale  (6),  and  may  fetch  a  con- 
siderable price.  There  was  formerly  a  doubt  whether  a 
contract  for  the  sale  of  a  goodwill  would  be  specifically 
enforced  in  Equity  (o),  but  this  question  was  set  at  rest  by 
Sir  R.  T.  Kindersley,  V.-C,  in  Darbey  v.  Whitaker  {d). 
"It  is  said  there  can  be  no   specific   performance   of  a 


(a)  And  see  Lewis  v.  Langdon^  7 
Sim.  421;  Banks  v.  Gibson,  3iBeAV, 
696;  Bond  v.  MUhourn,  20  W.  R. 
197;  ScoU  V.  Rovcland,  20  W.  R. 
508;  Condy  y.  Mitchdl,  37  L.  T. 
N.  S.  268,  766;  Levy  v.  Walker,  10 
Ch.  D.  436;  Beazley  v.  Soares,  22 
Ch.  D.  660;  Jiogers  v.  Taintor,  97 
Moss.  291;  Sokier  v.  Jofinson,  111 
Mass.  238;  Peterson  v.  Humphrey, 
4  Abb.  Pr.  394;  R.  Cox,  212;  and 
Hows  V.  Searing,  10  Abb.  Pr.  264; 
R.  Cox,  244. 

(6)  See,  among  other  cases,  Bunn 
V.  Guy,  4  East,  190;  Smalev.  Graves, 
9  De  O.  ft  S.  706 ;  Cooper  y.  Bood^ 


26  Beav.  293 ;  Bradbury  v.  DickenSj 

27  Beav.  53;  Ckurton  v.  Douglas, 
Johns.  17i;  Ex  parte  PunneU  ;  In  re 
JCitchin,  16  Ch.  D.  226;  Bucking- 
ham V.  Walers,  14  CaL  246;  WU- 
Hams  V.  WHs(m,  4  Sandf.  Ch.  379. 

(c)  Baxter  v.  Connolly,  1  Jaa  & 
W.  580.  And  see  CoOake  v.  Till,  1 
Ross.  376;  Bonon  y.  Faiiow,  1  Mer. 
459;  Cassidy  v.  Metcalf,  1  Mo.  App. 
593. 

(d)  4  Dr.  139.  As  to  the  relation 
between  the  lease  of  a  trader's 
premises  and  the  goodwill  of  his 
business,  see  Dougherty  v.  Van  Nos- 
trand,  Uoff.  68. 
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contract  to  purchase  a  goodwill.  No  doubt  you  cannot 
have  a  specific  performance  of  a  contract  to  purchase  a- 
goodwill  alone,  unconnected  with  business  premises,  by 
reason  of  the  uncertainty  of  the  subject-matter.  But 
when  a  goodwill  is  entirely  or  mainly  annexed  to  the 
premises,  and  the  contract  is  for  the  sale  of  the  premises 
and  goodwill,  there  is  not  the  slightest  ground  for  doubt 
that  such  a  contract  is  a  fit  matter  for  a  decree  in  a  suit 
for  specific  performance."  It  seems,  however,  that  there 
may  be  cases  in  which  a  contract  for  sale  of  a  goodwill 
would  be  specifically  enforced,  the  business  and  goodwill 
being  included  together,  though  there  was  no  such  de- 
pendence on  the  business  premises  (a).  Such  would  be  the 
case  with  the  goodwill  of  a  quack  medicine  or  a  newspaper, 
which  is  practically  independent  of  locality  (6).  The  con- 
nection between  the  business  and  the  goodwill  is  such 
that  the  sale  of  the  business  (c),  or  of  a  share  in  the 
business  (d)  as  a  going  concern,  carries  with  it  the  good- 
will, or  the  corresponding  share  in  the  goodwill,  even  with- 
out its  being  specifically  mentioned,  and  so  does  the  sale 
of  a  hotel  or  public-house  (e).  And  if  the  goodwill  is 
sold,  the  trade  name  goes  with  it  (/). 

As  to  the  rights  of  the  vendor  after  the  sale  of  his  Bighti  of 
business  and  goodwill,  *'  it  has  been  settled  that  there  is  ^a^u. 


(d)  Thus,  Sir  J.  RomiUy,  M.  R., 
says  in  JioberUon  y.  Quiddinfftonf  28 
BeskV,  529:  "Goodwill  is  never  a 
tangible  thing  unless  it  is  connected 
with  the  butine$8  itself,  from  which 
it  cannot  be  separated.  I  never 
knew  a  case  in  which  it  has  been  so 
treated."  In  Eruiland  v.  DownSt  6 
Beav.  269,  and  Morrit  v.  MoUt  25 
L.  J.  Ch.  194,  the  goodwill  of  a 
business  was  held,  under  the  cir- 
cumstanoes,  to  pass  with  the  stock, 
and  not  with  the  premises.  And  see 
Woodward  v.  Lazar,  21  CaL  448;  R. 
Ck>x,  300.  In  JUewdlyn  v.  Rutherford^ 
L.  R  10  G.  P.  456,  the  price  of 
the  goodwill  was  held  to  belong  to 
the  previous  lessee,  under  the  con- 


tract between  him  and  the  lessor. 

(6)  See  Brjfion  v.  WkUehead,  1  S. 
&  S.  74 ;  Lievodlyn  v.  RtUherford,  L. 
R.  10  O.  P.  466  (per  Brett,  J.); 
Snowden  v.  Noahf  Hopk.  847;  R 
Cox,  1. 

(c)  Shipwright  v.  CUmerUi,  19  W. 
R.  599.  And  see  RoU  v.  Bulmer, 
W.  N.  1878,  p.  119;  ReynoUU  v. 
BuUoch,  47  L.  J.  Ch.  773;  Boon  v. 
Mou,  70  N.  Y.  465. 

{d)  Churton  v.  JDouffUu,  Johns. 
174. 

(e)  Ex  parte  Punnett ;  In  re 
Kitchin,  16  Ch.  D.  226. 

(/)  Banks  V.  OiUon^Si  Beav.  566; 
Churton  V.  Dovgloif  uifi  suprd;  Levy 
V.  Walker,  10  Ch.  D.  436. 
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no  implied  covenant  of  any  kind ''  (a),  and  in  the  absence 
of  any  express  restrictive  covenant,  the  vendor  is  at 
liberty  to  set  up  a  business  of  precisely  the  same  descrip- 
tion as  that  of  which  he  has  sold  the  goodwill,  and  that 
next  door  to  the  place  where  his  former  business  was 
carried  on  ;  but  he  is  not  entitled  to  represent  that  he  is 
carrying  on  the  same  identical  business,  either  by  direct 
representations,  or  by  assuming  the  trade  name  under 
which  the  business  he  has  sold  acquired  its  reputation,  or 
the  trade  marks  by  which  its  goods  have  become  known 
in  the  market  (6).  If  the  trade  name  consisted  simply  of 
the  vendor's  own  name,  the  restraint  upon  his  continuing 
to  use  that  name  will  have  to  depend  upon  the  evidence 
of  that  user  being  fraudulent  (c),  but  in  the  absence  of 
such  evidence,  the  bondjide  use  by  a  man  of  his  own  name 
will  not  be  prohibited  (d).  But  where  the  trade  name  in 
question  consisted  of  the  name  of  the  defendant,  John 
Douglas,  with  the  addition  "  and  Co.,*'  it  was  held  that  the 
use  of  that  was  an  important  ingredient  in  the  case,  as 
proving  fraudulent  intention  (e).  And  so  where  the  name 
of  the  firm  had  been  "  Benjamin  Finch  &  Co.,"  and  on 
dissolution  B.  Finch  agreed   to  carry  on  business  only 


(a)  Hudion  v.  0«6om€,  39  L.  J. 
Cfa.  79.  And  see  Harriton  v.  Qard' 
ner,  2  Madd.  198;  Churton  v. 
DougkUf  Johns.  174. 

(6)  Shackle  v.  Baker,  U  Yes.  468 
CruUwdL  V.  Lyt,  17  Ves.  335 
Kennedy  v.  Lee,  8  Mer.  441 — 52 
Sedon  v.  SenaU,  2  V.  &  B.  220 
Harriton  y.  Oardner,  2  Madd.  198 
Churton  T.  JDouglas,  Johns.  174 
Hudton  y.  Osborne,  89  L.  J.  79 
Labowhere  y.  Dawwn,  L.  K.  13  £q 
822;  Gineii  y.  Cooper,  14  Ch.  D 
696;  LeggoU  y.  BarreU,  15  ib.,  306 
Walker  y.  MoUram,  19  ib.  356 
DatP9on  y.  Beeion,  22  ib,,  664 ;  Mob 
top  y.  Mason,  18  Grant  Up.  Can 
Ch.  463;  Pdtz  y.  Eichde,  62  Mo, 
171. 


(c)  ChuHon  y.  Douglas,  Johns. 
174;  HciUoway  y.  HoUoway,  13 
Beay.  209. 

{d)  Burgess  y.  Burgess,  3  De  G. 
M.  &  G.  896;  Bond  y.  Milhoum,  20 
W.  E.  197. 

{e)  Churton  y.  Douglas,  uhi  suprd, 
and  see  FuUwood  y.  Ftdlwood  (1), 
W.  N.  1873,  p.  186;  Dedin  y.  DeHin, 
69  N.  Y.  212;  Zimmerman  y.  Er- 
hard,  83  N.  Y.  74;  liegeman  dfc  Co. 
y.  Hegeman,  8  Daly,  1.  In  Bond  y. 
Milboum,2Q  AV.  R.  197(yery  shortly 
reported)  it  seems  that  the  plaintiff 
would  haye  been  entitled  to  an 
injunction  at  all  events  against  the 
use  of  the  words  "  and  Co.*'  by  the 
defendant,  if  that  had  been  the 
relief  prayed. 
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under  his  own  Dame,  he  was  restrained  from  trading  as 
"Benjamin  Finch  &  Co."  (a). 

When  the  vendor  of  a  goodwill  has  established  a  new  But  must  not 

/»        r      .-I  i»  •  1      '  •     •!       J.    interfere 

nrm  for  the  purpose  of  carrying  on  a  business  similar  to  nnfairly  with 
that  which  has  been  sold,  "  the  new  firm/'  says  Lord  ?'»«*»»■««'• 
Bomilly,  M.  R.  (b),  "  is  entitled  to  publish  any  advertise- 
ment he  pleases  in  the  papers,  stating  that  he  is  carrying 
on  such  business.  He  is  entitled  to  publish  any  circulars 
to  all  the  world  to  say  that  he  is  carrying  on  such  a  business, 
but  he  is  not  entitled,  either  by  private  letter,  or  by  a 
visit,  or  by  his  traveller  or  agent,  to  go  to  any  person  who 
was  a  customer  of  the  old  firm,  and  solicit  him  not  to 
continue  his  business  with  the  old  firm,  but  to  transfer  it 
to  l^im,  the  new  firm'*  (c).  Sir  G.  Jessel,  M.  R,  was, 
indeed,  of  opinion  that  this  doctrine  should  be  extended  so 
as  to  entitle  the  purchaser  of  the  goodwill  of  a  business  to 
restrain  the  vendor  from  having  any  dealings  with  his 
former  customers,  irrespective  of  whether  he  had  solicited 
their  custom  or  not  (d) ;  but  the  Court  of  Appeal  has 
decided  that  the  vendor  can  only  bo  restrained  from 
actually  soliciting  his  old  customers,  as  in  Labouchere  v. 
Dawson  (e),  and  cannot  be  restrained  from  dealing  with 
them,  even  though  he  has  solicited  them  previous  to  the 
injunction  (/).  In  short,  the  vendor  may  set  up 
a  new  business,  just  as  any  one  else  may,  but  he  is 
not  at  liberty  to  resume  the  advantages  connected  with 
the  old  firm,  which  he  has  sold,  although  it  is  perfectly 
allowable   for    him   to    state    his    connection    with    the 


(d)  I>ay  y.  FtncJi,  25  Sol.  J.  354.  see  Clark  v.  Leach,  82  Beav.   14; 
{b)  In  Labouchere  v.  Daw9on,  L.  and  also    Harriaon  v.   Qardnert  2 

R.  18  Eq.  322 ;  a  case  which,  though  Madd.  198 ;  and  ChurUm  ▼.  Douglas, 

doubted  in  Walker  v.  MoUram,  19  Johns.  174. 

Ch.  D.  855,  has  not  been  overruled.  {d)  Gtnesi  v.  Cooper  ds  Co.,  14  Cfa. 

See  Pearaon  r.  Pearson,  77  L.  T.  30;  D.  596. 

also  Selby  v.  Anchor  Tube  Co.,  W.  N.  [e)  L.  R.  13  Eq.  322. 

1877,  p.  191.  if)  leggoU  v.  BarreU,  16  Ch.  D. 

(e)  As  to  the  surrender  of  a  busi-  806. 
ness  by  A.  "for  the  benefit"  of  B., 
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former  business,  so  long  as  he  does  not  represent  that  he 
is  still  carrying  it  on  (a). 
Norertriotion  When,  however,  the  goodwill  has  not  been  voluntarily 
lOioltioii  alienated  by  the  person  entitled  to  it,  the  case  is  quite 
oompiilBory.  different,  as  was  clearly  pointed  out  in  Walker  v. 
MoUram  (6),  in  which  Jessel,  M.  R,  and  the  Court  of 
Appeal  held  that  a  trader,  the  goodwill  of  whose  business 
had  been  sold  by  his  trustees  in  liquidation,  could  not  be 
prevented  from  actually  soliciting  his  former  customers. 
"  An  assignment  of  a  business  and  its  goodwill,  without 
more,  appears  to  us,"  said  Lush  and  Lindley,  L. J. J.,  "  to 
pass  now  just  as  much  as  and  no  more  than  in  the  days  of 
Lord  Eldon.  As  against  the  assignor  it  confers  on  the 
assignee  the  exclusive  right  to  carry  on  the  business 
assigned,  and,  as  incidental  to  this,  it  also  confers  on  him 
the  exclusive  right  to  represent  himself  as  carrying  on 
that  business,  and  consequently  the  light,  not  only  to  sue 
the  assignor  for  damages  if  he  has  infringed  these  rights, 
but  aJso  to  restrain  him  from  infringing  them  if  he  mani- 
fests an  intention  to  infringe  them.  Moreover,  to  this 
extent  a  bankrupt  who  does  not  concur  in  his  trustee's 
assignment  is  in  no  better  position  than  a  bankrupt  who 
does.  Every  bankrupt,  whether  he  concurs  or  not,  is 
bound  by  every  lawful  disposition  of  his  property  by  the 
trustee,  and  whatever  rights  such  a  disposition  confers  on 
a  purchaser  must  be  respected  by  the  bankrupt,  whether  he 
joins  in  the  conveyance  or  not.  But,  in  our  opinion,  the 
right  of  a  purchaser  of  the  goodwill  of  a  business  from  the 
trustee  in  bankruptcy  does  not  extend  to  restrain  the 
bankrupt  (even  if  he  joins  in  the  conveyance)  from  bond 
fide  commencing  a  fresh  business,  and  from  seeking  assist- 
ance in  it  from  his  old  friends  and  customers.     It  would, 

(a)  Clark  r.  Leach,  82  Beav.  14;  dor  canoot  afterwanls  gi^e  a  right  t<> 

Hookham  v.  Pottage,  L.  B.  8  Ch.  91 ;  others  to  use  the  trade  mark,  Sold  v. 

Shipwright  v.   Oementt,  19  W.  R.  OeUendorf,  1  Wik.  (Ind.)  60. 

I»99 ;  Cattidy  v.  Metca^,  1  Mo.  App.  {b)  19  Ch.  D.  865. 
698.    And  in  the  same  way  the  yen- 
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in  our  opinion^  be  contrary  to  the  policy  of  the  bankruptcy 
laws  to  extend  Ldbouchere  v.  Dawson  (a)  to  such  a  case. 
It  is  not  necessary  to  overrule  that  decision ;  we  leave  it 
where  it  is,  that  is  to  say,  it  will  still  be  applicable  to 
voluntary  sales.  But  we  do  not  think  it  ought  to  be 
extended  to  alienations  which  are  compulsory "  (h).  On 
this  principle  it  was  held  by  the  Court  of  Appeal  in 
Dawson  v.  Beeson  (c)  that  an  expelled  partner  was  en- 
titled to  solicit  the  customers  of  his  old  firm. 

Although  there  is  no  implied  covenant  on  the  sale  of  a  Vendor 
goodwill,  without  more,  that  the  vendor  will  not  set  up  a  JSJui^to 
similar  business  in  the  same  neighbourhood,  yet  where  a  expnu  oore- 
vendor  had  received  in  payment  for  his  share  of  a  goodwill 
a  sum  calculated  by  arbitrators  upon  the  understanding 
(to  which  he  had  assented)  that  he  would  not  carry  on 
business  in  the  same  street,  it  was  held  to  be  contrary  to 
Equity  that  he  should  carry  on  business  in  that  street,  and 
he  was  accordingly  enjoined  (d). 

In  the  sale  of  a  business  and  goodwill,  it  is  customary  Ezpren 
to  insert  an  express  restrictive  covenant,  which  will  be  oovenmnt' 
binding  on  the  vendor,  restraining  him  from  setting  up  the  ^'^^'^ 
same  trade  within  a  certain  limit  of  time  or  space,  or  using 
his  name  or  allowing  it  to  be  used  for  that  purpose  (e) ; 


(a)  Lu  R  18  Eq.  822. 

(6)  See  HdmhoLd  v.  HdmhM 
Manufacturing  Co.,  53  How.  Pr. 
453,  and  Jfegeman  &  Co,  v.  liegeman, 
8  Daly  1. 

(c)  22  Ch.  D.  504. 

{d)  Harriion  v.  Oa/rdner^  2  Madd. 
198.  See  Cauidy  v.  MeUalf;  1  Mo. 
App.  598. 

{e)  Cooper  v.  WaJtion,  3  Doug. 
413 ;  Bryton  v.  WhiUhead,  1  S.  &  S. 
74 ;  WiUiaTM  v.  WiUiafM,  2  Swanst. 
253;  Whittaker  v.  Howe,  3  Beav. 
383;  Turner  v.  Evana,  2  De  6. 
M.  &  G.  740;  NevoLing  v.  DobdL, 
88  L.  J.  Ch.  Ill  J  Wolmerihauieny. 
a  Connor,  86  L.  T.  N.  S.  921 ;  liaw- 
Union  T.  Clwrke,  14  M.  ft  W.  187; 
Rdfe  T.  Rdfe,  15  Sim.  88;  Ship* 


Wright  t.  (dementi,  19  W.  R.  599 
Lee  V.  Ehrhart,  19  L.  T.  N.  S.  687 
ffagg  v.  DarUy,  47  L.  J.  Ch.  567 
Viekery  v.    Weleh,   19    Pick.   528 
Smith    V.    Smith,    4    Wend.    468 
Sander  v.  ffoffinan,  64  N.  Y.  248 
Pdtz  V.  Eichele,  62  Mo.  171 ;  BuOer 
y.  Burieaon,  16  Vt.  176 ;  Baumgarten 
V.  Broadaway,  77  N.  Car.  8;  Woods 
V.    Sands,    Dig.    467;   Morgan    v. 
Perhamut,  86  Ohio  St  517;   Wil- 
liams T.  WiUon,  4  Sandf.  Ch.  879; 
Oillis  V.  HaU,  2  Brewster,  342;  R 
Cox,  580;  and  similarly  apon  the 
sale  of  a  trade  mark  together  with 
the  right  to  manufacture  according 
to  a  secret  recipe,  Filkins  v.  Black' 
man,  13  Bl.  C.  C.  440. 
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and  this  has  become  so  usual  that  where  (a),  in  a 
contract  for  sale,  one  of  the  items  was  "goodwill  Soc," 
Sir  J.  Romilly,  M.  R,  held  that  in  the  "  &c."  would  be 
included,  amongst  other  things,  a  covenant  by  the  vendor 
not  to  carry  on  a  similar  business  in  Great  Britain^  for  a 
reasonable  time,  to  be  limited  in  the  conveyance,  having 
regard  to  the  nature  of  such  undertakings.  Such  a 
covenant  may  even  have  the  effect  of  compelling  the 
vendor  to  quit  his  trade  altogether  for  the  period  specified, 
as  was  held  by  Lord  Mansfield,  C.  J.,  and  the  Ck>urt  of 
King's  Bench,  in  Cooper  v.  Watson  (6)  ;  and  it  has  been 
held  that  a  breach  of  a  covenant  "  not  to  carry  on  or  be 
concerned  or  interested  in  *'  a  certain  business,  was  com- 
mitted by  the  vendor  entering  into  the  service  of  a  nephew, 
who  carried  on  the  same  trade,  under  the  same  name, 
within  the  proscribed  limits  (c).  Again,  a  covenant  not  to 
carry  on  a  certain  business  directly  or  indirectly  within 
the  counties  of  C,  A.,  and  M.,  was  broken  by  soliciting 
orders  on  three  occasions  within  C,  though  the  offices  of 
the  new  business  were  outside  the  limits  (d).  A  vendor 
of  a  business,  who  has  covenanted  not  to  carry  on  such  a 
business,  will  not  be  allowed  to  do  so  under  the  pretext  of 
acting  as  a  commission  merchant  (e).  and  the  fact  that 
former  customers  have  requested  the  vendor  to  supply 
them  does  not  prevent  his  so  doing  from  being  a  breach  of 
his  covenant  (/).  But  where  the  defendant  was  shown  to 
have  so  acted  in  a  few  instances  only,  and  with  the  plain- 
tiff's knowledge  and  consent,  and  in  fact  at  his  request^  it 
was  held  that  there  was  no  breach  (jf). 

(a)  Cooper  v.  Ifood,  26  Beav.  293.  M.  k  G.  740.    And  eee  Smith  v. 

^ee  Jacoby  v.  WhUmore,  49  L.  T.  SmUky  4    Wend.    468;    Butler    v. 

N.  S.  335.  BurUion,  16  Vt   176;   Sander  v. 

(6)  8  Doug.  413.  Hofman,  64  N.  Y.  248. 

\c)  Needing  v.  Dobdl,  38    L.  J.  {e)  Richardson  v.  Peacock,  26  N. 

Ch.  111.    Se«  RUfe  v.  Rdfe,  16  Sim.  J.  Eq.  40. 

88,  and  compare  Lee  v.  Ehrhart,  19  (/)  Sander  v.  Hoffman^  64  N,  Y. 

L.  T.  N.  S.  687,  where  there  waa  248. 
held  to  be  no  breach.  {g)  Bawltnton  v.  Clarl-e,  14  M.  & 

{d)  Turner  r.  Evantf  2    De   G.  W.  187. 
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In  an  American  case  la)  it  was  held  that  a  person  who  I>amage8  in 
had  retired  from  a  firm  by  sale  of  his  interest  and  had  agreed  im^^r 
not  to  trade  in  C.  under  the  old  firm  name^  but  had  never-  "olicit^tion. 
theless  traded  there  under  the  same  name,  and  had  solicited 
former  customers  of  the  firm,  must  pay  damages  calculated, 
not  upon  the  total  amount  of  improper  solicitation  of  such 
customers  but  upon  the  amount  of  business  which  could 
be  proved  to  have  been  lost  through  such  solicitation. 

"  Where  a  man  sells  the  goodwill  of  a  trade,  and  cove-  Covewuit  to 
nants  to  make  \t  as  profitable  as  he  can,  the  actual  profit  ^i^\^  ^^  ** 
made  is  not  that  which  the  vendee  is  bound  to  take ;  but 
he  will  have  an  action  of  covenant,  if  he  can  establish  his 
title  to  more,  through  the  default  of  the  vendor  "  (6).  But 
no  such  covenant  will  be  implied  where  it  is  not  expressed ; 
thus  the  sale  of  the  goodwill  of  a  school  involves  no  per- 
sonal effort  on  the  part  of  the  vendor  to  influence  the 
attendance  of  pupils  (c).  Where  a  servant  has  covenanted 
not  to  carry  on  a  business  similar  to  his  master's  within 
certain  limits,  the  benefit  of  the  covenant  passes  to  a  pur- 
chaser of  the  goodwill  of  the  business  {d)» 

The  purchaser  of  a  business  and  goodwill  is  entitled  to  Bighti  of 
all  the  advantages  of  the  reputation  and  connection  of  the  g^^JaT 
business  as  previously  conducted,  except  such  benefit  as 
the  vendor,  on  setting  up  a  bond  fide  new  business,  as  he 
is  at  liberty  to  do  if  there  is  no  covenant  to  the  contiary, 
may  derive  from  the  fact  of  his  being  known  to  have 
belonged  to  the  former  business;  and  the  purchaser  is 
entitled  to  restrain  the  vendor  by  injunction  from  inter- 
fering with  what  he  has  sold.  With  respect  to  the  right 
of  the  purchaser  to  continue  to  trade  under  the  old  trade 
name,  it  has  been  thought  that,  at  all  events  if  it  consisted 
in  whole  or  in  part  of  the  name  of  the  vendor,  injury  (e), 

(a)  Burekhardt  v.  BurckharcUt  36  (rf)  Jacoby  v,  Whitmore,  49  L.  T. 

Ohio  St.  261.  N.  S.  835. 

(6)  Per  Lord  Eldon,  C,  in  ScoU  {e)  Per  Wickena,  V.-O.,  in  Scott 

T.  Mackintosh,  1  V.  &  K  503.  v.   RovOand,   20  W.    B.   508,  and 

(c)  McCord  V.  WiUiavM,  96  Pa.  HaU,  V.-C,  in  Levy  v.  Wolker,  10 

St.  78.  Ch.  D.  436. 
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Zevyy, 
Walker, 


or  at  least  inoonvenience  (a),  might  result  to  the  latter 
from  its  continued  use  by  the  purchaser,  and  in  Scott  v. 
Rowlcmd  (6)  Wickens,  V.-C,  granted  an  injunction  to 
restrain  the  purchaser  of  the  business  of  "  John  Scott  & 
Co."  from  trading  under  that  name;  but  in  Banks  v. 
Oibson  (c)  Romilly,  M.  R,  said  that  the  firm  name  was 
an  asset  of  the  business,  and  would  pass  as  a  trade  mark 
upon  a  sale  of  the  business  and  goodwill,  and  it  seems  that 
the  question  of  the  purchaser's  right  to  use  the  name  must 
now  be  taken  to  be  settled  in  the  affirmative  by  the  deci- 
sion of  the  Court  of  Appeal  in  Levy  v.  Walker  (d),  in 
which  Jesseli  M.  R.  and  James  and  Bramwell,  L.  J.  J., 
denied  that  any  liability  could  be  occasioned  to  the  vendor 
by  the  use  of  his  name,  and  held  that  the  plainti£f  (Mrs. 
Levy)  who,  while  Miss  Charbonnel,  had  traded  in  partnei^ 
ship  with  the  defendant  as  "  Charbonnel  &  Walker,"  was 
not  entitled  to  restrain  the  defendant,  who  had  bought  the 
goodwill  of  the  business  as  a  going  concern,  from  con- 
tinuing to  use  the  old  name.  James,  L.  J.,  said  : — *'  It 
should  never  be  forgotten  in  these  cases  that  the  sole  right 


(a)  Per  Wood,  V.-C,  in  Churton 
▼.  DougUu,  Johns.  174. 

(6)  20  W.  B.  508.  And  see 
Lewi»  ▼.  Langdon,  7  Sim.  421; 
Tamer  y.  Major,  8  Giff.  442;  Dence 
V.  Maton,  41  L.  T.  N.  S.  673;  Dick- 
ton  v.  McMoiter  A  Co.,  18  Ir.  Jur. 
202—212;  Howe  ▼.  Searing^  10 
Abb.  Pr.  264,  R.  Cox,  244;  Peter- 
fon  V.  Humphrey,  4  Abb.  Pr.  894, 
R.  Coz,  212;  McOowan  Broi.  Pump 
and  Machine  Co.  v.  McOowan,  2  Cine. 
818;  JUevea  v.  Denidce,  12  Abb.  Pr. 
N.  S.  92.  In  Tudor  v,  Tudor,  W.N. 
1878,  p.  72,  and  Probaaeo  v.  Bouyon, 
1  Mo.  App.  241,  there  was  an 
express  contract.  For  decisions  on 
the  Massaohnsetts  Qen,  Stat.  c.  56, 
requiring  the  ooneorrenoe  of  an  ex- 
partner  or  his  personal  representa^ 
tlves  in  the  oontinaed  nse  of  his 
name  by  the  oontinuing  or  surviving 
partners,  see  Bowman  v.  Floyd,  85 


Mass.  76;  Rogere  v.  Tainior,  97  t6. 
291;  Mor9e  v.  Hall,  109  i6.  409; 
Hallett  V.  Cumtton,  ]  10  ib.  29;  Sokier 
V.  Johnson,  111  ib.  238.  By  the 
New  Tork  statute  the  purchaser 
of  a  business  and  goodwill  is  not  en- 
titled to  trade  under  the  old  name, 
but  only  to  describe  himself  as  suc- 
cessor to  the  old  firm.  See  Hege* 
man  A  Co,  v.  Hegemaai,  8  Daly,  1. 

(c)  34  Beav.  566. 

{^d)  10  Ch.  D.  436.  And  see 
WAfAer  V.  WiSb^Aer,  8  Swanst.  490 
n.;  Oorib  v.  Leack,  32  Beav.  14; 
Bond  V.  Milboum,  20  W.  R.  197; 
Condy  V.  Mitchell,  37  L.  T.  N.  8. 
268,  766;  Phdan  v.  ColUnder,  13 
N.  Y.  Sup.  CL  244;  Booth  v.  Jar- 
rett,  52  How.  Pr.  169;  Woods  v. 
Sands,  Dig,  467;  Mossop  v.  Mason, 
18  Grant  Up.  Can.  Ch.  458;  Lindley 
on  Partnership,  4th  ed.  863. 
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to  restiain  anybody  from  using  any  name  that  he  likes  in 
the  course  of  any  business  he  chooses  to  carry  on  is  a 
right  in  the  nature  of  a  trade  mark,  that  is  to  say,  a  man 
has  a  right  to  say,  *  You  must  not  use  a  name,  whether 
fictitious  or  real ;  you  must  not  use  a  description,  whether 
true  or  not ;  which  is  intended  to  represent,  or  calculated 
to  represent,  to  the  world  that  your  business  is  my  business, 
and  so,  by  a  fraudulent  misstatement,  deprive  me  of  the 
profits  of  the  business  which  would  otherwise  come  to  me/ 
That  is  the  principle,  and  the  sole  principle,  on  which  this 
Court  interferes.  The  Court  interferes  solely  for  the  pur- 
pose of  protecting  the  owner  of  a  trade  or  business  from 
a  fraudulent  invasion  of  that  business  by  somebody  else. 
It  does  not  interfere  to  prevent  the  world  outside  from 
being  misled  into  anything.  If  there  is  any  misleading, 
that  may  be  for  the  Criminal  Courts  of  the  country  to 
take  notice  of,  or  for  the  Attomey-Oeneral  to  interfere 
with,  but  an  individual  plaintiff  can  only  proceed  on  the 
ground  that,  having  established  a  business  reputation 
under  a  particular  name,  he  has  a  right  to  restrain  any 
one  else  from  injuring  his  business  by  using  that  name. 
.  .  .  But  there  is  another  point  upon  which  I  myself 
cannot  entertain  any  doubt,  which  is  this,  that  the  assign- 
ment of  the  goodwill  and  business  of  Charbonnel  &  Walker 
did  convey  the  right  to  use  the  name  of  Charbonnel  &; 
Walker,  and  the  exclusive  right  to  use  that  name,  as 
between  the  vendor  and  the  purchaser  of  that  business. 
Whether  it  would  prevent  another  person  from  afterwards 
using  the  name  of  Charbonnel,  I  do  not  say ;  but  the  trade 
name,  made  up  of  parts  of  two  real  names,  as  the  Master 
of  the  Rolls  says,  the  trade  name  of  Charbonnel  &  Walker 
(whether  it  was  entirely  a  fictitious  name  can  make  no 
difference)  was  the  name  of  the  business,  and  that  business 
was  sold.  That  was  a  name  with  which  every  article  sold 
might  have  been  impressed,  just  as  in  the  case  of  MHUng- 
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ton  V.  Fox  (a),  where  the  name  was  continued  as  part  of 
the  designation  of  the  article  sold.  I  think  it  right  to  say 
that  the  sale  of  the  goodwill  and  business  conveyed  the 
right  to  the  use  of  the  partnership  name  as  a  description 
of  the  articles  sold  in  that  trade,  and  that  that  right  is 
an  exclusive  right  as  against  the  person  who  sold  it,  and 
an  exclusive  right  as  against  all  the  world,  so  that  no  other 
person  could  represent  himself  as  carrying  on  the  same 
business." 

The  purchaser  of  the  goodwill  is,  d  fmiioi^,  entitled  to 
represent  himself  as  continuing  the  old  business;  thus, 
where  the  business  of  John  Douglas  &  Go.  was  sold,  it  was 
held  that  the  purchasers  alone  had  the  right  to  describe 
themselves  as  "  late  John  Douglas  &  Co.,"  and  the  vendor 
was  restrained  from  calling  his  new  firm  "  John  Douglas  & 
Co.,"  that  being  an  interference  with  that  right  (b).  But 
a  purchaser  has  no  right  to  use  the  name  of  the  business 
he  has  bought  in  such  a  way  as  to  create  confusion  in  the 
ininds  of  the  public  (o) ;  and  it  is  a  fraud  for  a  person  to 
purchase  the  goodwill  of  a  small  business  in  order  to  gain 
a  right  to  use  a  name  generally  identified  with  a  different 
and  important  business  (d).  The  mortgagee  of  the  good- 
will of  a  business,  including  the  right  to  use  the  name 
under  which  the  business  is  carried  on,  has  no  such  right 
in  that  name  as  to  be  able  to  restrain  the  use  of  it  by 
another  person,  if  he  has  himself  never  traded  under 
it  (e). 

Where,  in  a  purchase  of  a  business  and  goodwill,  it  was 


upbJiiiieBB?*   agreed  that  the  purchaser  should  pay  the  vendor  at  the 


(a)  3  My.  &  Cr.  338. 

(6)  Churion  v.  Ikms/lat,  Johiu. 
174.  And  Bee  LewU  v.  Langdon, 
7  Sim.  421;  McOavxm  Bros.  Pump 
and  Machine  Co,  v.  McOowan, 
2  Cino.  818;  Phdan  t.  CoUender,  18 
N.  Y.  Sop.  Ct  244.  But  lee  Howe 
V.  Searing^  10  Abb.  Pr.  264;  R. 
Coz,  244;    Reevet   t.  JDcMcke,  12 


Abb.  Pr.  N.  S.  92;  Toting  y.  Jonet 
Broe.  A  Go,,  3  Hughes,  274. 

(c)  CAtnny.  TAonuu,  5yictL.R. 
Eq.  188. 

(d)  Perks  v.  HaU  d:  Co,,  W.  N. 
1881,  p.  111. 

(0  Beadey  v.  Soa/res,  22  Ch.  D. 
660. 
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end  of  each  of  the  first  ten  years  a  certain  proportion  of 
the  profits,  but  there  was  no  special  agreement  by  the 
purchaser  to  keep  up  the  business ;  it  was  held  by  Erie, 
C.  J.,  and  the  Court  of  Common  Pleas,  that  the  purchaser 
had  entered  into  an  implied  contract  to  keep  up  the  busi- 
ness, at  all  events  for  the  ten  years  over  which  the  instal- 
ments were  to  extend  (a).  It  seems  that  while  such  an 
implied  contract  would  give  a  right  to  damages,  if  broken, 
it  could  not  be  specifically  enforced  in  Equity  (6),  though 
carrying  on  a  similar  business  under  a  different  style  could 
be  restrained  (c). 

In  some  cases  questions  have  been  raised  with  respect  GoodwUl  of 
to  the  ownership  of  the  goodwill  of  a  business  carried  on  "^^^^^ 
on  mortgaged  i^remises.  This  has  most  frequently  been 
when  the  mortgaged  premises  have  been  taken  under 
compulsory  powers,  so  that  it  has  been  necessary  to  decide 
to  whom,  or  in  what  proportions,  the  purchase  money  was 
payable.  The  principle  which  governs  such  cases  was  thus 
laid  down  by  Cotton,  L.  J.,  in  a  very  recent  case  (d). 
*•  (Joodwill  is  a  word  of  which  few  people  understand  the 
meaning.  It  is  obvious  that  to  certain  kinds  of  goodwill 
a  mortgagee  will  be  entitled.  The  goodwill  which  attaches 
to  a  house  increases  the  value  of  that  house,  and  therefore 
the  mortgagee  is  entitled  to  that.  By  that  I  mean,  for 
instance,  there  is  a  well-known  public  house,  and  from  its 
position  being  well  known,  people  go  to  it;  or  a  well- 
known  shop,  from  its  being  situated  in  a  good  thorough- 
fare, people  go  to  it.  The  goodwill  is  attaching  to  the 
house,  and  adds  to  the  value  of  the  house.  But  there  may 
be  other  goodwills  attaching  to  the  personal  reputation 

(a)  Mclntyre  v.  Bdcher,  14  C.  B.  {d)  Cooper  v.  Metropolitan  Board 

N.  S.  654.    Compare  Harrison  v.  of  Works,  53  L.  J.  Ch.  109  (this 

Gardner^  2  Madd.  198.  passage  is  given  rather  less  fully  at 

(6)  I^wis   V.    Langdon,  7    Sim.  25  Ch.  D.  479),  and  see  Ckissum  v. 

421.  DeweSy  5  Russ.  29;  Kiny  v.  Midland 

(c)  Bvans  v.  ffusfhes,  18  Jur.  691.  By,  Co.,  17  W.  R.  118;  File  v.  Pile, 

And  Bee  Turner  v.  Major,  3  GiflF.  3  Ch.  D.  36;  £x  parte  PunneU;  In 

442.  re  Kitchin,  16  ib,  226. 
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which  a  man  has  made  for  himself.  That,  of  course,  does 
not  go  to  the  mortgagee,  but  is  a  thing  personal  to  the 
man  whose  skill  and  -whose  name  have  acquired  that  good- 
will. It  does  not  follow  at  all  that  because  it  is  called 
'  goodwill '  the  mortgagee  will  be  entitled  to  it.  So  far 
as  it  is  incident  to  the  house,  and  is  connected  with  the 
house,  and  increases  the  value  of  the  house,  it  goes  as  part 
of  the  value  of  the  house  to  the  mortgagee." 

In  a  case  of  partnership,  the  goodwill  of  a  business, 
newspaper,  &c.,  including  the  firm  name,  is  partnership 
assets,  and,  on  a  sale  of  the  partnership  business,  must  be 
sold  with  it,  for  the  benefit  of  the  partners  or  their 
creditors  (a),  and  a  receiver  may  be  appointed  until  the 
sale  (6). 

On  a  dissolution  of  partnership  the  business  and  goodwill 
may  be  disposed  of  in  three  different  ways :  by  sale,  for 
the  benefit  of  the  partners  or  their  creditors ;  by  the  whole 
concern,  including  the  trade  name,  being  taken  by  one 
partner  at  a  valuation ;  or  by  a  simple  division  of  the 
tangible  assets  of  the  partnership,  in  which  case  each  is  at 
liberty  to  use  the  trade  name  just  as  the  partnership  did 
previously  (c),  or  at  all  events  to  state  his  connection  with 
the  old  firm  (d).  But  where  a  partnersliip  was  entered 
into  for  a  certain  term,  an  injunction  was  granted  to 
restrain  one  of  the  partners  from  carrying  on  business  with 
others  under  the  old  partnership  name,  the  partnership 
term  not  having  expired  (e). 
Ccimpensation      On  a  dissolution  of  a  partnership  governed  by  articles, 


Disposal  on 
dissolution. 


(a)  Bradbury  v.  Didcens,  27  Beav. 
53;  Banks  v.  Oibaon,  84  Beav.  566; 
Ilall  V.  Barrows,  4  De  G.  J.  &  S .  150; 
McCormick  v.  McCubbin,  1  Ct.  Sess. 
Cas.  let  Ber.  I.  541;  Dayton  v. 
WIfkes,  17  How.  Pr.  510;  R.  Cox, 
224. 

(6)  Marten  v.  Van  hchaick,  4 
Paige,  479;  Williams  v.  WUsont  4 
iiandf.  Ch.:;379. 

(r)  Banks    v.    Gibson,  84    Beav. 


566;  Condy  v.  Mitekdl,  37  L.  T. 
N.  a  268,  766;  levy  v.  WaOxr,  10 
Ch.  D.  486.  See  Weston  v.  Ket- 
cham  (1),  89  N.  Y.  Super.  Ct  64; 
S.  C.  (2)  51  How.  Pr.  465. 

(d)  Clark  v.  Leach,  321  Beav.;.!  4; 
Jlookham  v.  Pottage,  L.  R.  8  Ch.  91; 
Dickson  v.  McMaster  <fc  Co.,  18  Ir. 
Jnr.  202;  Peterson  v.  Humphrey,  4 
Abb.  Pr.  394;  R.  Cox,  212. 

(r)  Englind  v.  Curlivg,  8  Beav.  129. 


GOODWILL. 


291 


the  retiring  partner  will  not  be  entitled  to  compensation  governed  by 
for  his  share  in  the  goodwill,  except  in  accordance  with  the 
articles  (a).  Thus,  in  a  case  where  provision  was  not 
made  for  such  compensation,  it  was  held  that  the  premises 
on  which  the  business  had  been  carried  on  for  many  years, 
and  which  the  continuing  partner  was  entitled  on  dissolu- 
tion to  take  at  a  valuation,  were  to  be  valued  without 
regard  to  the  fact  of  previous  occupation,  as,  if  that  were 
taken  into  account,  it  would  have  the  effect  of  making  the 
partner  in  question  pay  for  the  goodwill  (6). 

But  for  a  retiring  partner  to  be  entitled  to  compensation  what  tenn» 
for  his  share  in  the  goodwill,  it  is  not  necessary  for  the  ^^^ 
word  "goodwill"  to  be  mentioned  in  the  article  governing 
the  distribution  of  the  partnership  property.  In  Hall  v. 
Hall  (c),  indeed,  it  was  held  that  a  provision  in  the  articles 
for  the  valuation,  on  the  determination  of  the  partnership, 
of  the  "  property,  credits  and  effects,"  and  "  the  stock  in 
trade  and  effects,"  did  not  include  the  goodwill;  and  so  in 
Dickson  v.  McMaster  <fc  Co,  (d),  with  respect  to  the  term 
"  stock  in  trade,  goods,  chattels  and  effects."  But  those 
cases  must  be  taken  to  be  overruled  by  the  cases  in  which 
the  terms  "stock  belonging  to  the  partnership  "(e),  "property 
and  effects  "  (/),  and  "  effects  and  things  "  (g)  have  been 
held  to  include  goodwill. 

Where,  however,  the  partnership  articles  of  a  firm  oisteuaHv, 
commission  merchants  provided  that  a  retiring  partner  ^^^^^^^^^ 
should  receive  the  share  in  "  the  partnership  property  to 


(a)  IfaU  T.  ffaU,  20  Beav.  139 ; 
Kennedy  ▼.  Lee,  3  Mer.  441—52; 
Farr  ▼.  Pearce^  3  Madd.  74;  Steuart 
V.  aiadtiUme,  10  Ch.  D.  626. 

(6)  Burfidd  v.  Rouch,  31  Beav. 
24 i.  Bui  see  Dougherty  v.  Van 
Nottrandj  Hoff.  68. 

(e)  20  Beav.  180. 

(rf)  18  Ir.  Jut.  202. 

{e)  IfaU  V.  Barrowtf  4  De  G.  J. 
&  S.  150. 

(/)  Reynolds  v.  Bullock,  47  L.  J. 


Ch.  773. 

ij)  Barrow  v.  Barrow,  27  L.  T. 
N.  S.  431;  RoU  v.  Bidmer,  W.  N. 
1878,  p.  119;  and  see  Shipwright  v. 
aemenU,  19  W.  R.  699.  Where 
the  interest  of  a  deceased  partner  ia 
purchased  by  the  surviving  partner 
at  a  valuation,  utider  tLe  Ohio 
statute,  the  value  of  the  goodwill 
must  be  included.  Rammdsberg  v. 
Mitchdl,  29  Ohio  St.  22. 
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which  he  was  entitled  upon  the  basis  of  annual  accounts 
taken,  under  another  article,  of  the  partnership  "estate 
and  eflfects,"  provision  being  made  thereby  for  a  fair  valua- 
tion and  appraisement  of  all  the  particulars  included  in  such 
accounts,  which  might  be  in  their  nature  susceptible  of 
valuation,  but  no  mention  being  made  of  the  goodwill  of 
the  business,  it  was  held  by  the  Court  of  Appeal  that,  the 
share  of  partners  in  the  goodwill  of  a  commission  business 
not  being  ordinarily  estimated  in  calculating  their  annual 
shares  of  profits,  and  that  not  having  been  the  practice  in 
the  case  before  them,  the  goodwill  could  not  be  taken  into 
account  and  valued  as  being  included  in  the  partnership 
"  estate  and  effects  "  (a). 

On  the  other  hand,  where  the  articles  of  partnership 
provided  that  the  goodwill  should  belong  to  the  partners 
in  the  proportion  of  their  shares  in  the  business,  but  should 
not  be  taken  into  account  in  the  accounts  of  the  partner- 
ship, and  that  on  the  determination  of  the  partnership  a 
general  account  and  valuation  of  the  property  and  effects 
of  the  partnership  should  be  taken,  the  partnership  being 
dissolved  by  the  death  of  one  of  the  partners,  it  was  held 
by  Sir  J.  Stuart,  V.-C,  that  the  goodwill  must  be  included 
in  the  valuation  of  the  partnership  property  (6). 

In  Featherstanhaiigh  v.  Fenwick  (c),  it  was  decided  that 
on  a  dissolution  of  a  partnership,  not  provided  for  by 
articles,  one  partner  could  not  secure  to  himself  the  whole 
benefit  of  the  goodwill  by  claiming  to  take  the  share  of  the 
other  at  a  valuation,  or  requiring  him  to  remove  his  pro- 
portion from  the  premises,  or  clandestinely  obtaining  a 
renewal  to  himself  of  the  lease  of  the  premises  occupied 
by  the  partnership ;  but  where  the  goodwill  goes  with  the 
premises,  it  has  been  held  in  America  that  the  partners 


(a)  Steuart  v.  OladstoMf  10  Ch. 
D.  626. 

(6)  Wade  v.  Jenkins,  2  Giff.  509. 
(e)  17  Ves.  298 ;  and  so  in  MU- 


cheU  V.  Bead  (1),  61  N.  Y.  128.  As 
to  a  trade  mark,  see  Wetton  v.  Ket- 
Cham  (1),  39  N.  Y.  Super.  Ct.  54. 
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wiio  quit  the  premises  have  no  claim  in  respect  of  goodwill 
against  a  partner  who  remains  on  the  premises  (a) ;  and  where, 
under  a  power  contained  in  the  articles,  a  majority  of  the 
partners  in  a  firm  expelled  another  partner,  it  was  decided 
that  in  the  valuation  of  the  amount  to  which  he  was 
entitled  the  value  of  the  goodwill  could  not  be  taken  into 
account  (b). 

If,  after  a  dissolution  of  partnership  by  the  death  of  a  EsUte  of  dead 
partner,  "  the  surviving  partners  think  proper  to   make  STpartneCThSp 
that  which  is  in  Equity  the  joint  property  of  the  deceased  profite  unta 
and  them  the  foundation  and  plant  of  increased  profit,  if 
they  do  not  think  proper  to  settle  with  the  executors  and 
put  an  end  to  the  concern,  they  must  be  understood  to 
proceed  upon  the  principle  which  regulated  the  property 
before   the   death  of  their  partner"  (c);  that  is  to   say, 
capital  belonging  to  the  estate  of  the  deceased  partner 
having  been  risked,  such  a  proportion  of  the  total  profits 
as  are   attributable  to  that  capital  will  belong  to  that 
estate.  • 

But  in  the  computation  of  what  profits  are  attributable  Sabject  to 
to  that  capital  a  variety  of  circumstances  have  to  be  taken  c'^^^^^tancea. 
into  consideration:  thus,  "the  nature  of  the  trade,  the 
manner  of  carrying  it  on,  the  capital  employed,  the  state 
of  the  account  between  the  partnership  and  the  deceased 
partner  at  the  time  of  his  death,  the  conduct  of  parties 
after  his  death,  all  of  which  may  materially  affect  the 
rights  of  the  parties  "  (<1). 

In  the  same  manner,  on  the  deiith   of  a  jxirtner,  the  Similarly  with 

goodwUL 

(a)    Muudman    and    Clarl'son's  GifF.  81 ;  and  ParsoM  v.  Ilai/tDard, 

Appeal,  62  Pa.  St.  81.  81  L.  J.  Ch.  666. 

(6)  StetutH  V.  Gladdone,  10   Ch.  (d)  Per  Sir  J.  Wigram,  V.-C,  fn 

D.  626.  WiUeU  v.   Blanford,  1   Hare,  253. 

(c)  Pep  Lord  Eldon,  C,  in  Craw-  And  see  Simpson  v.  Chapman,  4  De 

«Aay  V.  CoUint,  1.5  Ves.  227.    And  G.  M.    &    G.     154,    where    these 

see  Featheritonhaugh  v.  Fenwick,  17  remarks  were  highly  approved  by 

Ves.   298;    HeathcoU  v.   JIuLme,   1  Sir  G.  Turner,  L.  J.,   and  it  was 

Jaa  &  W.  122 ;  Brown  ▼.  De  Tattet,  held  that,  under  the  circumstancea 

Jaa  284;  Cook  v.  CoUingridge,  Jaa  of  the  case,  nothing  was  duo  to  the 

607;   Macdonald  v.   Jlichardon,  1  estate  of  the  deceased  partner. 
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goodwill  ought,  if  there  is  no  provision  regulating  its 
destination  in  such  an  event,  to  be  sold  for  the  benefit  of 
the  partnership,  and  if  that  is  not  done,  the  continuing 
partners  will  have  to  account  to  the  estate  of  the  deceased 
partner  for  his  share  in  the  goodwill. 

There  is,  indeed,  a  distinct  decision  (a)  by  Lord  Lough- 
borough, C,  that  upon  a  dissolution  of  a  partnership 
without  articles  the  goodwill  survives  to  the  surviving 
partner.  This  position  was,  however,  doubted  by  Lord 
Eldon,  C,  in  Crawshay  v.  Collins  (6);  and  it  is  now 
thoroughly  established  that  the  goodwill  is  partnership 
assets.  "The  goodwill  of  a  trade,  although  inseparable 
from  the  business,  is  an  appreciable  part  of  the  assets 
of  a  concern,  both  in  fact  and  in  the  estimation  of 
a  Court  of  Equity.  Accordingly,  in  reported  cases,  Lord 
Eldon  held  that  a  share  of  it  properly  and  as  of 
right  belonged  to  the  estate  of  the  deceased  partner.  It 
does  not  survive  to  the  remaining  partners,  unless  by 
express  agreement;  but  it  may  by  agreement,  as  it  may  be 
agreed  that  any  particular  portion  of  the  partnership 
assets  shall  so  survive.  Goodwill  manifestly  forms  a 
portion  of  the  subject-matter  which  produces  profits,  which 
constitutes  partnership  property,  and  which  is  to  be 
divided  between  the  surviving  partners  and  the  estate  of 
the  deceased  partner,  according  to  the  terms  of  the 
contract,  and  when  that  is  silent,  according  to  their  shares 
in  the  concern  "  (c).  The  share  of  the  deceased  partner  in 
the  concern  is  not,  however,  the  sole  guide  to  the  interest 
of  his  estate  in  the  goodwill.     The  various  circumstances 


(a)  Hammond  v.  DouglaSf  6  Ves. 
r>39.  And  see  Letns  v.  Langdon,  7 
Sim.  421 ;  Robertson  v.  Quiddingtimf 
28  Beav.  629 ;  Young  v.  Jones 
Brothers  ds  Co.y  3  Hughef*,  274. 

(6)  15  Ves.  227. 

(c)  Per  Sir  J.  RomiUy,  M.R.,  in 
Wedderbum  v.  Wedderbum^  22 
Beav.  124.    And  see  Macdorwld  v. 


Richardson,  1  Giff.  81 ;  Bradbury  v. 
Dickens,  27  Beav.  53;  Smith  v. 
Everett,  27  Beav.  446;  Nail  v. 
ifam>tcg,4DeG.  J.  &S.  150;  McCor- 
mick  V.  McCubbin,  Ct.  Seas.  Gas., 
Ist  ser.  L  641 ;  Dougherty  v.  Van 
Nostrandf  Ho£f.  68 ;  Dayton  v.  WiUtSy 
17  How.  Pr.  510;  R  Cox,  224. 
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alluded  to  by  Vice-Chancellor  Wigram,  in  Willett  v.  Elan- 
ford  (a)  must  be  considered.  Thus,  where  at  the  time  of 
the  death  of  one  of  two  partners  the  partnership  was 
insolvent  and  the  deceased  partner  indebted  to  the  partner- 
ship, and  the  surviving  partner  subsequently  carried  on 
the  business  with  such  energy  and  success  that  he  was 
able  at  a  later  period  to  sell  the  goodwill  for  £1700,  it 
was  held  by  Sir  G.  Jessel,  M.R.,  that  the  surviving  partner 
was  only  liable  to  account  to  the  estate  of  his  deceased 
partner  for  the  value  of  a  moiety  of  the  goodwill  at  the 
time  of  the  latter's  death  (b). 

With  respect  to  the  trade  name,  Sir  L.  Shadwell,  V.-C,  Firm  name, 
in  Lewis  v.  Langdon  (c),  expressed  an  opinion  that  it 
survived,  but  the  decision  in  that  case  only  amounted  to 
this:  that  one  of  three  executors  of  a  deceased  partner  in 
the  firm  of  "  Brookman  &  Langdon  "  had  no  right  to 
set  up  in  business  as  "  Brookman  &;  Langdon,''  and  that 
the  surviving  partner,  who  was  carrying  on  business  as 
"  James  Lewis  &  Co.,  successors  to  Brookman  &  Langdon," 
had  sufficient  interest  in  the  name  of  the  old  firm  to 
restrain  an  unauthorised  use  of  it  (d),  and  it  seems  that 
one  member  of  a  firm  cannot,  on  the  death  of  his  partner, 
monopolise  all  the  benefit  to  be  derived  from  the  use  of 
the  firm  name  (e),  although,  if  he  purchases  the  interest  of 
his  deceased  partner  from  the  latter's  executors,  he  will  be 
entitled  to  the  exclusive  use  of  the  old  firm  name  (f). 

When,  on  a  dissolution  of  partnership,  the  goodwill  of  F"™  ^^' 
the  business  becomes  the  property  of  some  of  the  former  certain 
partners,  with  it  they  acquire  the  right  of  representing  P*'^®"* 


(a)  1  Hare,  253. 

(6)  Brouffhton  v.  Broughton,  44  L. 
J.  Ch.  626.  And  compare  Simpson 
V.  Ckaqmauy  4  De  G.  M.  &  G.  154. 

(c)  7  Sim.  421.  See  MUner  v. 
Jteed,  Dig.  828. 

{d)  In  thifl  respect,  JTine  v.  Lart, 
10  Jut.  106,  and  Dent  v.  Turpin,  2 
J.  &  H.  139,  seem  to  be  in  point,  as 
in  those  cases  the  plaintiff  had  a 


certain  right,  but  not  an  exclusive 
right,  in  the  trade  marks.  See  ScoU 
V.  ScoU,  16  L.  T.  N.  S.  143. 

(e)  A  decided  opinion  to  this  eJBFect 
is  expressed  in  Lindley  on  Partner- 
ship, 4th  ed.  862.  And  see  Fenn  v. 
Bollesy  7  Abb.  Pr.  202. 

(/)  Phdan  V.  CoUender,  13  N.  Y. 
Snp.  Ct.  244. 
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their  remodelled  business  as  being  the  continuation  of  the 
old  one;  and  they  are  at  liberty  to  express  this  by  styling 
themselves  "B.  &  C,  lat«  A.  and  B./'  or  "B.  &  C, 
successors  to  A.  &  B.,"  or  by  using  any  similar  words  (a).  If 
they  continue  to  use  the  style  of  the  old  business,  ''A.  & 
B.,"  as  before,  then,  as  regards  the  partner  by  whose 
retirement  or  death  the  dissolution  has  been  brought  about, 
it  does  not  appear  that  he  or  his  estate  will  be  exposed  to 
loss  or  inconvenience,  or  that  he  or  his  representatives 
have  any  ground  for  complaint  (6) ;  and,  as  regards  the 
public,  it  seems  that  the  use  of  the  old  name  does  not,  as 
a  rule,  constitute  any  false  representation,  the  only  state- 
ment being  that  the  new  firm  is  carrying  on  the  business 
of  the  old  one  (c).  Such  continued  user,  however,  will  not 
be  permitted  when  it  can  be  only  for  an  improper  and 
fraudulent  purpose,  and  in  order  to  deceive  the  public  (d); 
nor  where  the  partnership  has  been  only  contrived  with  a 
view  to  giving  the  purchaser  of  a  professional  business  the 
means  of  appropriating  to  himself  the  personal  reputation 
of  the  vendor  (e). 
Rights  on  When  a  partner  has  retired  from  a  business,  his  share 

retirement  o7  ^^^  interest  therein  being  taken  over  by  the  continuing 

by  death  and  partners,  or  when,  on  the  death  of  a  partner,  the  partner- 
sale  of  good-        I'l*  1  1  iij^i_  a'    *  •• 

^11.  ship  busmess   has    been    sold,  the   retiring  or  surviving 

partner,  as  the  case  may  be,  has  full  liberty  to  set  up  a 
precisely  similar  business  to  that  which  the  partnership 
carried  on,  but  he  must  not  represent  it  to  be  the  same 


(a)  Churton  v.  Doughtx,  Johns. 
174  ;  Leicit  v.  Lanr/don,  7  Sim.  421 ; 
Jlookham  v.  Pottage,  L.  R.  8  Ch.  91 ; 
Peterson  v.  llumphretfy  4  Abb.  Pr. 
394 ;  R.  Cox,  212 ;  McGoxran  Bro- 
thers' Pump  Machine  Co.  v.  McOoican, 
2  Cine.  313  ;  Phelan  v.  CoUender,  13 
N.  Y.  Sup.  Ct.  244  ;  Youru/  v.  Jones 
Brothers  <fc  Co,,  8  Hughes,  274.  But 
see  Jieet-es  v.  Denicke,  12  Abb.  Pr. 
N.  S.  92. 

(6)  See  Lev7j'y.  Walker,  10  Ch.  D. 
436,  and  cases  at  p.  286,  suprd. 


(r)  Batiks  v.  Gibson,  34  Bear.  566 ; 
Aubin  V.  I/olt,  2  K.  ft  J.  GO.  And 
see  Leather  Cloth  Co.  v.  American 
LeaUier  Cloth  Co.,  1  H.  &  M.  271  ; 
4  De  G.  J.  k  S.  137 ;  11  H.  L.  C. 
f  23  ;  Phelan  v.  CoUender,  13  N.  Y. 
Sup.  Ct.  244  ;  Probasco  v.  Bouyon, 
1  Mo.  App.  241. 

(rf)  Denee  v.  Mason,  Big.  534 ;  41 
L.  T.  N.  S.  673. 

(«)  Thombury  v.  Bevill,  1  Y.  &  O. 
Ch.  654. 
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business  (a).  To  use  the  language  of  Fry,  J.,  in  Mogford  v. 
CouHenay  (b)  "  the  rights  of  a  late  partner  who  has  no 
interest  in  the  goodwill  of  the  old  business,  to  carry  on 
trade  are  somewhat  refined.  They  amount  shortly  to  this — 
that  he  may  carry  on  a  similar  trade  or  similar  business ; 
he  cannot  carry  on  the  identical  business.  He  is  at  liberty 
to  do  everything  which  flows  from  the  right  to  carry  on  a 
similar  business ;  he  is  prohibited  or  liable  to  be  restrained 
from  doing  anything  which  conduces  to  his  carrying  on  the 
identical  business;  but  what  acts  come  within  either  of 
those  classes  is  a  question  of  very  considerable  nicety." 
To  this  extent  the  rights  of  an  expelled  partner  are  the 
same  as  if  he  had  retired  voluntarily  (c).  In  the  valuation, 
therefore,  of  the  share  of  a  retiring  or  dead  partner,  which 
is  to  be  taken  over  by  the  surviving  partner,  this  fact 
should  be  taken  into  consideration,  as  it  may  materially 
affect  and  even  destroy  the  value  of  the  share  (d) ;  and 
when  the  business  is  to  be  sold,  that  fact  should  be  stated 
in  the  particulars  of  sale,  in  order  that  the  purchaser  may 
be  able  to  buy  with  a  full  knowledge  of  the  facts  (e).  In 
Smith  V.  Everett  (/),  the  survivor  of  two  partners  in  a 
banking  business  sold  the  business,  and  it  was  held  that 
the  estate  of  the  deceased  partner  was  entitled  to  a  share 
of  so  much  of  the  purchase-money  as  was  attributable  to 
the  goodwill.  Sir  J.  Romilly,  M.  R,  directed  that  this 
value  should  be  ascertained,  regard  being  had  to  the  facts 
that:  1st,  the  partnership  premises  belonged  to  tlie  survivor; 


(a)  Kennedy  v.  Lee^  3  Mer.  441  — 
62 ;  Harrison  v.  Gardner,  2  Madd. 
198;  Ckurton  v.  Douglas,  John««. 
174 ;  Ifcdl  ▼.  Barrows,  4  Do  G.  J. 
&  S.  150  ;  Clark  v.  Leach,  32.Beay. 
14;  Band  v.  MiUbourn,  20  W.  R. 
197 ;  Hookham  v.  PoUa-je,  L.  R.  8 
Ch.  91 ;  SMy  v.  Anchor  Tube  Co., 
W.  N.  1877,  p.  191 ;  Wolmershausen 
▼.  O'Connor,  86  L.  T.  N.  S.  921 ; 
LeggoU  v.  BarreU,  15  Ch.  D.  306  ; 
Bammd^terg  v.  Mitehdt,  29  Ohio  St. 
22. 


(6)  45  L.  T.  N.  S.  303. 

(r)  Dawson  v.  Beeson,  22  Ch.  D. 
604. 

(rf)  MeUersh  v.  Keen,  28  Beav. 
453 ;  Davies  v.  Hodgson,  25  Beav. 
177  ;  RammeUberg  v.  Mitchell,  tUn 
suprd. 

(c)  Cook  V.  CoUingridge,  Jac.  607 ; 
HidL  V.  Barrows,  4  De  G.  J.  &  S. 
150.  And  see  the  form  settled  by 
the  L.  JJ.  in  Johnson  v.  HeUdeu,  2 
De  G.  J.  k  S.  446. 

(/)  27  Beav.  446. 
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Retiring  or 
surviving 
partner  niAy 
state  former 
connection. 


And  the 
termination  of 
that  con- 
nection. 


Necessary  an- 
nouncements 
may  be  made. 


2ndly,  the  survivor  had  the  right  to  carry  on  the  business 
of  a  banker  on  the  same  premises  after  the  sale  of  the 
goodwill ;  3rdly,  the  sole  right  of  issuing  bank  notes  sur- 
vived to  him. 

"Dnless  he  has  specially  contracted  not  to  do  so  (a),  a  re- 
tiring or  surviving  partner  may  advertise  generally  the 
facts  that  he  was  connected  with  the  former  business,  and 
that  he  is  establishing  a  new  business,  and  he  may  style 
himself  "  formerly*'  or  "  late  "  of  the  firm,  and,  if  he  occupies 
the  premises  formerly  occupied  by  the  firm,  may  state 
that  they  were  so  occupied ;  but  he  may  not  describe  him- 
self as  "successor  to*'  the  old  firm,  nor,  except  in  the  case 
of  a  partner  who  is  leaving  the  firm  involuntarily  (6), 
may  he  address  any  special  solicitations  to  the  customers 
of  his  former  firm  (c). 

A  retiring  partner  may  advertise  the  discontinuance  of 
his  participation  in  a  periodical  issued  by  the  partnership, 
but  he  is  not  at  liberty  to  advertise  its  discontinuance 
generally,  any  more  than  he  might  represent  the  partner- 
ship to  have  ceased  to  carry  on  business,  upon  his  own 
retirement  (d). 

While,  however,  a  retiring  partner  is  not  at  liberty  to 
depreciate  the  property,  his  share  in  which  has  passed  to 
others  (e),  a  partner  who  has  bought  the  share  of  his 
partner  may,  even  before  the  purchase  is  in  all  respects 
completed,  publish  statements  which  are  necessary  to 
induce  others  to  join  him,  and  to  enable  him  to  cany  on 
the  business,  though,  in  the  opinion  of  the  selling  partner, 


(a)  Wolmerahauten  v.  OX<>7i«or, 
36L.  T.  N.  S.  921. 

(6)  Walker  v.  MoUram,  19  Ch.  D. 
355  ;  Vaiaon  v.  JBeeion,  22  ib.  504. 

(c)  Bradbury  v.  Dkltnti^  27  Beav. 
53 ;  Clarh  v.  Leach,  32  Beav.  14 ; 
Lahouchere  v.  Dawaon,  L.  R.  13  Eq. 
322 ;  Gravdey  v.  Winchtster,  Seton, 
4th  ed,  257 ;  Burrows  v.  Foster,  1 
N.  B.  156  ;  Sdby  v.  Anchor  Tube  Co., 
W.  N.   1877,    p.   191;  LeffgoU  v. 


Barrett,  15  Ch.  D.  306  ;  Morgan  v. 
Schuyler,  79  N.  Y.  490. 

(rf)  Bradbury  v.  Diclmn,  27  Beav, 
53.  In  England  v.  Curling,  8  Beav. 
129,  an  injunction  was  granted  to 
restrain  a  partner  from  publishing 
notices  of  the  dissolution  of  the 
partnership  during  the  term  for 
which  it  was  to  su^ist. 

(«)  Bradbury  v.  JMckent,  ubi 
suprti 
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that  may  have  a  prejudicial  effect  on  what  is  still  in  a 
sense  the  partnership  property  (a). 

Where  two   partners,   having    been   in    the  habit   ofBminew   ^ 

^,  ^         i.-i«  !•  X    carried  on  in 

carrying  on  the  partnership  business,  each  m  a  separate  separate 
district,  agreed  to  dissolve  partnership,  the  premises,  stock,  ^^rfcte- 
and  goodwill  to  be  sold,  or  until  sale  to  vest  in  a  receiver. 
Sir  J.  Stuart,  V.-C,  restrained  one  partner  from  carrying 
on  the  business  on  his  own  account  in  one  district,  and 
directed  him  to  account  for  the  profits  (6). 

Again,  where  it  was  provided  by  the  partnership  Right  of 
articles  that,  on  the  death  of  one  of  the  partners,  his  ^^  P~' 
personal  representative  should  have  the  right  to  elect, 
within  three  months,  to  take  the  deceased  partner  s  share 
in  the  business,  Sir  W.  P.  Wood,  V.-C,  restrained  the 
surviving  partner  from  carrying  on  the  business  under  any 
other  firm  or  style  than  that  used  in  the  lifetime  of  the 
deceased  partner,  for  three  months,  or  until  election  by 
his  representative  (c).  But  it  seems  that  though  the 
Court  can  restrain  the  surviving  partner  from  carrying  on 
the  business  in  any  other  name,  it  has  no  means  of  com- 
pelling him  to  carry  it  on  in  the  original  name  {d). 

The  value   of  a  goodwill,  or  share   of  a  goodwill,  is  Valuation  of 
usually  estimated  at  so  many  years'  purchase  upon  the  ^ 
amount  of  the  profits  (e) ;  thus,  in  Mellerah  v.  Keen  (/),  it 
was  fixed  at  one  year's  purchase  of  the  net  annual  profits, 
calculated  on  an  average  of  three  years  (g), 

(a)  Marshall  v.  WaUony  25  Beav.  623. 
501.  (/)  28  Beav.  453. 

{h)  Turner  v.  Majors  3  Giff.  442.  (^)  As  to  other  circumstanoes  to 

(c)  Evana  v.  Hughet,  18  Jur.  691.  be  considered,  see  SniUJi  v.  Everett, 

(d)  Leioia  v,  Lanjdon^  7  Sim.  421.  27  Beav.  446;  Johnson  v.  HeUdey, 
\e)  Austen  v.  Bot/s,  2  De  G.  &  J.  81  Beav.  63;  2  De  G.  J.  k  S.  446. 
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The  Patents,  Designs,  and  Trade  Marks  Act,  1883. 

46  &  47  Vict.  c.  57. 

An  Act  to  amend  and  consolidate  the  Law  relating  to  Patents 
for  Inventions,  Registration  of  Designs,  and  of  Trade  Marks, 

[2bth  Aiignst,  1883.] 

Eb  it  enacted  by  the  Queen's  most  excellent  Majesty,  by  and 
with  the  advice  and  consent  of  the  Lords  spiritual  and  temporal, 
and  Commons,  in  this  present  Parliament  assembled,  and  by  the 
authority  of  the  same,  as  follows  : 

PARTI.  P»rtL 

Preliminary.  Preliminaiy. 

1.  This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade  Short  title. 
Marks  Act,  1883. 

2.  This  Act  is  divided  into  parts,  as  follows  :—  ?fr~^^  **' 

'  Act  into 

Part  L— Preliminary.  P*"^ 

Part  11. — Patents. 
Part  III. — Designs. 
Part  IV. — ^Trade  Marks. 
Part  V. — General. 

3.  This  Act,  except  where  it  is  otherwise  expressed,  shall  Commence- 
commence  from  and  immediately  after  the  thirty-first  day  of  ™®"**  ^^  ^®*- 
December,  one  thousand  eight  hundred  and  eighty-three. 
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PART  IL     (Sbos.  4—46). 
Patbnts. 


PART  III.     (Secs.  47—61). 
Designs  (a). 

(a)  For  §  51,  requiring  articles  bearing  a  regwtered  design  to  be  marked 
so  as  to  denote  the  fact  of  registration,  see  Appendix  C. 


PART  IV. 

Tbade  Marks. 

Regidration  of  Trade  Marks, 


Application  62.  (1.)  The  comptroller  (a)  may,  on  application  by  or  on 

for  registra-     behalf  of  any  person  (h)  claiming  to  bo  the  proprietor  (c)  of  a 
trade  mark  {d)^  register  the  trade  mark  {e), 

(2.)  The  application  (/)  must  be  made  in  the  form  set  forth 
in  the  first  schedule  to  this  Act,  or  in  such  other  form  (^)  as 
may  be  from  time  to  time  prescribed  (A),  and  must  be  left  at,  or 
sent  by  post  to,  the  Patent  Office  in  the  prescribed  manner  (t). 

(3.)  The  application  must  be  accompanied  by  the  prescribed 
number  of  representations  (A)  of  the  trade  mark,  and  must 
state  the  particular  goods  or  classes  of  goods  (/)  in  connection 
with  which  the  applicant  desires  the  trade  mark  to  be  registered. 

(4.)  The  comptroller  may,  if  he  thinks  fit,  refuse  to  register 
a  trade  mark  (m),  but  any  such  refusal  shall  be  subject  to  appeal 
to  the  Board  of  Trade  (n),  who  shall,  if  required,  hear  the 
applicant  and  the  comptroller,  and  may  make  an  order  deter- 
mining whether,  and  subject  to  what  conditions  (o),  if  any, 
registration  is  to  be  permitted. 

(5.)  The  Board  of  Trade  may,  however,  if  it  appears  expe- 
dient, refer  the  appeal  to  the  Court  (/>):  and  in  that  event  tiie 
Court  shall  have  jurisdiction  {q)  to  hear  and  determine  the 
appeal  and  may  make  such  order  as  aforesaid. 

(a)  The  Comptroller  General  of  Patents,  Designs,  and  Trade  Marks: 
-  117. 


PATENTS,  &C.,  ACT,  1883.  808 

(6)  *< Person"  indtides  a  body  corponte,  §  117,  Rule  89.  There  is  no 
limitation  to  British  subjects,  and  the  practice  hitherto  has  been  to  grant 
registration  to  aliens.  See,  however,  In  re  Riviere  Js  Co,,  49  L.  T.  N.  S.  506 ; 
C.  A.,  32  W.  B.  890.  §  103  (3)  seems  to  mean  that  a  foreign  subject  must 
apply  for  registration  in  his  own  country  before  he  can  obtain  registration 
here.    See  that  section. 

(c)  By  "  claiming  to  be  the  proprietor  "  nothing  more  is  probably  meant 
than  "  claiming  to  be  the  first  to  adopt,"  whether  there  has  been  any  user 
or  not.  Since  by  §  77  a  trade  mark  cannot  be  protected  until  either  it  has 
been  registered  or  regiBtration  has  been  relused,  it  hardly  seems  that  there 
can  be  any  proprietorship  until  registration  has  been  granted,  or,  in  the 
case  of  an  old  mark,  i.e.,  a  mark  used  before  August  18,  1875,  refused. 

{d)  As  to  what  is  a  trade  mark,  see  §  64,  infrd,  and  Ch.  2. 

(f)  As  to  the  mode  of  registration,  see  Rules  30 — 83.  By  Rule  31,  if  an 
applicant  dies  before  registration,  the  trade  mark  may  be  registered  for  the 
successor  to  the  goodwill  of  his  business. 

(/)  For  the  mode  of  making  application,  see  Rules  7—15.  By  §  81  (8) 
applications  for  registration  of  HaUamshire  cutiery  marks  must  be  made  to 
the  Cutlers'  Company. 

{g)  Form  F.  in  the  second  Schedule  to  the  Rules  is  substituted  for 
Form  F.  in  the  Schedule  to  the  Act.    See  Rules  4,  5. 

(A)  "  Prescribed,"  t.«.,  by  the  Rules.    See  §  117. 

(i)  See  Rule  16. 

{h)  Four  in  classes  23 — 35 ;  three  in  other  classes.  See  Rule  18  and 
Form  G. 

{I)  The  application  may  be  for  any  goods  in  a  dass,  see  Form  F.  For 
the  classification  of  goods,  see  Rule  6  and  the  Third  Schedule  to  the 
Rules. 

{m)  Before  refusing  to  register  a  mark,  the  comptroller  is  to  give  the 
applicant  ten  days'  notice  of  a  time  when  he  may  be  heard  personally  or 
by  his  agent.    §  94  and  Rules  17—19. 

(n)  See  Rules  20—24  and  Form  H.  It  would  appear  that  by  §  90,  the 
wording  of  which  is  very  similar  to  that  of  §  5  of  the  Act  of  1875,  under 
which  the  Court  has  hitherto  acted,  a  concurrent  jurisdiction  in  cases  of 
refusal  by  the  comptroller  is  given  to  the  Court,  and  that  the  effect  of  the 
present  section  and  §  90,  taken  together,  is  that  the  appellant  may  elect  to 
go  either  to  the  Board  or  to  the  Court,  but  that,  in  the  event  of  his  electing 
to  go  to  the  Board,  the  Board  may,  if  it  appears  expedient,  refer  him  to  the 
Court.  The  object  appears  to  be  to  give  the  appUcant  an  opportunity  of 
going  to  the  Board  of  Trade  instead  of  to  the  Court,  if  he  thinks  that 
course  likely  to  be  cheaper,  or  the  result  likely  to  be  more  favourable.  In 
the  event  of  the  case  being  heard  ly  the  Board  of  Trade,  and  decided 
adversely  to  the  applicant,  it  will  apparentiy  still  be  open  to  him  to  take 
the  decision  of  the  Court  under  §  90.  See  Rule  44  as  to  entering  orders  of 
the  Court  on  the  Register. 

(o)  As  to  limited  registration,  see  note  (c)  to  §  72  ii\frd, 

(p)  The  Co'jrt  is  the  High  Court  of  Justice  in  England. 

(q)  I.e.y  notwithstanding  that  the  appellant  has  selected  the  Board  as 
his  tribuxiaL 

63.  Where  registration  of  a  trade  mark  has  not  been  or  shall  limit  of  time 
not  bo  completed  within  twelve  months  from  the  date  of  the  for  prooewJing 
application,  by  reason  of  default  on  the  part  of  the  applicant^  ^^^  ^^  **" 
the  application  shall  be  deemed  to  be  abandoned  (a). 

(a)  This  provision  was  first  made  by  the  edition  of  March,  1883,  of  the 
Rules  under  the  old  Acts. 


d. 
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ConditioMof       64.  (1.)  For  the  purposes  of  this  Act,  a  trade  mark  must 

oftoSf mark  ^P^^^^^  ^^  ^^  contain  at  least  one  of  the  following  essential  par- 
*  ticulare  (a) : 

(a.)  A  name  of  an  individual  or  firm  printed,  impressed,  or 
*^    /  woven  in  some  particidar  and  distinctive  manner  (i); 


S^f^  ^-2  V-^'f  e  r^ 


or 


^-^  •  _:' '     (^O  ^  written  signature  or  copy  of  a  written  signature  of  the 

individual  or  firm  applying  for  registration  thereof  as 
a  trade  mark  (c);  or 
(c.)  A  distinctive  device,  mark,  ])rand,  heading,  label,  ticket, 

or  fancy  word  or  words  not  in  conxmon  use  (tZ). 
(2.)  There  may  be  added  to  any  one  or  more  of  these  par- 
ticulars any  letters,  words,  or  figures,  or  combination  of  letters, 
words,  or  figures,  or  of  any  of  them  (e). 

(3.)  Provided  that  any  special  and  distinctive  word  or  words, 
letter,  figure,  or  combination  of  letters  or  figures  or  of  letters 
and  figures  used  as  a  trade  mark. .before  thft  fbirtAAnf.h  day  ^f 
August,  one  tHousand  eight  hundred  and  seventy-five^  may  be 
registered  as  a  trade  mark  under  this  part  of  this  Act  (/). 

(a)  This  Bection  is  enlarged  from  §  10  of  the  Act  of  1875.  The  essentud  pur- 
ticular  is  that  which  causes  a  mark  which,  without  it,  would  not  be  a 
registrable  trade  mark,  to  be  a  registrable  trade  mark  ;  it  is  that  by  virtue 
iA  which  registration  is  granted  to  a  mark.  Consequently  it  is  provided 
by  §  92  that,  though  non-essential  particulars  of  registered  trade  marks 
may  be  altered  with  the  leave  of  the  Court,  essential  particulars  may 
not  be.  Where,  therefore,  two  frade  marks  had  been  registered,  one  of 
which  contained  the  name  of  the  firm  in  ordinary  type,  and  the  other 
contained  it  printed  in  the  form  of  a  signature,  Jessel,  M.B.,  allowed  a  firm 
who  had  acquired  the  trade  mark  by  assignment,  to  substitute  their  own 
name  for  the  name  printed  in  ordinary  type,  but  refused  to  allow  any 
alteration  of  the  signature  in  the  second  mark  :  In  re  Detckurtt,  M.  R., 
Jime  11th,  1880.  A  trade  mark  which  does  cot  contain  any  essentiid 
)  particular,  and  is  therefore  not  registrable,  does  not  become  a  good  trade 
mark  by  remaining  five  years  on  the  register  :  In  re  Palmer  (1 ),  21  Cb.  D. 
47;  (8)  24  Ch.  D.  504;  In  re  Ralph,  26  Ch.  D.  194;  In  re  Leonard  <t'  Eni9, 
82  W.  R.  680. 

(5)  See  anUf  p.  25. 

\c)  See  ante,  p.  84;  and  In  re  Detchurst,  M.  K.,  June  11th,  1880. 

(d)  See  ante,  p.  36.  Fancy  words  were  not  registrable  under  the  old 
Act :  Ex  parte  Stepliens,  3  Ch.  D.  669 ;  and  see  Rote  v.  Erant,  48  L.  J.  Ch. 
618.  An  old  mark  is  not  considered  to  be  in  common  use  unless  it  has 
been  used  by  more  than  three  firms,  but  the  leave  of  the  Ccurt  is  neceseaxy 
for  the  second  or  third  registration  of  the  same,  or  substantially  the  rame, 
old  mark.    See  note  (r)  to  §  72  and  §  74. 

(e)  **  Figures  "  mean  numerals.  See  Ex  parte  Stephens,  3  Ch.  D.  659. 
When  it  is  wished  to  regi£>ter  the  same  essential  (or  '*  material,*'  by  which 
the  same  thing  appears  to  be  meant,)  particular,  with  a  number  of  varying 
additions,  the  proper  course  is  to  register  the  marks  as  a  series,  under  §  66, 
q.v.  See  also  note  (c)  to  §  72  infrd.  Inasmuch  as  the  parts  of  a  combina- 
tion mark  which  are  not  within  the  definition  of  "essential  particulars,"  are 
not  entitled  to  registration  or  protection  when  standing  alone,  it  seems  that 
there  cannot  well  be  infringement  of  a  combination  mark  unless  the 
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ewential  particular  U  taken.  In  /ii  re  Iforshurghf  53  L.  J.  Ca,  237,  where 
a  registered  trade  mark  consisted  of  a  distinctive  device  and  a  descriptive 
word,  it  was  held  that  substantially  the  same  descriptive  word  might  be 
regiMtcred  by  another  firm  with  a  different  device,  from  which  it  follows  that 
the  use  of  the  second  trade  mark  would  be  no  infringement  of  the  first 

There  will  not  be  registered  as  new  marks  or  prominent  parts  of  ne'.7 
marks : — 

Representations  of  the  Queen,  or  of  any  member  of  the  Eoyal  Family. 

Representations  of  the  Royal  Crown. 

National  Arms  or  Flags.  (See  Ex  parte  Davidi  d:  Co.,  16  U.  S.  Pat 
Gaz.  94,  as  to  the  American  practice). 

Prize  or  exhibition  Medals.  (See  Batty  v.  IfUl,  1  H.  &  M.  264  ;  Taylor 
y.  GiUies,  14  Sick.  331 ;  In  re  Bush  &  Co.,  10  U.  S.  Pat  Gaz.  164 ;  In  re 
Brook,  26  W.  R  791 ;  In  re  Farina  (2),  27  W.  R.  456).    See  Instructions, 

par.  31,  wfrd.  Old  morlcii 

(/)  See  ante,  p.  66.  The  wording  of  this  sub- section  is  wider  than  that 
of  the  corresponding  provision  in  §  10  of  the  Act  of  1875.  E.g.,  a  single 
letter  may  now  be  registered  as  an  old  mark,  though  it  was  formerly 
excluded  from  registration  :  In  re  Mitchell  (1 ),  7  Ch.  IJ.  86.  For  a  mark 
to  be  registrable  as  an  old  mark  there  must  have  been  user  before  August 
18th,  1875,  within  the  kingdom.  Foreign  user  gives  no  such  right :  In  re 
Munch,  50  L.  T.  N.  S.  12;  In  re  Leonard  d:  EUis,  82  W.  R  530, 
per  Fry,  L.  J. ;  though  in  /»  re  Eattman,  W.  N.  1880,  p.  128,  the  opposite 
view  seems  to  have  prevailed ;  and  for  an  old  mark  to  be  registered  under 
the  three  mark  rule  the  user  must  have  lieen  of  a  substantial  kind  :  In  re 
Ilodton  is  Co.,  26  SoL  J.  43.  Old  user  for  some  goods  doe4  not  make  a 
mark  ao  old  mark  for  all  goods,  but  ap^cation  must  be  made  as  for  a  now 
mark  when  it  is  sought  to  register  it  fd*%oods  in  respect  of  which  there 
has  been  no  old  user :  In  re  JeUey,  Son  d:  Jones^  51  L.  J.  Cb.  639.  When  , 
it  is  sought  to  register  a  mark  under  this  provision  as  an  old  trade  mark,  it 
must  have  hoku  used  as  a  trade  mark  before  the  Act  of  1875,  and  not  as  a 
deyariptive  term  :  In  re  Leonard  ds  ElUt,  32  W.  R.  530,  and  it*  must  have 
MS^ti  TDBed  alone,  aud  not  in  combination  with  a  distinctive  device,  &c.,  ih. 
An  old  mark  must  be  registered  as  a  whole,  and  in  the  exact  form  in  which 
it  has  been  actually  used.  Thus,  in  In  re  Royal  Baking  Powder  Co.\  W.  N. 
1880,  p.  49,  the  applicants  were  not  allowed  to  register  the  word  "Royal," 
or  the  words  "  Royal  Baking  Powder,"  apart  from  the  rest  of  the  label 
with  which  they  had  been  used.  So  in  In  re  Simpson,  Davies  ds  Sons,  M.  R. 
January  12th,  1881,  the  registration  of  a  trade  mark  consisting  of  a  cross 
would  have  been  held  to  be  wrongful,  by  reason  of  the  points  of  the  cross 
registered  being  differently  shaped  from  the  points  of  the  cross  used,  had  it 
not  been  proved  that  there  had  been  user  in  both  forms.  So  in  Rassdi  dt 
Sons,  Limited  v.  Smith,  M.  R,  June  18tb,  1880,  it  was  held  that  a  registra- 
tion was  wrongful  because  the  user  had  been  of  a  rough  outline  of  a  crown 
and  the  rogLitration  was  of  an  elaborate  crown,  with  all  the  shading  filled 
in.  And  see  Jn  re  Honhurgh,  53  L.  J.  Ch.  237 ;  In  re  Leonard  di  EUis,  ib., 
233,  and  (App.)  32  W.  R  530;  and  In  re  Palmer  (3),  24  Ch.  D.  501.  On 
the  other  hand,  in  Orr-Ewing  v.  Registrar  of  Trade  Marks,  4  App.  Cas.  479, 
the  House  of  Lords  directed  registration  of  the  essential  particular, 
omitting  the  immaterial  additions.  Now  by  §  74,  the  entire  mark  would  be 
regittarad,  with  a  disclaimer  of  the  additions.  < 

The  Ri»yal  Arms,  or  arms  so  nearly  resembling  them  as  to  be  calculated 
to  deceive,  and  the  words  *'  Registered,"  "  Registered  Design/'  "  Copyright," 
*' Entered  at  SUtioners'  Hall,"  *<  To  Counterfeit  this  is  Forgery," 
''Patent,"  "Patented,"  will  not  be  registered  under  the  Act.  See 
Instructions,  par.  30,  infrd.  As  to  ornamental  or  coloured  groundwork, 
Bee  ib.,  par.  29. 
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Sdel^'''       65.  A  trade  mark  must  bo  registered  for  particular  goods  or 
with  goodf .      classes  of  goods  (a). 

(a)  This  comes  from  §  2  of  the  Trade  Marks  Registration  Act,  1875. 
The  appropriation  of  a  trade  mark  to  particular  goods  or  classes  of  gocds 
was  not  new.  See  HaU  y.  Barrotetj  4  De  G.  J.  ft  S.  150 ;  Aintwoiik  v. 
Walmdey,  L.  R.  1  £q.  518.  See  Rule  6  and  Schedule  3  to  the  Rules  with 
respect  to  the  classification  of  goods  for  the  purposes  of  the  Act.  The  Third 
Schedule  divides  the  various  descriptions  of  goods  into  fifty  classes.  Bj 
the  Rules  under  the  Act  of  1875  it  was  provideid  that  where  a  trade  mark 
was  registered,  a  similar  trade  mark  should  not  be  registered  in  the  name 
of  anoUier  proprietor  for  any  goods  in  the  same  class  without  the  leave  of 
the  Court ;  but  this  requirement  of  the  leave  of  the  Court  is  now  limited  to 
oases  in  which  the  second  application  is  in  respect  of  the  same  goods  or 
description  of  goods  (see  §  72).  Under  the  old  Act,  registration  for  part  of 
a  dass  was  granted  to  old  marks :  in  Ex  parte  Borrow,  W.  N.  1877,  p. 
119;  L.  J.  N.  of  C.  1877,  p.  110 ;  In  re  Lysaght,  Dig.  628 ;  In  re  Rabone^ 
Dig.  643 ;  In  re  Athlon  d:  Sons,  V.-C.  H.,  February  26th,  1881 ;  and  to  new 
muks  in  In  re  Jelley,  Son  iL-  Jones,  51  L.  J.  Ch.  689 ;  Inre  Brahy  <£*  Co,,  21 
Ch.  D.  223  ;  and  In  re  Clark  A  Co.,  27  Sol.  J.  396  (though  in  this  case  the 
mark  was  common  for  other  goods  in  the  class) ;  and  refused  to  a  new  mark 
in  In  re  Ilargreaves,  11  Ch.  D.  669.  In  America,  registration  of  the  same 
mark  in  the  same  class  may  be  granted  to  different  persons  if  the  goods  are 
different:  Sorg  v.  WeUk,  16  U.  S.  Pat.  Gaz.  910.  It  has  been  held  under 
the  United  States  Statute  of  1870  (now  rephhced  by  that  of  1881)  that 
registration  in  respect  of  too  wide  a  class  of  goods  is  bad  altogether :  Smith 
y.  Reynolds  (2),  10  BL  C.  C.  100 ;  S.  C.  (3),  13  ib,  458. 


Registration 
of  a  series  of 
marks. 


66.  When  a  person  claiming  to  be  the  proprietor  of  several 
trade  marks  which,  while  resembling  each  other  in  the  material 
particula;^  thereof,  yet  differ  in  respect  of  (a)  the  statement  of 
the  goods  for  which  they  are  respectively  used  or  proposed  to  be 
used,  or  (b)  statements  of  numbers,  or  (c)  statements  of  price, 
or  (d)  statements  of  quality,  or  (e)  statements  of  names  of  places, 
seeks  to  register  such  trade  marks,  they  may  be  registered  as  a 
series  in  one  registration.  A  series  of  trade  marks  shall  be 
assignable  and  transmissible  only  as  a  whole,  but  for  all  other 
purposes  each  of  the  trade  marks  composing  a  series  shall  be 
deemed  and  treated  as  registered  separately  {a), 

m 

(a)  This  section  is  entirely  new,  but  the  mode  of  registration  for  which 
provision  is  here  made  was  suggested  by  the  Court  of  Appeal  as  the  right 
one  in  In  re  Barrows,  5  Ch.  D.  353,  and  was  occasionally  adopted.  See 
note  (c)  to  §  72,  infrd,  and  cases,  there  cited.  In  some  cases,  however,  this 
form  of  registration  wa^  not  considered  satisfactory  by  the  applicant, 
usually  because,  the  different  combinations  not  beiog  individually  registered, 
the  registered  pi-oprietor  was  unable  to  get  such  a  certificate  of  registration 
as  would  enable  him  to  obtain  registration  in  foreign  countries.  In  In  re 
FoxikCo.,  V.-C.  H.,  May  7th,  1881,  Hall,  V.-C,  allowed  a  person  who  had 
registered  a  device  together  with  a  word  (which,  under  the  Act  of  1875, 
could  not  be  an  essential  particular  in  a  new  trade  mark)  to  obtain  a  sepa- 
rate registration  of  the  same  device  with  a  different  word,  bo  that  the  same 
one  essential  particular  was  separately  registered  twice  over,  with  additiona 
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which,  for  the  purposes  of  the  Act,  were  immaterial.  After  this  decision, 
separate  registration  was  generally  granted  by  the  registrar  to  marks  which 
would  more  properly  have  been  registered  in  a  series,  or,  as  it  was  mora 
generaUy  call^,  by  representation.  The  concluding  words  of  tiiis  section 
render  separate  registration  unnecessary,  but  there  is  nothing  to  prevent  it. 
The  only  rules  spedally  relating  to  applications  for  regiatration  of  a  series 
of  trsde  marks  are  Rule  14,  (by  which  a  representation  of  each  trade  mark 
included  in  the  series  is  to  be  placed  on  the  application  form  and  on  each  of 
the  half  sheets  containing  the  additional  representations  required  by  Bule  18,) 
and  Rule  28,  relating  to  the  mode  of  advertisement. 

67.  A  trade  mark  may  be  registered  in  any  colour,  and  such  Trade  marks 
registration  shall  (subject  to  the  provisions  of  this  Act)  confer  ™*y  ^e  regis- 
on  the  registered  owner  the  exclusive  right  to  use  the  same  in  *®J*^  "*  ^^ 
that  or  any  other  colour  (a).  ^  ^^^' 

(a)  In  the  old  Acts  and  Rules  no  mention  was  made  of  colour,  on  account 
of  the  difficulty  of  properly  advertising  marks  applied  for  in  colour.  See 
per  Jessel,  M.R.,  in  In  re  Robinson,  29  W.  R.  31.  A  trade  mark  regis- 
tered in  black  and  white  consisted  of  the  device  registered,  whatever 
might  be  the  colour  in  which  it  was  used,  and  it  was,  therefore,  regarded  as 
entitied  to  protection  in  whatever  colour  it  might  be  used,  and  against  rival 
marks  in  whatever  colour;  NuthaU  v.  Vining,  O.  A.,  Jan.  21st,  1880.  There 
it  was  said  that,  in  cases  of  alleged  infringement,  the  true  test  of  comparison 
was  to  compare  the  designs  of  the  two  trade  marks  in  the  same  size  and 
free  from  colour,  and  that  similarities  in  respect  of  colour  would  only  be 
regarded  in  order  either  to  prove  fraud,  or  to  turn  the  scale  when  the  ques- 
tion of  infringement,  leaving  colour  out  of  sight,  was  very  difficult  to  decide. 
In  ffanson  v.  British  Tea  and  Trading  Association,  Limited,  V.-C.  B.,  April 
9th,  1884,  a  label  had  been  used,  coloured  red,  white,  and  blue,  and  con- 
taining the  words,  "red,  white,  and  blue  label,"  and  though  it  was 
registered  without  colour,  an  injunction  was  granted  to  restrain  the  use  of 
a  Ubel  similarly  coloured  and  oontaioing  the  same  words.  When  the  ques- 
tion was  whether  a  trade  mark  sent  in  for  registration  was  too  similar  to 
one  already  registered  for  registration  to  be  pennitted,  and  the  trade  mark 
already  on  the  register  was  in  practice  used  in  colour,  the  question  was 
taken  into  consideration  whether  the  subsequent  trade  mark,  if  similarly 
coloured,  would  be  likely  to  cause  deception :  In  re  Worthinffton,  14  Ch.  D.  8. 

In  some  exceptional  cases,  however,  trade  marks  were  found  to  be  incap- 
able of  advertisement  or  registration  in  black  and  whiter  the  only  peculiarity 
being  the  combination  of  (flours,  e.^.,  where  coloured  threads  were  twisted , 
in  the  wick  of  a  candle,  or  combhied  in  the  selvage  of  a  piece  of  stu£f.     In 
such  cases  the  marks  were  registered  by  deposit,  actual  specimens  of  the 
marked  article  beiug  sent  in  to  the  registrar  and  deposited  by  him  at  the 
Patent  Museum.    For  instance,  there  were  so  deposited  specimens  of  cer- 
tain marks  for  worsted  stufifs  in  Class  34,  numbered  5844  to  5850,  and  con- 
sisting of  selvages  containing  distinctive  coloured  threads.     See  Trade 
Marlu  Journal,  Vol.  2,  No.  51,  p.  88.    The  use  of  colour  beinsf  very  fre- 
quently of  importance  in  the  cotton  trade,  it  was  decided  that  all  marks  for 
goods  in  the  cotton  classes  (23-5)  should  be  registered  by  deposit.    When 
a  trade  mark  was  thus  registered  by  deposit,  the  actual  thing  deposited, 
colour  included,  constituted  the  trade  mark,  so  that  in  questions  of  infringe- 
ment the  point  was  whether  the  device,  plus  colour,  was  imitated  in  tiie 
offending  mark  with  sufficient  exactness  to  deceive.    And  the  same  rule 
was  appHed  in  regirtration  cases,  colour  being  taken  into  consideration  in 
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estimating  the  degree  of  reaemblaace.  Thus,  in  In  re  /2o6*iuoa,  29  W.  R. 
81,  a  device  of  a  silver  rupee  beins  already  registered,  another  applicant 
sought  to  obtain  registration  of  a  device  of  a  gold  mohur,  and  this  was 
granted,  on  the  ground  that  all  that  was  registered  was  a  silver  coin,  not- 
withstanding that  if  the  second  mark  were  to  be  coloured  silver,  deception 
would  be  probable.  In  such  cas&i  it  was  held  that  the  proper  manner  of 
regarding  the  colour  was  a  qnettioa  for  the  trade,  and  that  if,  in  the 
opinion  of  the  trade,  deception  might  ari«e,  tha  Court  would  act  on  that 
opinion:  Mitchdl  v.  Henry ^  15  Ch.  D.  181.  Besides  the  cases  above  re- 
ferred to,  see  In  re  Orr-£mng,  8  Ch.  D.  798,  4  App.  Cas.  479 ;  In  re  Brook^ 
26  W.  R.  791 ;  and  In  re  Janea  Bros,  dfc  Co.  V.-C.  H.,  July  10th,  1880. 

The  present  section  appears  to  have  the  effect  of  giving  trade  marks 
registered  by  deposit  at  the  Patent  Office  Libraiy,  or  registered  in  pur- 
suance of  an  application  accompanied  by  coloured  representations,  the  same 
advantages  as  registration  in  black  and  white,  so  that  for  the  future  the 
colour  of  a  trade  mark  registered  in  colour  will  net,  except  in  very  excep- 
tional cases,  such  as  that  of  the  coloured  selvage,  be  a  part  of  the  UMirk,  but 
after  one  trade  mark  is  so  registered,  another  will  not  be  entitled  to  be  used 
or  registered,  if  it  would  be  likely  to  be  mistaken  for  the  first,  on  the  sup- 
position that  the  first  mark  was  used  in  any  different  colour  from  that  in 
which  it  was  registered.  , 

See  Rules  13  and  25  as  to  the  deposit  of  specimens  of  trade  marks. 

68.  Every  application  for  registration  of  a  trade  mark  under 
this  part  of  this  Act  shall  as  soon  as  may  be  after  its  receipt  bo 
advertised  by  the  comptroller  (a). 

ia)  "The  object  of  the  advertisement  is  to  give  to  persons  who  might  be 
claimants  of  the  trade  mark  proposed  to  be  registered  the  opportunity  of 
coming  forward  and  objecting  "  :  per  Hall,  V.-C,  in  In  re  MeUde,  24  W.  K. 
1067.  Consequently,  as  was  there  held,  when  a  refusal  of  the  comptroller 
to  register  a  trade  mark  is  overruled,  the  only  order  that  can  be  made  is  an 
order  for  him  to  proceed  with  the  application,  so  that  the  usual  course  of  adver- 
tisement, &c.,  may  be  followed:  This  course  was  adopted  by  Hal],  V.-C, 
in  Orr-Ewing  v.  Jiegittrar  of  Trade  Marks,  4  App.  Cas.  479,  and  subsequent 
cases.  It  is  not,  however,  incumbent  on  persons  to  see  the  advertisement, 
so  that  if  a  common  mark  has  been  registered,  in  consequence  of  the  firms 
interested  in  opposing  it  having  failed  to  see  the  advertinement  of  the  appli- 
cation, they  are  able  to  obtain  the  removal  of  the  mark  from  the  register, 
with  costs,  on  application  within  a  reasonable  time  after  the  registration 
was  brought  to  their  knowledge :  In  re  Hyde  d:  Co,  7  Ch.  D.  724.  See  In 
re  Palmer  (3),  24  Ch.  D.  504  ;  and  In  re  Kukn  ds  Co.,  53  L.  J.  Ch.  238. 

As  to  the  mode  of  advertisement,  see  Rules  25-28. 

69. — (1.)  Any  person  (a)  may  within  two  months  of  the  first 
advertisement  of  the  application,  give  notice  in  duplicate  at  the 
patent  office  of  opposition  (h)  to  registration  of  the  trade  mark, 
and  the  comptroller  shall  send  one  copy  of  such  notice  to  the 
applicant. 

(2.)  Within  two  months  after  receipt  of  such  notice  or  such 
further  time  as  the  comptroller  may  allow,  the  applicant  may 
send  to  tlib  comptroller  a  counter  statement  (c)  in  duplicate 
of  the  grounds  on  which  he  relies  for  his  application,  and  if 
he  does  not  do  so,  shall  bo  deemed  to  have  abandoned  his  appli- 
cation. 
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(3.)  If  the  applicant  sends  Bxxch  counter  statement,  the  comp- 
troller shall  furnish  a  copy  thereof  to  the  person  who  gave 
notice  of  opposition,  and  shall  require  him  to  give  security  in 
such  manner  and  to  such  amount  as  the  comptroller  may  require 
for  such  costs  as  may  he  awarded  in  respect  of  such  oppo- 
sition (d) ;  and  if  such  security  is  not  given  within  fourteen 
days  after  such  requirement  was  made  or  such  further  time  as 
the  comptroller  may  allow,  the  opposition  shall  be  deemed  to  be 
withdrawn. 

(4.)  If  the  person  who  gave  notice  of  opposition  duly  gives 
such  security  as  aforesaid,  the  comptroller  shall  infonn  the 
applicant  thereof  in  writing,  and  thereupon  the  case  shall  be 
deemed  to  stand  for  the  determination  of  the  Court  {e), 

(a)  This  section  comes  from  the  old  rules. 

There  is  no  limitation  of  the  right  of  opposing  to  persons  who  can  them- 
selves claim  registration  :  In  re  Miviere  A  Co.,  32  Wi  R.  390 ;  nor  is  there 
any  limitation  of  the  right  of  opposiog  on  the  ground  of  similarity  to  pro- 
prietors of  trade  marks  regit tered  for  the  same  goods,  or  even  for  goods  in 
the  same  class,  as  the  ffoods  for  which  the  applicant  is  seeking  to  register. 
But  an  opposition  on  this  ground  would,  of  course,  not  succeed  unless  the 
two  marks  would  come  into  collision  in  some  way  when  being  used.  Thus, 
in  In  re  Simpion,  Daviea  d:  Sans,  M.R.,  Jan.  12th,  1881,  the  application  was 
for  registration  in  class  22  for  railway  waggons,  and  the  successful  opposi^ 
tion  was  by  a  firm  registered  in  class  4  for  coal,  whose  trade  mark  was  used 
by  placing  it  on  the  waggons  in  which  the  coal  was  conveyed  and  sold. 

If  what  is  desired  is,  not  to  have  the  registration  altogether  refused,  but 
to  have  it  limited  by  Uie  addition  of  a  note  stating,  e.^.,  that  the  mark  is 
only  to  be  used  in  trade  with  a  particular  country,  and  the  applicant  is 
wilUng  to  consent  to  such  limitation,  it  is  not  necessary  to  go  through  the 
process  of  entering  a  notice  of  opposition,  but  an  order  directing  that  the 
mark,  if  registered,  is  to  be  registered  with  the  addition  of  a  note  to  the 
desired  effect,  may  be  obtained  by  the  applicant  on  an  ex  parte  application : 
£x  parte  Keep,  32  W.  R.  427. 

{h)  See  Form  J.  for  notice  of  opposition. 

{c)  See  Appendix  B.,  infrd, 

{d)  See  Appendix  B.,  i7\frd^  for  form  of  security. 

(e)  This  being  the  time  at  which  the  case  stands  for  the  determination  of 
the  Court,  it  was  formerly  held  that  the  costs  subsequent  to  this  period 
would  be  given  to  a  successful  opponent,  but  that  the  costs  of  the  previous 
proceedings  in  the  office  could  not  be  givtn  him  :  In  re  Brandreth,  9  Gh.  D. 
618.  See,  however,  §  90,  i^frd.  Where  a  daim  had  been  wrongfully  set 
up  to  use  a  certain  trade  mark,  the  claimants  were  ordered  to  pay  the  costs 
of  cross-aHjoumerl  summonses,  as  well  as  of  ui  action  which  had  been 
brought  to  enforce  the  right,  even  though  they  had  not  actually  used  the 
mark  in  question:  Ikivis  v.  Tyhr,  M.K.,  April  24th,  1879.  As  to  the 
course  which  the  proceedings  subsequent  to  the  case  standing  for  the  deter- 
mination of  the  Court  are  to  take,  see  Rule  29,  by  which  the  opposed  appli- 
cant is  to  apply  to  the  Court  by  summons  for  leave  to  register.  Under  the 
old  Acts  and  Rules  the  opponent  was  required  to  take  out  a  sunmions  for 
directions,  which  almost  always  resulted  in  the  applicant  being  directed  to 
apply  for  leave  to  register.  See  In  re  S%fnp§(m,  Ikwies  d:  Sone,  15  Ch.  D. 
625  ;  also  In  re  Johnston,  43  L.  T.  N.  S.  672.  The  ^nrnmons  for  directions 
is  now  swept  away.  See  rule  44  as  to  notifying  the  order  of  the  Court  to 
the  comptroller. 
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70.  A  trade  mark,  when  registered,  shall  be  assigned  and  trans- 
mitted (a)  'only  in  connection  with  the  goodwill  (b)  of  the 
business  concerned  in  the  particular  goods  or  classes  of  goods  for 
which  it  has  been  registered,  and  shall  be  determinable  with  that 
goodwill  (c). 

(a)  This  section  comes  from  §  2  of  the  Act  of  1875.  As  to  assignment 
and  transmission,  see  Rules  8i  to  38  and  58,  and  Form  K  in  the  Second 
Schedule  to  the  Rules.    See,  too,  Ch.  8,  tuprd. 

Assignments  and  transmissions  are  to  be  entered  in  the  register :  See  §§  78, 
87,  inp^.  By  §  4  of  the  Act  of  1875,  it  was  enacted  that  every  proprietor 
registered  in  respect  of  a  trade  mark  subsequently  to  the  first  r^stered 
proprietor  rhoula,  as  respected  his  title  to  that  trade  mark,  stand  in  the 
same  position  as  if  his  title  were  a  continuation  of  the  title  of  the  first 
registered  proprietor.  This  enactmeut  is  not  now  repeated,  the  same  result 
being  e£Fected  by  generaliziog  the  language  of  §  76.  Compare  the  American 
case  of  WalUm  v.  Orotdey,  8  Bl.  C.  C.  440;  R.  Cox,  166. 

(5)  As  to  the  connection  between  trade  marks  and  the  goodwill  of  tlie 
business,  see  Cooper  v.  ffood,  26  Beav.  293:  Chvrton  v.  DougUu,  Johns.  174; 
Shipwright  v.  ClemerUg,  19  W.  R.  599,  and  CoUon  y.  Gillard,  44  L.  J.  Ch. 
90;  and  the  American  cases  of  Sohier  y.  Johruon,  111  Mara.  238;  WiUhaut  v. 
Braun,  44  Md.  803;  Taylor  v.  BenUi,  4  Bias.  406 ;  Weston  v.  KHcham  (1),  89 
N.  Y.  Super.  Ct  54,  and  S.  C.  (2),  51  How.  Pr.  455,  and  Morgan  v.  Rogers^ 
26  U.  S.  Pat.  Gaz.  1118.  Where  a  trade  mark  has  been  placed  on  the 
register,  but  no  business  exists  in  which  it  is  used,  the  mark  cannot  be 
assigned,  since  there  is  no  goodwill  to  be  assigned  with  it.  Ez  parte  Lawrence 
Bro8.f  44  L.  T.  N.  S.  98.  See  In  re  Farina  (4),  44  L.  T.  N.  S.  99.  As  to 
goodwill,  see  ch.  9,  ante. 

{c)  It  would  appear  that,  since  a  trade  mark  is  to  determine  when  the 
goodwill  of  the  business  in  connection  with  which  it  has  been  used  deter- 
mines, the  registration  should  also  be  determined  upon  that  event  happening. 
So  long  as  the  registration  continues,  there  is,  under  §  75,  public  use  of  the 
mark,  which  may  be  thought  to  imply  the  existence  of  a  goodwill.  It  will, 
however,  be  noticed  that  sub-section  1  of  §  90  only  gives  power  to  expunge 
an  entry  made  without  sufficient  cause,  so  that  it  would  appear  that  an 
entry  made  at  a  time  when  a  goodwill  was  in  existence  is  not  within  the 
wording  of  the  sub-section.  However  this  may  be,  registration  of  a  trade 
mark  is,  by  §  76,  only  evidence  of  the  proprietor's  right,  subject  to  the  pro- 
visions of  the  A  ct.  Rule  84  of  the  old  Trade  Mark  Rules  (renumbenxl  33 
in  the  edition  of  March,  1883)  gave  power  to  the  Court,  on  the  applicati<<n 
of  any  person  aggrieved,  to  remove  any  trade  mark  from  the  reglbter  on  the 
ground,  after  the  expiration  of  five  years  fram  the.  date  of  the  registry 
thereof,  that  the  registered  proprietor  was  not  engaged  in  any  business  con- 
cerned in  the  goods  within  the  same  class  as  the  goods  with  respect  to 
which  the  trade  mark  was  registered,  and  under  this  rule  a  trade  mark  was 
removed  from  the  register  in  In  re  Ralphs  25  Ch.  D.  194. 

A  f»atentee  ia  carr3ring  on  business,  and  has,  therefore,  an  existing  good- 
will, as  long  as  he  receives  royalties  from  licenf  ees,  though  he  does  not  himself 
manufacture:  In  re  Balph,  vhi  suprd.  This  rule  is  not  re-enacted,  but  there 
is  no  reason  to  suppose  that  this  omission  is  due  to  an  intention  to  allow  a 
trade  msrk  to  be  protected  after  the  goodwill  has  determined,  and  after,  by 
this  section,  the  mark  has  itself  determined. 

71.  Where  each  of  several  persons  claims  to  be  registered  as 
proprietor  of  the  same  trade  mark,  the  comptroller  may  refuse 
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to  register  any  of  them  until  their  rights  have  been  determined 
according  to  law,  and  the  comptroller  may  himself  submit  or 
require  the  claimants  to  submit  their  rights  to  the  Court  (a). 

(a)  This  section  comes  from  §  5  of  the  Act  of  1875.  Rules  40—43  direct 
that  the  mode  of  submission  to  the  Court  shaJl  be  by  special  case.  This 
was  also  provided  by  the  Ruli^s  under  the  old  Acts,  and  AlUopp  v.  Walker, 
Dig.  545,  was  heard  on  special  case,  and  in  Ex  parte  Grimthaw,  W.  N.  1877, 
p.  24|  Hal],  V.-C,  refused  to  order  otherwise.  It  was,  however,  found  to  be 
so  difficult  in  practice  to  settle  the  statement  of  facts  that  in  all  cases  of  rival 
claim  the  practice  was  adopted  of  applying  to  the  Court  by  way  of  motion 
or  summons,  asking  at  the  same  time  for  the  leave  of  the  Court  to  have  the 
matter  decided  in  that  way,  and  it  is  believed  that  after  the  fint  year  or 
two  from  the  passing  of  the  Act  of  1875  there  is  no  instance  of  a  special 
case  to  be  found.  AlUopp  v.  Walker  was  a  case  in  which  the  re^tration  of 
a  trade  mark  was  objected  to  on  the  ground  of  its  similarity  to  another 
trade  mark,  but  the  cases  which  this  section  and  the  rules  under  it  appear 
to  be  really  intended  to  govern  are  cases  in  which  not  similar,  nor  evei^ 
identical,  trade  marks  are  claimed,  but  in  which  the  dame  trade  mark  is 
claimed,  f.  ^.,  where  a  partnership  has  been  dissolved  and  a  question  has 
arisen  between  the  foimer  co-partners  as  to  the  way  in  whicli  the  trade 
marks  of  the  partnership  have  been  transmitted. 

72.  (1.)  Except  where  the  Court  has  decided  {a)  that  two  or  Restrictions 
more  persons  are  entitled  to  bo  registered  as  proprietors  of  the  ®"  r^giatra- 
same  trade  mark,  the  comptroller  shall  not  register  in  respect  of    **°* 
the  same  goods  or  description  of  goods  (b)  a  trade  mark  identical 
with  one  already  on  the  register  with  respect  to  such  goods  or 
description  of  goods. 

(2.)  The  comptroller  shall  not  register  with  respect  to  the    ! 
same  goods  or  description  of  goods  (b)  a  trade  mark  so  nearly  re- 
sembling a  trade  mark  already  on  the  register  with  respect  to  such 
goods  or  description  of  goods  as  to  be  calculated  to  deceive  (c), 

(a)  This  section  comes  from  §  6  of  the  Act  of  1875,  by  which  the  **  special 
leave  "  of  the  Court  was  required  for  such  subsequent  registration.  Of  this 
leave  of  the  Court,  Jessel,  M.  B.,  said  in  In  re  jeUeyt  Son  <t-  Jones,  51  L.  J. 
Ch.  639,  that  it  ''is  not  a  capricious  leave.  It  merely  means  that  the 
second  man  must  show  his  title."  The  same  principle  will  still  govern  the 
decisions  of  the  Court,  which  will  usually  be  obtained  by  way  of  adjourned 
summons,  though  motions  do  not  appear  to  be  inadmissible.  It  is  for  the 
Court  to  judge  as  to  the  similarity,  so  that  registration  may  be  granted 
notwithstanding  the  adverse  decision  of  the  Manchester  Committee  of 
Experts,  (»ee  notes  to  cotton  rules,  infrd),  or  refused,  notwithstanding  the 
favourable  decision  of  a  foreign  Court  (in  re  Farina  (2),  27  W.  R.  456). 
"  The  Court "  being  the  High  Court  of  Justice,  an  order  of  the  House  of 
Lords  should  be  made  an  order  of  the  High  Court  of  Justice.  See  In  re 
Orr.Ewing  (2),  28  W.  K.  412. 

(6)  The  prohibition  of  §  6  of  the  old  Act  was  of  registration  "  in  respect 
of  the  Fame  goods  or  eltu8e$  of  goods."  The  alteration  in  the  language 
confines  the  prohibition  to  cases  in  which  the  goods  are  substantially  the 
same,  so  that  it  no  longer  applies  to  cases  of  different  goods  which  happen 
to  be  grouped  together  in  the  same  class.  Even  under  the  old  Act  registra- 
tion was  sometimes  granted  to  similar  marks  for  different  goods  included 
in  the  same  class,  when  no  clashing  could  take  place.    See  note  (a)  to  §  65. 
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(c)  Tlio  rotrictioD  imposed  on  the  registration  of  ^milar  trade  marks 
doea  cut  extend  to  similar  miuka  of  the  aama  oimer,  but  wbea  one  peison 
aiipliea  Tor  the  tegiBtratiuD  of  &n  ensential  particnlu',  or  combiaalion  I'f 
cHBentiol  particulBTB,  together  with  varying  liddilionB,  the  proper  oourse  i* 
to  register  the  muk  *b  m  lerieH  under  §  66,  ante.  The  old  Acts  contained 
no  provirion  cortesponcUDK  to  thnse  of  §  66,  but  the  same  ooum  waa  con- 
sidered to  be  the  right  one.  vii,,  either  to  regiiter  the  ementiBl  puticolar, 
omitting  the  additions,  but  stating  that  the;  «et«  to  ba  Bach,  or  elso  to 
n^i«ter  the  enential  partlculu-  with  one  form  of  aildition,  but  staring  that 
thai  might  be  varied.  See  In  re  Barroia,  6  Ch.  D.  353;  /n  re  Brool;  26 
W.  11.  791;  la  re  WiUiata  Dixon  A  Co.,  M.  R.,  April  4th,  1878;  Darit  v. 
Tytor,  M.  R.,  April  24lh,  1879;  In  rt  CUppent  OU  Oo.,  M.  R,  March  11th, 
ISSl;  la  rt  Slttdman.'L.  J.,  N.of  C.  1883,  p.  83;  though  occasionall;  sepa- 
rate registration  was  gianted  to  marks  which  differed  onlj  in  non-eBseotial 
respect!,  as  in  /n  «  Foi  *  Co.,  V.  C.  H.,  May  7th,  1881.  See  the  obmrva- 
a^at  of  Jcnel,  ALB.,  in  la  rt  Suhn  d;  Co.,  G3  L.  J.  Ch.  23S,  as  to  regis- 
tration with  a  note  of  diacUimer.     Also  ii^rd. 

When  the  second  of  two  trade  marks  which  it  Is  thought  maj  cnnfiiet  is 
churned  b;  a  different  person  from  the  registered  proprietor  af  the  6rst  one, 
it  makes  a  considerable  difference  whether  the  second  msjk  is  an  old  one 
or  a  new  one,  fur  it  is  the  duty  of  a  manufacturer,  when  adopting  a  new 
mark,  to  take  especial  car«  to  select  a  distinctive  one,  and  ihe  Court  will 
be  far  mere  strict  in  deciding  whether  this  baa  been  done,  than  it  will  be 
in  deciding  as  to  similarities  between  old  marks.  Sotbstold  marks  bearing 
a  certain  aimiUritjr  to  each  other  maj  sometime)  be  allowed  to  be  registered, 
though  if  the  mark  last  applied  for  were  a  new  one,  r^istration  would  be 
refused  to  it.  In  rt  JdUy,  Son  <{.-  JxMa,  Gl  L.  J.  Ch.  639;  /n  re  Rating, 
I>lg,  fl21  i  and  see  per  Lord  Blackburn  io  Orr-Baing  v.  Regatrar  of  Tradt 
Markt,  i  App.  Cas.  499. 

When  the  Act  of  tS75  cime  into  operation  it  was  soon  disoorered  that 
trade  marks  wbich  were  fnr  practical  purposes  indiatinguishnble  bad  In 
various  instances  l>een  used  by  two  or  more  firms,  generally  in  differtmt 

Carts  of  the  country',  for  the  same  or  subatantially  the  same  goods,  and  tb« 
ijustice  of  giving  an  eiclusire  right  to  the  first  »i  these  firms  was  felt  to  be 
Ko  great  that  what  is  known  ss  the  "Three  Mark  Rule"  was  promulgated  by 
the  Commissioners  of  Patents.  The  Gmt  public  announcement  of  the  new 
Kule  was  made  by  Sir  G.  Jessel,  t/L  IL,  in  In  rt  Wallcdm  ASnUed  WaUrt  Co., 
Dig.  C&S,  when  he  stated  that  the  Lord  Chaacellor  was  of  opinion  that  the 
number  of  times  that  a  device  or  emblem  mi(>ht  be  registered  h  a  trade 
mark  for  articles  of  the  same  class  ought,  for  the  sake  of  distinctiveness,  in 
no  cue  to  onceed  three.  That  was  a  case  in  which  the  application  was  for 
the  registration  of  a  mark  similar  in  ita  main  featuree  to  two  otbeis  alrvady 
on  the  register.  The  mark  was  a  new  one,  and  the  application  was  only 
allowed  upon  oonditiim  of  the  consent  of  both  the  previously  registered 
pro]irieton  being  produced.    On  account  of  the  mark  in  that  case  having 


another  opportunity  of  referring  to  the  rale,  and  stated  that  the  Lord 
Chancellor  bad  penianally  come  to  the  dedaion  that  not  more  than  three 
rcgietrations  of  the  same,  or  practically  the  same,  mark  should  lie  allowed, 
and  that  this  was  also  his  own  decision  ;  and,  in  fact,  that  of  the  Commis- 
eioners  of  Patents,  having  been  communicated  to  the  Attomoyand  Solicitor 
General.  Tbis  decision  was  intended  to  cover  old  marks,  and  not  merely 
new  ones.  A  mark  used  in  substance  by  more  than  three  firms  could  not  ba 
regintered,  but  most  be  treated  as  opee.  The  rule  therefore  is  that  where  a 
mark  has  t>een  used  by  more  than  three  Arms  it  ia  common  to  the  trade  and 
incapable  of  registration;  tliat  where  a  mock  has  been  used  by  two  firms  u[ 
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three  firma  before  the  13th  of  August,  1875  (the  date  of  the  passing  of  the  Act 
of  1875),  it  is  the  oldmarkof  each  firm,  and  each  firm  is  entitled  to  ivgistration, 
almost  as  of  right,  on  proof  of  the  facts ;  but  that  where  a  mark  has  been  regis- 
tered by  one  firm  or  two  firms,  another  firm  will  not  be  allowed  to  regisler 
substantially  the  same  mark  for  the  eame  goods  as  a  new  mark,  except  by 
the  consent  of  the  previowdy  registered  proprietors.  See  In  re  LeonanU, 
Dig.  610;  In  re  MUekdl  (2),  Dig.  611;  In  re  Jdley,  Son  A  Jona,  51  L.  J. 
Ch.  639;  In  re  Brook,  26  VV.  R.  791;  In  re  Potodl,  Dig.  589;  ExparU  Sales, 
PoUard  d:  Co.,  Dig.  620;  In  re  Kuhn  A  Co.,  53  L.  J.  Ch.  238;  Baiboto  v.  Low 
(4),  44  L.  T.  N.  S.  875;  Monaon  v.  Boehm,  28  SoL  J.  361 ;  and  In  re  Verga/raa, 
V.C.  H.,  June  3rd,  1881,  in  which  last  case,  as  in  /n  r«  WaUcdm  Co.,  Dig. 
558,  the  same  mark  was  allowed  to  be  registered  by  three  firms  as  a  new 
mark,  all  consenting.  Where  a  new  mark  had  been  registered  and  much 
used,  and  another  similar  mark  which  bad  not  been  much  used,  was  proved 
to  be  an  old  mark  and  was  allowed  to  be  registered,  the  new  mark  was  not 
removed  from  the  register,  but  was  allowed  to  remain  there  side  by  side 
with  the  old  one:  Monaon  v.  Boehm,  28  SoL  J.  361.  To  bring  a  mark  within 
the  rule  and  entitle  it  to  registration,  notwithstanding  a  previuui  similar 
registration  for  the  same  gowlfi,  foreign  user  is  insufficient,  and  there  muKt 
have  been  user  within  the  United  Kingdom :  In  re  AfUneh,  50  L.  T.  N.  S. 
1 2.  And  that  user  must  have  been  substantial,  and  not  merely  nominal  and 
unknown  to  the  other  proprietor :  In  re  Hodaon  ds  Co.,  26  Sol.  J.  43. 

In  some  cases  the  similarity  between  marks  has  been  got  over  by  regis  •  Registration 
tering  for  different  goods,  though  in  the  same  class  (see  note  (a)  to  §  65,  wiUi  a  note. 
ante) ;  or  restricting  Uie  manner  of  user  {In  re  Whitdey,  43  L.  T.  N.  S.  627; 
In  re  Syket,  43  L.  T.  N.  S.  626;  In  re  Farina  (3),  Dig.  6.'l4);  or  the  locality 
within  which  the  mark  is  to  be  used  {In  re  Babontf  Dig.  643).  And  in  the 
same  spirit,  the  improper  grant  of  an  exclusive  right  in  common  elements 
has  been  avoided  by  the  use  of  disclaimers  {In  re  Leonardo,  Dig.  610;  In  re 
Mitehdl  (2),  Dig.  611;  In  re  Kuhn  A  Co.,  53  L.  J.  Ch.  238;  Inrt  Hoyle  ds 
Son*  Ld.  (2)  Chitty,  J.,  Nov.  30th,  1883);  and  permission  to  use  a  mark  has 
been  reserved  to  certain  person",  on  registration  as  against  all  others  being 
granted  {Ex  parte  Nemmtng  <t*  Son,  M.  R.  April  27th,  1881). 

In  considering  whether  there  is  in  fact  such  similarity  between  two  marks  Marks  com- 
as to  exclude  the  second  from  registration,  it  is  very  important  to  compare  pared  as  used, 
them  in  the  actual  mode  of  user,  f.  ff.,  as  branded  on  metal  goods  {In  re 
JdUy,  Son  dt  Jones,  51  L.  J.  Ch.  639;  In  re  Roainy,  Dig.  '621;  NutludL  v. 
Vining,  C.  A.  Jan.  2l8t,  1880;  and  compare  Davis  v.  RM,  17  Grant  Up. 
Can.  Ch.  69);  and  if  one  trade  mark  has  boen  registered  without  colour,  but 
is  in  practice  used  in  a  particular  colour,  and  another  trade  mark  is  ofifered 
for  registration  which  is  distinguiBhable  without  colour,  but  might  by  the 
addition  of  colour  be  made  to  resemble  the  first  mark,  registration  will  be 
refused  {In  re  WorUiington,  14  Ch.  D.  8).  Any  trade  marks  may  now  be 
registered  in  colour  (§  67),  an  advantage  which  was  previously  reserved  for 
cotton  marks  and  other  marks  of  a  special  character  requiring  registration 
by  deposit.  In  such  a  caw  it  was  formerly  held  that  the  colour  was  part 
of  the  mark,  so  that  a  gold  coin  might  be  registered  for  goods  for  which  a 
silver  coin  was  already  registered,  though  if  both  were  in  gold,  or  both  in 
silver,  there  would  be  similarity  {In  re  Robinson,  29  W.  R.  81),  but  having 
regard  to  the  provisions  of  §  67,  it  hardly  seems  that  this  decision  could 
now  be  repeated. 

In  the  case  of  cotton  marks  which  were  brought  before  the  Manchester  Cotton  marks. 
Committee  of  Experts,  due  weight  should  be  given  to  their  opinion  as  to 
the  distinctiveness  of  the  marks  {Orr-Evnng  v.  Registrar  of  Trade  Marks,  4 
App.  Cas.  479),  but  (hey  seem  to  have  given  somewhat  too  wide  an  inter- 
pretation to  the  expression  *'  substantial  similarity,"  in  their  instructions. 
See  In  re  Brook,  26  W.  R.  791.    The  cotton  rules  being  now  repealed, 
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a  B.  list  mark  may  be  registered  without  an  application  to  the  Court,  if 
the  oomptroUer  considers  that  a  mistake  has  been  made. 

For  instances  of  cases  in  which  registration  has  been  refused  on  the  ground 
of  similarity,  reference  may  be  made  to  Allsopp  v.  WcUker,  Dig.  545,  in 
which  the  first  mark  was  a  man*s  hand  held  upwards,  and  the  second  was 
a  female  hand  pointed  horizontally ;  In  re  JeUeyt  Son  i  Jonet,  51  L.  J.  Ch. 
639,  in  which  the  first  mark  waa  a  pointer  at  a  point,  with  the  word 
"  staunch,"  and  the  second  was  a  pointer  feeding  out  of  a  porridge  pot ;  In 
re  Bosing,  Dig.  621,  in  which  the  first  mark  was  a  plain  bom  wiUi  a  looped 
cord,  and  the  second  was  a  sprig  of  two  roses  with  a  twisted  horn ;  Barrowt 
V.  Peltdll  Coal  and  Iron  Co.,  Dig  530,  in  which  the  marks  were  a  crown 
with  "  B.  B.  IV*  in  Roman  letters,  and  a  crown  with  <*  B.  B.  S."  in  italics ; 
In  re  WorthingUm  <Ss  Co.f  14  Ch.  D.  8,  a  plain  triangle,  and  a  triangle  con- 
tainiog  a  chnrch  with  an  inscription ;  and  see  In  re  Farina  (2),  27  W.  R. 
456 ;  In  re  Ilargreavea,  11  Ch.  D.  669,  and  other  cases. 

For  instances  of  cases  in  which  registration  has  not  been  refused  on  the  . 
ground  of  similarity,  see  In  re  Farina  (1),  26  W.  R.  261 ;  Orr-Eving  v. 
Registrar  of  Trade  Marks,  4  App.  Ca^.  479,  and  the  other  cotton  cases  men- 
tioned in  the  notes  to  the  cotton  rules.  Except  in  the  cases  of  cotton 
marks  the  opposition  has  usually  been  successful,  and  registration  has  either 
been  refused  altogether  or  only  granted  subject  to  limitations. 

Under  the  similar  section  in  the  United  States  Act,  r^etration  was 
refused  where  the  first  mark  was  the  figure  of  a  st-ar  and  the  second  waa 
the  word  "  star  "  {In  re  the  American  Lubricating  OH  Co.,  9  U.  S.  Pat.  Graz. 
687);  where  the  first  mark  was  the  name  Haxall,  and  the  principal  part  of 
the  second  consisted  of  the  same  name  and  a  Maltese  cross  (In  re  Coggin, 
Kidder  <t'  Co.,  11  U.  S.  Pat.  Gaz.  1109) ;  where  the  marks  were  the  word 
"  Swan  "  and  the  words  "  Black  Swan  "  {Ex  parte  Caire,  15  U.  S.  Pat  Gaz. 
248) ;  so  where  a  trade  mark  was  tendered  which  consisted  of  three  parts, 
each  of  which  was  already  registered,  one  by  the  applicant  and  the  others 
by  other  firms  {In  re  Bum  ds  Co.,  10  U.  S.  Pat.  Gaz.,  164),  and  where  the 
new  mark  consisted  of  **  A.  S.  California  Family  *  Soap,"  and  "  California  " 
and  "  •  "  were  already  on  the  register  {Ex  parte  Smith  (1).  16  U.  S.  Pat. 
Gaz.,  679) ;  and  see  Ex  parte  Weisert  Bros.,  16  U.  S.  Pat.  Gaz.,  680.  In 
In  re  Cornwall  (1),  12  U.  S.  Pat.  Gaz.,  138,  registration  was  granted  to  a 
star  and  crescent,  a  star  being  on  the  register ;  and  see  In  re  Imhs,  10  U.  S. 
Pat.  Gaz.  463. 

The  comptroller  is  entitled  to  his  costs  of  oppoting  an  application  on  the 
ground  of  similarity  to  a  registered  mark ;  at  all  events,  unless  the  marks 
are  very  clearly  distinct.  See  In  re  Patent  Plumbago  Crucible  Co.,  M.  R, 
Aug.  1st,  1879. 

See  Rule  44  as  to  notifying  the  order  of  the  Court  to  the  comptroller. 

Where  the  registrar  had  refused  to  register  on  the  groxmd  of  similarity 
to  a  registered  mark,  and  the  marks  did  not  appear  to  be  similar,  but  the 
owner  of  the  registered  mark  had  not  been  served  with  the  notice  of  motion 
of  the  person  applying  for  the  registration  of  the  second  mark,  Chitty,  J., 
directed  the  registered  owner  to  be  served,  and  on  that  being  done,  and  no 
objection  being  made,  ordered  the  registration  to  proceed :  In  re  Milne  db  Co., 
Chitty,  J.,  July  6th,  1883. 

73.  It  shall  not  be  lawful  to  register  as  part  of  or  in  combina- 
tion with  a  trade  mark  any  words  the  exclusive  use  of  which 
would,  by  reason  of  their  being  calculated  to  deceive  or  otherwise, 
be  deemed  disentitled  to  protection  in  a  Court  of  justice  (a),  or 
any  scandalous  design.  , 
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(a)  This  section  Ih  taken  from  §  6  of  the  Act  of  1875.  The  wording  of 
that  was  *'  would  not  be  deemed  entitled/'  which  was  somewhat  ambiguotis, 
but  the  present  wording,  "  would  be  deemed  disentitled,"  is  open  to  no 
misinterpretation.  That  the  original  enactment  also  only  referred  to  decep- 
tiveness  inherent  in  the  mark  itself,  and  not  to  liability  to  be  mistaken  for 
another  mark,  was  held  by  Jessel,  M.R.,  in  /n  tr  Ilonburgh,  53  L.  J.  Ch. 
287. 

Where  it  is  sought  to  register  as  a  trade  mark  a  word  or  words  which  Words  which 
are  or  may  be  appropriate  to  the  article  to  which  the  trade  mark  is  to  be  are  descriptive 
applied,  the  applicant  is  in  the  dilemma  that  the  alleged  trade  mark  is  or  deceptive, 
either  descriptive  or  deceptive ;  if  the  word  or  words  are  properly  applicable 
to  the  article  and  may  be  truly  used  with  respect  to  it»  they  are  descriptive 
and  are  not  "  fancy  words  **  within  §  64  ;  if  they  may  be  read  as  stating 
somethiog  with  regpect  to  the  article  which  is  untrue,  they  are  deceptive 
within  the  present  section;  so  that  qudcunque  vid  the  application  must 
fail  Thus  in  In  re  Saunion  4k  Co.,  Dig.  625,  where  the  mark  was ''  Anglo- 
Fortugo  Oysters,"  either  the  oysters  were  of  Anglo-Portuffuese  origin,  in 
which  case  anyone  had  a  right  to  say  that  they  were  so,  or  they  were  not  of 
such  origin,  in  which  ca^o  no  one  had  a  right  to  say  so.  There  are  numerous 
similar  cases  under  the  U.  S.  Acts.  Thus  In  re  American  Sardine  Co., 
3  U.  S.  Pat.  Gaz.  495  ("American  Sardines  ") ;  In  re  DoU  Broi.,  12  ib.  939 
("  Egg  Macaroni ") ;  /»  re  Warburr;  db  Co.,  13  ib.  44  ("  Cachemire MiL*no *') ; 
Ex  parte  Manching,  15  t6.  294  ("French"  paints) ;  Ex  parte  Knapp,  16  ib. 
818  ("London"  Animal  Foods) ;  Ginier  v.  Einn^i/  Tobacco  Co.  22  ib.  770 
("  Straight-cut "  Cigarettes).  Compare  In  re  Green,  8  ib.  729  ("  German 
Sirup  "),  where  registration  was  allowed. 

In  the  American  case  of  Ex  parte  Cigar  Mokeri  Auocialion,  16  »5.  958 
it  was  held  that  a  mark  could  not  be  registered  which  was  intended  to  be 
used  by  any  member  of  an  association  on  goods  of  any  quality,  nor  one 
which  was  intended  to  be  used  for  the  furtherance  of  a  scheme  in  restraint 
of  trade. 

As  to  what  will  be  deemed  to  disentitle  to  protection  in  a  Court  of 
justice,  see  further  Ch.  7,  arUe. 

74. — (1.)  Nothing  ia  this  Act  shall  bo  construed  to  prevent  Saving  for 

the   comptroller   enterin<^  on   the   register,    in   the    prescribed  power  to 

manner,  and  subject  to  the  prescribed  conditions,  as  an  addition  P'TIl^®  ^^^ 
i  1     J  1    /   \  entry  on 

to  any  trade  mark  (a).  register  of 

(a.)  In  the  case  of  an  application  for  registration  of  a  trade  common 
mark  used  before  the  thirteenth  day  of  August  one  marks  as 
thousand  eight  hundred  and  seventy-live —  ?^^^^^°*  {? 

Any  distinctive  {b)  device,   mark,  brand,  heading,        ®  ^"^^  *' 
label,  ticket,  letter,  word,  or  figure,  or  combina- 
tion of  letters,  words,  or  figures,  though  the  same    ^ 
is  common  to  the  trade  (c)  in   the  goods  with      oi^K.^^ 
respect  to  which  the  ai^plication  is  made; 
(b.)  In  the  case  of  an  application  for  registration  of  a  trade 
mark  not  used  before  the  thirteenth  day  of  August  one 
thousand  eight  himdred  and  seventy-five — 

Any  distinctive  (^)  word  or  combination  of  wonls, 
though  the  same  is  common  to  the  trade  (c)  in  the 
goods  with  respect  to  which  the  application  is 
made; 
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(2.)  The  applicant  for  entry  of  any  such  common  particular  or 
particulars  must,  hoyreyer,,  disclaim  (d)  in  his  application  any 
right  to  the  "exclusive  use  of  the  same,  and  a  copy  of  the 
disclaimer  shall  be  entered  on  the  register. 

(3)  Any  device,  mark,  brand,  heading,  label,  ticket,  letter, 
word,  figure,  or  combination  of  letters  words  or  figures,  which 
was  or  were,  before  the  thirteenth  day  of  August  one  thousand 
eight  hundred  and  seventy-five,  publicly  used  by  more  than 
three  persons  on  the  same  or  a  similar  desciiption  of  goods  shall, 
for  the  purposed  of  this  section,  be  deemed  common  to  the  trade 
in  such  goods  (e). 

(a)  This  section  is  new  and  is  not  very  clearly  expressed,  but  what  is 
intended  appears  to  be  that  when  a  trade  mark  sent  in  for  registration 
contains,  together  with  an  essential  particular,  a  feature  which  is  in  common 
use  in  the  toade,  that  common  feature  must  be  disclaimed,  sa  that  the  rest 
of  the  trade  may  not  be  deprived  of  their  right  to  use  it.  The  additions  to 
which  this  section  relates  are  apparently  not  quite  the  snme  as  the  additions 
to  an  essential  particular  referred  to  in  §  64  (2),  but  such  as  would  Lo 
capable  of  distinguishing  the  goods,  were  it  not  that  in  point  of  fact  they 
have  been  used  by  several  different  firm*.  Thus,  if  a  device  of  an  animal 
were  registered  in  combination  with  the  words  *'  First  quality,*'  for  iron,  the 
case  would  be  within  §  64,  and  there  would  be  no  need  to  disclaim  the 
words,  they  being  obviously  open  to  the  use  of  all  the  world ;  but  if  the 
same  device  were  to  be  registered  in  combination  with  a  crown,  the  case 
would  be  within  the  present  section,  and  the  crown,  being  primd  facie 
distinctive  but  in  point  of  fact  uommon  to  the  trade,  would  have  to  be 
disclaimed.  No  manner  or  conditions  of  registration  have  at  present  been 
prescribed,  except  so  far  as  paragraph  19  of  the  Instructions  governs  the  ca-e. 

(&)  There  is  at  first  sight  a  contradiction  in  terms  here,  as  a  mark  common 
to  the  trade  cannot,  of  course,  be  distinctive ;  but  what  is  intended  appears 
to  be  that  any  mark  which  is  primA  facie  distinctive,  but  which  is  really 
common  to  the  trade,  muct  be  disclaimed  when  registered  as  part  of  a 
combination.  The  epithet "  Distinctive,"  would  thus  be  here  applied  to  every 
mark  which  is  not  inherently  incapable  of  appropriation  by  an  individual. 
Oimmon  (c)  When  it  is  alleged  adversely  to  an  applicant  for  registration  that  the 

marks.  whole  or  a  part  of  his  trade  mark  \b  common  to  the  trade,  the  onus  ii  upon 

the  person  alleging  that  this  is  so  to  prove  it,  not  upon  the  applicant  for 
refi^iBtration  to  prove  the  contrary.  Compare  per  C.  A.  in  In  re  Leonard 
y.  ElUst  32  W.  R.  530.  And  the  entries  in  the  registry  office  books  of 
applications  for  registration  do  not  prove  that  a  mark  is  in  common  use, 
as  they  only  prove  that  the  applications  entered  have  been  made,  not  that 
they  have  all  been  properly  made,  or  upon  true  allegations,  or  that  the 
marks  applied  for  have  in  fact  been  used :  Orr-Evcxng  d:  Co,  v.  Jokntton  cC*  Co., 
13  Ch.  D.  434.  In  a  number,  of  cases  since  the  Registration  Acts  marks 
have  been  found  to  be  common  to  different  trades ;  thus,  a  number  of  words 
and  devices  to  the  iron  trade  :  In  re  BarrowB,  5  Ch.  D.  353 ;  the  words 
''  Bank  of  England,'*  to  the  sealing-wax  trade  ;  In  re  Hyde  d;  Co.,  7  Ch.  D. 
724  ;  the  word  *'  Selected,''  and  other  words  and  devices,  to  the  steel-pen 
trade :  In  re  Leonardt,  Dig.  610  ;  In  re  MitcheU  (2),  Dig.  61 1;  In  re  Kuhn  A 
Co.,  53  L.  J.  Ch.  238  ;  the  letters  *'  S.  P.'*  to  the  snuff  trade :  Ex  parte  SaUt, 
Pollard  ds  Co.,  Dig.  620 ;  the  Eton  arms  to  the  hat  trade  :  Lucke  v.  WebtUr^ 
M.  R,  April  4tb,  1879  ;  the  words  "Braided  Fixed  Stan,"  to  the  match 
trade :  In  re  Palmer  (3),  24  Ch.  D.  504 ;  various  animals,  devices,  and 
colours  to  the  cotton  trade :  OrrEwing  dCr  Co.  v.  JohntUmd  Co.,  7  App.  Cas. 
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219  ;  Wallace  <b  Co,  ▼.  King  A  Co.,  Bombay  High  Ct,  April  SOtb,  1879  ; 
In  re  JloyU  <L  Sons,  Ld.  (2),  Chitty,  J.,  Nov.  30th,  1883  ;  and  see  Orr- 
Ewing  A  Co,  v.  Registrar  of  Trade  Marks,  4  App.  Cas.  479 ;  and  In  re 
Brook,  26  W.  R.  791.  ...  * 

{d)  The  practice  of  entering  disclaimers  in  the  register  appears  to  have  Disflaimers. 
originated  with  the  cases  of  In  re  Leonardt,  Dig.  610,  and  In  re  Mitchell  (2), 
Dig.  61 1.  In  those  cases  the  consent  of  the  owner  of  the  mark  was  required, 
bat  in  In  re  Kuhn  d;  Co.,  53  L.  J.  Ch.  233,  an  order  for  a  disclaimer  was 
made  notwithstanding  that  the  owner  did  not  formally  consent,  and  in  other 
cases  the  registration  was  subjected  to  limitatious  entered  on  the  register. 
See  cases  cited  in  note  (c)  to  §  72  suprd.  The  practice  has  been  carried  to 
far  that  in  In  re  Uoyle  dt  S(ms,  Ld.  (2),  Chitty.  J.,  Nov.  30th,  1883,  a  trade 
mark  consisting  of  a  pheasant  sitting  od  a  gate  was  registered  with  a  dis- 
claimer of  the  bird,  leaving  only  the  gate.  See  the  order  of  the  Howe  of 
Lords  in  Orr-Ewing  v.  Registrar  of  Trade  Maries,  4  App.  Cas.  479,  and  see 
also  the  statement  by  Jessel,  M.R.,  in  In  re  Kuhn  <b  Co.,  53  L.  J.  Ch.  238. 

(e)  The  intention  of  this  sub-section  is  to  introduce  here  the  ''Three 
Mark  Rule,'*  as  to  which  see  note  (c)  to  §  72,  suprd.  lliat  rule  is  that 
registration  of  the  same  or  substantially  the  same  mark  may  be  granted  to 
not  more  than  three  persons,  who  can  prove  real  user  before  August  13th, 
1875,  but  that  proof  of  user  by  more  than  three  persons  before  that  date 
debars  all  persons  from  registering.  For  there  to  have  been  **  public  user  " 
by  more  than  three  persons,  it  would  seem  that  the  user  by  each  mant  liave 
been  substantial  (In  re  Ilodson  <k  Co.,  26  Sol.  J.,  43),  and  such  as  came  or 
ought  to  have  come  to  the  knowledge  of  each  of  the  others.  It  will  be 
noticed  that  the  sub-section  only  relates  to  old  marks.  In  the  case  of  new 
marks  a  second  registration  of  the  same  device  would  not  be  granted  under 
§  72,  except  by  the  consent  of  the  previously  registeretl  proprietor,  and  a 
disclaimer  might  even  then  be  required  as  a  condition  of  his  consent.  User 
is  not  proved  by  the  books  of  applications  for  registration,  as  the  allegations 
therein  contained  are  not  proved:  Orr-E icing  dt  Co.  y.  Johnston  d:  Co.,  13  Ch. 
D.  434. 

"^7  Effect  of  ReijUtratlmi, 

75.  Eegistration  of  a  trade   mark  shall   be   doomed   to   be  Registration 
equivalent  to  i3ublic  use  of  the  trade  mark  (a).  equivalent  to 


public  use. 


(a)  This  comes  from  §  2  of  the  Act  of  1875,  but  the  provision  in  that  Act 
was  made  subject  to  the  existence  of  a  connexion  with  goodwill.  Now  there 
is  to  be  deemed  to  be  public  use  of  a  trade  mark  as  long  as  it  is  registered, 
whether  there  is  or  is  not  any  goodwill,  which  points  to  the  propriety  of 
the  removal  of  a  trade  mark  from  the  legister  as  soon  as  the^  goodwill  has 
determined.  It  is,  however,  doulitful  whether  there  is  power  under  §  90 
to  obtain  this.  And  see  the  lant  words  of  §  7^,  and  note  (e)  to  §  70.  In 
the  United  States  also  registration  is  equivalent  to  public  use.  See  In  re 
Dutcher  Temple  Co.,  U.  S.  Pat.  Conun.  Decis.,  1871,  248.  Apart  from  the 
legislation  on  the  subject,  public  use  of  a  trade  mark  gives  a  property  in  it. 
See  per  Lord  Blackburn,  in  Orr-Ewinj  v.  Registrar  of  Trade  Marks,  4  App. 
Cas.  496.  It  has  been  decided  that  to  constitute  public  use  it  is  not  suffi- 
cient for  the  marked  goods  to  be  advertized ;  they  must  be  actually  in  tho 
market.  But  so  long  as  that  is  the  case,  length  of  user  is  not  necessary.  See 
McAndreio  v.  Bassett,  4  De  6.  J.  &  S.  380  ;  Maxwdl  v.  Hogg,  L.  R.  2  Ch. 
307 ;  Wheeler  v.  Johnston,  3  L.  R,  Ir.  284  ;  fn  re  Simpson,  Davies  tk  Sons, 
M.  R.  Jan.  12th,  1881. 


-'^N,?' 
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repealed  by  this  Act,  has  been  refused  (a).  The  comptroller 
may,  on  request,  and  on  payment  of  the  prescribed  fee,  grant  a 
certificate  &at  such  registration  has  been  refused  (b). 

(a)  This  part  of  this  section  comes  from  §  1  of  the  Act  of  1876.  By  §  1  of  Neoessity  for 
the  Act  of  1876,  failure  to  obtain  registration  was  fatal  to  the  owner  of  a  JfS^^J*^.  *^ 
trade  mark,  whether  old  or  new.  The  effect  of  the  alteration  introduced  by  Wgwtration. 
the  Act  of  1876  was  clearly  explained  by  Lord  Blackbnm  in  the  House  of 
Lords  in  Orr-Ewing  v.  Registrar  of  Trade  Mwrks^  i  App.  Cas.  498,  in  which 
he  said :  "This  alters  the  Act  of  1875  in  two  respects ;  it  renders  registration 
a  condition  precedent  to  a  proceeding  to  recover  damages,  as  well  as  to  a 
proceeding  to  prevent  infringement,  and  it  provides  that  if  the  proprietor 
of  a  trade  mark  in  use  before  the  passing  of  the  principal  Act  has  been 
refused  reeistration,  he  may,  notwithstanding  such  refusal,  institute  pro* 
ceedlngs,  either  for  prevention  of,  or  damages  for,  the  infringement  of  such 
trade  mark,  and  need  not  wait  till  he  has  got  the  register  rectiBed.'*  And 
again  he  said :  **  It  seems  to  me  that  the  eifect  of  the  Act  of  1876  is,  that  if 
one  who  says  he  is  the  proprietor  of  a  trade  mark  wishes  to  institute  pro- 
ceedings against  someone  who,  m  he  says,  is  infringing  it,  he  must  first  try 
to  have  his  trade  mark  registered.  If  the  registration  is  refused  for  any 
reason,  he  may  apply  (under  §  5  of  the  Act  of  1875)  to  have  the  register 
rectified,  and  then  the  Court  will  have  to  determine  as  the  principal 
question  whether  the  reason  of  the  refusal  was  sufficient  But  he  may  also 
seek  for  more  speedy  redress.  He  may  obtain  a  certificate  of  the  refusal 
and  then  institute  proceedings  to  prevent  the  infringement,  and  then  the 
Court  will  have  to  determine  whether  he  was  the  proprietor  of  the  trade 
mark."  See,  also,  per  Malins,  V.-C,  in  In  re  Barrows,  5  Ch.  D.  863 — 369, 
and  Tweritache  Stoom  Bleekery  Ooor  v.  Minger  cC*  Cb.,  26  W.  R.  70.  The 
present  section  differs  from  §  1  of  the  Act  of  1876,  in  that  by  that  section 
the  alternative  of  registering  or  procuring  a  certificate  of  refusal  was  given 
to  an  owner  of  any  old  mark,  whether  the  old  mark  was  or  was  not  capable 
of  being  registered,  so  that  an  owner  of  such  a  mark  miffht  safely  be  content 
with  a  certificate  of  refusal,  however  obviously  ¥nrong  £e  refusal  might  be. 
In  the  present  section  it  wUl  be  seen  that  this  alternative  is  no  longer  given 
to  owners  of  old  marks  capable  of  being  registered.  Such  marks  must  now 
be  registered  or  left  unprotected.  New  marks,  which  are  incapable  of  being 
registered  under  §  64,  can  hardly  constitute  trade  marks,  but  this  section 
does  not  require  registration  or  refusal  in  such  cases.  If  the  owner  of  a 
trade  mark  is  unaUe,  when  suing  an  infringer,  to  produce  a  certificate  of 
registration  or  of  refusal  to  register,  his  remedy  is  barred,  though  he  has 
made  application  for  registration  and  has  only  failed  to  obtain  it  because  of 
delay  in  the  office :  HaxxopuLo  v.  Kaufmannf  23  SoL  J.  819.  Under  the 
Canadian  statute  it  has  been  held  that  registration  only  quiJifies  for  suing 
in  respect  of  acts  done  after  registration,  and  not  in  respect  of  earlier  acts :  . 
Mone  v.  Martin^  Montreal  Super.  Ct,  Feb.  28th,  1882.  But  the  Court  of 
Appeal  abstained  from  deciding  the  point,  Feb.  23rd,  1884. 

By  §  1  of  the  Act  of  1875,  as  amended  by  §  1  of  the  Act  of  1876,  the  dis- 
ability for  suing  without  registration  was  to  begin  from  July  1st,  1877. 
Hie  time  thus  ^owed  for  registration  was  extended,  in  the  case  of  marks 
used  in  respect  of  any  goods  in  classes  23  to  35  (*'  textiles")  by  §  1  of  the  Act 
of  1877,  and  Orders  in  Council  of  Dec  12th,  1877,  and  June  29th,  1878,  to 
Dec  31st,  1878,  and  in  the  case  of  marks  used  in  respect  of  cotton  piece 
goods,  by  further  Orders  in  Council  of  Nov.  27th,  1878,  and  May  17th, 
1879,  to  July  3l8t,  1879.  Since  the  date  last  mentioned  a  certificate  of 
registration  or  of  refusal  to  register  has  been  a  svne  qud  non  in  aU  cases. 

ifi)  See  §  96,  rule  57,  and  forma  L.  and  Tl. 
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Register  of  Trade  Marks, 

Regiater  of  78.  Thoro  shall  bo  kept  at  the  Patent  Office  a  book  called  the 

trade  marks.     Register  of  Trade  Marks  (a),  wherein  shall  be  entered  the  names 

and  addresses  of  proprietors  of  registered  trade  mark»^  notitica- 
;,      •>,  f    \^^    tions  of  assignments  and  of  transmissions  of  trade  marks,  and 

such  other  matters  as  may  bo  from  time  to  time  prescribed. 

(a)  Tlie  regiater  of  trade  marks  wai  preyionaly  kept  under  the  antliority 
of  §1  of  tbe  Act  of  1875.  As  to  entries  in  the  register,  see  §  87,  91,  and 
92,  and  Rules  30-32,  and  44-46,  infrd. 

Removal  of  79.-- (1.)  At  a  time  not  being  less  than  two  months  nor  more 

trade  mark      than  three  months  before  the  expiration  of  fourteen  years  {a) 

▼««  lesT"  ^^"^  ^^®  ^^^^  ^^  ^^®  registration  of  a  trade  mark,  the  comp- 
Lepaid.  troller  shall  send  notice  to  the  registered  proprietor  that  the 

trade  mark  will  be  removed  from  the  register  unless  the  pro- 
prietor pays  to  the  comptroller  before  the  expiration  of  such 
fourteen  years  (naming  the  date  at  which  the  same  will  expire) 
the  prescribed  fee  (h) ;  and  if  such  fee  be  not  previously  paid, 
he  shall  at  the  expiration  of  one  month  from  the  date  of  the 
giving  of  the  first  notice  send  a  second  notice  to  the  same 
effect. 

(2.)  If  such  fee  be  not  paid  before  the  expiration  of  sucli 
fourteen  years  the  comptroller  may  after  the  end  of  three  months 
from  the  expiration  of  such  fourteen  years  remove  the  mark 
from  the  register  (e),  and  so  from  time  to  time  at  the  expiration 
of  every  period  of  fourteen  years. 

(3.)  If  before  the  expiration  of  the  said  three  montlis  the 
registered  proprietor  pays  the  said  fee  together  with  the  addi- 
tional prescribed  fee  {d),  the  comptroller  may  without  removing 
such  trade  mark  from  the  register  accept  the  said  fee  as 
if  it  had  been  paid  before  the  expiration  of  the  said  fourteen 
years. 

(4.)  Where  after  the  said  three  months  a  trade  mark  has  been 
removed  from  the  register  for  non  payment  of  the  prescribed  fee, 
the  comptroller  may,  if  satisfied  that  it  is  just  so  to  do,  restore 
such  trade  mark  to  the  register  on  payment  of  the  prescribed 
additional  fee  (e), 

(5.)  Where  a  trade  mark  has  been  removed  from  the  register 
for  non-payment  of  the  fee  or  otherwise,  such  trade  mark  shall 
nevertheless,  for  the  purpose  of  any  application  (/)  for  registra- 
tion during  the  five  years  next  after  the  date  of  such  removal, 
be  deemed  to  be  a  trade  mark  which  is  already  registered. 
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(a)  This  section  comes  from  the  old  Rules. 

(6)  t.«.,  £1.     See  First  Schedule. 

(e)  The  removal  and  its  cause  are  to  be  recorded,  under  Rule  46. 

(d)  i.e.,  10s.     See  First  Schedule. 

{e)  Le.,  £1.     See  First  Schedule. 

(/)  The  effect  of  this  is  that  (under  §  72)  the  comptroller  cannot,  for  five 
years  after  a  mark  has  been  removed  from  the  register,  place  another 
similar  mark  on  the  register  for  similar  goods. 

Fees, 

80.  There  shall  be  paid  in  respect  of  applications  and  regis-  Fees  for  regis- 
tration and  other  mattera  under  this  part  of  this  Act,  such  fees  ^'^ti®*^  ^°' 
as  may  be  from  time  to  time,  with  the  sanction  of  the  Treasury, 
prescribed  by  the  Board  of  Trade  (a) ;  and  such  fees  shall  be 

levied  and  paid  to  the  account  of  Her  Majesty's  Exchequer  in 
such  manner  as  the  Treasury  may  from  time  to  time  direct. 

(a)  Under  §  7  of  the  Act  of  1875,  these  fees  were  fixed  by  the  Lord 
Chancellor,  with  the  assent  of  the  Treasury.  For  the  list  of  fees  now  fixed 
by  the  Board  of  Trade,  see  the  First  Schedule  to  the  Rules.     Also  Rule  3. 

Sheffield  Marks, 

81.  With  respect  to  the  msister,  wardens,  searchers,  assistants,  Registration 
and  commonalty  of  the  Company  of  Cutlers  in  Hallamshire,  in  ^  Cutlers* 
the  county  of  York,  (in  this  Act  called  the  Cutlers'  Company),  Sheffield^  ^ 
and  the  marks  or  devices  (in  this  Act  called  Sheffield  marks)  marks, 
assigned  or  registered  by  the  master,  wardens,  searchers,  and 
assistants  of  that  company  (a),  the  following  provisions  shall 

have  effect : 

(1.)  The  Cutlers'  Company  shall  establish  and  keep  at  Sheffield 
a  new  register  of  trade  marks  (in  this  Act  called  the 
Sheffield  register) : 

(2.)  The  Cutlers'  Company  shall  enter  in  the  Sheffield  register, 
in  respect  of  cutlery,  edge  tools,  or  raw  steel  and 
the  goods  mentioned  in  the  next  sub-section,  all  the 
trade  marks  entered  before  the  commencement  of  this 
Act  in  respect  of  cutlery,  edge  tools,  or  raw  steel  and 
such  goods  in  the  register  established  under  the  Trade 
Marks  Registration  Act,  1875,  belonging  to  persons 
carrying  on  business  in  Hallamshire,  or  within  six 
miles  thereof,  and  shall  also  enter  in  such  register, 
in  respect  of  the  same  goods,  all  the  trade  marks 
which  shall  have  been  assigned  by  the  Cutlers'  Com- 
pany and  actually  used  before  the  commencement  of 
this  Act,  but  which  have  not  been  entered  in  the 
register  established  under  the  Trade  Marks  Registra- 
tion Act,  1875  (6). 
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(3.)  An  application  for  registration  of  a  trade  mark  used  on 
cutlery,  edge  tools,  or  on  raw  steel,  or  on  goods  made 
of  steel,  or  of  steel  and  iron  combined,  whether  with 
or  without  a  cutting  edge,  shall,  if  made  after  the 
commencement  of  this  Act  by  a  person  carrying  on 
business  in  Hallamshire,  or  within  six  miles  thereof, 
be  made  to  the  Cutlers'  Company  (c). 

(4.)  Every  application  so  made  to  the  Cutlers'  Company  shall 
be  notified  to  the  comptroller  in  the  prescribed 
manner  (^),  and  unless  the  comptroller  within  the 
prescribed  time  (e)  gives  notice  to  the  Cutlers'  Com- 
pany that  he  objects  to  the  acceptance  of  the  appli- 
cation, it  shall  be  proceeded  with  by  the  Cutlers' 
Company  in  the  prescribed  manner  (/) : 

(5.)  If  the  comptroller  gives  notice  of  objection  as  aforesaid, 
the  application  shall  not  be  proceeded  with  by  the 
Cutlers'  Company,  but  any  person  aggrieved  may  appeal 
to  the  Court : 

(6.)  Upon  the  registration  of  a  trade  mark  in  the  Sheffield 
register  the  Cutlers'  Company  shall  give  notice  thereof 
to  the  comptroller,  who  shall  thereupon  enter  the  mark 
in  the  register  of  trade  marks ;  and  such  registration 
shall  bear  date  as  of  the  day  of  application  to  the 
Cutlers'  Company,  and  have  the  same  efiect  as  if  the 
application  had  been  made  to  the  comptroller  on  that 
day: 

(7.)  The  provisions  of  this  Act,  and  of  any  general  rules  made 
under  this  Act,  with  respect  to  application  for  regis- 
tration in  the  register  of  trade  marks,  the  effect  of 
such  registration,  and  the  assignment  and  transmission 
of  rights  in  a  registered  trade  mark  shall  apply  in  the 
case  of  applications  and  registration  in  the  Sheffield 
register ;  and  notice  of  every  entry  made  in  the  Shef- 
field register  must  be  given  to  the  comptroller  by  the 
Cutlers'  Company,  save  and  except  that  the  provisions 
of  this  sub-section  shall  not  prejudice  or  affect  any 
life  estate  and  interest  of  a  widow  uf  the  holder  of 
any  Sheffield  mark  which  may  be  in  force  in  respect 
of  such  mark  at  the  time  when  it  shall  be  placed  upon 
the  Sheffield  register  (jg) : 

(8.)  Where  the  comptroller  receives  from  any  person  not 
carrying  on  business  in  HaUamshire  or  within  six 
miles  thereof  an  application  for  registration  of  a  trade 
mark  used  on  cutlery,  edge  tools,  or  on  raw  steel,  or 
on  goods  made  of  steel,  or  of  steel  and  iron  combined, 
whether  with  or  without  a  cutting  edge,  he  shall  in 
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the  prescribed  manner  (h)  notify  the  application  and 
proceedings  thereon  to  the  Cutlers'  Company  (t) : 

(9.)  At  the  expiration  of  five  years  from  the  commencement 
of  this  Act  the  Cutlers'  Company  shall  dose  the 
Cutlers'  register  of  corporate  trade  marks,  and  there- 
upon all  marks  entered  therein  shall,  unless  entered 
in  the  Sheffield  register,  be  deemed  to  have  been 
abandoned : 

(10.)  A  person  may  (notwithstanding  anything  in  any  Act 
relating  to  the  Cutlers'  Company)  be  registered  in  the 
Sheffield  register  as  proprietor  of  two  or  more  trade 
marks: 

(11.)  A  body  of  persons,  corporate  or  not  corporate,  may 
(notwithstanding  anything  in  any  Act  relating  to  the 
Cutlers'  Company)  be  registered  in  the  Sheffield 
register  as  proprietor  of  a  trade  mark  or  trade 
marks  (k) : 

(12.)  Any  person  aggrieved  by  a  decision  of  the  Cutlers' 
Company  in  respect  of  anything  done  or  omitted  under 
this  Act  may,  in  the  prescribed  manner,  appeal  (/)  to 
the  comptroller,  who  shall  have  power  to  confirm, 
reverse,  or  modify  the  decision,  but  the  decision  of 
the  comptroller  shall  be  subject  to  a  further  appeal  to 
the  Court : 

(13.)  So  much  of  the  Cutlers'  Company's  Acts  as  applies  to 
the  summary  punishment  of  persons  counterfeiting 
Sheffield  corporate  marks,  that  is  to  say,  the  fifth 
section  of  the  Cutlers'  Company's  Act  of  1814,  and 
the  provisions  in  relation  to  the  recovery  and  appli- 
cation of  the  penalty  imposed  by  such  last-mentioned 
section  contained  in  the  Cutlers'  Company's  Act  of 
1791,  shaU  apply  to  any  mark  entered  in  the  Sheffield 
register  (m). 

{a)  Ab  to  the  Cntien'  Comp«iv,  the  old  Sheffield  corporate  xniirkB,  and 
the  Byitem  which  prevailed  with  respect  to  Sheffield  marki  under  the 
Trade  Marks  Registration  Act,  1875,  see  Appendix  D,  ir^frd.  The  specified 
goods  now  fom^  a  much  wider  class  than  formerly.  The  present  section 
provides  for  the  closing  of  the  old  Cutlers'  register  and  the  immediate 
establishment  of  a  new  one,  which  will  be  an  exact  duplicate  of  the  general 
register,  so  far  as  it  relates  to  marks  used  for  the  specified  goods  within  the 
specified  Umits. 

{h)  By  §  9  (6)  of  the  Act  of  1875,  Sheffield  corporate  marks  were  allowed 
to  be  registered  in  the  trade  marks  register  in  the  same  manner  and  upon  the 
same  tenns  and  conditions  in  and  upon  which  they  might  have  been  registered 
if  they  were  not  ooiporate  marks.  Under  this  proTision  it  was  held  that 
where  a  corporate  mark  had  been  assigned  by  its  proprietor,  but  had  not 
been  surrendered  to  the  Company  and  re-awarded  l^  tnem  to  the  assignee, 
he  must  perfect  his  title  with  the  Company  before  he  could  obtain  registra- 

y2 
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tion  under  the  Act :   In  re  Babone,  Dig.  643.    There  wm,  howeTer,  no 
requirement  for  corponite  marks  to  be  regUtered.  ^^. 

(r)  ApplicaHons  under  this  section  we  to  be  made  m  dupbcate,  aocoui 
panied  by  the  prewjribed  fees  and  represenUtions  :  Bole  5». 

(rf)  By  sending  to  the  comptroUer  one  copy  of  the  *V?}''^'^J^1^ 
representations  of  the  mark  fur  each  dass,  within  seven  days  after  ieo»p 
of  the  application :  Eule  54.  ,        ..     f-^-.  ^ 

ie)  One  month  from  the  receipt  by  the  oomptroUer  of  the  notice  irou. 

Company  :  Rule  65  (1).  ,  ,,     ^«.«*«t!li»r  i 

(/)  The  Company  is  to  require  the  applicant  to  send  the  «>«P«^"*'^ 
wood  block  or  electrotype,  and  the  comptroUer  is  to  advertise  tne  »pf 
tion  as  in  other  cases :  Role  55  (2).  _  , ,  :«tUfA(1 1 

[g)  See  Rule  56,  by  which  the  proceedings  at  Sheffield  are  assuailAWa 

those  at  London.  ,.  . .  ^;„uj«-  tl 

(A)  By  sending  a  copy  of  the  official  paper,  with  a  note  distiDguianrng 

application :  Rule  55  (3).  ,   ,         •.♦^^finn  of 

(0  In  In  re  Roiing,  Dig.  621,  the  Company  opposed  the  ««^J°^  . 

objecti( 

costs  0 

Company  was  supported, 
(it)  Compare  Rule  89. 

{I)  For  Form  of  Notice  of  Appeal,  see  Form  W.  ^    , 

(m)  These  provisions  are,  shortly,  that  a  counterfeiter  may  W  nnw 

exceeding  ^20  by  a  justice  or  justices  of  the  peace,  subject  to  an  appw" 

Quarter  Sessions.     See  Appendix  D,  infrd. 


PART    V. 

General. 
Patent  Office  and  Proceedings  thereat. 

Patent  Office.  82.— (1.)  The  Treasury  may  provide  for  the  purposes  of 
Act  an  oflSce  with  all  requisite  buildings  and  convenit 
which  shall  be  called,  and  is  in  this  Act  referred  to  at 
Patent  Office : 

(2.)  Until  a  new  Patent  Office  is  provided,  the  offices  < 
Commissioners  of  Patents  for  inventions  and  for  the  regist 
of  designs  and  trade  marks  existing  at  the  commencem 
this  Act  (a)  shall  be  the  Patent  Office  within  the  mean 
this  Act 

(3.)  The  Patent  Office  shall  be  under  the  immediate 
of  an  officer  called  the  comptroller  general  of  patents,  d 
and  trade  marks  {h\  who  shall  act  under  the  superinte 
and  direction  of  the  Board  of  Trade. 

(4.)  Any  act  or  thing  directed  to  be  done  by  or  to  th( 
troller  may,  in  his  absence,  be  done  by  or  to  any  officer 
time  being  in  that  behalf  authorised  by  the  Board  of  Tra 
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(a)  This  is  in  Southampton  Buildings,  ObsAoery  Lane,  W.C. 

(b)  Under  the  Trade  Marks  Registration  Acts  the  registrar  was  at  the 
head  of  the  Registry  Office. 

83. — (1.)  The  Board  of  Trade  (a)  may  at  any  time  after  the  Officers  and 
passing  of  this  Act,  and  from  time  to  time,  subject  to  the  clerks, 
approval  of  the  Treasury,  appoint  the  comptroller-general  of 
patents,  designs,  and  trade  marks,  and  so  many  examiners  and 
other  officers  and  clerks,  with  such  designations  and  duties  as 
the  Board  of  Trade  think  fit,  and  may  from  time  to  time  remove 
any  of  those  officers  and  clerks. 

(2.)  The  salaries  of  those  officers  and  clerks  shall  be  appointed 
by  the  Board  of  Trade,  with  the  concurrence  of  the  Treasury, 
and  the  same  and  the  other  expenses  of  the  execution  of  this 
Act  shall  be  paid  out  of  money  provided  by  Parliament. 

(a)  The  authority  given  by  this  section  to  the  Board  of  Trade  was 
formerly  possessed  by  the  Lord  Chancellor,  under  §  7  of  the  Act  of  1875. 

84.  There  shall  be  a  seal  for  the  Patent  Office,  and  impres-  Seal  of  Patent 
sions  thereof  shall  be  judicially  noticed  and  admitted  in  evi-  Office, 
dence. 

85.  There  shall  not  be  entered  in  any  register  kept  under  this  Trust  not  to 
Act,  or  be  receivable  by  the  comptroller,  any  notice  of  any  trust  ^  f^^ed  in 
expressed  implied  or  constructive  (a).  "^^   "* 

(a)  This  section,  so  far  as  it  relates  to  trade  marks,  comes  from  the  old 
Rules. 

86.  The  comptroller  may  refuse   to  grant  a  patent   for  an  Refusal  to 
invention,  or  to  register  a  design  or  trade  mark,  of  which  the  grant  patent, 
use  would,  in  his  opinion,  be  contrary  to  law  or  morality  (a).        **^»  "^  certain 


cases. 


(a)  This  is  a  new  section,  and,  so  far  as  it  relates  to  trade  marks,  does 
not  seem  to  carry  much  farther  the  provisions  of  §  6  of  the  Act  of  1875, 
now  re-enacted  in  §  73,  tuprxi,  prohibiting  the  registration  of  a  scandalous 
design  as  a  trade  mark. 

87.  Where  a  person  becomes  entitled  by  assignment,  trans-  Entry  of 
mission,  or  other  operation  of  law  to  a  patent,  or  to  the  copy-  assignments 
light  in  a  registered  design,  or  to  a  registered  trade  mark,  the  ^^  trans- 
comptroller  shall  on  request,  and  on  proof  of  title  to  Ins  satisfac-  reristers.  * 
tion,  cause  the  name  of  such  person  to  be  entered  as  proprietor 
of  the  patent,  copyright  in  the  design,  or  trade  mark,  in  the 
register  of  patents,  designs,  or  trade  marks,  as  the  case  may 
be  (a).     The  person  for  the  time  being  entered  in  the  register 
of  patents,  designs,  or  trade  marks,  as  proprietor  of  a  patent, 
copyright  in  a  design,  or  trade  mark,  as  the  case  may  be,  shall, 
subject  to  any  rights  appearing  from  such  register  to  be  vested 
in  any  other  person,  have  power  absolutely  to  assign  (?>),  grant 
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licensee  (c)  as  to,  or  otherwise  deal  with,  the  same  and  to  give 
effectual  receipts  for  any  consideration  for  such  assignment, 
license,  or  dealing.  Provided  that  any  equities  in  respect  of 
such  patent,  design,  or  trade  mark  may  be  enfoiced  in  like 
manner  as  in  respect  of  any  other  personal  property. 

(a)  Ab  to  the  mode  of  obtMning  registntion  m  a  tubaoqueBt  proprietor, 
see  Rules  84-38  and  Form  K.  Though  §  4  of  the  Act  of  1875  is  not 
re-enacted,  it  seems  that  a  subsequent  proprietor  will  still,  as  regards  his 
title  to  the  trade  mark,  be  in  the  same  position  as  if  his  title  were  a  con- 
tiouation  of  the  title  of  the  first  registered  proprietor. 

(h)  A  trade  mark  can  be  assigned  only  in  oonnection  with  the  goodwill  of 
the  business.    See  §  70,  Mprd 

(c)  The  power  of  granting  licenses  must  not  be  ezerdsed  so  as  to  deceive 
the  public,  e.g.f  so  as  to  autiiorise  the  use  of  the  mark  on  inferior  goods. 
See  ch.  7.  The  power  of  granting  licenses  at  aU  seems,  in  the  case  of  trade 
marks,  rath'er  to  conflict  with  §  70  ;  the  intention  of  which  appeari  to  be 
that  only  the  person  entitled  to  the  goodwill  shall  Iiave  the  right  of  using 
the  trade  mark. 

'^T^^'fa^ts'  88.  Every  register  kept  imder  this  Act  shall  at  all  convenient 
from  registers.  ^^^'^  ^  <>P^^  ^  ^^  inspection  of  the  public,  subject  to  such 
regulations  as  may  be  prescribed  (a) ;  and  certified  copies,  sealed 
with  the  seal  of  the  Patent  Office,  of  any  entry  in  any  such 
register  shall  be  given  to  any  person  requiring  the  same  on  pay- 
ment of  the  prescribed  fee  (b), 

(a)  This  section  is  taken  from  the  old  Rules.  See  Rnle  49  for  the  present 
regulations.    The  fee  for  inspection  is  1«.  for  every  quarter  of  an  hour. 
(6)  See  Hist  Schedule. 

S«'aled  copies        89.  Printed  or  written  copies  or  eztractSi  purporting  to  be 

to  be  received  certified  by  the  comptroller  and  sealed  with  the  seal  of  the  Patent 

in  evidence.       Office,  of  or  from  patents,  specifications,  disclaimers  and  other 

documents  in  the  Patent  Office,  and  of  or  from  registers  and  other 

books  kept  there,  shall  be  admitted  in  evidence  in  all  courts  in 

Her  Migesty's  dominions,  and  in  all  proceedings,  without  further 

proof  or  production  of  the  originals. 

Rectification        90. — (1.)  The  Court  may  on  the  application  of  any  person 

^^S^"**"  ^^  aggrieved  (a)  by  the  omission  without  sufficient  cause  of  the 

name  of  any  person  from  any  register  kept  under  this  Act,  or 

by  any  entry  made  without  sufficient  cause  in  any  such  register, 

make  such  order  (^)  for  making  (c),  expunging  (d),  or  varying  (e) 

the  entry,  as  the  Court  thinks  fit ;  or  the  Court  may  refuse  the 

application;  and  in  either  case  may  make  such  order  with  respect 

to  the  costs  of  the  proceedings  as  the  Court  thinks  fit  (/). 

(2.)  The  Court  may  in  any  proceeding  under  this  section 
decide  any  question  that  it  may  be  necessary  or  expedient  to 
decide  for  the  rectification  of  a  register,  and  may  direct  an  issue 
to  be  tried  for  the  decision  of  any  question  of  fact,  and  may 
award  damages  to  the  party  aggrieved 
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(3.)  Any  order  of  the  Court  rectifying  a  register  shall  direct 
that  due  notice  of  the  rectification  be  given  to  the  comptroller  (g), 

(a)  This  section  oomes  from  §  6  of  the  Act  of  1875,  but  is  in  rather  "Penon 
different  terms.  As  to  a  person  aggrieved  in  a  case  of  wrongful  registration,  aevnieved  " 
see  Jtote  ▼.  Evant,  48  L.  J.  Oh.  618,  in  which  it  was  said  that  ''any  person 
interested  in  the  same  trade  as  the  registered  proprietor"  was  a  person 
aggrieved  by  a  wrongful  registration,  and  In  re  McUpk,  25  Ch.  D.  194,  in 
which  the  suooessful  applicant  for  removal  was  a  person  attacked  for  in- 
fringement by  the  wrongfully  registered  proprietor.  It  has  been  thought 
that  a  person  who  only  carries  on  business  abroad  is  not  a  person  aggrieved 
by  a  wrongful  entry:  In  re  Riviere  is  Co.,  49  L.  T.  N.  S.  606;  but  this  view 
did  not  meet  with  the  approval  of  Lord  Selbome,  C,  and  Cotton,  L.  J.,  in  the 
Court  of  Appeal  (32  W.  R.  890),  who  held  that  even  if  a  person  were  not 
entitled  to  register  in  this  countiy  a  trade  mark  exdusiTely  intended  for 
use  abroad,  which  they  did  not  decide,  yet  there  was  no  ground  for  thinking 
that  only  a  person  who  was  himself  entitled  to  registration  could  be  a  person 
aggrieved.  And  the  Lord  Chancellor  pointed  out  that  all  that  was  necessary 
to  constitute  a  "  person  aggrieved  **  was  that  the  thing  complained  of  should 
be  one  of  the  grievances  mentioned  in  the  section,  and  that  it  should  tend 
to  his  injiuy,  to  inflict  upon  him  some  damage,  in  a  legal  sense.  If  a 
registered  propriety  becomes  insolvent  while  proceedings  to  rectify  his 
registration  are  pending,  his  representative  in  buikruptcy  may  be  added  as 
a  respondent  to  the  appUcation  for  rectification :  In  re  Howe,  48  JL  T.  N.  S.  888. 

(6)  See  note  (n)  to  §  62,  ante, 

(c)  Where  the  grievance  consists  in  a  refusal  to  register,  *'  the  first  duty  Rectification    ' 
cast  upon  the  Court,"  said  Lord  Cairns,  C,  in  Orr-Broing  v.  HegiUrar  of  jjy  registra- 
7\xbde  Marks,  4  App.  Cas.  484,  '*  is  to  ascertain  whether  some  one,  or  more  ^{^j^ 

than  one,  of  the  essential  particulars  of  a  trade  mark,  as  defined  by  this  Act, 
it  found  to  exist,  so  that  the  mark  may  be  described  with  the  one,  or  more 
than  one,  essential  particular  or  particulars  which  distingush  iV*  With 
reference  to  the  same  state  of  circumstances.  Lord  Blackburn  said  in  the 
same  case  (4  App.  Cas*  497),  "  I  cannot  construe  this  section  as  meaning 
anything  else  than  that,  where  the  Court  of  Chancery  is  satisfied  that  the 
applicant  is  a  person  who  ii  for  the  time  being  entitied  to  the  exclusive  use 
of  a  trade  mark  in  accordance  with  law,  and  that  the  trade  mark  is  one 
within  the  definition  in  the  Act,  the  Couit  is,  ex  debito  juttiHce,  to  rectify  the 
register,  just  as  it  would,  before  the  Act  of  1875,  have  been  bound  ex  debito 
juttitioB,  on  similar  proof,  to  prevent  any  one  infringing  the  trade  mark 
shown  to  be  his  property,"  and  his  lordship  went  on  to  say  that  though  the 
burden  of  proof  lay  upon  the  person  making  the  application  to  amend  the 
register,  yet  if  he  did  produce  such  proof  as  would,  in  the  opinion  of  the  Court, 
entitie  him  to  an  injunction,  he  did  not  think  that  the  Court  had  any  dis- 
cretion to  consider  whether  the  registration  would  be  inconvenient.  See 
note  (c)  to  §  72,  as  to  limiting  registration  by  a  note  on  the  register. 

(d)  On  an  application  to  remove  a  mark  from  the  register,  the  burden  of  Burden  of 
proof  is  upon  Uie  applicant  for  removal,  but  he  may  prove  his  case  by  the  proof, 
statements  in  or  omissions  from  the  evidence  tendered  on  behalf  of  the 
r^^istered  proprietor  :  Per  Court  of  Appeal  m  In  re  Leonard  <£;  EUis,  32 

W.  R.  580.  Consequentiy  if  the  mark  is  one  which  was  inherently 
capable  of  being  used  as  a  trade  mark,  and  the  application  for  removal  is 
baised  on  an  allegation  that  it  was  not  used  as  a  trade  mark,  but  as  a  de- 
scriptive term,  the  burden  of  proving  that  it  was  not  used  as  a  trade  mark  is 
pn  the  applicant.    See  per  Cotton,  L.  J.,  t6. 

For  instances  of  expunging  trade  marks,  see  Ex  parte  Lawrence  Bros,,  Rectification 
44  L.  T.  N.  S.  98,  where  a  servant  had  registered  his  master's  trade  mark;  by  removaL 
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]n  re  Ralph,  25  Ch.  D.  194,  where  the  registered  proprietor  was  canying  on 
no  business;  and  In  re  H^  Jt  Co,,  7  Ch.  D.  724;  In  re  Palmer  (1),  21  Ch. 
D.  47,  and  (3)  24  Ch.  D.  504;  and  In  re  Leonard  A  EUU,  53  L.  J.  Ch.  233, 
and  32  W.  R.  530,  where  marks  puUici  juris  had  been  r^;istered  as 
private  property.  In  In  re  Palmer,  In  re  Ralph,  and  In  re  Leonard  A 
EOam,  the  marks  bad  been  respectively  registered  for  five  years.  In  7fi  rv 
PaLoier  (2),  22  Ch.  D.  88,  when  the  Court  of  Appeal  had  decided  that  the 
fact  of  five  years'  registration  was  not  a  legal  bar  to  an  i^Ucation  to 
expunge  a  mark,  they  refused  to  stay  the  hearing  of  the  caf>e  with  the 
evidence  till  after  the  determination  by  the  House  of  Lords  of  an  appeal 
from  their  decision  on  the  point  of  law.  It  seems  that  an  i^ypeal  from  a 
decision  upon  an  application  for  the  removal  of  a  trade  mark  from  the 
register  will  not  be  treated  as  an  interlocutory  appeal,  bat  that  the  case 
must  be  heard  by  thr««  judg«>s :  In  re  Riviere  A  Cb.,  32  W.  K  390;  In  re 
Leonard  A  EUis,  ib.  530. 
Rectification  {e)  In  In  re  Leonardl,  Dig.  610;  In  re  Mitchell  (2),  Dig.  611;  /n  re  Kuhn  A 

by  varying.  Co,,  53  L.  J.  Ch.  238;  Ex  parte  Sales,  Pollard  A  Co.,  Dig.  620,  and  other 
easefs  the  (*ourt  has  varied  an  entry  by  causing  a  partial  disdaimer  to  be 
entered  on  the  register.  In  some  of  thet^e  cases  the  consent  of  the  registered 
proprietor  has  been  required,  but  in  a  proper  case  the  order  will  be 
made  notwithstanding  his  opposition,  as  in  Vn  re  Kvhn  4e  Co.  When 
registration  has  been  effected  in  accordance  with  the  application,  but 
the  application  was  wrong  in  some  respect,  it  seems  that  the  Conrt 
will  amend  the  roister  by  ezpun^ng  the  entry,  but  not  by  varying 
it  so  as  to  make  the  registration  stand  in  another  name.  Thus  Hall, 
V.-C,  said,  in  /»  rr  ITarcf,  StuH  A  Sharp,  50  L.  J.  Ch.  347,  "  I  cannot 
rectify  the  register  where  no  error  has  been  committed.  The  term  'rectifi- 
cation' is  only  applicable  to  cases  in  which  there  has  been  some  mis- 
take or  error  in  the  registration.  In  other  cases  the  applicant  must  follow 
the  course  laid  down  for  cases  of  assignment  or  transmission."  So  in  Ex 
parte  Lawrence  Bros.,  44  L.  T.  N.  S.  98,  the  Master  of  the  Rolls  expunged 
the  entry,  and  left  the  rightful  owners  of  the  mark  to  make  a  fresh  implica- 
tion in  their  own  names.  So  pi  /n  fv  Farina  (4),  44  L.  T.  N.  S.  99,  he 
directed  administration  to  be  taken  out  to  the  estate  of  the  deceased  registered 
proprietor,  and  the  administrator,  when  appointed,  to  assign  to  the  rightful 
proprietor.  In  In  re  Rust  A  Co.,  44  L.  T.  N.  S.  98,  however,  the  same 
leamod  judge  allowed  a  mark  to  be  transferred  from  the  name  of  an  in- 
dividual member  of  a  firm,  stated  to  be  trading  under  the  name  of  the  firm, 
into  the  names  of  all  the  partners  trading  under  the  name  of  the  firm.  It 
i»  not  quite  clear  that  the  Court  will  refuse  to  transfer  a  r^stration  from 
one  name  into  another,  if  the  r^^is^ered  proprietor  has  registered  another's 
trade  mark  in  his  own  name  when  he  was  actually  employed  by  the  true 
owner  to  register  it  for  him,  and  was  so  the  agent  and  trustee  for  the  other. 
Sir  G.  Jessel,  M.  R.,  in  Ex  parte  Lawrence  Bros.,  44  L.  T.  N.  S.  98,  appears 
at  least  not  to  have  thought  it  impossible  that  that  might  be  done,  but  in 
that  esse  there  was  no  agency.  In  In  re  Riviere  A  Co.,  49  L.  T.  N.  S.  506, 
an  application  for  such  an  order  was  cut  short  by  a  preliminary  objection,  and 
after  this  had  been  overruled  by  the  Court  of  Appeal,  the  application  was 
refused  upon  the  facts;  W.  N.  1884,  p.  75.  In  America,  a  partner  who 
registered  in  his  own  name  a  trade  mark  of  the  firm  was  ordered  to  asi«ign 
to  his  partner  an  equal  interest  in  it :  Taylor  v.  Bothin,  5  Sawy.  584. 

(/)  This  provision  spf  ears  to  overrule  the  decision  in  In  re  Brandreth, 
9  Ch.  D.  618,  in  cases  of  opposed  applications  which  cume  before  the  Court 
As  to  the  costs  of  applications  to  remove  marks,  see  In  re  Hyde  A  Co.,  7  Ch. 
D.  724:  In  re  Kvhn  A  Co.,  58  L.  J.  Ch.  238.  Where  the  comptroller  is 
served  with  notice  of  the  application  and  appears,  his  costs  are  ordered  to  be 
paid  by  the  unsuccessful  party.     But  there  does  not  appear  to  be  any 
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neceHsity  for  serving  him  in  cases  under  this  section,  as  there  is  in  cases 
under  §  92. 

{fj)  See  Kule  44  and  Form  N  in  the  2nd  Schedula  The  order  is  to  be 
carried  into  effect  by  the  comptroller  (Rule  44),  and  to  be  made  public  if  be 
thinks  fit  (Rule  47). 

91.  The  comptroller  may  (a),  on  request  in  writing  accom- Po^er  for 
panied  by  the  prescribed  fee  (b) ,—  comptroller  to 

/    \  /^  i.  1     •     1  /  \  •  A*  -4.1.         correct  clerical 

(a.)  Correct  any  clerical  error  (c)  m  or  m  connection  with  an  errors, 
application  for  a  patent,  or  for  registration  of  a  design 
or  trade  mark  ;  or 

(b.)  Correct  any  clerical  irror  (c)  in  the  name  style  or  address 
of  the  registered  proprietor  of  a  patent,  design,  or  trade 
mark. 

(c.)  Cancel  the  entry  or  part  of  the  entry  of  a  trade  mark  on 
the  register  (d) :  Provided  that  the  applicant  accom- 
panies his  request  by  a  statutory  declaration  made  by 
himself,  stating  his  name,  address,  and  calling,  and 
that  he  is  the  person  whose  name  appears  on  the 
register  as  the  proprietor  of  the  said  trade  mark  (e). 

[a)  In  addition  to  the  powers  given  by  this  section,  the  comptroller  has 
authority,  under  Rule  46,  to  alter  in  the  register  the  address  of  the  pro- 
prietor of  a  trade  mark  (see  Form  M),  and,  under  Rule  51,  to  allow  amend- 
ments of  documents. 

(6)  By  the  First  Schedule  the  fee  for  altering  address,  or  allowing 
correction  of  a  clerical  error,  or  cancelling  the  whole  or  part  of  an 
entry,  is  5«, 

(c)  For  form  of  request,  see  Form  Q. 

(d)  This  comes  from  the  old  Rules.  Fo^  form  of  application  for  cancel- 
lation, see  Form  O.  In  In  re  Lyaaght,  Dig.  623,  a  registration  for  all  the 
goods  in  Class  6  was,  on  application  by  the  proprietor,  corrected  by  limita- 
tion to  galvanized  sheet  iron  only.  In  £x  paHe  SaleSt  Pollard  A  Co.^  Dig.  620, 
the  registered  proprietors  of  a  trade  mark  for  snuff,  consisting  of  the  letters 
**  S.  P.,"  the  initials  of  their  firm,  discovered  that  that  mark  had  been  for 
many  years  in  common  use  in  the  snuff  trade,  though  used  originally  by 
themselves,  and  procured  the  cancellation  of  the  registration. 

(e)  See  Rule  68,  and  for  Form  of  Declaration,  see  Form  F. 

92. — (1.)  The  registered  proprietor  of  any  registered  trade  mark  Alteration  of 
may  apply  to  the  Court  for  leave  to  add  to  or  alter  (a)  such  mark  registered 
in  any  particular,  not  being  an  essential  particular  \h)  within  the  ^^^' 
meaning  of  this  Act,  and  the  Court  may  refuse  or  grant  leave  on 
such  terms  as  it  may  think  fit. 

(2.)  Notice  of  any  intended  application  to  the  Court  under 
this  section  shall  be  given  to  the  comptroller  by  the  applicant  (c); 
and  the  comptroller  shall  be  entitled  to  be  heard  on  the  appli- 
cation. 

(3.)  If  the  Court  grants  leave,  the  comptroller  shall,  on  proof 
thereof  {d)  and  on  payment  of  the  prescribed  fee  {e\  cause  the 
register  to  be  altered  in  conformity  with  the  order  of  leave. 
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Alteration  of 
trade  marks. 


(a)  Thii  aection  is  taken  from  the  old  Boles. 

(6)  For  what  is  an  ''  essential  particular/'  see  §  64,  ntprd.  In  Ex  parte 
Walker  A  Co.,  Dig.  624,  a  trade  mark  consiHting  of  the  letter  '*  W,"  a  crown, 
and  the  word  ''Netherton"  was  allowed  to  be  altered  bj  snbstitating 
*•  Dudley  '*  for  "  Netherton."  In  Ex  parte  Lazenby,  V.-O.  BdL,  Feb.  26th, 
1880,  a  trade  mark  was  allowed  to  be  altered  by  varyine  the  address  and 
changing  the  type  in  which  it  was  printed.  In  Imre  Dewkunt,  M.  R.,  June 
11th,  1880,  a  trade  mark  which  had  been  assigned  was  not  allowed  to  be 
altered  by  substituting  the  name  of  the  assignee  for  that  of  the  assignor, 
that  being  printed  in  the  form  of  a  signature,  so  as  to  constitute  an  essential 
particular ;  but  in  a  similar  trade  mark,  which  had  the  name  of  the  assignor 
printed  in  ordinary  type,  the  substitution  was  allowed  to  be  made.  In  In  re 
Boord,  M.  R.,  March  25th,  1881,  persons  who  were  registered  as  proprietors 
of  a  trade  mark  which  containt4  a  former  name  of  their  firm  in  ordinary 
type,  were  allowed  to  remove  the  name  from  the  mark,  leaving  the  space 
a  blank,  with  permission,  when  using  the  mark,  to  insert  in  that  space  the 
name  of  the  firm  for  the  time  being. 

(c)  Notice  must  be  given  to  the  comptroller  fourteen  days  before  the 
application.     See  Rule  48. 

^d)  As  to  mode  of  notifying  the  order  to  the  comptroller,  see  Rule  44  and 
FormN. 

{e)  y.e.,  lOf.  See  Fint  Schedule.  Representations  of  the  mark  as  altered 
are  also  to  be  supplied.    See  Rule  48. 

93.  If  any  peison  makes  or  causes  to  be  made  a  false  entry  in 
any  register  kept  under  this  Act,  or  a  writing  falsely  purporting 
to  be  a  copy  of  an  entry  in  any  such  register,  or  produces  or 
tenders,  or  causes  to  be  produced  or  tendered,  in  evidence  any 
such  writing,  knowing  the  entry  or  writing  to  be  false,  he  shall 
be  guilty  of  a  misdemeanour. 

94.  Where  any  discretionary  power  is  by  this  Act  given  to  the 
comptroller,  he  shall  ncit  exercise  that  power  adversely  to  the 
applicant  for  a  patent,  or  for  amendment  of  a  specification,  or 
for  registiation  of  a  trade  mark  or  design,  without  (if  so  required 
within  the  prescribed  time  by  the  applicant)  giving  the  applicant 
an  opportunity  of  being  heard  personally  or  by  his  agent  (a). 

(a)  See  Rules  17 — 19  as  to  the  exercise  by  the  comptroller  of  his  discre- 
tionary powers. 

Power  of  ^^'  '^^®  comptroller  may,  in  any  case  of  doubt  or  difficulty 

comptroller  to  arising  in  the  administration  of  any  of  the  provisions  of  this 
take  directions  Act,  apply  to  either  of  the  law  officers  (a)  for  directions  in  the 
of  law  oflBcers.  matter, 

(a)  The  Attorney -General  or  Solicitor-General  for  England.    See  §  117. 


Falsification 
of  entries  in 
registers. 


Exerdse  of 
discretionary 
power  by 
comptroller. 


be  evidence. 


Certificate  of  96.  A  certificate  purporting  to  be  under  the  hand  of  the 
^"nptroller  to  comptroller  as  to  any  entry,  matter,  or  thing  which  he  is 
authorised  by  this  Act,  or  any  general  rules  made  thereunder, 
to  make  or  do,  shall  be  primd  facie  evidence  of  the  entry  having 
been  made,  and  of  the  contents  thereof,  and  of  the  matter  or 
thing  having  been  done  or  left  undone  (a). 
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(a)  This  section  is  somewhat  modified  from  §  8  of  the  Act  of  1875,  by 
which  the  certificate  of  the  registear  was  made  evidence.  Now  the  certifi- 
cate is  to  be  firvmAfa/de  evidence  only. 

By  f  77,  tMpni,  the  comptroller  is  authorised  to  gnmt  a  certificate  of 
refnsal  to  register  an  old  mark  (see  Forms  L  and  T),  and  by  Role  57  he 
fnay  give  a  certificate,  when  required  so  to  do,  for  the  purpose  of  any  legal 
proceeding  or  other  special  purpose,  and  on  so  doing  thail  specify  on  the  face 
of  it  the  purpose  for  which  it  is  granted.     (See  Forms  R,  8,  and  T  1.) 

See  Instructions  iirfrd^  paragraphs  89 — 41 ,  in  which  it  is  stated  that  the 
comptroller's  certificate  in  relation  to  a  trade  mark  is  of  four  Idnds^  viz. : — 
^       (i.)  For  use  in  legal  proceedings. 

(ii.)  For  use  in  applymg  for  registration  in  foreign  countries. 

(iii)  Of  any  application  made  and  of  proceedings  thereon. 

(iv.)  A  certificate  of  refusal  of  a  mark  in  use  before  the  18th  August, 
1875,  and  not  registrable. 

97.^(1.)  Any  application,  notice  or  other  document  authorised  Applications 
or  requu'ed  to  be  left,  made,  or  given  at  the  Patent  Office  or  to  the  "*<*  notices  by 
comptroller,  or  to  any  other  person  under  this  Act,  may  be  sent  P**"^ 
by  a  prepaid  letter  through  the  post ;  and  if  so  sent  shall  be 
deemed  to  have  been  left,  made,  or  given  respectively  at  the  time 
when  the  letter  containing  the  same  would  be  delivered  in  the 
ordinary  course  of  post 

(2.)  In  proving  such  service  or  sending,  it  shall  be  sufficient 
to  prove  that  the  letter  was  properly  addressed  and  put  into  the 
post  {ti), 

(a)  See  Rule  16. 

98.  Whenever  the  last  day  fixed  by  this  Act,  or  by  any  rule  Provision  as 
for  the  time  being  in  force,  for  leaving  any  document  or  pa3ring  ^  ^y»  5" 
any  fee  at  the  Patent  Office  shaU  faU  on  Christmas  Day,  Good  ^^^^ 
Friday,  or  on  a  Saturday  or  Sunday,  or  any  day  observed  as  a  office, 
holiday  at  the  Bank  of  fingland,  or  any  day  observed  as  a  day 

of  public  fast  or  thanksgiving,  herein  referred  to  as  excluded 
days,  it  shall  be  lawful  to  leave  such  document  or  to  pay  such 
fee  on  the  day  next  following  such  excluded  day,  or  days  if  two 
or  more  of  them  occur  consecutively. 

99.  If  any  person  is,  by  reason  of  infancy,  lunacy,  or  other  Declaration 
inability,  incapable  of  making  any  declaration  or  doing  anything  j^y  hi|"»t, 
required  or  permitted  by  this  Act  or  by  any  rules  made  under  the  ""****''  **'• 
authority  of  this  Act^  then  the  guardian  or  committee  (if  any)  of 

such  incapable  person,  or  if  there  be  none,  any  person  appointed 
by  any  court  or  judge  possessing  jurisdiction  in  respect  of  the 
property  of  incapable  persons,  upon  the  petition  of  any  person  on 
behalf  of  such  incapable  person,  or  of  any  other  person  interested 
in  the  jnaking  such  declaration  or  doing  such  thing,  may  make 
such  declaration  or  a  declaration  as  nearly  corresponding  thereto 
as  circumstances  permit,  and  do  such  thing  in  the  name  and  on 
behalf  of  such  incapable  person,  and  all  acts  done  by  such  sub- 
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TrADsmission 
of  certified 
printed  oopies 
of  tpecifica- 
tions,  &c. 


Power  for 
Board  of 
Trade  to  make 
general  rules 
for  classifying 
goods  and 
regulating 
business  of 
Patent  Office. 


stitute  shaU  for  the  purposes  of  this  Act  be  as  effectual  as  if  done 
by  the  person  for  whom  he  is  substituted  (a). 

(a)  This  section,  so  far  as  it  relates  to  trade  marks,  comes  from  the  old 
Rules. 

100.  Copies  of  all  specifications,  drawings,  and  amendments 
left  at  the  Patent  OfiBce  after  the  commencement  of  this  Act, 
printed  for  and  sealed  with  the  seal  of  the  Patent  Office,  shall 
be  transmitted  to  the  Edinburgh  Museum  of  Science  and  Art, 
and  to  the  Enrolments  Office  of  the  Chancery  Division  in  Ire- 
land, and  to  the  Rolls  Office  in  the  Isle  of  Man,  within  twenty- 
one  days  after  the  same  shall  respectively  have  been  accepted  or 
allowed  at  the  Patent  Office ;  and  certified  copies  of  or  extracts 
from  any  such  documents  shall  be  given  to  any  person  requiring 
the  same  on  payment  of  the  prescribed  fee ;  and  any  such  copy 
or  extract  shall  be  admitted  in  evidence  in  all  courts  in  Scotland 
and  Ireland  and  in  the  Isle  of  Man  without  further  proof  or 
production  of  the  originals. 

101. — (1.)  The  Board  of  Trade  may  from  time  to  time  make 
such  general  rules  (a)  and  do  such  things  as  they  think  expe- 
dient, subject  to  the  provisions  of  this  Act — 

(a.)  For  regulating  the   practice  of   registration  under  this 

Act: 
(b.)  For  classifying  goods  for  the  purposes  of  designs  and 

trade  marks  (b): 
(c)  For  making  or  requiring   duplicates   of    specifications, 

amendments,  drawings,  and  other  documents : 
(d.)  For  securing  and  regulating  the  publishing  and  selling  of 
copies,  at  such  prices  and  in  such  manner  as  the  Board 
of  Trade  think  tit,  of  specifications,  drawings,  amend- 
ments, and  other  documents : 
(e.)  For  securing  and  regulating  the  making,  printing,  pub- 
lishing, and  selling  of  indexes  to,  and  abridgments  of, 
specifications  and   other   documents    in    the   Patent 
Office ;  and  providing  for  the  inspection  of  indexes 
and  abridgments  and  other  documents  : 
(f.)  For  regulating  (with  the  approval  of  the  Treasury)  the 
presentation  of  copies  of  Patent  Office  publications  to 
patentees  and  to  public  authorities,  bodies,  and  institu- 
tions at  home  and  abroad  : 
(g.)  Generally  for  regulating  the  business  of  the  Patent  Office, 
and  ail  things  by  this  Act  placed  mider  the  direction 
or  control   of   the   comptroller,  or  of  the  Board  of 
Trade. 
(2.)  Any  of  the  forms  in  the  First  Schedule  to  this  Act  may 
be  altered  or  amended  by  rules  made  by  the  Board  as  afore- 
said (c). 
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(3.)  Greneral  rules  may  be  made  under  this  section  at  any 
time  after  the  passing  of  this  Act,  but  not  so  as  to  take  effect 
before  the  commencement  of  this  Act,  and  shall  (subject  as 
hereinafter  mentioned)  be  of  the  same  effect  as  if  they  were 
contained  in  this  Act,  and  shall  be  judicially  noticed. 

(4.)  Any  rules  made  in  pursuance  of  this  section  shall  be  laid 
before  both  Houses  of  Parliament,  if  Parliament  be  in  session  at 
the  time  of  making  thereof,  or,  if  not,  then  as  soon  as  practicable 
after  the  beginniiig  of  the  then  next  session  of  Parliament,  and 
they  shall  also  be  advertised  twice  in  the  official  journal  to  be 
issued  by  the  comptroller. 

(5.)  If  either  House  of  Parliament,  within  the  next  forty 
days  after  any  rules  have  been  so  laid  before  such  House, 
resolve  that  such  rules  or  any  of  them  ought  to  be  annulled,  the 
same  shall  after  the  date  of  such  resolution  be  of  no  effect, 
without  prejudice  to  the  validity  of  anything  done  in  the  mean- 
time under  such  rules  or  rule  or  to  the  making  of  any  new  rules 
or  rule. 

(a)  The  power  of  making  rules  wm  formerly,  by  §  7  of  the  Act  of  1875, 
vedted  in  the  Lord  Chancellor.  For  the  rules  which  have  been  made  by 
the  Board  of  Trade,  see  infrd, 

(&)  See  classification  in  Third  Schedule  to  Rules. 

\c)  See  Forms  in  Second  Schedule  to  Rules.  A  new  Form  F.  is  thereby 
substituted  for  Form  F.  appended  to  the  Act. 

102.  The  comptroller  shall,  before  the  first  day  of  June  in  Annual 
every  year,  cause  a  report  respecting  the  execution  by  or  under  reports  of 
him  of  this  Act  to  be  laid  before  both  Houses  of  Parliament,  <»mptroUer. 
and  therein  shall  include  for  the  year  to  which  each  report 
relates  all  general  rules  made  in  that  year  under  or  for  the 
purposes  of  this  Act,  and  an  account  of  all  fees,  salaries  and 
allowances,  and  other  money  received  and  paid  under  this  Act. 

International  and  Colonial  Arrangements. 

103. — (1.)  If  Her  Majesty  is  pleased  to  make  any  arrangement  International 
with  the  government  or  governments  of  any  foreign  state  or  arrangements 
states  for  mutual  protection  of  inventions,  designs,  and  trade  ^f^i^^^^^^ 
marks,  or  any  of  them,  then  any  person  who  has  applied  for  designs,  and ' 
protection  for  any  invention,  design,  or  trade  mark  in  any  such  trade  marks, 
state,  shall  be  entitled  to  a  patent  for  his  invention  or  to. regis- 
tration of  his  design  or  trade  mark  (as  the  case  may  be)  under 

this  Act.  in  priority  to  other  applicants  (a);  and  such  patent  or  

registration  shall  have  the  same  date  as  the  date  of  the  protection #1/  '   \r  » 
obtained  in  such  foreign  state.  ^  ' 

Provided  that  his  application  is  made,  in  the  case  of  a  patent 
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within  seven  months,  and  in  the  case  of  a  design  or  trade  mark 
within  four  montlis,  from  his  applying  for  protection  in  the 
foreign  state  with  which  the  arrangement  is  in  force. 

Provided  that  nothing  in  this  section  contained  shall  entitle 
the  patentee  or  proprietor  of  the  design  or  trade  mark  to  recover 
damages  for  infringements  happening  prior  to  the  date  of  the 
actual  acceptance  of  his  complete  specification,  or  the  actual 
registration  of  his  design  or  trade  mark  in  this  country,  as  the 
case  may  be. 

(2.)  The  publication  in  the  United  ELingdom  or  the  Isle  of 
Man  during  the  respective  periods  aforesaid  of  any  description 
of  the  invention,  or  the  use  therein  during  such  periods  of  the 
invention,  or  the  exhibition  or  use  therein  during  such  periods 
of  the  design,  or  the  publication  therein  during  such  periods  of 
a  description  or  representation  of  the  design,  or  the  use  therein 
during  such  periods  of  the  trade  mark,  shall  not  invalidate  the 
patent  which  may  be  granted  for  the  invention,  or  the  registra- 
tion of  the  design  or  trade  mark  : 

(3.)  The  application  for  the  grant  of  a  patent,  or  the  registra- 
tion of  a  design,  or  the  registration  of  a  trade  mark  under  this 
section,  must  be  made  in  the  same  manner  as  an  ordinary  appli- 
cation under  this  Act :  Provided  that^  in  the  case  of  trade 
marks,  any  trade  mark  the  registration  of  which  has  been  duly 
applied  for  in  the  country  of  origin  may  be  registered  under  this 
Act.  (b): 

(4.)  The  provisions  of  this  section  shall  apply  only  in  the 
case  of  those  foreign  states  with  respect  to  which.  Her  Majesty 
I  shall  from  time  to  time  by  Order  in  Council  declare  them  to  be 
1^  applicable,  and  so  long  only  in  the  case  of  each  state  as  the 
I  Onler  in  Council  shall  continue  in  force  with  respect  to  that 
'     state. 

(a)  This  section  la  new.  In  the  OMe  of  trade  marka  used  by  aliens,  the 
existence  of  a  convention  between  the  state  to  which  the  alien  belongs  and 
the  Britiiih  Government  is  not  a  noceasaiy  condition  precedent  to  hie  regis- 
tration here.  If  he  has  applied  for  registration  in  his  own  country,  he  mi^ 
be  registered  here  (see  sub-s.  8),  but  if  there  is  a  convention  between  his 
country  and  this,  he  will  have  the  advantage  of  priority  to  other  appUcants. 
The  Act  does  not  say  that  to  obtain  priority  the  applu»tion  for  regiitratlon 
in  a  foraign  state  with  which  there  is  a  convention  must  have  been  made 
by  a  subject  of  that  stata  That  is  apparently  the  intention  of  the  section, 
but  there  is  nothing  to  say  th*t  the  same  priority  is  to  be  refused  to  a  sub- 
ject of  a  different  state,  with  which  there  may  possibly  be  no  convention,  or 
even  to  a  British  subject,  who  has  applied  in  a  country  with  which  there  is 
»  convention.  On  the  other  hand,  m  the  proviso  in  sub's.  (3)  the  tenn 
*'  countiT  of  origin  "  is  emplojred.  Again,  in  sub-s.  (8)  the  words  are  '*  haa 
been  duly  applied  for,"  whereas  in  sub-s.  (1)  there  is  nothing  about  "duly," 
and  for  all  tnat  appears  the  application  may  be  one  which  could  not  possibly 
succeed  in  the  foreign  country.  Of  course  a  foreign  trade  mark  could  not 
be  registered  here  unless  it  complied  with  the  conditions  of  |  6i, 
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(6)  The  effect  of  this  8eem8  to  be  that  »  foreign  trade  mark  owner  mnst  | 
apply  for  registration  in  his  own  country  before  he  can  be  restored  here 
(compare  In  re  Riviere  ds  Co.,  49  L.  T.  N.  S.  506;  and  see  per  0.  A.  in  S.  C. 
82  W.  R.  890).    Bat  a  foreign  subject  trading  and  using  trade  marks  in 
this  country  would  not  be  within  this  provision. 

The  case  where  an  alien  belongs  to  a  country  which  has  no  system  of 
registration  does  not  appear  to  be  provided  for;  but  it  would  seem  that  in 
such  a  case  an  application  abroad  would  be  dispensed  with. 

104. — (1.)  Where  it  is  made  to  appear  to  Her  Majesty  that  "Provision  for 
the  legislature  of  any  British  possession  (a)  has  made  satisfactory  J^**^^?'''®"  *^<* 
provision  for  the  protection  of  inventions,  designs,  and  trade 
marks,  patented  or  registered  in  this  country,  it  shall  he  lawful 
for  Her  Majesty  from  time  to  time,  by  Order  in  Council,  to 
apply  the  provisions  of  the  last  preceding  section,  with  such 
variations  or  additions,  if  any,  as  to  Her  Majesty  in  Council  may 
seem  fit,  to  such  British  possession. 

(2.)  An  Order  in  Council  under  this  Act  shall,  from  a  date  to 
be  mentioned  for  the  purpose  in  the  Order,  take  effect  as  if  its 
provisions  had  been  contained  in  this  Act;  but  it  shall  be  lawful 
for  Her  Majesty  in  Council  to  revoke  any  Order  in  Council  made 
under  this  Act. 

(a)  See  the  definition  of  "British  possession"  in  §  117,  ir^rd. 

Offences. 

105. — (1.)  Any  person  who  represents  that  any  article  sold  Penalty  on 
by  him  is  a  patented  article,  when  no  patent  has  been  granted  ^^^y  ^^' 
for  the  same  (a),  or  describes  any  design  or  trade  mark  (b)  ap-  ^^  ^i^ 
plied  to  any  article  sold  by  him  as  registered  which  is  not  so,  patented, 
shall  he  liable  for  every  offence  on  summary  conviction  (e)  to  a 
fine  not  exceeding  five  pounds. 

(2.)  A  person  shall  be  deemed,  for  the  purposes  of  this  enact- 
ment, to  represent  that  an  article  is  patented  or  a  design  or  a 
trade  mark  is  registered,  if  he  sells  the  article  with  the  word 
"patent,"  "patented,**  "registered,"  or  any  word  or  words  ex- 
pressing or  implying  that  a  patent  or  registration  has  been 
obtained  for  the  article  stamped,  engraved,  or  impressed  on,  or 
otherwise  applied  to,  the  article  (d), 

(a)  This  section,  so  far  as  it  relates  to  an  untrue  representation  ai  to  the 
existence  of  a  patent,  is  in  substance  a  re-enactment  of  §  7  of  5  &  6  Will.  IV. 
c.  83.  In  that  case,  however,  the  penalty  of  £50  was  imposed,  recoverable  • 
in  an  action,  and  a  fraudulent  intention  was  of  the  essence  of  the  offence. 
See  Myen  v.  Baker,  8  H.  &  N.  802.  This  section  appears  to  follow  that  in  not 
impoBiDg  a  penalty  where  there  has  been  a  patent,  though  it  may  have  ex- 
pired. Under  the  XT.  S.  Revised  Statutes  a  penalty  is  imposed  for  a  mis- 
representation as  to  the  existence  of  a  patent,  but  there  is  no  offence  if 
there  has  been  a  patent,  and  the  date  of  the  patent  is  given.  See  Wilson  v. 
Singer  Manufacturing  Co.,  16  XT.  S.  Pat  Gaz.  1001. 

See  §  7  of  the  Merchandise  Marks  Act,  1862. 
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(b)  Hitberto  no  penalty  has  been  recoyerable  for  untruly  reprt^enting 
that  a  trade  mark  ia  registered. 

(c)  As  to  ''summary  conviction '*  in  Ireland,  see  §  117. 

(d)  See  Ch.  7,  anU, 

Penalty  on  106.  Any  person  "who,  without  the  authority  of  Her  Majesty, 

nnHuthorised  or  any  of  the  Royal  Family,  or  of  any  Government  Department, 
Msumption  of  ggg^^gg  q^  ^g^g  j^  connection  with  any  trade,  business,  calling, 
or  profession,  the  Royal  Arms,  or  arms  so  nearly  resembling  the 
same  as  to  be  calculated  to  deceive,  in  such  a  manner  as  to  be 
calculated  to  lead  other  persons  to  believe  that  he  is  carrying  on 
his  trade,  business,  calling,  or  profession  by  or  under  such 
authority  as  aforesaid  (a),  shall  be  liable  on  summary  convic- 
tion (b)  to  a  fine  not  exceeding  twenty  pounds  (c). 

(a)  This  section  is  new.  For  an  offence  a|;ainst  it  to  be  committed  it  is 
not  sufficient  to  prove  that  a  person  is  vainf^  the  Royal  Anns  withoutlEkntho- 
rity,  or  that  what  be  ia  doinfr  is  calculated  to  lead  to  the  belief  that  the  user 
of  the  arms  is  authorised ;  but  it  must  be  proved  that  that  user  is  calculated 
to  lead  to  the  belief  that  the  trader  is  carrying  an  hit  bunntsi  by  Royal  or 
Governmental  authority. 

(b)  As  to  "summary  conviction  '*  in  Ireland,  see  §  117. 

(c)  The  following  notice  has  been  published  in  the  London  GauUe : — 

•*  Friday,  Feb.  22. 
"Board  of  Grbsn  Cloth,  Bdckikoham  Palaoi,  Fib.  19. 

'*  Notice  is  hereby  given  that  by  section  106  of  the  Patents,  Deragna,  and 
Trade  Marks  Act,  1883  (46  k  47  Victoria,  cap.  57),  a  penalty  of  £20  is  in- 
curred by  any  persons  who^  without  proper  authority,  assume  the  Koyal 
Arms  with  a  view  to  lead  other  persons  to  believe  that  they  are  employed 
under  any  department  of  Her  Majesty's  Household. 

"Stdnkt,  I»rd  Steward.'* 

It  will  be  observed  that  the  above  notice  treats  fraudulent  intention  as 
of  the  essence  of  the  offence;  but  this  does  not  appear  to  be  in  accordance 
with  the  provisions  of  the  section. 

Scotland;  Ireland;  ^c 

107.  In  any  action  for  infringement  of  a  patent  in  Scotland 
the  provisions  of  this  Act,  with  respect  to  calling  in  the  aid  of 
an  assessor,  shall  apply,  and  the  action  shall  bo  tried  without  a 
jury,  unless  the  court  shaU  otherwise  direct,  but  otherwise 
nothing  shall  afifect  the  jurisdiction  and  forms  of  process  of  the 
courts  in  Scotland  in  such  an  action  or  in  any  action  or  pro- 
ceeding respecting  a  patent  hitherto  competent  to  those  courts. 

For  the  purposes  of  this  section  "Court  of  Appeal'*  shall  mean 
any  court  to  which  such  action  is  appealed. 

108.  In  Scotland  any  ofifence  under  this  Act  declared  to  be 
punishable  on  summary  conviction  may  be  prosecuted  in  the 
Sheriff  Court. 

109. — (1.)  Proceedings  in  Scotland  for  revocation  of  a  patent 
shall  be  in  the  form  of  an  action  of  reduction  at  the  instance  of 
the  Lord  Advocate,  or  at  the  instance  of  a  party  having  interest 
with  his  concurrence,  which  concurrence  may  be  given  on  just 
cause  shown  only. 


Saving  for 
courts  in 
Scotland. 


Summary 
proceedings 
in  Scotland. 

Proceedings 
for  revocation 
of  patent  in 
Scotland. 
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(2.)  Service  of  all  writs  and  Bummonses  in  that  action  shall 
be  made  according  to  the  forms  and  practice  existing  at  the 
commencement  of  this  Act. 

110.  All  parties  shall,  notwithstanding  anything  in  this  Act,  Reservation  of 
have  in  Ireland  their  remedies  under  or  in  respect  of  a  patent  as  remedies  in 
if  the  same  had  been  granted  to  extend  to  Ireland  only. 

111. — (1.)  The  provisions  of  this  Act  conferring  a  special  General  sav- 
jorisdiction  on  the  Court  as  defined  by  this  Act,  shall  not,  yg  .^^r  juris- 
except  so  far  as  the  jurisdiction  extends,  affect  the  jurisdiction  ^^ 
of  any  Court  in  Scotland  or  Ireland  in  any  proceedings  relating 
to  patents  or  to  designs  or  to  trade  marks ;  and  with  reference 
to  any  such  proceedings  in  Scotland,  the  term  '*  the  Court "  shall 
mean  any  Lord  Ordinary  of  the  Court  of  Session,  and  the  term 
"Court  of  Appeal"  shall  mean  either  Division  of   the  said 
Court ;  and  with  reference  to  any  such  proceedings  in  Ireland, 
the  terms  "  the  Court "  and  "  the  Court  of  Appeal "  respectively 
mean  the  High  Court  of  Justice  in  Ireland  and  Her  Majesty's 
Court  of  Appeal  in  Ireland. 

(2.)  If  any  rectification  of  a  register  under  this  Act  is  required 
in  pursuance  of  any  proceeding  in  a  Court  in  Scotland  or  Ireland, 
a  copy  of  the  order,  decree,  or  other  authority  for  the  rectifica- 
tion, shall  be  served  on  the  Comptroller,  and  he  shall  rectify  the 
register  accordingly. 

112.  This  Act  shall  extend  to  the  Isle  of  Man,  and —  lale  of  Man. 
(1.)  Nothing  in  this  Act  shall  affect  the  jurisdiction  of  the 

Courts  in  the  Isle  of  Man,  in  proceedings  for  infringe- 
ment or  in  any  action  or  proceeding  respecting  a  patent, 
design,  or  trade  mark  competent  to  those  Courts ; 

(2.)  The  punishment  for  a  misdemeanor  under  this  Act  in  the 
Isle  of  Man  shall  be  imprisonment  for  any  term  not 
exceeding  two  years,  with  or  without  hard  labour,  and 
with  or  without  a  fine  not  exceeding  one  hundred 
pounds,  at  the  discretion  of  the  Court ; 

(3.)  Any  offence  under  this  Act  committed  in  the  Isle  of  Man 
which  would  in  England  be  punishable  on  summary 
conviction  may  be  prosecuted,  and  any  fine  in  respect 
thereof  recovered  at  the  instance  of  any  person 
aggrieved,  in  the  manner  in  which  offences  punishable  - 
on  summary  conviction  may  for  the  time  being  be 
prosecuted. 

Eepecd;  Transitional  Provieiona ;  Savings, 

113.  The  enactments  described  in  the  Third  Schedule  to  this  Repeal  and 
Act  are  hereby  repealed.    But  this  repeal  of  enactments  shall  p^^^^^^jQ^ 
not —  ^       pe     10 
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Former 
registers  to 
be  deemed 
continued. 


of  repealed  (a.)  Affect  the  past  operation  of  any  of  those  enactments^  or 

enactments,  ^jjy  patent  or  copyright  or  right  to  use  a  trade  mark 

granted  or  acquired,  or  application  pending,  or  appoint- 
ment made,  or  compensation  granted,  or  order  or 
direction  made  or  given,  or  right,  privilege,  ohligation, 
or  liability  acquired,  accrued,  or  incurred,  or  anything 
duly  done  or  suffered  under  or  by  any  of  those  enact- 
ments before  or  at  the  commencement  of  this  Act ; 
or 
(b.)  Interfere  with  the  institution  or  prosecution  of  any  action 
or  proceeding,  civil  or  criminal,  in  respect  thereof,  and 
any  such  proceeding  may  be  carried  on  as  if  this  Act 
had  not  been  passed ;  or 
(c.)  Take  away  or  abridge  any  protection  or  benefit  in  relation 

to  any  such  action  or  proceeding. 
114. — (1.)  The  registers  of  patents  and  of  proprietors  kept 
under  any  enactment  repealed  by  this  Act  shall  respectively  be 
deemed  parts  of  the  same  book  as  the  register  of  patents  kept 
under  this  Act. 

(2.)  The  registers  of  designs  and  of  trade  marks  (a)  kept 
under  any  enactment  repealed  by  this  Act  shall  respectively  be 
deemed  parts  of  the  same  book  as  the  register  of  designs  and  the 
register  of  trade  marks  kept  under  this  Act. 

(a)  The  register  of  trade  marks  was  previously  to  this  Act  kept  under 
the  authority  of  the  Trade  Marks  Registration  Act,  1875  (38  k  39  Vict,  a 
91,  by  §  1  of  which  it  was  established),  and  the  amending  Acts  (39  &  40 
Vict.  c.  33,  and  40  &  41  Vict  a  37).  Those  Acts  placed  the  register  under 
the  superintendence  of  the  then  Commissioners  of  Patents,  now  abolished. 
See  In  re  MeiMe,  24  W.  R.  1067  ;  In  re  Barrows,  5  Ch.  D.  353—61 ;  In  re 
Rotherham,  11  Ch.  D.  250 ;  14  ib.  585. 

Saving  for  115.  All  general  rules  made  by  the  Lord  Chancellor  or  by 

existing  rules.  qj\j  other  authority  under  any  enactment  repealed  by  this  Act, 
and  in  force  at  the  commencement  of  this  Act,  may  at  any  time 
after  the  passing  of  this  Act  be  repealed,  altered,  or  amended 
by  the  Board  of  Trade,  as  if  they  had  been  made  by  the  Board 
under  this  Act,  but  so  that  no  such  repeal,  alteration,  or  amend- 
ment shall  take  efifect  before  the  commencement  oif  this  Act; 
and,  subject  as  aforesaid,  such  general  rules  shall,  so  far  as 
they  are  consistent  with  and  are  not  superseded  by  this  Act, 
continue  in  force  as  if  they  had  been  made  by  the  Board  of 
Trade  imder  this  Act  (a), 

•  (a)  Rule  60  repeals  all  the  old  Rules. 


Saving  for 
prerogative. 


116.  Nothing  in  this  Act  shall  take  away,  abridge,  or  pre- 
judicially affect  the  prerogative  of  the  Crown  in  relation  to  the 
granting  of  any  letters  patent  or  to  the  withholding  of  a  grant 
thereof. 
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Chnercd  Definitions, 

117.  In  and  for  the  purposes  of  this  Act,  unless  the  context  General 
otherwise  requires,—  definitioni!. 

**  Person  "  includes  a  body  corporate : 

"  The  CJourt "  means  (subject  to  the  provisions  for  Scotland, 
Ireland,  and  the  Isle  of  Man)  Her  Majest/s  High  Court  of 
Justice  in  England : 

"  Law  ofl&cer "  means  Her '  Majesty's  Attorney-General  or 
Solicitor^General  for  England : 

"  The  Treasury "  means  the  Commissioners  of  Her  Majesty's 
Treasury : 

*' Comptroller"  means  the  Comptroller  General  of  Patents, 
Designs,  and  Trade  Marks : 

"  Prescribed "  means  prescribed  by  any  of  the  Schedules  to 
this  Act,  or  by  general  rules  under  or  within  the  meaning  of 
this  Act : 

** British  possession"  means  any  territory  or  place  situate 
within  Her  Mcgesty's  dominions,  and  not  being  or  forming  part 
of  the  United  Kingdom,  or  of  the  Channel  Islands,  or  of  the 
Isle  of  Man,  and  all  territories  and  places  under  one  legislature, 
as  hereinafter  defined,  are  deemed  to  be  one  British  possession 
for  the  purposes  of  this  Act : 

"  Legislature "  includes  any  person  or  persons  who  exercise 
legislative  authority  in  the  British  possession ;  and  where  there 
are  local  legislatures  as  well  as  a  central  legislature,  means  the 
central  legislature  only. 

In  the  application  of  this  Act  to  Ireland  "  summary  convic- 
tion "  means  a  conviction  under  the  Summary  Jurisdiction  Acts, 
that  is  to  say,  with  reference  to  the  Dublin  Metropolitan  Police 
District  the  Acts  regulating  the  duties  of  justices  of  the  peace 
and  of  the  police  for  such  district,  and  elsewhere  in  Ireland  the 
Petty  Sessions  (Ireland)  Act,  1851,  and  any  Act  amending  it. 
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SCHEDULES. 


Thb  First  Schkdulb. 

Forms  of  Application^  ^*c.  (a). 

(a)  The  only  Foim  relating  to  trade  marks  is  Form  F.,  for  which  an 
amended  Form  F.  is  Bubstituted  by  the  Trade  Marks  Rules,  9.  «.  tn/WL 


Thb  Second  Schedule. 
Fees  on  Instruments  for  obtaining  Patents  and  Benewah 


The  Third  Schedule. 
Enactments  Repealed, 


38  &  39  Vict.  c.  91.     [1875].— The  Trade  Marks  Registration 

Act,  1876. 

39  &  40  Vict.  c.  33.     [1876].— The  Trade  Marks  Registration 

Amendment  Act,  1876. 

40  &  41  Vict.  c.  37.     [1877].— The  Trade  Marks  Registration 

Extension  Act,  1877. 
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tra.de  marks  rules. 


By  virtue  of  the  provisions  of  the  PateniSy  Designs,  and 
Trade  Marks  Act,  1883,  the  Board  of  Trade  do  hereby  make 
the  following  Rules  * : — 

Preuminart. 

1.  These  Rules  may  be  cited  as  the  Trade  Marks  Rules, 
1883,  and  shall  come  into  operation  from  and  immediately 
after  the  31st  day  of  December,  1883. 

Intbrprbtation. 

2.  In  the  construction  of  these  Rules  any  words  herein  used  Interpreta- 
defined  by  the  said  Act  (a)  shall  have  the  meanings  thereby  tion. 
assigned  to  them  respectively. 

(a)  See  §  117. 

Fbbs. 

3.  The  fees  to  be  paid  in  pursuance  of  the  said  Act,  so  far  as  Fees. 
it  relates  to  trade  marks,  shall  be  the  fees  specified  in  the  First 
Schedule  hereto  (a). 

(a)  See  §  80.  The  fees  are  to  be  pftid  by  stamps.  See  Instructions, 
pais.  2  and  36,  infrd. 

Forms. 

4.  The  Form  F.  in  the  First  Schedule  to  the  said  Act  shall  Forms. 
b3  altered  or  amended  by  the  substitution  therefor  of  the  Form 

F.  in  the  Second  Schedule  to  these  Rules  (a). 

(a)  For  thin  Schedule  pee  Appendix  B.,  infrd.  See  lustructionSi  par.  3, 
infrdf  for  list  of  stamped  forms. 

5. — (1)  An  application  for  registration  of  a  trade  mark  shall 
be  made  in  the  Form  F.  in  the  Second  Schedule  to  these  Rules ; 
(2)  The  remaining  forms  in  such  schedule  may  be  used 
in  all  cases  to  which  they  are  applicable. 

*  Under  the  old  Acts  three  sue-  All  these  are  now    repealed    (see 

cessive  sets  of  Rules  were  made,  one  Rule  60,  itifrd).  The  repealed  Rules 

in  1875,  one  in  1876  (which  was  as  to  cotton  marks  are  printed  tn/rol, 

considerably  altered  from  time  to  in  order  to  enable  the  position  of 

time),  and  the  last  in  March,  1883.  such  marks  to  be  understood. 
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Clanification 
of  goods. 


Classificatiok  of  Goods. 

6.  For  the  pnrpoees  of  trade  marks  registration  and  of  these 
Eules  goods  are  classified  in  the  manner  appearing  in  the  Third 
Schedule  hereto. 

If  any  doubt  arises  as  to  what  class  any  particular  description 
of  goods  Y)elongs  to,  the  doubt  shall  be  determined  by  the 
comptroller  (a), 

(a)  S«e  §  65.  A  guide  to  the  clMsificAtioii  can  be  obtained  on  implica- 
tion at  the  office.    &e  Initnictioniy  par.  20,  i^frd. 


Application 
by  firm. 


Application  for  Rboistratiox. 

7.  An  application  (a)  for  registration  of  a  trade  mark,  if 
made  by  any  firm  or  partnership,  may  be  signed  (h)  by  some 
one  or  more  members  of  such  firm  or  partnership,  as  the  case 
may  be. 

If  the  application  be  made  by  a  body  corporate  it  may  be 
signed  (c)  by  the  Secretary  or  other  principal  officer  of  such 
body  corporate. 

(a)  See  §  62.  For  mode  of  making  application,  see  ako  InBtmctioDR, 
pars.  7-20,  it\frd.  A  separate  form  is  required  for  each  daaa — ^par.  10. 
As  to  disclaimer  of  open  marks  see  §  74,  and  Instructions,  par.  19. 

(6)  A  member  signing  an  application  should  add  after  his  signature  "  A 
member  of  the  Firm."    See  Instructions,  par.  11. 

{c)  The  officer  signing  should  add  after  his  signature  and  deaignation 
'*For  the  Company.'*    See  Instructions,  par.  11. 

8.  An  application  for  registration  and  all  other  communica- 
tions between  the  applicant  and  the  comptroller  may  be  made 
by  or  thruugh  an  agent  duly  authorised  to  the  satisfaction  of 
the  comptroller  (a). 

(a)  An  agent  signing  should  add  after  his  signature  the  word  "Agent/* 
See  Instructions,  par.  12. 

Acknowledg-        9.  On  receipt  of  the  application  the  con>iitroller  shall  furnish 
ment  of  appli-  the  applicant  with  an  acknowledgment  thereof. 


Agency. 


cation. 
Contents  of 


10.  Where  application  is  made  to  register  a  trade  mark  which 
form^f^ppli-  ^^  ^^^^  ^")  ^y  *^®  applicant  or  his  predecessors  in  business 
(^tion.  before  the  13th  of  August,  1876  (?;>),  the  application  shall  con- 

tain a  statement  (c)  of  the  time  during  which  and  of  the  pers(m 
by  whom  it  has  been  so  used  in  respect  of  the  goods  mentioned 
in  the  application. 

(a)  t.e.,  in  respect  of  the  same  goods  for  which  the  application  is  beinir 
made.  Begirtration  must  be  applied  for  as  for  a  new  mark  when  the  mark 
has  been  used  on  different  goods.  See  In  re  Jellry,  San  A  Jonn,  61  L.  J. 
Ch.,  639. 

(b)  This  is  the  date  of  the  passing  of  the  Act  of  1875,  and  at  this  point 
the  line  is  drawn  between  old  and  new  marks,^  various  indulgences  being 
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allowed  to  tlie  fonner  whioh  are  not  to  the  litter.  See  notes  to  §  64 
and  72. 

(e)  A  flMM  litataBeiit  is  now  required,  nee  note  to  Form  F.    Formerly  a 
Statutory  declaration  was  neoessary. 

11.  Subject  to  any  other  directions  that  may  be  given  by  the  Size,  Ac,  of 
comptroller,  all  applications,  notices,  counter-statements,  repine- ^*^®"™®^*"" 
sentations  of  marks,  papers  having  representations  affixed,  or 

other  documents  required  by  the  said  Act  or  by  these  Rules  to 
be  left  with  or  sent  to  the  comptroller  or  to  the  Cutlers'  Com- 
pany (a),  shall  be  upon  foolscap  paper  of  a  size  of  13  inches  by 
8  inches,  and  shall  have  on  the  left-hand  part  thereof  a  margin 
of  not  less  than  one  inch  and  a  half. 

(a)  See  §  81,  and  Rules  58-56. 

12.  In  the  case  of  an  application  for  the  registration  of  a  Qualification 
trade  mark  used  on  any  metal  goods,  other  than  cutlery,  edge  ^^®*** 
tools,  and  raw  steel,  the  applicant  shall  state  in  the  specification  8^°°*"* 

of  goods  in  the  form  of  application  of  what  metal  or  metals  the 
goods  in  respect  to  which  he  applies  are  made  (a). 

(a)  See  InatructionB,  par.  14. 

13.  Subject  to  any  other  directions  that  may  be  given  by  the  Representa- 
comptroller,  three  representations  (a)  of  each  trade  mark,  except  **®°?  ®^  *™^® 
in  the  case  of  marks  applied  for  in  classes  23  to  35  inclusive  (b),  ^^ 

must  be  supplied  upon  paper  of  the  size  aforesaid,  and  must  be 
of  a  durable  nature.  One  of  such  representations  must  be  made 
upon  or  affixed  to  the  form  of  application,  the  others  upon 
separate  half-sheets.  In  the  case  of  trade  marks  exceeding  the 
limits  of  the  foolscap  paper  of  the  size  aforesaid,  such  marks 
may  be  pasted  and  folded  upon  the  sheets  of  foolscap  (r). 

In  the  case  of  marks  applied  for  in  classes  23  to  35  inclusive, 
the  applicant  shall  supply  four  representations  (d)  of  each  mark 
for  each  class. 

Where  a  drawing  or  other  representation  or  specimen  cannot 
be  given  in  manner  aforesaid,  a  specimen  or  copy  of  the  trade 
mark  may  be  sent  either  of  full  size  or  on  a  reduced  scale,  and 
in  such  form  as  the  comptroller  may  think  most  convenient. 

The  comptroller  may,  if  dissatisfied  with  the  representation 
of  a  trade  mark,  require  a  fresh  representation,  either  before 
he  proceeds  with  the  application  or  before  he  registers  the  trade 
mark. 

The  comptroller  may  also,  in  exceptional  cases,  deposit  in 
the  Patent  Office  a  specimen  or  copy  of  any  trade  mark  which 
cannot  conveniently  be  shown  by  a  representation,  and  may 
refer  thereto  in  the  register  in  such  manner  as  he  may  think 
fit  (e). 
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(ft)  Se6  §  62  (3),  and  Insiractions,  para.  13,  16  and  17. 

(6)  These  are  the  textile  classes. 

(c)  See  XnstructionSi  par.  17. 

{d)  One  of  these  will  be  exhibited  at  the  Office,  48,  Royal  Exdum^, 
Manchester. 

(e)  As  to  deposit,  see  note  to  §  67.  Hitherto  all  cotton  marks  have  been 
deposited,  but  other  marks  have  been  deposited  in  exceptional  cases  only. 
See  In  re  Rofnrmn,  29  W.  R.,  31 ;  Mitchdl  v.  Henry^  15  Ch.  D.,  181  ;  In 
re  J(mes  Bro9.  <fc  Co.,  V.  C.  H.,  July  10th,  1880. 

14.  When  an  application  relates  to  a  series  of  trade  marks 
__^ difiering  from  one  another  in  respect  of  the  particulars  men- 
series  of  trade  tioned  in  section  66  of  the  said  Act,  a  representation  of  each 
™*^    ■  trade  mark  of  the  series  shall  be  made  or  affixed  upon  the  form 

of  application  and  also  upon  each  of  the  separate  half  sheets  of 

paper  aforesaid  (a). 


Kepresenta- 
tioDS  of  a 


Translation 
of  foreign 
characters. 


Mode  of 
sending 
notices,  &c. 


(a)  See  Instructions,  par.  18. 

15.  Wherever  a  mark  consists  of  or  includes  words  printed  in 
other  than  Roman  character,  there  shall  be  given  at  the  foot  or 
on  the  back  of  each  representation  a  translation  of  such  words, 
signed  by  the  applicant  or  his  agent  (a). 

(a)  See  InstmctionB,  par.  15,  and  In  re  Rdherham^  11  Ch.  D.,  250 ;  14 
ih,  585. 

16.  Any  application,  statement,  notice,  or  other  document 
authorised  or  required  to  be  left,  made,  or  given  at  the  Patent 
Office,  or  to  the  comptroller,  or  to  any  other  person  under  these 
Rules,  may  be  sent  by  a  prepaid  letter  through  the  post,  and  if 
so  sent  shall  be  deemed  to  have  been  left,  made,  or  given  re- 
fipectively  at  the  time  when  the  letter  containing  the  same  woidd 
be  delivered  in  the  ordinary  course  of  post  (a). 

In  proving  such  service  or  sending,  it  shall  be  sufficient 
to  prove  that  the  letter  was  properly  addressed  and  put  into 
the  post 

(a)  See  §  97,  and  Instructions,  pars.  1,  8.  Communications  relating  to 
different  applications  should  be  made  in  separate  letters.  See  Instructions, 
par.  8. 


Hearing  by 
Comptroller. 


Exercise  of  Disgretionabt  Powers. 

1 7.  Before  exercising  any  discretionary  power  (a)  given  to  the 
comptroller  by  the  said  Act  adversely  to  the  applicant  for  regis- 
tration of  a  trade  mark,  the  comptroller  shall  give  him  ten  days 
notice  of  the  time  when  he  may  be  heard  personally  or  by  his 
agent  before  the  comptroller. 

(a)  See  §  94. 
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18.  Within  five  days  from  the  date  when  such  notice  would  Notice  of 
be  delivered  in  the  ordinary  course  of  post,  the  applicant  shall  "T^^t^ 
notify  to  the  comptroller  whether  or  not  he  intends  to  be  heard  Comptroller, 
upon  the  matter. 

19.  The  decision  of  the  comptroller  in  the  exercise  of  any  Notification  of 
such  discretionary  power  as  aforesaid  shall  be  notified  to  the  dediion. 
applicant. 

Appeal  to  the  Board  of  Trade. 

20.  Wliere  the  comptroller  refuses  to  register  a  trade  mark,  Appeal  to 
and  the  applicant  intends  to  appeal  to  the  Board  of  Trade  from  35???*  ®' 
such  refusal,  he  shall,  within  one  month  from  the  date  of  the        ^' 
decision  appealed  against,  leave  at  the  Patent   Office,  Trade 
Marks  Branch,  a  notice  of  such  his  intention  (a), 

(a)  A«  to  the  appeal  to  the  Board  of  Trade,  see  §  62  (4). 

21.  Such  notice  shall  be  accompanied  by  a  statement  of  Statement  of 
the  grounds  of  appeal,  and  of  the  applicant's  case  in  support  grounda  of 
thereof  (a).  »PP«^ 

(a)  See  Fonn  H. 

22.  The  applicant  shall  forthwith  on  leaving  such  notice  send  C?opy  of  notice 
a  copy  thereof  to  the  Secretary  of  the  Board  of  Trade,  No.  7,  J?^*^  ^ 
AVhitehaU  Gardens,  London.  ^^**'*- 

23.  The  Board  of  Trade  may  thereupon  give  such  directions  Directions  by 
(if  any)  as  they  may  think  fit  with  respect  to  evidence,  or  other-  Board, 
wise,  for  the  purpose  of  the  hearing  of  the  appeal  by  the  Board 

of  Trade,  or  for  the  purpose  of  their  referring  the  appeal  to  the 
Court  to  hear  and  determine  the  same  (a). 

(a)  See  §  62  (5). 

24.  Where  the  Board  of  Trade  intend  to  hear  the  appeal,  Notice  of 
seven  days'  notice,  or  such  shorter  notice  as  the  Board  of  Trade  **™®  o^ 
may  in  any  particular  case  direct,  of  the  time  and  place  ap-   **""^* 
pointed  for  the  hearing,  shall  be  given  to  the  comptroller  and 

the  applicant. 

Advertisement  of  Application. 

25.  Every  application  shall  be  advertised  (a)  by  the  comp-  Advertke- 
troUer  in  the  official  paper,  during  such  times,  and  in  such  ™®^*  ®^ 
maimer  as  the  comptroller  may  direct.  application. 

If  no  representation  of  the  trade  mark  be  inserted  in  the  official 
paper  in  connection  with  the  advertisement  of  an  application, 
the  comptroller  shall  refer  in  such  advertisement  to  the  place  or 
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places  where  a  specimen  or  representation  of  the  trade  mark  is 
deposited  for  exhibition  (6). 


(a)  Ab  to  advertisemeiitk  wse  1 68,  wad  lailnaliiBi,  fan.  S1-1BB.  "^ 
object  of  the  advertiBemeDt  is  to  give  to  penons  who  might  be  olaimmnta 
of  the  tnde  mmrk  proposed  to  be  registered  the  opportunity  of  oamisg 
forward  and  objecting,"  said  Hall,  V.-C,  in  In  re  Mtlkle,  24  W.  R,  1067, 
and  advertisement  is  therefore  indispensable,  ib.  It  is  not,  however,  in- 
cumbent on  persons  to  see  the  advertisement,  and  if  a  common  mark  has 
been  registered,  after  advertisement,  and  without  opposition,  it  may  be 
removed  from  the  register  on  wplication  by  persons  aggrieved :  Jn  re 
Hyde  <C*  Co.,  7  Ch.  D.,  724  ;  and  descriptive  wo^  may  1^  removed  from 
the  register  even  after  they  have  been  there  for  five  years.  In  re  Palmer 
(8),  24  Ch.  D.,  604 ;  In  re  Leonard  d:  EUU,  53  L.  J.  Ch.,  283,  and  C.  A., 
32  W.  R.  680. 

(6)  See  Rule  18,  mtprd, 

De6nition  of        26.  The  official  paper  (a)  for  the  purposes  of  these  Eiiles  shall 
official  paper,   be  some  paper  published  imder  the  direction  of  the  Board  of 

Trade,  or  such  other  paper  as  such  Board  may  from  time  to  time 

direct. 

(a)  The  official  paper  is  at  present  The  Trade  Markt  Journal,  published 
onoe  a  week.  It  contains  illustrations  of  all  the  trade  marks  tor  which 
application  is  made,  or  a  reference  to  the  places  where  they  may  be  seen,  as 
well  as  the  name,  address,  and  calling  of  each  applicant,  the  dtscription  of 
the  goods,  and  the  length  of  user  as  an  old  mark,  if  any,  thus  affording  all 
persons  interested  in  the  use  of  trade  marks  authentic  information  as  to  the 
nature  of  the  marks  applied  for  ia  their  respective  trades.  Each  number 
of  the  journal  consists  of  24  pages  quarto,  and  may  be  obtained  at  Is.  per 
number  from  the  Patent  Office,  Sale  Branch,  38,  Cursitor  Street,  Chancery 
Lane.  Copies  of  the  journal  are  open  to  inspection  at  the  Patent  Offi<  e 
Library,  Southampton  Buildings,  Chancery  Lane.  Up  to  the  end  of  Decem- 
ber, 1883,  800  numbers  of  the  journal  had  been  published. 

Means  of  ad-        27.  For  the  purposes  of  such  advertisement  the  applicant  ma}' 
vertising  trade  ]^e  required  to  furnish  a  wood  block  or  electrotype  (or  more  than 
sumtlied  to       ^^®»  ^^  necessary)  of  the  trade  mark,  of  such  dimensions  as  may 
official  paper,   froni  time  to  time  be  directed  by  the  comptroller,  or  with  such 
other  information  or  means  of  advertising  the  trade  mark  as  may 
be  required  by  the  comptroller ;  and  the  comptroller,  if  dissatis- 
fied with  the  block  or  electrotype  furnished  by  the  applicant  or 
his  agent,  may  require  a  fresh  block  or  electrotype  before  pro- 
ceeding with  the  advertisement  {a), 

(a)  See  Instructions,  pais.  22-28.    In  Classes  23-25  (the  cotton  classes) 
no  blocks  or  electrotsrpes  are  required.    See  par.  22. 

Advertise-  28.  When  an  application  relates  to  a  series  of  trade  marki^ 

mentof  differing  from  one  another  in  respect  of  the  particulars  men- 

series,  tioned  in  section  66  of  the  said  Act,  the  applicant  may  be  required 

to  furnish  a  wood  block  or  electrotype  (or  more  than  one,  if 
necessary)  of  any  or  of  each  of  the  trade  marks  constituting  the 
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series  (a);  and  the  comptroller  may,  if  lie  thinks  fit,  insert 
with  the  advertisement  of  the  application  a  statement  of  the 
manner  in  respect  of  which  the  several  trade  marks  differ  from 
one  another. 

(a)  See  InstmctionB,  par.  23. 

Opposition  to  Rboistratiok. 

29. — (1.)  Where  a  case  stands  for  the  determination  of  the  Court  Manner  of 
under  the  provisions  of  section  6  9  of  the  said  Act  (a),  the  comptroller  ^"^^  ^^ 
shall  require  the  applicant  (b)  within  one  month,  or  such  further 
time  as  the  comptroller  may  allow,  to  issue  a  summons  in  the 
chamhers  of  a  judge  of  Hor  Majesty's  High  Court  of  Justice  for 
an  order  that  notwithstanding  the  opposition  of  which  notice 
has  been  given  the  registration  of  the  trade  mark  be  proceeded 
with  by  the  comptroller,  or  to  take  such  other  proceedings  as 
may  be  proper  and  necessary  for  the  determination  of  the  case 
by  the  Court. 

(2.)  The  applicant  shall  thereupon  issue  such  summons,  or 
take  such  other  proceedings  as  aforesaid,  within  the  period  of  one 
month  above  named,  or  such  further  time  as  the  comptroller  may 
allow,  and  shall  also  within  the  like  period  give  notice  thereof 
to  the  comptroller. 

(3.)  If  the  applicant  shall  fail  to  issue  such  summons,  or  to 
take  such  other  proceedings,  of  which  failure  the  non-receipt 
by  the  comptroller  of  the  said  notice  shall  be  sufficient  proof, 
the  applicant  shall  be  deemed  to  have  abandoned  his  applica- 
tion (c). 

(4.)  Such  notice  to  the  comptroller  shall  be  given  by  deliver-  Mode  of 

ing  at  or  sending  to  the  Patent  Office  a  copy  of  the  summons  or  giving  notice 

other  initiatory  proceeding  bearing  an  endorsement  of  service  matter  has 

signed  by  the  applicant  or  his  solicitor,  or  an  endorsement  of  been  brought 

acceptance  of  service  signed  by  the  opponent  or  his  solicitor  ((f).  before  the 

Conrt. 

(a)  The  case  stands  for  the  determination  of  the  Court  upon  security  for 
costs  being  given  by  the  opponent.  From  this  point  formerly  the  costs 
were  in  the  discretion  of  the  Court :  In  re  Brandreth,  9  Ch.  D.  618 ;  but  it 
seems  that  the  Court  wiU  now  have  fuU  jurisdiction  from  the  outset.  See 
§90. 

(6)  Under  the  old  Acts  and  Rules  the  practice  was  to  require  the  oppo- 
nent to  take  proceedings  for  the  purpose  of  bringing  the  matter  before  the 
Court.  The  opponent  thereupon  took  out  a  summons  for  directions  as  to 
the  course  to  be  followed,  upin  which  it  was  usual  for  the  applicant  to  be 
directed  to  apply  for  registration  by  way  of  motion  or  summons.  In  In  re 
Salatnon,  Dig.  569,  Jessel,  M.R.,  said  that  the  best  mode  of  trying  the  case 
was  by  special  case,  when  it  was  a  simple  question  of  law ;  by  summons, 
when  it  was  a  question  as  to  directions  for  carrying  out  the  Act ;  by  mo- 
tion, when  it  was  a  question  as  to  disputed  facts.  In  In  re  Simpton,  Davits 
«£r  Sicmtf  16  Ch.  D.  525,  he  said  he  usually  directed  a  summons,  but  had  in 
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one  or  two  cases  directed  a  mottoQ.  In  Ex  pmrU  King  of  Saxony,  Dig.  598, 
HaU,  y.-C,  directed  a  motion.  Latterly  a  summons  was  almost  invariably 
directed.  See  also  In  re  JohntUm,  43  L.  T.  N*.  S.  672,  as  to  the  coarse  of 
procedure  where  there  is  an  action  pending.  The  summons  for  directioxxa 
is  now  discontinued,  and  a  summons  for  leave  to  register  will  have  to  be 
taken  out  by  the  applicant,  unless  he  can  show  that  some  other  form,  of 
proceeding  is  proper  and  necessary. 
Cases  of  (c)  Under  tiie  old  Rules,  and  while  the  first  step  had  to  be  taken  by  the 

omission  to  opponent,  who  had  to  give  notice  thereof  to  the  office,  two  cases  occurred  in 
give  notice.  which  trade  marks  were  registered,  though  the  registration  was  opposed,  in 
consequence  of  no  notice  having  been  given  to  the  office  by  the  opponents 
of  their  having  brought  the  matter  TCfore  the  Court.  In  one  of  these 
cases,  In  re  The  Patent  Nut  ds  Bolt  Screw  Co.,  Chitty,  J.,  March  9th,  1883, 
with  a  view  to  remedying  the  slip,  a  consent  order  was  taken  to  rescind  the 
r^stration,  without  prejudice  to  the  applicant's  summons  for  leave  to  re- 
gister, the  object  being  to  restore  matters  to  their  itatus  quo  ante  the  regis- 
tration. The  opposition  was  subsequently  withdrawn,  but  the  registrar 
now  objected  to  register,  on  the  ground  that  the  application  had  been 
finally  disposed  of,  and  that  a  new  application  was  necessary.  It  was, 
however,  held  that  the  proper  course  was  to  discharge  the  former  order  for 
the  removal  of  the  marie  from  the  register,  and  to  direct  the  registrar  to 
restore  the  register  to  its  condition  previous  to  such  removaL  In  the 
other  case,  In  re  Bremen,  Pearson,  J.,  Jan.  25th,  1883,  the  opponent 
moved  to  cancel  the  registration,  with  a  view  to  the  prosecution  of  the 
opposition  as  if  there  had  been  no  registration,  but  it  was  held  that  the 
proper  course  was  for  the  opponent  to  move  to  rectify  the  register  in  the 
ordmaiy  way. 

An  omission  to  ffive  notice  to  the  comptroller  would  not  now  haye  the 
same  effect  in  the  libove  cases,  but  other  complications  might  occur, 
(rf)  See  In  re  Paton,  Dig.  601, 


Register  op  Trade  Marks. 

Time  of  regis-  30.  As  soon  as  may  be  after  the  expiration  of  two  montlis 
^J^J^^*^  ®^  from  the  date  of  the  first  advertisement  of  the  application,  the 
®™*'^  comptroller  shall,  subject  to  any  such  summons  or  other  pro- 
ceeding as  aforesaid  and  the  determination  of  the  Court  thereon, 
if  he  is  satisfied  that  the  applicant  is  entitled  to  registration,  and 
on  payment  of  the  prescribed  fee  (a),  enter  the  name,  address, 
and  description  of  the  applicant  in  the  Register  of  Trade  Marks 
as  the  registered  proprietor  of  the  trade  mark  in  respect  of  the 
particular  goods  or  classes  of  goods  described  in  liis  application. 

(a)  See  Form  I.  and  Schedule  1. 

Where  appli-  31.  In  case  of  the  death  of  any  applicant  for  a  trade  mark 

cant  dies  ^  after  the  date  of  his  application,  tmd  before  the  trade  mark  ap- 

t^'S"  th '"  V^^  ^^^  ^^  ^^^^  entered  on  the  register,  the  comptroller,  after 

trade  mark  the  expiration  of  the  prescribed  period  of  advertisement,  may, 

may  be  regis-  on  being  satisfied  of  the  applicant's  death,  enter  on  the  register, 

teredforsuc-  \^  place  of  the  name  of  such  deceased  applicant,  the  name, 

cenor  to  good-  i^j^j^egg^  and  description  of  the  person  owning  the  goodwill  of 

business. 
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the  business,  if  such  ownership  be  proved  to  the  satisfaction  of 
the  comptroller. 

32.  Upon  registering  any  trade  mark  the  comptroller  shall  Entries  to  be 
enter  in  the  register  the  date  on  which  the  application  for  regis-  ™"^«|^ 
tration  was  received  by  the  comptroller  ^which  day  shall  be  ^^  '* 
deemed  to  be  the  date  of  the  registration)  and  such  other  par- 
ticulars (a)  as  he  may  think  necessary. 

(a)  It  would  appear  that  nnder  this  rule  the  comptroUer  would  be  at 
liberty  to  enter  on  the  register  limitationB  on  the  user  of  the  mark  registered, 
without  requiring  even  an  ex  jparte  appUcation  to  the  Court,  as  in  In  re 
Keep,  82  W.  R.  427. 

33.  Tlie  comptroller  shall  send  notice  to  the  applicant  of  the  Notice  of 
registration  of  his  trade  mark,  together  with  a  reference  to  the  registration, 
advertisement  of  such  trade  mark  in  the  official  paper. 

34.  Where  a  person  becomes  entitled  to  a  registered  trade  Bequest  by 
mark  by  assignment,  transmission,  or  other  operation  of  law,  a  ^™?Jtor* 
request  for  the  entry  of  his  name  in  the  register  as  proprietor  of 

the  trade  mark  shall  be  addressed  to  the  comptroller,  and  left  at 
the  Patent  Office  (a). 

(a)  The  request  and  accompanying  declaration  are  to  be  made  in  Form  K. 
See  Instructions,  par.  42. 

35.  Such  request  shall  in  the  case  of  an  individual  be  made  Signature  of 
and  signed  by  the  person  requiring  to  be  registered  as  proprietor,  ''®<1°^*' 
and  in  the  case  of  a  firm  or  partnership  by  some  one  or  more 
members  of  such  firm  or  partnership,  or  in  either  case  by  his  or 

their  agent  respectively  duly  authorised  to  the  satisfaction  of  the 
comptroller,  and  in  the  case  of  a  body  corporate  by  their  agent, 
authorised  in  like  manner  (a). 

(a)  See  Rules  7,  8,  suprd, 

36.  Every  such  request  shall  state  the  name,  address,  and  Contents  of 
description  of  the  person  claiming  to  be  entitled  to  the  trade  '®<1^«"*' 
mark  (hereinafter  called  the  claimant),  and  the  particulars  of  the 
assignment,  transmission,  or  other  operation  of  law,  by  virtue  of 

which  he  requires  to  be  entered  in  the  register  as  proprietor,  so 
as  to  show  the  manner  in  which,  and  the  person  or  persons  to 
whom,  the  trade  mark  has  been  assigned  or  transmitted,  and  so 
as  to  show  further  that  it  has  been  so  assigned  or  transmitted  in 
connection  with  the  goodwill  of  the  business  concerned  in  the 
particular  goods  or  classes  of  goods  for  which  the  trade  mark  has 
been  registered  (a). 

{a)  See  Ex  parte  Laxcrence  Bros.,  44  L.  T.  N.  S.  9S;  In  re  Farina  (4),  tft., 
99;  In  re  Ward,  Stwt  ^  Sharp,  60  L.  J.  Ch.  347. 
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Becbnktion  37.  Every  such  request  shall  be  accompanied  by  a  statutory 

^  *^"^*"*^  declaration  (a)  to  be  thereunder  written,  verifying  the  several 

'^^^  '  statements   therein,  and  declaring  that  the   particulars  above 

described  comprise  every  material  fact  and  document  affecting 

the  proprietorship  of  the  trade  mark  as  claimed  by  such  request. 

(a)  See  Form  K. 

Farther  proof  38.  The  claimant  shall  furnish  to  the  comptroller  such  other 
of  title  if  proof  of  title  and  of  the  existence  and  ownership  of  such  good- 
reqmred.  ^^  j^g  aforesaid  as  he  may  require  for  his  satisfaction. 

Body  cor-  39.  A  body  corporate  may  be  registered  as  proprietor  by  its 

porate.  corporate  name. 

Definition  of        40.  The  term  '^applicant"  in  Eules  17,  18,  and  19  shall  in- 
applicant.        elude  each  of  several  persons  claiming  to  be  registered  as  pro- 
prietor of  the  same  trade  mark  (a). 

{a)  See  §  71. 

Comptroller         41.  Whether  all  of  such  persons  so  claiming  require  to  be 

may  require     heard  before  the  comptroller  or  not,  he  may,  before  exercising 

■tatement        j}^q  discretion  vested  in  him  by  section  71  of  die  said  Act,  require 

j°P"^        such  persons,  or  any  or  either  of  them,  to  submit  a  statement  in 

writing  within  a  time  to  be  notified  by  him,  or  to  attend  before 

him  and  make  oral  explanations  with  respect  to  such  matters  as 

the  comptroller  may  require. 

Submission  to      42.  Where  each  of  several  persons  claims  to  be  registered  as 

Court  of  oon-    proprietor  of  the  same  trade  mark,  and  the  comptroller  refuses 

fiioting  daims.  ^  register  any  of  them  until  their  rights  have  been  determined 

according  to   law,  the  manner  in  which  the  rights  of  such 

claimants  may  be  submitted  to  the  Court  by  the  comptroller  or 

if  the  comptroller  so  require,  by  the  claimants,  shall,  unless  the 

Court  otherwise  order,  be  by  a  special  case  (a) ;  and  such  special 

case  shall  be  filed  and  proceeded  with  in  like  manner  as  any 

other  special  case  submitted  to  the  Court,  or  in  such  other 

manner  as  the  Court  may  direct. 

(a)  See  note  to  §  71. 

Settlement  of       43.  Where  the  special  case  is  to  be  submitted  to  the  parties  it 
speoial  case,     may  be  agreed  to  by  them,  or  if  they  differ,  may  be  settled  by 
the  comptroller  on  payment  of  the  prescribed  fees  (a). ' 

(a)  For  form  of  request  to  the  comptroller  to  settle  a-special  case,  see 
FoimT. 

44.  Where  an  order  has  been  made  by  the  Court  in  either  of 
the  following  cases,  viz. : — 

(a)  allowing  an  appeal  under  section  62  of  the  said  Act ; 

(b)  disallowing  an  opposition  to  registration  under  section  69;  or, 

(c)  under  the  provisions  of  sections  72, 90,  or  92  of  the  said  Act^ 
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the  peison  in  whose  favour  such  order  has  heen  made,  or  such 
one  of  them,  if  more  than  one,  as  the  comptroller  may  direct, 
shall  forthwith  leave  at  the  Patent  Office  an  office  copy  of  such 
order  (a).  The  register  shall  thereupon  be  rectified  or  altered,  or 
the  purport  of  such  order  shall  otherwise  be  duly  entered  in  the 
register,  as  the  case  may  be. 

(a)  For  form  of  request,  see  Form  N. 

45.  Where  a  trade  mark  has  been  removed  from  the  register  Removal  of 
for  non-payment  of  the  prescribed  fee  or  otherwise,  under  the  m»l^  ^«>m 
provisions  of  section  79  of  the  said  Act,  the  comptroller  shall  cause  '^fi^***®''' 

to  be  entered  in  the  register  a  record  of  such  removal  and  the 
cause  thereof. 

46.  If  the  registered  proprietor  of  a  trade  mark  send  to  the  Alteration  of 
comptroller,  together  with  the  prescribed  fee,  notice  of  an  altersr  »d<h«ss  in 
tion  in  his  address,  the  comptroller  shall   alter  the  register  "^S"*®^* 
accordingly  (a). 

(a)  See  Form  M. 

47.  Whenever  an  order  is  made  by  the  Court  for  making,  Publication  of 
expunging,  or  varying  an  entry  from  or  in  the  register,  the  1!^^?? ^  ^' 
comptroller  shall,  if  he  thinks  that  such  rectification  or  variation  register, 
should  be  made  public,  and  at  the  expense  of  the  person  apply- 
ing for  the  same,  publish,  by  advertisement  or  otherwise,  and  in 

such  manner  as  he  thinks  just,  the  circumstances  attending  the 
rectification  or  variation  in  the  register. 

48.  Whenever  the  registered  proprietor  of  any  trade  mark  in-  Notice  to 
tends  to  apply  for  the  leave  of  the  Court  to  add  to  or  to  alter  oJ?P*7S!.^ 
such  trade  mark,  under  section  92  of  the  said  Act,  the  notice  to  be  |^  2tOTation 
given  to  the  comptroller  shall  be  given  fourteen  days  at  least  of  trade  mark 
before  such  application.    If  leave  be  granted  on  such  application  under  section 
the  applicant  shall  forthwith  supply  to  the  comptroller  such  a  ^^  of  Act. 
number  of  representations  of  the  trade  mark  as  altered  as  he  may 

deem  sufficient. 

Inspection  of  Eeoibter. 

m 
•  ^^ 

49.  The  Eegister  of  Trade  Marks  shall  be  open  to  the  inspec-  Hours  of 
tion  of  the  public  (a),  on  payment  of  the  prescribed  fee,  on  every  inapection. 
weekday  between  the  hours  of  ten  and  four,  except  on  the  days 

and  at  the  times  following : — 

(a.)  Christmas  Bay,  Good  Friday,  the  day  observed  as  Her 
Majesty's  birthday,  days  observed  as  days  of  public 
fast  or  thanksgiving,  and  days  observed  as  holidays  at 
the  Bank  of  England ;  or 
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(b.)  Days  which  may  from  time  to  time  be  notified  hy  a 
*  placard  posted  in  a  conspicuous  phwe  at  the  Patent 

Office; 
(c.)  Times  when  the  roister  is  required  for  any  purpoBe  of 

official  use. 

{a)  Sea  S  88. 


Power  to  Dispekse  vith  Etidsnce. 

DiRwnriBg  SO.  Where  under  these  Bules  any  person  is  required  to  do 

with  evideoM.  any  act  ot  thing,  or  to  sign  any  document,  or  to  moke  any 
declaration  on  behalf  of  himself  or  of  any  body  corporate,  or  any 
document  or  evidence  is  required  to  be  produced  to  or  left  with 
the  comptroller,  or  at  the  Patent  Office,  and  it  is  shown  to  the 
satisfaction  of  the  comptroller  that  from  any  reasonable  cause 
such  person  is  unable  to  do  such  act  or  thing,  or  to  sign  such 
document,  or  make  such  declaration,  or  tliat  sucli  document  or 
evidence  cannot  be  produced  or  left  as  aforesaid,  it  shall  be 
lawM  for  the  comptroller,  with  the  sanction  of  the  Board  of 
Trade,  and  upon  the  production  of  such  other  evidence,  and 
subject  to  such  terms  as  they  may  think  fit,  to  dispense  with 
any  such  act  or  thing,  document,  declaration,  or  evidence. 

Amendments. 

Amandmsnt  fil.  Any  document  or  drawing  or  other  repiesentation  of  a 
ot  docunwnto.  trade  mark  for  the  amending  of  which  no  special  provision  is 
made  by  tho  said  Act  may  be  amended,  and  any  irregularity  in 
procedure  which  in  the  opinion  of  tho  comptroller  may  be 
obviated  without  detriment  to  the  interests  of  any  person  may 
be  corrected,  if  the  comptroller  think  lit,  and  on  such  tenns  as 
he  may  direct  (a). 

(a)  Ai  to  tbe  comptroUar'B  power  to  correct  deiiol  etton,  B«a  §  SI. 
See  Form  Q. 


Ekubgiuikkt  op  Time. 

52.  The  time  prescribed  by  these  Kules  for  doing  any  act,  or 
taking  any  proceeding  thereunder,  may  be  enlarged  t^  the 
wmptroller,  if  he  think  ht,  and  upon  such  notice  to  other 
parties,  and  proceedings  thereon,  and  upon  such  terms,  as  be 
nay  direct. 
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CuTLBBs*  Company. 

53.  All  applications  to  the  Cutlers'  Company  (a)  for  registra-  Sheffield 
tion  of  a  trade  mark,  under  section  81  of  the  said  Act,  shall  be  fPR^**^?**^ 
in  duplicate,  accompanied  by  the  prescribed  fees  and  represen-  ***   "P  <*  • 
tations. 

(a)  See  §  81  and  the  notee  thereto ;  also  the  Cutlers'  Company's  Acts 
in  Appenduc  C.  See  Instructions,  par.  87,  as  to  the  mode  in  which  appli- 
cations are  to  be  made  to  the  Cutlers'  Company,  and  see  Form  W.  for  form 
of  appeal  from  the  Company  Ut  the  comptroller. 

54.  The  Cutlers*  Company  shall,  within  seven  days  of  the  Notice  to 
receipt  by  them  of  an  application  to  register  a  trade  mark,  send  Comptroller, 
the  comptroller  one  copy  of  such  application,  by  way  of  notice 

thereof,  together  with  two  representations  of  the  mark  for  each 
class  for  which  the  applicant  seeks  registration. 

65. — (1.)  The  time  within  which  the  comptroller  shall  give  Time  within 
notice  to  the  Cutlers'  Company  of  any  objection  he  may  have  T^lf^  Comp- 
to  the  acceptance  of  an  application  for  registration  made  to  the  oWe^t'oappli- 
said  Company  shall  be  one  month  from  the  date  of  the  receipt  cation  made 
by  the  comptroller  of  the  notice  from  the  said  Company  of  the  »t  Sheffield, 
making  of  the  application. 

(2.)  If  no  such  objection  is  made  by  the  comptroller,  the  Advertise- 
Cutlers'  Company  shall  require  the  applicant  to  send  the  comp-  ^"tion^made  at 
troller  a  wood  block  or  electrotype  as  the  comptroller  may  direct,  Sheffield, 
and  the  comptroller  shall,  if  satisfied  with  such  wood  block  or 
electrotype,  advertise  the  application  in  the  same  manner  as 
an  application  made  to  him  at  the  Patent  Office. 

(3.)  The  manner  in  which  the  comptroller  shall  notify  Manner  of 
to  the  Cutlers'  Company  an  application  and  proceedings  thereon  JSP^'/y*^^,'*' 
made  as  mentioned  in  sub-section  8  of  section  81  of  the  said  Act  pany^applica- 
shall  be  by  sending  to  the  Cutlers'  Company  a  copy  of  the  official  tion  received 
paper  containing  the  application  of  which  notice  is  required  to  by  Comp- 
be  given,  with  a  note  distinguishing  such  application.  troller. 

56.  The  provisions  of  these  Rules  as  to  forms,  representations,  Similarity  of 
the  proceedings  on  opposition  to  registration,  registration,  and  proceedings  at 
all  subsequent  proceedings  shall,  as  far  as  the  circumstances  j^|.  gi^effield. 
allow,  apply  to  cdl  applications  to  register  made  to  the  Cutlers' 
Company,  and  to  all  proceedings  consequent  thereon. 

CERTinCATES. 

57.  The  comptroller,  when  required  for  the  purpose  of  any  CertiBcate  by 
legal  proceeding  or  other  special  purpose,  to  give  a  certificate  Comptroller, 
as  to  any  entry,  matter,  or  thing  which  he  is  authorised  by  the 

said  Act  or  any  of  these  Eules  to  make  or  do,  may,  on  receipt 

A  A 
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of  a  request  in  writing,  and  on  payment  of  the  prescribed  fee, 
give  such  certificate,  and  shall  specify  on  the  face  of  it  the 
legal  proceeding  or  other  purpose  for  which  such  certificate  is 
granted  (a). 

(a)  See  §  96,  and  LiBtruciions,  pan.  89^41. 

Declarationb. 

Manner  in  58.  The  statutory  declarations  (a)  required  by  the  said  Act 

which,  and      ^nd  these  Eules,  or  used  in  any  proceedings  thereunder,  shall  be 
^^^^"^  made  and  subscribed  as  f oUows :- 

claration  is  to      (a.)  In  the  United  Kingdom,  before  any  justice  of  the  peace, 
be  taken.  or  any  commissioner  or  other  officer  authorised  by  law 

in  any  part  of  the  United  Kingdom  to  administer  an 
oath  for  the  purpose  of  any  legal  proceeding ; 
(b.)  In  any  other  part  of  Her  Majesty's  dominions,  before  any 
Court,  judge,  justice  of  the  peace,  or  any  officer 
authorised  by  law  to  administer  an  oath  there  for  the 
purpose  of  a  legal  proceeding ;  and 
(c.)  If  made  out  of  Her  Majesty's  dominions,  before  a  British 
minister,  or  person  exercising  the  functions  of  a 
British  minister,  or  a  consul,  vice-consul,  or  other 
person  exercising  the  functions  of  a  British  consul,  or 
a  notary  public,  or  before  a  judge  or  magistrate. 

(a)  Statutory  declarations  are  necessary  in  the  cases  of  a  subaeqaent 
proprietor  seeking  registration  (Rule  87  and  Form  K.),  and  of  a  registered 
proprietor  seeking  to  have  the  whole  or  part  of  his  registration  cancelled 
(§  91  and  Form  P.).  As  to  declarations  by  infantH  and  other  persons  under 
disability,  see  §  99. 

Notice  of  seal       59.  Any  document  purporting  to  have  affixed,  impressed,  or 

of  officer  subscribed  thereto  or  thereon  the  seal  or  signature  of  any  person 

taking  de-       hereby  authorised  to  take  such  declaration  in  testimony  of  such 

p^e  itself,      declaration  having  been  made  and  subscribed  before  him,  may 

be  admitted  by  the  comptroller  without  proof  of  the  genuineness 

of  any  such  seal  or  signature,  or  of  the  official  character  of  such 

person  or  his  authority  to  take  such  declaration. 

Repeal. 

■  ■        « 

Previous  rules      60.  All  general  rules  as  to  the  registration  of  trade  marks 
repealed.  heretofore  made  by  the  Lord  Chancellor  under  the  Trade  Marks 

Registration  Act,  1875,  and  in  force  on  the  31st  day  of  December, 
1883,  shall  be,  and  they  are  hereby  repealed,  as  from  that  date, 
without  prejudice,  nevertheless,  to  any  proceeding  which  may 
have  been  taken  under  such  Rules. 

J.  Chamberlain, 

President  of  the  Board  of  Trade. 
21st  December^  1883. 
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SCHEDULES. 


FIRST  SCHEDULE. 

FXE8. 

&  8,   d. 

1.  On  application  to  register  a  trade  mark  for  one  or 

more  articles  included  in  one  class         .         .050 

2.  On  appeal  to  Board  of  Trade  on  refusal  of  comp- 

troller to  register  .         .         .        ,       * .     1     0     0 

3.  For  registration  of  a  trade  mark  for  one  or  more 

articles  included  in  one  class         .         .         .10     0 

4.  For  registering  a  series  of  trade  marks,  for  every 

adcUtional  representation  after  the  first  in  each 

class 0     5    0 

5.  For  entering  notice  of  opposition,  for  each  trade 

mark,  whether  in  one  or  more  classes     .         .10     0 

6.  On  application  to  register  a  subsequent  proprietor 

in  cases  of  assignment  or  transmission,  the 

first  mark 10    0 

7 .  For  every  additional  mark  assigned  or  transmitted 

at  the  same  time 0     2     0 

8.  For  certificate  of  refusal  to  register  a  trade  mark 

under  section  77  .         .         .         '        .         .10    0 

9.  For  certificate  of  refusal  at  the  same  time  for 

more  than  one  trade  mark,  for  each  additional 

trade  mark  after  the  first       .         .         .         .     0  10     0 

10.  For  continuance  of  mark  at  expiration  of  14  years     10     0 

11.  Additional  fee  where  fee  is  paid  within  three 

months  after  expiration  of  14  years       .         .     0  10    0 

12.  Additional  fee  for  restoration  of  trade  mark  where 

removed  for  non-payment  of  fee    .        .         .10    0 

13.  For  altering  address  on  the  register,  for  every 

mark 0     5     0 

14.  For  every  entry  in  the  register  of  a  rectification 

thereof  or  an  alteration  therein,  not  otherwise 

charged 0  10     0 

15.  For  cancelling  the  entry  or  part  of  the  entry  of  a 

trade  mark  upon  the  register,  on  the  application 

of  the  owner  of  such  trade  mark  .         .         .050 

16.  On  request  to  comptroller  to  correct  a  clerical 

eiTor  .         .         .         .         .         .         .         .050 

17.  For  certificate  of  registration  to  be  used  in  legal 

proceedings 0  10    0 

A  A  2 
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Fees — cotUinuctL 

£   s.   d. 

18.  For  certificate  of  registration  to  be  used  for  the 

purpose  of  obtaining  registration  in  foreign 

countries      .         .         .         .         ,         .         .050 

19.  For  copy  of  notification  of  registration  .020 

20.  Settling  a  special  case  by  comptroller         .         .200 

21.  For  inspecting  register,  for  every  quarter  of  an 

hour 0     10 

22.  For  making  a  search  amongst  the  classified  repre- 

sentations of  trade  marks,  for  every  quarter  of 
an  hour        ....... 

23.  For  office  copy  of  documents,  for  every  100  words 

(but  never  less  than  one  shilling). 

24.  For  certifying  office  copies,  MS.  or  printed 

25.  For  certificate  of  comptroller  under  section  96   . 

26.  In  cases  where  a  trade  mark  requires  a  greater 

space  than  two  inches  of  the  depth  of  the  page 
of  the  Trade  Marks  Jtmi^nal,  for  each  additional 
inch  or  part  of  an  inch         .         .         .         .020 

27.  Manchester  Trade  Marks  Office  .         .    Same  as  above 

28.  Sheffield  Marks Same  as  above 

29.  On  appeal  from  Cutlers'  Company,  Sheffield,  to 

comptroller 10     0 

J.  Chamberlain, 

President  of  the  Board  of  Trade. 

Approved, 

Charles  C.  Cotes, 
Herbert  J.  Gladstone, 
Lords  Commissioners  of 
Her  Majesty's  Treasury. 
4th  December,  1883. 
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THIRD  SCHEDULE 

General  Note. 

Any  wares  made  of  mixed  materials  (for  example,  of  both 
cotton  and  silk)  shall  be  included  in  such  one  of  the  classes 
appropriated  to  those  materials  as  the  registrar  may  desire. 


CLASSIFICATION  OF  GOODS.* 

Illustrations, 

Note, — Goods  are  mentioned 
in  this  column  by  way  of  illus- 
tration, and  not  as  an  exhaus- 
tive list  of  the  contents  of  a 
class. 


Class  1. 

Chemical  substances  used  in 
manufactures,  photography, 
or  philosophical  research, 
and  anti-corrosives. 


Class  2, 

Chemical  substances  used  for 
agricultural,  horticultural, 
veterinary,  and  sanitary 
purposes. 

Class  ^. 

Chemical  substances  prepared 
for  use  in  medicine  and 
pharmacy. 


Such  as — 
Acids,   including   vegetable 

acids. 
Alkalies. 
Artists'  colours. 
Pigments. 
Mineral  dyes. 


Such  as — 

Artificial  manure. 
Cattle  medicines. 
Deodorisers. 
Vermin  destroyers. 


Such  as — 
Cod  liver  oil. 
Medicated  articles. 
Patent  medicines. 
Plasters. 
Ehubarb. 


*  For  further  informfttion  as  to  the  QUadBcation  of  goods,  see  Guide  to 
the  CHaBsificatioD,  obtainable  at  the  Patent  Office  on  apj^cation. 
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aas»i. 

Raw  or  partly  prepared  y^e- 

Such  as— 

table,   animal,  and  mineral 

Eesins. 

eubetanceB  used  in  mannfac- 

Oils  used   in   muiufactnres 

turea,  not  induded  in  other 

and  not  included  in  other 

dassea. 

classes. 

Dyes,  other  than  mineral 

Tanning  substances. 

Fibrous  substances  (e.g.,  cot- 

ton,  hemp,  flax,  jute). 

Wool 

Silk. 

BristisB. 

Hair. 

Feathers. 

Cork. 

Seeds. 

CoaL 

Coke. 

Bone. 

Spoi^. 

CltusH. 

TJnwroiightand  partly-wrought 

Such  as- 

metals  used  in  manufacture. 

iron  and  steel,  pig  or  cast 

Iron  rough. 

„    bar  and  rail,  including 

ndls  for  railways. 

„     bolt  and  rod. 

„     sheet,  and  boiler  and 

armour  plates. 

„     hoop. 

Lead,  pig. 

„    roUed. 

„     sheet. 

Wire. 

Copper. 

Zinc 

Claes6. 

Gold,  in  ii^ote. 

[achinery  of  aU  kinds,  and 

Such  as- 

parts  of  machinery,  except 

Steam  engines. 

agricultural  andhorticultnral 

BoUera. 

machines  included  in  class  7. 

Pneiuuatic  machines. 

Hydraulic  machines. 

Locomotives. 
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Cla88  6  (continued). 

Sewing  machines. 
Weighing  machines. 
Ma<£ine  tools. 
Mining  machinery. 
Fire  engines. 

Class  1. 

Agricultural  and  horticultural 

Such  as — 

machinery,  and  parts  of  such 

Plougha 

machinery. 

Drilling  machines. 
Beaping  machines. 
Thrashing  machines. 
Chums. 
Cyder  presses. 
Chaff  cuttera 

Class  8. 

Philosophical        instruments, 

Such  as — 

scientific    instruments, 

and 

Mathematical  instruments 

apparatus   for    useful 

pur- 

Gauges. 

poses.      Instruments 

and 

Logs. 

apparatus  for  teaching. 

Spectacles. 

- 

Educational  appliances. 

Class  ^. 

Musical  instruments. 

Class  10. 

Horological  instruments. 

ClassW. 

Instruments,    apparatus. 

and 

Such  as — 

contrivances,  not  medicated. 

Bandages. 

for  surgical  or  curative 

pur- 

Friction  gloves. 

poses,  or  in  relation  to  the 

liancets. 

health  of  men  or  animals. 

Fleams. 

Enemas. 

Class  12. 

Cutlery  and  edge  tools. 

Such  as — 
Knives. 
Forks. 
Scissors. 
Shears. 
Files. 
Saws, 
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Class  13. 

Metal  goods  not  included  in 

Such  as — 

other  classes. 

Anvils. 

Keya 

Basins  (metal). 

Needles. 

Hoes. 

Shovek. 

Corkscrews. 

(Jlasa  14. 

Goods  of  precious  metals  (in- 

Such as — 

cluding  aliiminiUTn,  nickel, 

Plate. 

Britannia   metal,   &c.)  and 

Clock  cases  and  pencil  cases 

jewellery,  and  imitations  of 

of  such  metala. 

such  goods  and  jewellery. 

Sheffield  and  other  plated 

goods. 

Gilt  and  ormolu  worL 

Classic, 

Glass. 

Such  as — 

Window  and  plate  glass. 

Painted  glass. 

Glass  mosaic. 

Glass  beads. 

Ol<m  16. 

Porcelain  and  earthenware. 

Such  as- 

China. 

Stoneware. 

Terra  Cotta. 

Statuary  porcelain. 

Tiles. 

Bricks. 

Clasa  17. 

Manufactures    from    mineral 

Such  as — 

and    other    substances    for 

Cement 

building  or  decoration. 

Plaster. 

Imitation  marble. 

Asphalt 
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Class  18. 

Engineering,  architectural,  and 
building  contrivances. 


Such  as — 

Diving  apparatus. 
Warming  apparatus. 
Ventilating  apparatus. 
Filtering  apparatus. 
Lighting  contrivances. 
Drainage  contrivances. 
Electric  and  pneumatic  bells. 


Class  19. 


Arms,  ammunition,  and  stores 

Such  as — 

not  included  in  Class  20. 

Cannon. 

Small  arms. 

Fowling  pieces. 

Swords. 

I 

Shot  and  other  projectiles. 

Camp  equipage. 

Equipments. 

Clasi  20. 

Explosive  substances. 

Such  as — 

Gunpowder, 

Gun-cotton. 

Dynamite. 

Fog-signals. 

Percussion  caps. 

Fireworks. 

Cartridges. 

Class  21. 

Naval     architectural     contri- 

Such as — 

vances  and  naval  equipments 

Boats. 

not  included  in  Classes  19 

Anchors. 

and  20. 

Chain  cables. 

Bigging. 

Class  2% 

Carriages. 

Such  as — 

Bailway  carriages. 

Waggons. 

Railway  trucks. 

Bicycles. 

Bath  chairs. 

302 
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aas8  23. 

Cotton  yam  and  thread. 


Class  24. 
Cotton  piece  goods  of  all  kinds. 

(Xass25. 

Cotton  goods  not  included  in 
Classes  23,  24,  or  38. 

Class  26. 

Linen  and  hemp  yam  and 
thread. 

aass  27. 
Linen  and  hemp  piece  goods. 

Class  2S, 

Linen  and  hemp  goods  not 
included  in  Classes  26,  27, 
and  50. 

Class  29, 

Jute  yams  and  tissues,  and 
other  articles  made  of  jute 
not  included  in  Class  50. 

aass  30. 
SQk,  spun,  thrown,  or  sewing. 

Class  31. 
Silk  piece  goods. 


Such 

Sewing  cotton  on  spools  or 

reels. 
Sewing  cotton  not  on  spools 

or  reels. 
Dyed  cotton  yams. 


Such 
Cotton  shirtings. 
Long  clotL 


Such 
Cotton  lace. 
Cotton  braids. 
Cotton  tapes. 
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Clots  32. 

Other  silk  goods  not  includod 
in  Classes  30  and  31. 


ClasaZZ. 
Yarns  of  wooi^iraratod,  or  hair. 

Claaa  34. 

Cloths  and  stufis  of  wool, 
worsted,  or  hair. 

CUmZb. 

Woollen  and  worsted  and  hair 
goods  not  included  in  Classes 
33  and  34. 

Class  36. 

Carpets,  floor-cloth,  and  oil- 
cloth. 


Class  37. 

Leather,  skins  nnwrought  and 
wrought,  and  articles  made 
of  leather  not  included  in 
other  classes. 


Such 
Drugget 

Mats  and  matting. 
Rugs. 


Such  as — 
Saddlery. 
Harness. 
Whips. 
Portmanteaus. 
Furs. 


Class  Z^, 
Articles  of  clothing. 


Such  as — 
Hats  of  all  kinds. 
Caps  and  bonnets. 
Hosiery. 
Gloves. 

Boots  and  shoes. 
Other  ready-made  clothing. 
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Class  39. 

Paper  (except  paper-hangings), 
stationery,  and  book-binding. 


Such  as — 
Envelopes. 
Sealing  wax. 
Pens  (except  gold  pens). 
Ink. 

Playing  cards. 
Blotting  cases. 
Copying  presses. 


Class  ^0. 

Goods  manufactured  from  india- 
rubber  and  gutta-percha  not 
included  in  other  classes. 


Class  41. 
Furniture  and  upholstery. 


Class  42. 

Substances  used  as  food,  or  as 
ingredients  in  food. 


Such  as — 

Paper  hangings. 
Papier  mache. 
Mirrors. 
Mattresses. 


Such  as — 
Cereals. 
Pulses. 
Olive  oil 
Hops. 
Malt 

Dried  fruits. 
Tea. 
Sago. 
Salt. 
Sugar. 

Preserved  meats. 
Confectionery. 
Oil  cakes. 
Pickles. 
Vinegar. 
Beer  clariiiers. 
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Class  43. 
Fermented  liquors  and  spirits. 


Class  44. 

Mineral  and  aerated  watc'rs, 
natural  and  artificial,  inclu- 
ding ginger-beer. 

Class  45. 

>» 

Tobacco, whether  manufactured 
or  unmanufactured. 

Class  4tQ, 

Seeds  for  agricultural  and  hor- 
ticultural purposes. 

Class  il. 

Candles,  common  soap,  deter- 
gents ;  illuminating,  heating, 
or  lubricating  oils;  matches; 
and  starch,  blue,  and  other 
preparations  for  laundry 
purposes. 

Class  48. 

Perfumery  (including  toilet  ar- 
ticles, preparations  for  the 
teeth  and  liair,  and  perfumed 
soap). 


Such  as — 
Beer. 
Cyder. 
Wino. 
Whiskey 
Liqueurs. 


Such  as — 

Washing  powders. 
Benzine  collas. 


Class  49. 

Games  of  all  kinds  and  sporting 
articles  not  included  in  other 
classes. 


Su3h  as — 

Billiard  tables. 
Holler  skates. 
Fishing  nets  and  lines. 
Toys. 


1 
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Class  50. 

Miacellaneons,  including —  Such         ^ 

(l.)Goo(iBmanufacturedfrom         Coopers  wares. 

ivory,  bone,  or  wood,  not 

included  in  other  classes. 
(2.)Goodsnianufacturedfrom 

straw  or  grass,  not  included 

in  other  classes. 
(3. )  Goods  manufactured  from 

animal  and  vegetable  sub- 
stances, not  included  in 

other  classes. 
(4.)  Tobacco  pipes. 
(5.)  Umbrellas,       walking 

sticks,  brushes  and  combs. 
(6.)  Furniture   cream,  plate 

powder. 
(7.)  Tarpaulins,  tents,  rick- 
cloths,  rope,  twine. 
(8.)  Buttons   of  all   kinds, 

other   than    of    precious 

metal  or  imitations  thereof. 
(9.)  Packing  and  hose  of  all 

kinds. 
(10.)  Goods  not  included  in 

the  foregoing  classes. 


J.  Chamberlain, 

President  of  the  Board  of  Trade. 


2\8t  December^  1883. 
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RULES  OF  AUGUST,  1876,  WITH  RESPECT  TO 
COTTON  MARKS,  NOW  REPEALED.* 

Cotton  Ghods, 

57.  Fop  the  purpose  of  facilitating  the  granting  of  trade  marks  EstablSahment 
in  respect  of  cotton  goods  in  Classes  23,  24  and  26,  there  shall  ^^^^^n^f 
be  established  by  the  Coromissioners  of  Patents  (a),  and  subject  ©otton  trade 
to  their  control,  an  office  at  Manchester  (h)  for  the  exhibition  of  marlu  at 
all  devices,  marks,  headings,  labels,  tickets,  letters,  words,  or  Manchester, 
figures,  or  combinations  of  letters,  words,  or  figures  used  in  the 
cotton  trade,  and  in  these  Rules  included  under  the  expression 
"  cotton  marks  "  (c). 

(a)  Previous  to  the  coming  Into  operation  of  the  Patents  Act,  1883,  on 
January  1st,  1884,  the  registration  of  trade  marks  was  under  the  control  of 
the  Commissioners  of  Patents,  now  no  longer  in  existence. 

(d)  This  was  opened  and  is  still  maintained  at  No.  48,  Royal  Exchange, 
Manchester.    See  Instructions,  par.  38. 

{e)  AM  cotton  marks  are  treated  as  exceptional,  and  advertised  and  regis- 
tered by  deposit.     See  In  re  JMnruon,  29  W.  R.  81. 

58  (a).  Every  person  who  at  the  date  of  the  passing  of  the  Representa- 
Act  used  any  cotton  mark  shall,  if  resident  in  the  United  ^'^"«^J^'«^ 
Kingdom,  on  or  before  the  first  day  of  January  one  thousand  J^  by  owners 
eight  hundred  and  seventy-seven,  and  if  resident  elsewhere,  on  resident  in  the 
or  before  the  first  day  of  March,  one  thousand  eight  hundred  and  United  King- 
seventy-seven,  send  to  the  Manchester  office  three  represent-  ^™  ^^J^^ 
ations  of  such  cotton  mark,  in  such  form  and  with  such  a  1877^ by^  * 
description  as  may  be  from  time  to  time  required  by  the  Com-  own^  resi- 

missioners  of  Patents.  dent  abrocKl 

on  or  before 
(a)  This  Rule  was  made  on  Dee.  1st,  1876,  in  substitution  for  the  pre-  March  1, 
vious  Rule  58,  by  which  representations  of  old  cotton  marks  were  to  be  sent  1877. 
in  at  Manchester  on  or  before  Dec  1st,  1876. 

58a  (a).  Every  person  who  at  the  date  of  the  passing  of  the  Extendedtime 


*  These  rules,  though  repealed, 
are  given  here  in  order  Uiat  the  posi- 
tion of  cotton  marks  dealt  with  by 
the  late  Manchester  Committee  of 
Experts  may  be  comprehended. 
Where  it  is  not  otherwise  stated,  the 
rules  were  included  in  the  set  of 
Rules  issued  in  August,  1876.  Va- 
rious additions  were  made  from  time 
to  time,  and  in  March,  1883,  after 


the  Committee  of  Experts  had  com- 
pleted their  labours,  an  entirely  new 
set  was  substituted  (see p.  ^72,if\frd), 
Those  rules  are  now,  in  their  turn, 
repealed,  and  the  new  rules  now  in 
force  {ante,  p.  841 )  place  cotton  marks 
on  the  same  f  ootUig  as  other  trade 
marks,  and  this  would  seem  to  be 
the  case  even  with  B  list  marks. 


368  APPENDIX  A. 

forseniling  Trade  Marks  Registration  Act,  1875,  used  aiiy  "combination 

repreaenta-  stamp "  {b)  for  cotton  piece  goods,  shall  on  or  before  the  fitst 

(»mbination  ^^  ^^  February,  one  thousand  eight  hundred  and  seventy-nine, 

stamps  for  send  to  the  Manchester  Branch  of  the  Trade  Marks  Kcgistry 

cotton  pi«oe  Office  four  representations  of  such  "combination  stamp,"  in  such 

8°^^  form  and  with  such  a  description  as  may  be  from  time  to  time 
required  by  the  Commissioners  of  Patents. 

(a)  This  Rule  was  made  on  Dec  28th,  1878. 

(b)  Combination  stamps  are  combinations  of  several  different  trade  marks 
which  dealers  in  cotton  goods  habitually  use  on  such  goods,  treating  the 
combination  as  equivalent  to  a  single  trade  mark.  See  Robinson  v.  FUday, 
9  Ch.  D.  487,  for  an  example  of  such  a  combination. 

Committee  of       59,  A  committee  («)  of  persons  versed  in  the  usages  of  the 
®*P®r*f^  ^d  ^^^^  trade  shall  be  appointed  by  the  Commissioners  of  Patents, 
to  divide  cot-  consisting  of  such  number  of  persons  as  may  from  time  to  time 
ton  marks  into  be  determined  by  them;  and  it  shall  be  the  duty  of  such  corn- 
two  classes,      mittee,  on  or  before  a  time  to  be  named  by  the  Commissioners  of 
Patents,  to  divide  the  cotton  marks,  representations  of  which 
have  been  so  sent  in  to  the  Manchester  office,  into  two  classes, 
the  first  class  consisting  of  such  of  the  said  cotton  marks  as  are, 
in  the  opinion  of  the  committee,  trade  marks  within  the  meaning 
of  the  Act,  and  the  second  class  consisting  of  such  of  the  said 
cotton  marks  as  are  not,  in  the  opinion  of  the  committee,  trade 
marks  within  the  meaning  of  the  Act  (b), 

(a)  A  Hat  of  the  Committee  of  Experts  appointed  under  this  Rule  will  be 
found  in  the  Instructions  issued  during  the  existence  of  the  committee. 

(6)  The  committee  were  instructed  by  the  CommiasionerB  of  Patents 
in  a  letter,  dated  Apiil  4th,  1877,  to  set  on  the  following  principles  in 
dividing  the  cotton  marks  into  two  classes,  viz. :  (i)  To  decide  only  from 
the  evidence  before  them  whether,  in  their  opinion,  a  mark  belonged 
to  the  first  or  second  class  of  cotton  marks;  (ii)  In  case  of  further 
information  being  required,  the  keeper  of  the  Manchester  office  was 
authorised  to  obtain  such  information  for  the  use  of  the  committee ; 
(iii)  In  case  of  a  difference  of  opinion  among  the  committee  as  to  the 
nature  of  marks  applied  for,  their  dedsion  should  be  given  according  to  the 
opinion  of  the  majority,  the  chairman  presiding  at  each  meeting  having  a 
casting  vote ;  (iv)  Single  letters  were  not  trade  marks  within  the  meaning 
of  the  Act ;  (v)  In  all  cases  where  more  than  three  persons  applied  for 
registration  of  the  same  mark  for  the  same  description  of  goods,  such  mark 
must  be  considered  as  a  trade  mark  not  within  the  meaning  of  thu  Act,  and 
must  consequently  be  placed  in  the  second  class.  By  supplementary  direc- 
tions, the  committee  were  instructed  that  Bule  (v)  extended  to  marks  so 
similar,  or  so  nearly  resembling  each  other,  as  to  be  substantially  the  same 
marks,  or  calculated  to  deceive,  and  was  not  to  be  confined  to  identical 
marks.  And  they  were  also  instructed  that,  in  dealing  with  individual 
cases,  they  should  briog  to  bear  upon  them  the  knowledge  which  the 
members  of  the  committee  might  have  of  the  state  of  things  in  the  trade, 
and  to  decide  with  reference  to  that  knowledge,  and  not  merely  upon  such 
evidence  as  might  be  formally  brought  before  them  in  the  individual  cases. 
Also  that  borders  of  marks  should  not  be  treated  as  parts  of  the  marks. 
See  In  re  Brook,  26  W.  R.  791. 
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Acting  on  the  prindples  thus  laid  down,  the  committee  divided  the  marlu 
submitted  to  them  into  two  classes,  known  as  the  A  list  and  the  B  list,  of 
which  the  former  contained  registrable,  and  the  latter  non-registrable, 
cotton  marks. 

By  Role  62,  infirdf  the  marks  placed  in  the  B  list  were  not  to  be  regis- 
tered except  in  porsnance  of  an  onler  of  the  court,  and  in  In  re  Orr-Ewing  <£; 
Co,,  8  Ch.  D.  794,  the  question  was  raised  how  far  the  decision  of  the  com- 
mittee was  a  binding  decision.  Hall,  V.-C.  decided  that  the  marks  there 
in  question,  which  haid  been  placed  in  the  B  list,  were  good  and  valid  trade 
marks,  and  that  they  ought  to  be  registered  ;  but  the  Court  of  Appeal 
reversed  his  decision,  holding  that  the  oeoision  of  the  committee  should  not 
be  interfered  with  except  under  special  circumstances,  James,  L.  J.  sa3rin!; 
that  the  court  should  not  interfere,  unless  satisfied  that  the  committee  had 
proceeded  upon  some  wrong  principle  or  in  some  improper  manner.  When, 
however,  the  caso  was  brought  before  the  House  of  Lords  (4  App.  Cas.  479), 
the  decision  of  Hall,  V.-C.  was  restored,  with  the  modification  that  only  the 
essential  particulars  of  the  marks  were  admitted  to  registration,  and  the 
Lord  Chancellor  (Lord  Cairns)  said  that  "  the  Rules  appear  to  provide  a 
rough  but  useful  way  of  separating,  by  means  of  the  tecnnical  knowledge 
and  judgment  of  the  committee,  the  cotton  trade  marks  into  two  clafsss. 
The  first  class  is  to  consist  of  those  marks  which  the  committee  is  of  opiLio  i 
are  trade  marks  within  the  Act,  and  proprietors  in  this  class  are  to  have  th ) 
benefit,  arising  from  this  opinion,  of  being  able  at  once  to  apply  to  be  regis- 
tered in  respect  of  those  marks.  But  in  doing  this  they  must  satisfy  the 
Registnur  that  they  are  the  proprietors,  and  comply  with  the  conditions  of 
registration  as  any  other  applicants  would  do.  With  regard  to  the  second 
class,  there  is  no  dedsion  pronounced  against  them,  but  the  proprietors 
cannot  apply  for  registration  as  a  matter  of  course.  They  must  come  to  the 
court,  and  it  must  be  for  the  court  to  say  whether  the  registrar  shall  proceed 
on  their  application  to  register,  or  not  In  deciding  this  the  court  will  have 
before  it  the  circumstance  that  the  opinion  of  the  committee  was  adverse  to 
the  claim  of  a  trade  mark  ;  but  this  would  be  an  opinion  only,  and  not  a 
decision  arrived  at  after  hearing  both  sides,  or  rendered  in  any  judicial  pro- 
ceeding.'* Orr-Ewmg  v.  Begitbrar  of  Trade  Mark*,  4  App.  Cas.  488,  and  see 
per  Lords  O'Hagan  and  Blackburn.  See  also,  Orr-Ewing  dk  Co.  v.  Johnston  <k 
Co.,  18  Ch.  D.  484;  7  App.  Cas.  219  ;  and  the  cases  noted  under  Rule  62, 
infrd. 

The  function  of  the  committee  was  solely  to  decide  on  the  question  of 
registrability  or  non-registrability,  and  where  they  had  assumed  to  decide  a 
question  of  title,  it  was  held  by  Sir  G.  Jessel,  M.  R ,  that  the  registrar  must 
proceed  with  the  application,  leaving  it  to  the  owners  of  other  marks  to 
oppose  the  registration ;  Ex  parte  Ede  Bros,  <k  Co.,  28  W.  R.  486. 

60.  The  said  committee  shall  fonn  a  list  of  the  cotton  marks  Committee  to 
sent  to  the  Manchester  office  in  each  of  the  aforesaid  classes  (a),    "^"'  ^! . 
and  shall  transmit  such  lists  to  the  Commissioners  of  Patents,  to  Manchester 
accompanied  by  two  representations  of  each  of  the  marks  specified  office. 

in  the  second  class  in  such  list 

The  third  representation  of  each  of  the  marks  in  the  second 
class  in  such  list  shall  be  retained  for  reference  in  the  Manchester 
office. 

(a)  i.e.,  the  A  list  and  the  B  list. 

61,  The  Commissioners  of  Patents  may  from  time  to  time  add  Marks  maybe 

added  to  list. 
B  B 
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to  the  aforesaid  list  any  cotton  marks  as  they  may  think  just, 

and  such  addition  shall  be  deemed  to  be  part  of  the  original  list 
Any  pereon  62.  Any  proprietor  of  a  cotton  mark  not  specified  in  the  second 

clAiming  to  be  dass  in  such  list  may  apply  to  be  registered  as  proprietor  of  siicli 
*f *  cotton  ****^  cotton  mark  in  manner  and  subject  to  the  conditions  in  which 
markinClaBBl  ^®  ^^7  ^PP^Y  ^  ^  registered  as  proprietor  of  any  other  trade 
may  apply  to  mark  (a),  but  it  shall  not  be  lawful  for  the  registrar  to  register  (6) 
be  registered,   any  person  as  proprietor  of  any  cotton  mark  in  the  second  claffl 

of  the  aforesaid  list  exoept  in  pursuance  of  an  order  of  the 

Court  (c). 

(a)  After  being  paused  by  the  committee,  the  marks  in  the  A  lot  bad  to 
be  advertised,  so  that  an  opportunity  for  opposition  might  be  afforded.  In 
In  re  Jtobinton,  29  W.  B.  31,  an  A  list  cotton  mark  was  opposed,  but  with- 
out Buooefls. 

(6)  But  he  might  grant  a  oertificate  of  refusal  to  register,  thus  preserring 
any  previous  rights. 

(c)  For  an  order  of  the  court  to  be  obtained  for  the  registration  of  a  B 
list  mark,  such  a  case  had  to  be  made  out  as,  in  the  opinion  of  tiie  oonit,  was 
sufficient  to  outweigh  the  opinion  of  the  Committee  of  Experts :  per  Lord 
Blackburn  in  Orr-Evoing  v.  Regittrar  of  Trade  Marks,  4  App.  Cas.  501.  It 
is,  however,  believed  that  an  application  to  the  court  by  an  owner  of  a  B 
list  mark  haa  never  been  unsuccessful.  Such  am>licfttions  were  granted  in 
Bx  parte  Ede  Bros  <t*  Co.,  28  W.  R  436  ;  In  re  Dugdale,  49  L.  J.  Ch.  SOS; 
In  re  J,  H(^  &  &ms,  LinUted,  (1)  V.-C.  BL,  May  8th,  1880 ;  S.  C.  (2) 
Chitty,  J.,  Nov.  80th,  1883 ;  In  re  Dickinson,  Akroyd  Js  Co^  V.-C.  E, 
July  8th,  1880  ;  In  re  Jones  Bros.  &  Co.,  V.-C.  H.,  July  lOtb,  1880 ;  /»« 
Wortd,  Sturt  &  Sharp,  50  L.  J.  Ch.  347 ;  InreSykes,  43  L.  T.  N.  S.  626 ;  /» 
re  T.  AskUm  ^  Sons,  V.-C.  H.,  Feb.  26th,  1881 ;  In  re  Fran^ee,  Sands  ^  Co-, 
V.-O.  B.,  Nov.  30th,  1883.  In  In  re  Brook,  26  W.  R.  791,  which  was  decided 
against  the  applicants  on  the  authority  of  the  decision  of  the  Court  of 
Appeal  in  In  re  Orr-Ewing,  8  Ch.  D.  7  94,  an  arrangement  satisfactory  to  the 
appUcants  was  afterwards  arrived  at. 

''  The  Court "  being  the  Tlhancery  Division  (now  the  High  Comt  of 
Justice),  the  order  of  the  House  of  Lords  was  made  an  order  of  th 
Chancery  Division  minre  Orr-Ewing  (2),  28  W.  R  412.    The  comptrdlcr 
will  now  register  a  B  list  mark  in  a  proper  case,  withoat  requiring  the  appli- 
cant to  go  to  the  court 

Advertise-  62a  (a).  As  soon  as  may  bo  after  the  receipt  of  an  appKcation, 

mentof  cotton  made  as  provided  by  the  Trade  Marks  Rules,  for  the  registration 
"»«fks.  of  a  mark  in  Classes  23,  24,  25  aforesaid,  or  in  any  one  or  more 

of  such  classes,  the  registrar  shall  insert  in  the  official  paper  an 
,  advertisement  of  such  application,  showing  the  name  and  address 

._    (•  of  the  applicant,  the  class  in  which  he  applies,  the  number  given 

to  the  mark  by  the  registrar,  the  places  in  London  and  Manches- 
ter respectively  where  a  specimen  of  such  mark  is  deposited  for 
exhibition,  and  distinguishing  whether  the  mark  has  or  has  Bot 
been  used  prior  to  the  thirteenth  day  of  August,  one  thousand 
eight  hundred  and  seventy-five. 

(a)  This  and  the  following  Rule  were  made  on  Feb.  26th,  1877,  hi  mb- 
stitution,  so  far  as  related  to  cotton  marks,  for  Rules  13, 15  and  17  of  the 
Qcneral  Rules  of  August,  1876,  as  to  advertisement 
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62b  (a).  On  the  expiration  of  three  weeks  from  the  date  of  the  Time  of  regia- 
fixst  appearance  of  the  advertisement  of  a  mark  in  Classes  23,  ^'t?^  ^^  ^ 
24,  25,  or  in  any  one  or  more  of  such  classes,  in  the  official 
paper,  the  registrar  may,  if  he  is  satisfied  that  the  applicant  is 
entitled  to  registration,  register  such  mark  in  respect  of  the 
description  of  goods  for  which  he  may  be  entitled  to  be  regis- 
tered, and  the  applicant  as  the  proprietor  thereof,  on  payment  of 
the  prescribed  fee. 

(a)  See  note  to  previous  Rule. 

63.  A  cotton  mark  shall  not  be  registered  except  in  manner  Cotton  mark 
and  subject  to  the  conditions  prescribed  by  these  Eules  with  ^^^^ 
respect  to  the  re^try  of  cotton  marks.  ^Unman^ 

63a  (a).  The  Kales  numbered  57  to  63  as  aforesaid  do  not  ner  herein 
apply  to  such  trade  marks  in  respect  of  cotton  goods  in  Classes  prescribed. 
23,  24,  and  25  as  are  not  cotton  marks  which  were  in  use  at  the  Applications 
date  of  the  passing  of  the  Trade  Marks  Registration  Act,  1875  ;  ^J^*^*"' 
and  applications  for  the  registration  of  trade  marks  in  respect  of  ^j^^^  marks 
goods  in  Classes  23,  24,  or  25,  and  which  marks  were  not  cotton  for  cotton 
marks  in  use  at  the  date  of  the  passing  of  the  Trade  Marks  goods  (dasses 
Registration  Act,  1875,  shall  be  made  in  manner  and  subject  to  |^»  ?f'i^^ 
the  conditions  in  and  subject  to  which  applications  for  trade  ^J^^  ^  ^^ 
marks  other  than  cotton  marks  may  be  made  in  conformity  with  Bame  manner 
the  Rules  in  that  behalf  for  the  time  being  in  force.  as  for  all 

Provided  that  where  application  is  made  for  the  registration  as  ^J^®?]^^**'®* 
a  trade  mark  in  respect  of  any  goods  in  Classes  23,  24,  or  25  of  **  ^ 
any  mark  being  a  cotton  mark  contained  in  the  second  class  of 
the  list  mentioned  in  Rule  59  aforesaid,  such  registration  shall 
not  take  place  except  in  pursuance  of  an  order  of  the  Court. 

(a)  This  Rule  was  made  on  Oct  2l8t,  1879. 


1)  \i  2 


a72 


APPENDIX  A. 


RULES  OF  MARCH,  1883,  WITH  RESPECT  TO  COTTON 

MARKS,  NOW  REPEALED.* 


EitaljliBbment 
of  office  for 
exhibition  of 
cotton  trade 
marks  at 
Manchetter. 

Marks  may 
be  added  to 
the  first  and 
second  class 
lists  of  cotton 
marks. 

Any  person 
claiming  to 
be  the  pro- 
prietor of  a 
cotton  mark 
in  first  class 
may  apply  to 
be  registered. 

Advertise- 
ment of  cotton 
marks. 

Time  of 
registration  of 
cotton  marks. 


57.  [This  Rule  is  identical  with  Rule  57,  supriu] 

58  (a).  The  CommissioneTS  of  Patents  may  from  time  to  time 
add  to  the  first  and  second  class  lists  of  cotton  marks  formed  hy 
the  late  Manchester  Committee  of  Experts  any  cotton  marks  as 
they  may  think  just,  and  such  addition  shall  he  deemed  to  be 
part  of  the  original  lists. 

(a)  This  is  taken  from  the  old  rule  61. 

59  (a).  Any  proprietor  of  a  cotton  mark  in  the  first  dass  may 
apply  to  be  registered  as  proprietor  of  such  cotton  mark  in  manner 
and  subject  to  the  conditions  in  which  ho  may  apply  to  be  regis- 
tered as  proprietor  of  any  other  trade  mark,  but  it  shall  not  be 
lawful  for  the  registrar  to  register  any  person  as  proprietor  of  any 
cotton  mark  in  the  second  class  aforesaid,  except  in  pursuance  of 
an  order  of  the  Court. 

(a)  This  is  taken  from  the  old  rale  62. 

GO.  [This  Rule  is  identical  with  Rule  62a,  suprd.] 
61.  [This  Rule  is  identical  with  Rule  62b,  euprdJ] 

*  See  note,  p.  867}  wprd. 
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INSTRUCTIONS   TO  PERSONS  WHO  WISH   TO 
REGISTER  TRADE  MARKS. 


Fbeliminabt. 


1.  All  communications  relating  to  trade  marks,  not  being 
Sheffield  marks,  should  be  addressed  to  the  Comptroller,  Patent 
Office,  Trade  Marks  Branch.  All  applications  should  be  in  the 
English  language. 

They  may  be  made  by  post,  or  left  at  the  Patent  Office,  Trade 
Marks  Branch,  25,  Southampton  Buildings,  Chancery  Lane, 
London,  W.C. 

2.  The  fees  in  relation  to  trade  marks  registration  cannot  be 
received  at  the  Patent  Office.  They  should  be  paid  in  exchange 
for  the  stamped  forms  required,  which  may  be  obtained  at  the 
following  places : — 


Ldst  of  Places  at  which  Stamped  Fomia  under  the  Patents^ 
Designs^  and  Trade  Marks  Act,  1883,  may  be  obtained, 

(a,)  At  the  Inland  Revenue  Office,  Royal  Courts  of  Justice, 
London. 

(b.)  At  the  following  Post  Offices  in  London  :— 
The  General  Post  Office,  London,  E.C. 

District  Post  Office,  226,  Commercial  Road,  E. 

„  9,  Blackman  Street,  Borough,  S.E 

„  Charing  Cross,  W.C. 

„  28,  Eversholt  Street,  Camden  Town, 

N.W. 
Post  Office,  12,  Parliament  Street,  S.W. 
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(6.)  At  the  chief  Poet  Office  of— 


ESOLAHD  AMD  WaLMB, 


Aceringtoo. 

Dariaston. 

Linooln. 

St  Helen'iL 

Altrinduun. 

Derby. 

Liverpool. 

Scarboraogii. 

Aihtoii  -  under  • 

Dewsbmy. 

M^^WftJ*!. 

Sedgfey. 

Lyne. 

Doncaster. 

Manchester. 

SheffiekL 

Barnsley. 

Dorchester. 

Middlesboroogh. 

Barrow  -  in  -  Fnr- 

Driffield. 

Naatwidi. 

Stafford. 

neis. 

Droitwich. 

Newcastie. 

Stalybridge. 

Bedford. 
Beverley. 

Dudley. 
Durham. 

Newport  (Hon.). 
Nordianeiton. 

StodEport. 
Stoke-on-Trent. 

Biricenhead. 
Birmingham. 

Exeter. 
Gateshead. 

Northampton. 

Stourbridge. 

Blackburn. 

Goole. 

Nuneaton. 

Sunderland. 

Bolton. 

Greenwicfa. 

Oldbmy. 

Swansea. 

Bradford. 

Guildford. 

Oldham. 

Tam  worth. 

Brigiiton. 

Halifax. 

Patrington. 

Truro. 

Bristol 

HartlepooL 

Plymouth. 

TunstolL 

BromsgroTe. 

Huddenfield. 

Pontefract 

Wakefield. 

Burnley. 

Hnll. 

Portsmouth. 

WalsalL 

Bunlem. 

Ipswich. 
iKeighley. 

PMSCOt 

Warrington. 

Borton-on-Trent 

P)reston. 

Wednesbuiy. 

Bnry. 

KendaL 

Beading. 

West  Bromwich. 

Cambridge. 

Kidderminster. 

Bedditch. 

Whitby. 

Carlisle. 

Knaresbro*. 

Richmond 

Widnes. 

Chatham. 

Knutsford. 

(Vorks.). 

Wigan. 

Chester. 

Lancaster. 

Ripon. 

Wolverhampton. 

Clitheroe. 

Leamington. 

Rochdale. 

Wolverton. 

Congleton. 

Leeds. 

Rotherham. 

Wodwich. 

Coventry. 

Leicester. 

Rngby. 

Yoik. 

Crewe. 

Lichfield. 

Salford. 

SOOTLAVD. 

Aberdeen. 

Glasgow. 

Paisley. 

Dumbarton. 

Greenock. 

Perth. 

Dundee. 

Inyemesa 

V 

Renfrew. 

Edinbuif^h. 

Ibkland. 

Belfast. 

Dublin. 

Galway. 

Cork. 

Dundalk. 

Wexford. 

Any  of  the  forms  may  also  be  ordered  from  the  Postmaster  of 
any  Money  Order  Office  in  the  United  Kingdom. 

3.  The  following  is  a  list  of  the  stamped  forms  under  the 
Patents,  Designs,  and  Trade  Marks  Act,  1883,  which  relate  to 
trade  marks,  and  which  may  he  obtained  at  the  places  mentioned 
above : — 
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Tbadr  Marks. 


Letter. 


F 
G 
H 

I 

J 
K 

L 
M 

N 

O 

Q 

R 
8 

T 

Tl 

V 

W 


Title  of  Form. 


Application  for  registTation  of  trade  mark  . 

Additional  representation  form 

Appeal  to  Board  of  Trade  on  refusal  of  a  comptroller 
to  register  a  trade  mark 

Registration  fee 

Notice  of  opposition  to  application  for  registration 

Request  to  enter  name  of  subsequent  proprietor,  with 
declaration  in  support  thereof         .... 

Request  for  certificate  of  refusal  to  register  atrade  mark 

Notice  of  application  for  alteration  of  address   . 

Notice  of  application  for  alteration  or  rectification  of 
register 

Application  to  cancel  entry  of  mark  on  register 

Request  for  correction  of  clerical  error 

Request  for  certificate  of  registration  for  use  abroad  . 

Request  for  certificate  of  registration  for  use  in  legal 
proceedings 

Application  for  settlement  of  a  special  case 

Request  for  general  certificate  of  comptroller     . 

Request  for  copy  of  ofBdal  notification  .     . 

Appeal  from  Cutlers'  Company  at  Sheffield  to  comp- 
troller      


Foe. 


£  8.  d, 

0  5  0 
No  stamp 

10  0 

10  0 

1  0  0 

10  0 

1     0  0 

0    5  0 

0  10  0 

0    5  0 

0    5  0 

0    5  0 


0  10 
2  0 
0    5 

0  2 

1  0 


0 
0 
0 
0 
0 


Of  the  above  forms  those  bearing  the  letters  F.,  G.,  and  I.  are  kept  in 
stock  at  the  yarious  offices  named  in  paragraph  2.  Any  of  the  others 
when  required  must  be  bespoken. 

Sale  op  Ofptctal  Publications. 

4.  The  Patents,  Designs,  and  Trade  Marks  Act,  1883,  and 
the  Rules  thereunder  in  relation  to  the  registration  of  trade 
marks,  should  be  carefully  studied.  Copies  of  the  Act  and  the 
Trade  Marks  Eules  can  be  had  on  payment  of  2^.  2d,  for  each 
copy,  at  38,  Cursitor  Street,  Chancery  Lane,  London,  E.C. 

Post  Office  Orders  sent  in  payment  for  the  Act  and  Bules 
should  be  for  the  sum  of  2*.  2cZ.,  made  payable  to  H.  Eeader 
Lack,  at  the  Chancery  Lane  Post  Office. 

5.  The  Act  and  the  Trade  Marks  Rules  may  also  be  obtained 
for  the  above  sum  from  any  of  the  following  publishers  : — 

Knight  &  Co.,  90,  Fleet  Street. 

Stevens  &  Sons,  119,  Chancery  Lane. 

E.  Stanford,  65,  Charing  Cross. 

Shaw  &  Sons,  Fetter  Lcuie. 

Butterworths,  7,  Fleet  Street. 

G.  Downing,  8,  Quality  Court,  Chancery  Lane. 
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Triibncr  &  Co.,  57  and  59,  Lndgate  HilL 

Watcrlow  A  Sons,  limited,  25,  26  and  27,  Great  Win- 
Chester  Street ;  95  and  96,  London  Wall ;  Finsboiy 
Stationery  Works ;  and  49,  Parliament  Street 

J.  >L  Johnson  &  Sons,  Limited,  1,  Castle  Street,  Holbom. 

Waterlow  Bros.  &  Layton,  23,  24  and  25,  Birchin  Lane ; 
and  28,  29  and  30  Lime  Street 

Palmer  &  Howe,  73,  75  and  77,  Princess  Street,  Man- 
chester. 

A-  Thorn  &  Co.,  87  and  88,  Abbey  Street,  Dublin. 

A.  and  C.  Black,  Edinburgh. 

Copies  will  also  be  sent  by  post  by  any  of  the  above  publishers 
on  a  prepaid  application,  containing  the  name  and  address  of  the 
sender,  and  accompanied  by  a  Post  Office  Order  for  the  amount 
due  in  respect  of  Uie  copies  required,  together  with  1^,  postage, 
for  each  copy  of  the  Act  and  the  Rules. 

6.  Copies  of  the  Trade  Marks  Journal  may  be  obtained  at 
the  price  of  Is,  a  number  from  the  Superintendent  of  the  Sale 
Branch  of  the  Patent  Office,  38,  Cursitor  Street^  Chancery  Lane, 
London,  £.0. 


Definition  of  a  Trade  Mabk. 

7.  The  definition  of  a  trade  mark  (not  used  prior  to  the  13th 
August^  ^^^^1  ^  gi^^n  ^  ^^6  6^th  section  of  the  Patents, 
Designs,  and  Trade  Marks  Act,  1883,  as  follows : — 

"  {"or  the  purposes  of  this  Act,  a  trade  mark  must  consist  of 
or  contain  at  least  one  of  the  following  essential  par- 
ticulars: 
^'A  name  of  an  individual  or  firm  printed,  impressed,  or 

woven  in  some  particular  and  distinctive  manner ;  or 
^'A  written  signature  or  copy  of  a  written  signature  of 
the  individual  or  firm  applying  for  registration  thereof 
as  a  trade  mark ;  or 
**  A  distinctive  device,  mark,  brand,  beading,  label,  ticket^ 
or  fancy  word  or  words  not  in  common  use." 
All  new  marks,  therefore,  which  it  is  desired  to  roister  mvsi 
include  one  or  more  of  the  above  essential  parttctdars. 

The  64th  section  goes  on — "There  may  be  added  to  any  one 
or  more  of  these  particulars  any  letters,  words,  or  figures, 
or  combination  of  letters,  words  or  figures,   or  any   of 
them." 
In  addition  to  the  above — 

"  Any  special  and  distinctive  word  or  words,  letter,  figure, 
or  combination  of  letters  or  figures,  or  of  letters  and 
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figures,  used  as  a  trade  mark  before  the  thirteenth  day  of 

August,  one  thousand  eight  hundred  and  seyenty-five,  may 

he  registered  as  a  trade  mark  under  this  part  of  this 

Act." 

A  person  wishing  to  adopt   a  trade  mark  should,  before 

engraving  a  block  and  circulating  impressions  of  the  mark  among 

his  customers,  make  a  search  or  a  formal  application  at  the 

Trade  Marks  Branch  of  the  Patent  Office,  with  the  view  of 

ascertaining  whether  his  proposed  mark  is  already  registered,  or 

whether,  from  its  being  (»dculated  to  deceive  by  a  resemblance  to 

other  marks  already  on  record,  it  would  be  refused  registration 

under  the  72nd  section  of  the  Patents,  Designs,  and  Trade 

Marks  Act,  1883. 

The  fee  for  making  a  search  amongst  the  classified  representa- 
tions of  trade  marks  is  Is.  for  each  quarter  of  an  hour.  The 
fee  for  a  formal  application  is  5^. 

The  comptroller  does  not  undertake  to  make  searches  amongst 
the  trade  marks  recorded  at  his  office  except  in  connection  with 
formal  applications  for  registration. 


Appucations  fob  Eegistration. 

8.  Applications  sent  by  post  should  be  addressed  to — 

The  Comptroller, 
Patent  Office, 

Trade  Marks  Branch, 

25,  Southampton  Buildings, 
London,  W.C. 

Agents  and  other  persons  who  may  be  interested  in  more 
than  one  application  are  particularly  requested  to  make  com- 
munications relating  to  different  applications  in  s^[>arate  lettera 

9.  An  application  for  the  registration  of  a  trade  mark  consists 
of:— 

(a.)^An  application  form  Q^orm  F.  in  the  Second  Schedule  to 
the  Trade  Marks  Kules,  1883),  giving  certain  parti- 
culars (specified  in  the  form),  and  bearing  an  impressed 
stamp  of  58, 

(The  applicant  should,  before  filling  up  the  form, 
carefully  read  the  marginal  notes). 
(b,)  Certain  additional  representations  of  the  trade  mark, 
mounted  on  forms  (Form  6.). 
.  10.  A  serrate  application  form  is  required  for  eae^i  class. 
11.  If  the  mark  be  the  property  of  a  firm,  it  should  be  signed 
by  a  member  of  the  firm,  who  should  add  after  his  signature 
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"  a  member  of  the  firm ;"  if  of  a  company,  by  the  Becretary  or 
other  principal  officer,  who  should  add  after  his  signature  and 
designation,  "  for  the  company.'' 

12.  Applications  may  be  made  by  agents  in  the  names  of  and 
on  behalf  of  the  owners  of  trade  marks.  The  agent  must  be 
duly  authorised  by  the  owner  or  owners ;  the  necessary  autho- 
rity should  be  signed  by  the  owner  or  owners. 

Applications  made  by  agents  should  have  after  the  name  of 
the  agent  the  description  "  Agent." 

13.  A  representation  of  the  trade  mark  should  be  placed  in 
the  centre  of  the  application  fonn. 

14.  When  an  application  is  made  for  a  trade  mark  used  on 
any  metal  goods  other  than  cutlery,  edge  tools,  and  raw  steel,  it 
should  be  stated  in  the  application  form  of  what  metal  or 
metals  the  goods  are  made.  See  section  81  of  the  Act  as  to 
Sheffield  marks. 

15.  When  the  mark  consists  of  or  includes  words  printed 
in  other  than  Soman  characters,  there  should  be  given  at  the 
back  of  or  at  the  foot  of  the  application  form,  and  of  each  of 
the  additional  representations,  a  translation  of  such  words, 
signed  by  the  applicant  or  his  agent. 

In  the  case  of  marks  claimed  in  Classes  23,  24,  or  25,  the 
applicant  should  state  by  what  name  the  particular  mark 
claimed  would  be  referred  to  in  the  invoices  of  his  house. 

Additional  Representations  of  Mark. 

16.  Each  of  the  additional  representations  should  be  placed 
in  the  centre  of  a  separate  form  (Form  G.). 

In  the  case  of  a  trade  mark  which  is  not  claimed  in  Classes 
23  to  35,  two  additional  representations  are  required  for*  ecu:k 
class  claimed. 

In  the  case  of  a  trade  mark  claimed  in  any  one  or  more  of 
the  Classes  23  to  35,  ihree  additional  representations  should  be 
sent  for  ea^h  of  such  classes. 

The  representations  of  the  mark  on  the  Form  G.  must 
agree  in  every  respect  with  each  other,  and  with  that  on  the 
Form  F. 

17.  Representations  of  a  mark  of  a  large  size  may  be  folded. 
In  that  case  they  must,  however,  be  backed  with  linen  and 
firmly  affixed  to  the  forms.  Representations  must  in  no  case  be 
executed  in  pencil.  They  should  be  not  only  of  a  durable 
nature,  but  of  such  a  kind  as  will  admit  of  their  being  pre- 

•    '  served  and  bound  together  in  volumes  as  records  of  the  pro- 

perty of  the  owners. 
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Series  of  Trade  Marks. 

18.  By  section  66  of  the  Patents,  Designs,  and  Trade  Marks 
Act,  1883,  the  comptroller  is  empowered  to  register  under  one 
registration  a  series  of  trade  marks  which,  whilst  they  resemble 
each  other  in  the  material  particulars,  differ  from  each  other  in 
respect  of  the  statements  of  the  goods  for  which  they  are  used, 
of  the  statements  of  numbers,  of  the  statements  of  price,  of  the 
statements  of  quality,  or  of  the  statements  of  names  of  places. 
When  an  application  is  made  for  such  a  series,  a  representation 
of  each  of  the  marks  included  in  the  series  must  be  affixed  to 
the  Form  F.,  and  also  to  each  of  the  Forms  G. 


Common  or  Open  Marks. 

19.  In  the  case  of  a  trade  mark  used  before  the  13th  August, 
1875,  common  or  open  marks  of  any  kind  may  be  registered  in 
connection  with  it,  but  in  the  case  of  a  trade  mark  not  so  used, 
common  or  open  marks  consisting  of  a  word  or  combination  of 
words  onlij  can  be  registered  as  a  part  of  the  mark. 

In  each  case,  the  applicfint  for  entry  of  such  common  par- 
ticular or  particulars  must  disclaim  the  right  to  the  exclusive 
use  of  the  same  in  a  note  at  the  back  of  or  at  the  foot  of  the 
application  form  and  of  each  of  the  additional  representations, 
such  note  to  be  signed  by  the  applicant  or  his  agent 

See  section  74  of  the  Act,  sub-section  3,  for  definition  of 
common  marks. 


Classipioation  op  Goods. 

20.  A  Guide  to  the  Classification  of  Goods  under  tKe  Trade 
Marks  Rules,  1883,  can  be  obtained  on  application  at  the 
Patent  Office,  Trade  Marks  Branch,  and  should  be  asked  for  if 
the  applicant  feels  any  difficulty  in  determining  to  which  of  the 
classes  set  out  in  the  Third  Schedule  to  the  Rules  the  goods  for 
which  he  uses  his  mark  belong. 


Advertisement  in  the  Trade  Marks  Journal. 

21.  A  trade  mark  cannot  in  any  case  be  entered  upon  the 
register  until  two  months  after  its  advertisement  in  the  official 
paper. 


380  ilPPENDIX  A. 

22.  A  wood-block  or  electrotype  must  be  famished  for  ea<Ji 
mark  in  each  class  claimed  (except  in  the  case  of  Classes  23, 
24,  and  25,  for  which  no  blocks  or  electrotypes  are  required), 
but  no  block  or  electrotype  should  be  forwarded  until  a  formal 
demand  for  it  is  sent  by  the  comptroller. 

23.  In  the  case  of  a  series  of  trade  marks  differing  only  in 
respect  of  the  particulars  mentioned  in  section  66  of  the  Patents, 
Designs,  and  Trade  Marks  Act^  1883,  a  wood-block  or  electro- 
type must  be  furnished  for  each  mark  in  the  series  for  each  class 
claimed. 

24.  The  wood-blocks  or  electrotypes  furnished  must  correspond 
exactly  with  the  representations,  must  afford  perfectly  distinct 
impressions  of  the  marks,  and  must  be  upon  a  scale  sufficient] j 
large  to  reproduce  the  marks  faithfully.  Worn  or  mutilated 
blocks  or  electrotypes  cannot  be  accepted. 

25.  The  largest  space  available  for  the  insertion  of  any  single 
block  or  electrotype  is  eight  and  a-half  inches  broad  by  ten 
inches  deep. 

When  a  block  or  electrotype  txceeds  two  inehet  in  depths  a 
charge  for  additional  space  is  made,  at  the  rate  of  2«.  for  every 
inch  or  part  of  an  inch  beyond  the  two  inches. 

26.  The  number  given  by  the  comptroller  should  not  be  cut 
on  the  face  of  the  block  or  electrotype^  but  should  be  marked 
upon  the  side  in  such  a  manner  as  to  secure  its  identification. 

27.  All  blocks  or  electrotypes  should  be  sent  to  the  Patent 
OfSce,  Trade  Marks  Branch,  together  with  the  papers  marked 
''  Form  2,"  and  with  the  representation  of  the  mark  sent  for 
the  guidance  of  the  applicant  in  preparing  the  blocks  or  electro- 
types. 

28.  The  blocks  or  electrotypes  supplied  for  the  advertisement 
of  trade  marks  cannot  in  any  case  be  returned  to  applicantflL 


Bestriotioks  on  Segistration. 

29.  Ornamental  or  coloured  groundwork,  such  as  tartans  or 
checks,  cannot  be  claimed  as  part  of  a  mark  unless  such 
groundwork  be  included  within  the  mark  by  some  border  or  lines. 

30.  The  royal  arms,  or  anns  so  nearly  resembling  them  as  to 
be  calculated  to  deceive,  and  the  words  "  Eegistered,"  "  Regis- 
tered Design,"  "Copyright,"  "Entered  at  Stationers'  H^" 
« To  counterfeit  this  is  Forgery,"  "  Patent,"  "  Patented,"  will 
not  be  registered  under  the  Patents,  Designs,  and  Trade  Marks 
Act,  1883,  and  should  not,  therefore,  appear  upon  the  represen- 
tations of  trade  marks  forming  part  of  an  application. 
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31.  The  following  will  not  be  registered  aa  trade  marks,  or  as 
prominent  parts  of  trade  marks,  unless  the  marks  have  been 
nsed  before  13th  August,  1876 : — 

Eepresentations  of  Her  Majesty  the  Queen,  or  of  any  member 
of  the  royal  family. 

Representations  of  the  royal  crown. 
National  arms  or  flags. 
Prize  or  exhibition  medals. 

32.  When  there  appears  on  the  face  of  a  trade  mark  an  indi- 
cation of  the  goods  to  which  the  mark  is  applied,  the  claim  for 
its  registration  must  be  in  respect  of  those  goods  only. 


Forms  of  Countbr-Statement  and  Bond. 

33.  The  following  is  a  form  of  counter-statement. 

[For  this  form  see  Appendix  B.,  infnL] 

The  following  is  a  form  of  bond  which  the  comptroller  is 
able  to  accept  from  persons  opposing  applications,  and  who  have 
been  required  to  give  security  for  costs  : — 

[For  thk  form  see  Appendix  B.,  it^d.] 

34.  Before  he  is  required  to  bring  an  opposition  matter  before 
the  Court  under  Kule  29,  the  applicant  is  afforded  an  oppor- 
tunity of  objecting,  if  he  think  fit^  to  the  solvency  of  the 
security  for  the  costs  which  may  be  awarded  in  respect  of  the 
opposition. 

Fees. 

35.  See  the  First  Schedule  to  the  Trade  Marks  Eules,  1883, 
and  the  list  of  forms,  par.  3  of  these  Instructions. 

36.  An  application  for  the  registration  of  a  trade  mark  tcUl 
not  be  entered  by  tfte  comptroller  unless  it  be  accompanied  by  the 
proper  fees  in  impressed  stamps. 


Cutlers'  Company. 

37.  By  section  81,  sub-section  3,  of  the  Patents,  Designs,  and 
Trade  Marks  Act,  1883,  application  for  the  registration  of  trade 
marks  used  on  cutlery,  edge  tools,  or  on  raw  steel,  or  on  goods 
made  of  steel,  or  of  steel  and  iron  combined,  whether  with  or 
without  a  cutting  edge,  shall,  if  made  by  a  person  carrying  on 
business  in  Hallamshire,  or  within  six  miles  thereof,  be  made  to 
the  Cutlers'  Company. 

See  Rules  53  to  56,  and  par.  14  of  these  Instructions. 


n 
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Applications  made  to  the  Cutlers'  Company  in  pnmuunce  of 
section  81  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883, 
should  be  made  on  Form  F.,  the  address  in  the  left-hand  comer 
to  be,  "  To  the  Cutlers'  Company,  Sheffield,"  instead  of  «  To 
the  Comptroller,"  and  should  be  left  at,  or  sent  by  post  to,  the 
Cutlers  HaU,  Sheffield. 

Each  application  should  be  accompanied  by  an  unstamped 
copy  on  foolscap  paper.     8ee  Eule  53. 

Applications  sent  by  post  should  be  addressed — 

Chas.  Macro  Wilson,  Esq., 

The  Law  Clerk, 

The  Cutlers'  Hall, 

Sheffield. 


Makchsstsr  Offics. 


38.  For  the  convenience  of  merchants  and  manufacturers 
engaged  in  the  cotton  trade,  and  for  the  purpose  of  facilitating 
the  recording  of  trade  marks  used  in  respect  of  cotton  goods, 
an  office  will  be  opened  at  48,  Royal  Exchange,  Manchester, 
where  searches  can  be  made  on  payment  of  \s,  for  each  quarter 
of  an  hour  for  all  marks  in  classes  of  textiles  from  Class  23  to 
Class  35. 


Certificates. 


39.  The  comptroller's  certificate  in  relation  to  a  trade  mark 
is  of  four  kinds,  viz.  : — 

(L^  For  use  in  legal  proceedings. 

(ii)  For  use  in  applying  for  registration  in  foreign  countries. 
(iiL)  Of  any  application  made  and  of  proceedings  thereon, 
(iv.)  A  certificate  of  refusal  of  a  mark  in  use  before  13th 
August,  1875,  and  not  registrable. 

40.  A  person  desirous  of  obtaining  any  of  the  above  certifi- 
cates should  forward  Form  R.,  Form  S.,  Form  T  \  or  Form  L 
(see  par.  3),  as  the  case  may  be,  to  the  comptroller,  giving 
the  comptroller's  official  number  of  the  mark,  and  stating 
whether  the  certificate  is  required  for  use  in  legal  proceedings, 
or  for  use  in  applying  for  the  registration  of  the  mark  in  a 
foreign  country,  or  for  what  other  purpose. 

The  form  should  be  accompanied  by  two  unmounted  copies 
of  each  mark  for  which  a  certificate  is  required. 

41.  In  every  case  where  a  certificate  is  required  in  respect  of 
a  cotton  mark,  or  in  respect  of  any  trade  mark  of  which  the 
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lepresentations  or  specimens  forming  part  of  the  application  for 
registration  are  coloured,  two  unmounted  copies  of  the  mark 
must  be  supplied,  agreeing  in  every  respect  with  the  representa- 
tions forming  part  of  the  application  for  registration.  Special 
attention  should  be  paid  to  this  requirement,  as  the  certificate 
cannot  in  any  such  case  be  prepared  until  these  unmounted 
copies  are  received  by  the  comptroller. 


Eeoistbation  of  Subsequbnt  Proprietobs  of  Rbgistkred 

Trade  Marks. 

42.  The  request  and  declaration  to  be  made  by  a  subsequent 
proprietor  on  application  for  the  registration  in  his  name  of  a 
registered  trade  mark  must  be  made  on  Form  K.  (see  par.  3). 

H.  Reader  Lack, 

Comptroller. 
Patent  Office,  Trade  Marks  Branch, 
London. 

January,  1884. 


N.B. — The  Rules  and  Listructions  under  the  Trade  Marks 
Registration  Acts,  1875-7,  were  frequently  added  to  and 
altered,  and  it  will  be  advisable  for  intending  applicants  under 
the  Patents  Act,  1883,  to  take  care  to  proceed  in  accordance 
with  the  Rules  and  Listructions  for  the  time  being  in  force. 
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FORMS  PRESCRIBED  BY  THE  SECONU  SCHEDULE  TO 

THE  RULEa 
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TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

F. 

Appucation  for  Registration  of  Trade  Mark. 


One  repreaen* 
tation  to  be 
fixed  within  thi« 
rauare,  and  two 
ouiera  to  be 
sent  on  aeparate 
sheets  of  fools- 
cap. 


Representa- 
tions of  a  lazver 
sise  may  be  fold- 
ed, but  must  be 
mounted  upon 
linen  and  affixed 
hereto.    / 


You  are  hereby  requested  to  register  the  accompanying  trade 
mark  in  Class  ,  in  respect  of  (a)  , 

in  the  name  of  (b)  , 

who  claims  to  be  the  proprietor  thereof  (c). 

To  the  ComptroUeTy 

Patent  Office:  Trade  Marks  Branchy 
25,  Souihampton  Buildingay 
London. 


Dated  this 


(Signed) 
day  of 


(d\ 


,  1883. 


Note. — If  the  trade  mark  has  been  in  use  in  respect  of  the  goods 
since  before  August  13,  1875,  state  length  of  such  user. 


(a)  Only  goods  contained  in  <me  and  the  same  dost  should  be  set  out  here. 
A  separate  application  form  is  required  for  each  aeparaU  daas, 

(6)  Here  insert  l^bly  the  full  name,  address,  and  business  of  the  indivi- 
dual, firm,  or  company.  In  the  case  of  an  individual,  add  trading  style 
(if  any). 

(c)  Alter  to  *' claim  to  be  the  proprietors  thereof*'  in  the  case  of  a  firm 
or  company. 

{d)  To  be  signed  by  the  applicant ;  or,  in  the  case  of  a  firm,  by  a  partner, 
adding  "A  member  of  the  firm,*'  or,  in  the  case  of  a  company,  by  the 
secretaiy  or  other  principal  officer,  adding  "  For  the  Company.  Or,  in  any 
case,  an  agent  may  sign,  adding  **  Agent." 

C  C 


^ 
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TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

G. 


Additional  Rspresbntation  of  Trade  Mark  to  acoompakt 

Appucation  fob  Registration. 


Oik6  raprsMiit* 
atlon  of  tfaa 
Trade  Utak  to 
be  affixed  within 
thlaaquare. 

It  muBt  oorre* 
BDond  exactly.  In 
all  respects,  with 
the  zepreseDta- 
tlon  affixed  to 
the  Application 
Form. 


Any  reproeent- 
atlon  of  a  Uzver 
sise  than  focus- 
cap  may  be 
folded  but  must 
then  be  mounted 
upon  Unen  and 
affixed  hereto. 


Two  of  these  Additional  Representations  of  the  Trade  Mark 
must  accompany  each  fonn  of  application. 

In  the  case  of  a  trade  mark  claimed  in  one  of  the  Classes 
23  to  35,  Three  of  these  Additional  Representations  of  the 
mark  must  accompany  the  form  of  application. 
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387 


TRADE 
MABK& 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

H. 

Form  of  Appeal  to  Board  of  Trade  on  Refusal  of  Comp- 
troller TO  Register  a  Trade  Mark« 

Sir, 

I  HEREBT  give  notice  of  my  intention  to  appeal  against 
your  decision  upon  my  application  to  register  a  trade  mark 
No.  in  Class  for 

and  I  beg  to  submit  my  case  (a)  for  the  decision  of  the  Board  of 
Trade. 

I  am,  Sir, 

Your  obedient  Servant, 

To  the  Comptroller^ 

Patent  Office:  Trade  Marks  Branchy 
25,  SotUhampton  Buildings^ 
London, 

(a)  The  statement  of  the  case  to  be  written  npon  foolscap  paper  (on  one 
side  only),  with  a  margin  of  two  inches  on  the  left-hand  side  thereof. 


TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

I. 
Fee  for  Registration  of  a  Trade  Mark. 

Sir, 

In  reply  to  your  request  I  hereby  transmit  the  prescribed 
fee  for  the  registration  of  the  trade  mark,  No. 
in  Class 

I  am, 
Sir, 
Your  obedient  Servant, 

To  tlie  Comptroller^ 

Patent  Office:  Trade  Marku  Branchy 

25,  Southampton  Buildings, 

London. 


c  c  2 
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TRADE 
HABKfi. 


PATENTS,  DESIGNS,  AND  TRADE  MARK&  ACT,  1883. 

J. 
NonoE  OF  Opposition  to  Application  for  Registration. 
[To  be  accompanied  by  an  unstamped  dupluxUe^l 


Sib, 


In  the  matter  of  an  application. 

No.  by 

of 


NoTiOE  is  hereby  given  that  I 
of 
oppose  the  registration  of  the  trade  mark  advertised  under  the 
above  number  for  Class  in  the  Trade  Marks  Journal  of 

the  day  of  188     ,  No.  ,  page 

The  grounds  of  opposition  are  as  follows: — (a) 

To  the  Comptroller, 

Patent  Office:  Trade  Marks  Branch 
25,  Southampton  Buildings, 
London, 

(a)  See  page  406,  tn/Wt,  for  fonns  o^  gronndi  of  oppoettion. 

(&)  To  be  dated  and  signed  at  the  end  by  the  opponent  or  his  eoUoitor. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

K. 

Request  to  Enter  Name  of  Subsbqubnt  Proprietor  of  Trade 
Mare  upon  the  Register,  with  Deolaration  in  support 

THERBOR. 

■l.(a) 
hereby  request  that  70U  will  enter  (6)  name     (c)  in  the 

register  of    trade  *  marks  as  proprietor     of   the  trade    mark 

No.  in  Class 

{d)  entitled  to  the. said  trade  mark  and  to  the  goodwill 

of  the  business  concerned  in  the  goods  with  respect  to  which 

the  said  trade  mark  is  registered. 

And  I  do  solemnly  and  sincerely  declare  that  the  above 
several  statements  are  true,  and  the  particulars  above  set  out 
comprise  every  material  fact  and  document  affecting  the  pro- 
prietorship of  the  said  trade  mark  as  above  claimed. 

(/)  And  I  make  this  solemn  declaration  conscientiously  be- 
lieving the  same  to  be  true,  and  by  virtue  of  the  provisions  of 
the  Statutory  Declarations  Act,  1835. 

(3) 
Declared  at 


this 


day  of 


188 
Before  me, 
•(A) 


] 


To  the  Comptroller, 

Patent  Office:  Trade  MarJ^  BrancJi, 
25,  Southampton  Buildings, 
Londom, 


TRADE 
MARKS. 


(a)  Or  We.     Here  insert  name,  full  address,  and  description. 

(6)  My  or  onr. 

(e)  Or  names. 

{d)  I  am,  cr  We  are. 

(e)  Here  state  whether  trade  mark  transmitted  by  death,  marriaire,  bank- 
ruptcy, or  other  operation  of  law,  and  if  entitled  by  assignment,  state  the 
particulars  thereof,  as,  e.g.,  **  by  deed  dated  the  day  of  ,  188    ,  made 

between  So-and-So  of  the  one  part." 

(/)  This  paragraph  is  not  required  when  the  declaration  is  made  out  of 
the  United  Kingdom. 

ig)  To  be  signed  here  by  the  person  making  the  declaration. 

(A)  Signature  and  tiUe  of  the  authority  bsfore  whom  the  declaration  is 
made. 
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TRADE 
MARKH. 


TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 


Request  for  Certificate  of  Refusal  to  Rbqibteb  a  Trade 
Mark  in  use  before  13th  August,  1875. 

In  the  matter  of  an  application 
for  registration  of  an  old   trade 
mark,  No. 
in  Class 
Sir, 

I, 

of 

the  applicant  in  the  above  matter,  hereby  request  you  to  furnish 
me  with  your  Certificate  of  Refusal  to  register  the  said  trade 
mark. 

(«) 

Dated  this  day  of 

To  the  Comptroller, 

Patent  Office:  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London, 

(a)  Signature  of  applicant. 


188 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

M. 

Notice  of  Application  for  Alteration  of  Address  on  Regis- 
ter of  Trade  Marks. 

In  the  matter  of  the  Trade  Mark, 
No.  registered 

in  Class 
Sir, 

Notice  is  hereby  given  that  I 
of 
the  registered  proprietor  of  the  trade  mark  numbered  as  above 
desire  that  my  address  on  the  register  of  trade  marks  be  altered 
to 

Dated  this  day  of  ,  188    . 

(a) 

To  the  Comptroller, 

Patent  Office  :  Trade  Marks  Branch, 

25,  Southampton  Buildings, 

London, 

(a)  Signature  of  proprietor. 
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TRADE 
MARKS. 


TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND  TRADE  MASKS  ACT,  1883. 

N. 

Notice  of  Order  for  Alteration  or  Rectification  of 
N      Register  of  Trade  Marks. 

In  the  matter  of  the  trade  mark, 
No.  ,  registered 

in  class  in  the  name  of 

Sib, 

Notice  is  hereby  given  that  by  an  order  of  the  Court 
made  on  the  day  of  188     ,  it  was  directed 

that  the  entry  on  the  register  of  trade  marks  in  respect  of  the 
trade  mark  numbered  as  above  should  be  rectified  in  the  manner 
therein  specified. 

An  office  copy  of  the  order  of  the  court  is  enclosed  herewith. 
Dated  this  day  of  ,  188     . 

To  the  Comptroller^ 

Patent  Office:  Trade  Marks  Branchy 
25,  Southampton  BuildingSy 
London. 

(a)  To  be  signed  by  the  person  intereeted  or  his  agent. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

0. 

Form  of  Application  by  Proprietor  of  Registered  Trade 
Mark  to  cancel  entry  on  Register. 

Trade  mark  No.  class  advertised  in  "  Tnide 

Marks  Journal,"  No.  ,  page 

Name  of  registered  proprietor  or  firm 
Place  of  business 

I,  the  imdersigned, 
of 

\or  I,  the  undersigned, 
a  member  of  the  firm  of 
of 

on  behalf  of  my  said 
firm] 

apply  that  the  entry  upon  the  register  of  the  trade  marks  in 
Class  of  the  trade  mark  No.  may  be  cancelled. 

The  day  of  ,  188     . 

{Signed) 
This  is  the  statement  marked  O  referred  to  in  the  declaration 
of  made 

before  me  the  of  ,  188     . 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

P. 

Form  op  Dbclaratiok  in  support  op  Application  por  Can- 
cellation OP  Trade  Mark  bt  Ownkr. 

I,  of 

i  [or 
I  a  member  of  the  finn  of 

of 

do  hereby  solemnly  and  sincerely  declare,  to  the  best  of  my 
knowledge  and  belief,  as  follows : — 

(1)  The  application  signed  by  me,  and  dated  the 

day  of  ,  18       ,  and  marked  with  the  letter  O, 

and  shown  to  me  at  the  time  of  making  this  declaration,  is  true. 

(2)  I  am  the  person  whose  name  appears  on  the  raster  of 
trade  marks  as  the  proprietor  of  the  trade  mark  referred  to  in 
the  said  application  marked  with  the  letter  0. 

[or  my  said  firm  is  the  firm  whose  name  appears  on  the  register 
of  trade  marks  as  the  proprietor  of  the  trade  mark  referred  to  in 
the  said  application  marked  with  the  letter  0.] 

And  I  make  this  solemn  declaration  conscientiously  believing 
the  same  to  be  true,  and  by  virtue  of  the  provisions  of  the 
Statutory  Declarations  Act,  1835. 

(Signed) 

Declared  at 

this  day  of 

,  188    . 
before  me, 

If  the  declaration  be  made  before  a  commissioner  to  administer 
oaths  it  will  require  to  be  stamped  with  a  28,  6d,  impressed  Inland 
Revenue  stamp. 
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TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

Q. 
Form  of  Rbqubst  for  Corrbotioh  op.  Clerical  Error  in 

RBOARD   TO   A   TrADB   MaRK. 


Sir, 


I  HERBBY  REQUEST  that 


To  the  Comptroller^ 

Patent  Office:  Trade  Marks  Braiichj 
25,  Sotdhampton  Buildings^ 
London, 


TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

R 
Request  for  Certificate  of  Reqistration  of  Trade  Mark 

FOR  USE  in   obtaining   REGISTRATION  AfiROAD. 


Sir, 


In  the  matter  of  the  trade  mark, 
No.  ,  registered  in 

Class  in  the  name  of 


of 

the  registered  proprietor  of  the  above  trade  mark  hereby  request 
you  to  furnish  me  with  your  certificate  of  registration  for  use  in 
obtaining  registration  of  the  same  in  (a) 


(ft) 


Dated  this 


day  of 


,188 


To  the  Gomptroller, 

Patent  Office:  Trade  Marks  Branch, 
25,  Southampton  Buildings, 
London. 

(a)  Here  state  luune  of  country  in  which  registration  is  to  be  sought. 
(&)  Signature. 


396 


APPENDIX  B. 


TRADE 
MARKS. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

W. 

Form  of  Appeal  from  Cutlers'  Company  at  Sheffield  to 

Comptroller. 


[To  be  accompanied  by  an  unstamped  duplie€tteJ] 


Sir, 


I  hereby  give  notice  of  appeal  against  the  decision  of  the 
Cutlers'  Company  of  Sheffield  in  regard  to  my  application  for 
registration  of  a  trade  mark.  No.  ,  in  Class  , 

for  , 

and  I  beg  to  submit  my  case  (a)  for  your  decision  accordingly. 


Dated  this 


day  of 


,188 


To  the  Comptroller, 

Patent  Office :  Trade  Marks  Branch, 

25,  Southampton  Buildings, 

London, 

(a)  The  statemeat  of  the  case  to  be  written  upon  foolBcap  paper  (on  one 
side  only),  with  a  mazgin  oi  two  inches  on  the  left  hand  dde  thereof. 
(5)  Signature. 
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FORMS  SUGGESTED  BY  THE  COMFIROLLER. 
[See  iTutructionSf  par,  33.] 


a. 
Form  of  Counter-St/ltbment. 

PATENTS,  DESIGNS,  AND  TKADE  MARKS  ACT,  1883. 

Trade  Marks. 

In  the  matter  of  an  application 
No.  ,  and  of  the  oppo- 

sition thereto  No. 
In  reply  to  the  notice  of  opposition  in  this  matter  by 
of  ,  I  give  notice  by  way  of  counter-statement 

that  I  rely  for  my  application  on  the  following  grounds  (a) : — 

(To  be  dated  and  signed  by  the  applicant  or  his  solicitor.) 

To  the  Comptroller^ 

Patent  Office :  Traile  Marks  Branchy 

25,  S&uihamptoH  Buildings, 

LmdotL 

(a)  See  page  409,  infrd,  for  fonuB  of  grounds  of  counter-statement. 


h. 

Form  of  Bond. 


PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

Trade  Mares. 

In  the  matter  of  an  application 
No.  ,  and  of  the  opposi- 

tion thereto  No. 
Enow  all  men  by  these  presents  that  we  of 

,  and  of  , 

are  jointly  and  severally  held  and  firmly  bound  to  Henry  Reader 
Lack,  the  Comptroller-General  of  patents,  designs,  and  trade 
marks,  in  the  penal  sum  of  pounds  of 
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good  and  lawful  money  of  Great  Britain,  to  be  paid  to  the  said 
Henry  Reader  Lack  or  to  other  the  Comptroller-Xjeneial  of 
patents,  designs,  and  trade  marks  for  the  time  being,  for  which 
payment  to  be  well  and  faithfully  made  we  bind  ourselves  and 
each  of  us  our  and  each  of  our  heirs,  executors,  and  administra- 
tors firmly  by  these  presents  sealed  with  our  s^ds. 

Dated  this  day  of  ,  18       . 

Whereas  pursuant  to  the  provisions  of  the  Patents,  Designs^ 
and  Trade  Marks  Act,  1883,  and  of  the  Trade  Marks  Bulea, 
1883,  an  application  (No.  )  has  been  made  by 

,  of  ,  to  the  Comptroller-General  of 

patents,  designs,  and  trade  marks,  for  the  registration  of  a 
certain  trade  mark.     And  whereas  the  above-bounden 

have  delivered  a  notice  of  opposition 
to  such  registration,  and  the  said 

have  sent  to  the  said  Comptroller  General  a  counter-statement 
of  the  grounds  on  which  they  rely  for  their  application.  And 
whereas  the  said  Comptroller-General,  pursuant  to  the  terms  of 
the  said  Act,  hath  required  the  said 

to  enter  into  the  above-written  obligation 
(subject  to  the  condition  hereinafter  contained)  as  security  for 
such  costs  as  may  be  awarded  in  respect  of  such  opposition. 

Now  the  condition  of  the  above-written  obligation  is  such 
that  if  the  said  or  either  of  them, 

their  or  either  of  their  heirs,  executors,  or  administrators,  do  and 
shall  well  and  truly  pay  or  cause  to  be  paid  to 

all  such  costs  as  the  High  Court  of  Justice  shall 
think  fit  to  award  to  the  said  in  respect 

of  the  said  opposition,  then  the  above  written  obligation  is  to  be 
void  or  else  to  remain  in  full  force  and  virtue. 
Signed  sealed  and  delivered  by  the  above- 
bounden  and 

in  the  presence  of 
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FORMS  IN  USB  IN  THE  PATENT  OFFICE,  TRADE  MARKS 

BRANCH  (SELECTED.) 

c. 
Form  of  Rbobipt  of  an  Application. 

Patent  Office :  Trade  Marks  Branch, 

London. 
Received  this  day  of  ,  188     ,  an  appli- 

cation for  the  registration  of  trade  mark 

in  the  name  of 

C(ymptroller. 


Form  of  Notification  of  Registration. 

Patent  Office:  Trade  Marks  Branch, 
London,  188     . 

Sir, 

I  have  to  inform  you,  pursuant  to  Rule  33  of  the  Rules 
under  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  that 
the  trade  mark     in  your  application  No.  ,  which  was 

duly  advertised  in  No.  of  the  Trade  Marks  Journal^ 

ha      been  registered  in  your  name  in  respect  of  the  goods 
specified  by  you  under  Class 

I  am, 
Sir, 
Your  obedient  Servant, 

Comptroller, 
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/ 


Form  op  Notice  to  Applicant  to  BRixa  Opposed  Application 

BEFORE  the   CoURT« 


Any  further  oommunication  on  this 
subject  should  be  addreaaed  to — 
The  Comptroller, 
Patent  Office:  Trade  Marha Branch, 
25,  Southampton  Buildings, 
London. 
and  the  following  number  should  be 
quoted  in  the  communication  : — 
0pp. 


Patent  Office:  Trade  Marks  Btanch, 
25,  Southampton  Buildings, 


London. 


18    . 


Opp. 


Sir, 


to  App. 


I  have  to  inform  you  that  this  matter  must  now  be 
submitted  for  the  determination  of  the  Chancery  Division  of 
Her  Majesty's  High  Court  of  Justice,  and  that  you  should, 
within  one  month  from  this  date,  take  the  necessary  steps,  under 
Eule  29  of  the  Trade  Marks  Rules,  1883,  to  bring  the  matter 
before  the  said  Division,  and  send  me  notice  to  that  effect ;  and 
if  you  do  not  send  me  such  notice  within  such  time  as  aforesaid, 
you  will  be  deemed  to  have  abandoned  your  application. 


I  am, 


To  A.  B., 

c/o.  C.  D, 


Sir, 

Your  obedient  Servant, 

Oamptrolle9\ 


D  D 


'  "*      ^«C»AL    PBOCBEDIHea. 

'^■'^E   Marks  act,  im 


thi''*i?''  of  Legal  Frooeediag" 

■J    -L>i  Vision. 
^tWeen  ^.  ^.,  Plaintiff, 
and 
C  i>.,  I>efenua'it. 

^PtroUer-General    of    T»i^^ 
^^^^y  that  ^.  B.  of 
?*    trade  marks  as  ptoP"*^ 

^^tion  of  which  mark  appl"* 


lUi, 


-^  mark  is  shown 


bereunder. 
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h. 

Form  of  Cbrtifioatb  for  usb  in  Appltino  for  Ebgistration 

IN  Foreign  Countries. 

PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 

Certificate  of  Begutration, 

In  the  matter  of  an  application  to 
No.  register  the  Trade  Mark  No. 

of  A.  B.f  in  [France], 
I,  Henrt  Reader  Lack,   Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks,  hereby  certify  that  A.  B,,  of 

,  is  entered  on  the  register  of  trade  marks  as  proprietor 
of  the  trade  mark  No.  in  Class  in  respect 

of  ,  for  the  registration  of  which  mark  applica- 

tion was  made  on  the  day  of  18         . 

The  user  claimed  for  the  said  trade  mark  is  [one  year  before 
the  IZth  day  of  August,  18751. 

A  representation  of  the  said  trade  mark  is  annexed  hereto. 

REPRESENTATION   OF   TRADE  MARK. 


Witness  my  hand  and  seal  this 
188     . 


day  of 


PcUeni  Office :  Trade  Marks  Branch, 
25,  Sovthampton  Buildings, 
London, 


Comptroller-  General, 


D  D  2 
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t. 
FOBX   OF  GSNBBAL  GbRTIFICATB. 

PATENTS,  DESIGNS,  AND  TRADE  MAEKS  ACT,  1883. 

Otneral  Certificate, 

In  the  matter  of 
No. 

I,  Hbnrt   Reader   Lack,  ComptrolleT-General  of  Patent^ 
Designs,  and  Trade  Marks,  hereby  certiiy  that 


REPRESENTATION   OF  TRADE   HARK. 


Witness  my  hand  and  seal  this 
188    . 


day  of 


ComptrMer-Oenend, 


Patent  Office :  Trade  Marke  Branch, 
25,  Southampton  BuUdinge^ 
Ijondon, 
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k. 

Form  of  Cebtifioatb  of  Ebfusal  to  Kegisteb. 


PATENTS,  DESIGNS,  AND  TRADE  MABKS  ACT,  1883. 
Certifieate  of  Refu8CLly.under  section  77. 

No. 

I,  Hekrt  Reader  Lack,  Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks,  hereby  certify  that  on  the 
day  of  18        , 

of 

applied  to  register  the  mark,  of  which  a  representation  is  annexed, 
in  Class  ,  stating  that  the  said  mark  had  been  in  use  as 

a  trcuie  mark  before  the  13th  day  of  August,  1875 ;  and  I  also 
certify  that  registration  of  the  said  mark  has  been  refused  by 
me  as  not  coming  within  the  64th  section  of  "The  Patents, 
Designs,  ^and  Trade  Marks  Act,  1883." 

REPRBSENIUITION    OF   TRADE  MARK. 


Witness  my  hand  and  seal  this 
188    . 


day  of 


Comjjt  roller-  Getierai^ 


Patent  Office :  Trade  Marks  Branch, 
25,  Southampton  BuUdiwjs, 
London, 


] 
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PART  n. 

FORMS  FOR  USE  IN  REGISTRATION  PROCEEDINGS. 

1.  Grounds  of  Opposition  (a). 

(L)  The  alleged  trade  mark  to  which  the  ahove-mentioned 
application  relates  is  not  a  registrable  trade  mark 
within  §  64  of  the  Patents,  Designs  and  Trade  Mark« 
A<±  lj^3^^jj-^r«^5"^^  ^  ^ro  yrc:/iym^:z£  ^W* 

(iL)  The  al^ge^d  [Srtiin[lTvo-^peIafe8]  does  not  consist  of  or 
contain  any  essential  particular  as  defined  by  §  64  of 
the  Patents,  Designs  and  Trade  Ma^  Act,  1883,  or 
any  special  and  distinctive  word,  or  words,  letter, 
figure,  or  combination  of  letters  or  figures^  or  of  letters 
and  figures  used  as  a  trade  mark  before  the  13ih 
August,  1875. 

(iii.)  It  is  not  the  fact»  as  alleged  by  the  applicant  in  his 
application,  that  he  has  used  the  trade  mark  No. 
for  years.     The  said  trade  mark  has  in  fact 

been  used  exclusively  for  years  past  by  the 

opponent,  who  is  now  applying  to  register  the  same. 
If  there  has  been  any  user  by  the  applicant,  the  same 
has  been  clandestine  and  unknown  to  the  opponent. 

(iv.)  It  is  not  the  fact  as  alleged  [as  in  (iii.)  to — years].  The 
applicant  has  never  used  the  said  alleged  trade  mark 
otherwise  than  as  a  mere  descriptive  term,  and  he  is  not 
now  entitled  to  register  it  as  his  old  trade  mark. 

(v.)  The  goods  in  respect  of  which  the  above-mentioned 
applicant  is  seeking  to  register  the  alleged  trade  mark 
No.  are  not  goods  comprised  in  Class  of 

the  classes  under  the  Patents,  Designs  and  Trade 
Marks  Act,  1883. 

(vi.)  The  alleged  [as  in  (i.)  to— relates]  is  a  mere  word  in 
ordinary  use  in  the  English  language  descriptive  of 
quality,  and  the  applicant  is  not  entitled  to  acquire  an 
exclusive  right  therein  by  registration. 

(a)  See  Form  J.,  p.  888,  tupriky  as  may  be  necenary,  or  .they  may 
for  the  formal  partH  of  the  notice  of  suggest  othen  more  snitaUe  to  par- 
opposition.      These  forms   are   in-  ticular  cases, 
tended  to  be  varied  and  combined 
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(vii.)  The  alleged  [as  in  (i.)  to — ^relates]  is  not  distinctive  of 

the  above-named  applicant's  goods,  but  is  merely  de-    / 
scriptive  of  the  nature  and  quality  of  the  goods  to 
which  it  is  applied, 
(viii.)  The  alleged  [as  in  (i.)  to — ^relates]  is  not  a  mark  distinc- 
tive of  the  above-named  applicant's  goods,  but  has  for 
many  years  past  been  in  common  use  in  the 
trade,  and  is  generally  understood  by  the  trade  and  the 
public  to  denote  a  particular  quality  lor  pattern]  of 
goods   [and  was  for  that  reason  placed  by  the  Man- 
chester Committee  of  Experts  in  their  second  class  or 
B.  list],  and  no  person  is  entitled  to  acquire  an  exclu- 
sive right  therein  by  registration.  .^) 
(ix.)  The  alleged  [as  in  (L)  to — relates]   consists  of  a  name  i    > 
which  has  throughout  the  continuance  of  an  expired 
patent  been  applied  by  the  applicant  as  patentee,  and 
by  the  trade  and  the  public,  to  articles  manufactured 
in  accordance  with  the  said  patent.     Upon  the  expira- 
tion of  the  said  patent  the  trade  became  entitled  to 
manufacture  in  accordance  with  the  said  patent,  and  to 
describe  articles  so  manufactured  by  the  name  which 
was  generally  understood  to  bo  descriptive  of  them, 
and  the  applicant  is  not  now  entitled  to  exclude  the 
trade  from  the  use  of  the  said  name, 
(x.)  The  alleged  [as  in  (i.)  to — relates]  is  identical  with  the 
opponent's  trade  mark   No.                registered  with 
respect  to  the  same  goods  or  description  of  goods  as 
those  for  which  the  applicant  is  now  applying  to  ^ 
register  the  same.     If  the  applicant   is  allowed  to  " 
register  or  use  the  said  alleged  trade  mark,  the  trade 
and  the   public  will  be  deceived  and  the  opponent 
injured. 
(xL)  The  alleged  [as  in  (L)  to — relates]  so  nearly  resembles 
the  opponent's  [as  in  (x.)  to — register  the  same]  as 
to  be  calculated  to  deceive.     An  action  is  now  pending 
in  the  Chancery  Division  of  the  High  Court  of  Justice 
in  which  the  opponent  is  seeking  to  restrain  the  appli- 
cant from  using  the  said  alleged  trade  mark, 
(xii.)  The  alleged  [as  in  (i.)  to — relates]  so  nearly  resembles 
the  opponent's  Sheffield  mark  No.           ,  registered  in 
the  Sheffield  register  with  respect  to  the  same  goods  or 
description  of  goods  as  those  for  which  the  applicant  is 
now  applying  to  register  the  said  alleged  trade  mark,  as 
•    to  be  calculated  to  deceive, 
(xiii.)  The   trade  mark   [as  in  (i.)  to — ^relates]   is  the  trade 
mark  of  the  opponent,  and  has  been  used  by  him  in 
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his  buBinesB  for  years  last  past,  and  an  applica- 

tion by  the  opponent  for  the  registration  of  the  same  is 
now  pending.  The  applicant  is  a  dischaiged  servant 
of  the  opponent,  in  fiaud  of  whose  rights  the  present 
application  is  made. 

(xir.)  The  trade  mark  [as  in  (i.)  to— relates]  was 

months  since  adopted  by  the  opponent  and  used  upon 
his  [describe  the  goods],  and  the  applicant  was  em- 
ployed by  the  opponent  to  obtain  the  registration  of 
the  same  on  his  behalf,  and  he  is  not  now  entitled  to 
obtain  the  registration  of  the  same  in  his  own  name, 
(zv.)  The  trade  mark  [as  in  (L)  to — relates]  has  for  many 
years  past  been  the  exclusive  property  in  [France]  of 
the  opponent,  and  it  has  for  the  same  period  been 
exclusively  used  in  the  United  Kingdom  upon  goods 
of  the  opponent  imported  into  this  country.  [The 
opponent  has  not  hitherto  r^stered  the  said  trade 
mark  in  the  United  Kingdom  from  ignmuDce  of  the 
requirements  of  British  law,  but  he  is  now  about  to 
apply  for  the  registration  of  the  same.] 

(xvL)  The  alleged  [as  in  (i.)  to — relates]  contains  several 
material  mis-statements  with  respect  to  the  nature  and 
composition  of  the  article  to  which  it  is  applied  by  the 
applicant,  and  the  said  alleged  trade  mark  is  therefore 
calculated  to  deceive,  and  ought  not  to  be  registered. 

(xvii.)  The  alleged  [as  in  (L)  to — relates]  contains  a  statement 
contrary  to  the  fact,  that  the  goods  to  which  it  is 
applied  by  the  applicant  are  patented,  and  the  said 
alleged  trade  mark  ought  not  therefore  to  be  registered, 
(xviii.)  By  articles  of  partnership,  dated  ,  under 

which  the  opponent  and  the  applicant  carried  on  busi- 
ness until  recently  in  partnership,  it  was  agreed  that 
on  the  dissolution  of  the  partnership  the  goodwill  of 
the  partnership  business  and  the  trade  marks  used 
therein  (of  which  the  trade  mark  [as  in  (L)  to — re- 
lates] was  one)  should  belong  solely  to  the  opponent. 
The  said  partnership  is  now  dissolved,  and  the  applicant 
is  not  entitled  to  use  or  register  the  said  trade  mark, 
(xix.)  By  articles  fas  in  (xviiL)  to — dissolution  of  the  partner- 
ship] neither  of  the  partners  should  in  any  business 
carried  on  by  him  use  the  name  or  trade  marks  used 
by  the  said  partnership.  The  trade  mark  fas  in  (L)  to 
— relates]  is  one  of  the  trade  marks  whicn  were  used 
by  the  said  partnership,  and  since  the  dissolution  of 
the  said  partnership  the  applicant  is  not  entitled  to 
use  or  register  the  said  trade  mark. 
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(xx.)  The  word  -which  fonns  part  of  the  alleged  [as 

in  (L)  to — relates]  is  a  word  in  common  use  i^  the 
trade,  and  the  applicant  is  therefore  not  entitled  to 
acquire  any  exclusive  right  in  the  said  word  hy  registra- 
tion, or  to  obtain  registration  of  the  said  alleged  trade 
mark,  except  and  unless  he  first  disclaims  any  right  to 
the  exclusive  use  of  the  said  word. 

(xxi.)  The  device   of  a  ["lion"]   is  in  common  use  in  the 

trade,  and  the  applicant  is  therefore  not 
entitled  to  obtain  registration  of  the  words  [''Lion 
Brand  "]  as  part  of  his  alleged  trade  mark  No.  , 

except  and  unless  he  first  disclaims  any  right  to  the 
exclusive  use  of  the  said  words. 

(xxii.)  Goods  of  my  manufacture  [or,  merchandise]  of  the 
same  description  as  the  goods  for  which  the  applicant 
is  now  applying  to  register  his  alleged  trade  mark,  are 
constantly  ordered  and  sold  as  ["  Lion  "]  goods^  and  if 
the  applicant  is  allowed  to  obtain  registration  of  the 
device  of  a  [lion]  as  [or  as  part  of]  his  trade  mark,  it 
will  cause  his  goods  to  be  passed  off  as  and  for  my  goods. 

(xxiiL)  The  alleged  [as  in  (i.)  to — relates]  so  nearly  resembles 
the  opponent's  registered  trade  mark  No.  as  to 

be  calculated-  to  deceive.  The  class  of  goods  for  the 
whole  of  which  the  above-mentioned  applicant  is  now 
applying  to  register  the  said  trade  mark  includes  the 
goods  in  respect  of  which  the  opponent's  said  trade 
mark  is  registered,  and  the  applicant  is  therefore  not 
entitled  to  obtain  registration  of  the  said  alleged  trade 
mark  except  and  unless  the  goods  in  respect  of  which 
registration  is  granted  to  him  are  so  limited  and  defined 
as  not  to  include  the  goods  or  description  of  goods  for 
which  the  opponent's  said  trade  mark  is  registered  as 
aforesaid. 


u^ 


/ 


2.  Grounds  op  Counter-statement  (a). 

(L)  The  trade  mark  to  which  the  above-mentioned  application 
relates  has  been  exclusively  used  for  years 

last  past  by  the  applicant,  and  is  a  good,  valid,  and 
registrable  trade  mark. 

(iL)  The  trade  «mark  [as  in  (i.)  to— relates]  consists  of  [or 
contains]  an  essential  particular  as  defined  by  §  64  of 
the  Patents,  Designs  and  Trade  Marks  Act,  1883,  viz., 

(a)  See  Form  a.,  p.  397,  suprd,  for  the  formal  parts  of  the  oounter-state- 
ment. 
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[a  distinctive  device,  mark,  or  label],  and  is  therefore 
registrable  as  a  new  trade  mark, 
(iii.)  The   trade   mark    [as  in  (i.)  to— relates]   consists  of  a 
special  and  distinctive  word  nsed  by  the  opponent  as 
a  trade  mark  before  the  13th  day  of  August,  1875,  and 
is  therefore  a  good  and  valid  trade  mark  and  is  regis- 
trable as  an  old  mark, 
(iv.)  I  have  publicly  used  the  trade  mark  [as  in  (L)  to— 
relatesj  in  the  United  Kingdom  for  years,  as 

alleged  in  my  above-mentioned  application.  Such  user 
has  not  been  clandestine,  but  has  been  generally  known 
to  the  trade  in  ;  and  if  it  has  not  been  known 

to  the  opjwnent,  that  must  have  beeb  either  because 
he  was  not  engaged  in  such  trade,  or  else  because  he 
conducted  his  businass  negligently, 
(v.)  The  goods  in  respect  of  which  I  am  applying  to  raster 
my  above-mentioned  trade  mark  No.  are  goods 

comprised  in  Class  of  the  classes  under  the 

Patents,  Designs  and   Trade   Marks   Act,   1883   [as 
appears  from  the  Guide  to  the  ClassiBcation  issued  at 
the  Patent  Office]. 
(vL)  My  above-mentioned  trade  mark  is  not  a  mere  word  in 
ordinary  use  in  the  English  language  descriptive  of 
quality,   but  is  a   special   and   distinctive  word   by 
which  my  goods  are  genei-ally  recognised  by  the  trade 
and   the  public,  and  I  am  entitled  to   register  the 
same, 
(vii.)  My  above-mentioned  trade  mark  is  not  merely  descriptive 
of  the  nature  and  quality  of  the  goods  to  which  it  is 
applied,  but  it  was  first  adopted  and  has  since  been 
exclusively  used  by  myself  for  the  purpose  of  distin- 
guishing goods  of  my  manufacture  [or  merchandise], 
and  it  is  generally  recognised  as  being  distinctive  of 
such  goods, 
(viii.)  It  is  not  the  fact  that  my  above-mentioned  trade  mark 
has  for  many  yeara  past,  or  at  all,  been  in  common  use 
in  the  trade.     In  instances  1  have  obtained 

injunctions  to  restrain  infringements  thereof,  and  if 
there  has  been  any  user  by  persons  not  so  restrained  it 
has  been  without  my  knowledge,  or  I  should  have 
taken  proceedings  against  them, 
(ix.)  It  is  not  the  fact  that  my  above-mentioned  trade  maik  is 
generally  uudei-stood  by  the  trade  or  the  public  to 
denote  a  particular  quality  of  goods ;  on  the  contrary, 
it  is  generally  understood  to  denete  goods  of  my  manu- 
facture [or  merchandise],  and  the  trade  and  the  public 
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would  be  deceived  and  I  should  be  iujured  if  any 
other  manufacturer  were  to  use  it. 
(x.)  My  above-mentioned  trade  mark  was  placed  by  the 
Manchester  Committee  of  Experts  in  their  2nd  class, 
or  B.  list^  in  consequence  of  a  misapprehension  as  to 
the  principles  by  which  their  action  was  to  be  governed, 
and  the  said  mark  was  wrongfully  so  placed,  and 
ought  to  be  admitted  to  registration. 

(xi.)  It  is  not  the  fact  that  I,  or  the  trade,  or  the  public,  have 
used  or  understood  my  above-mentioned  trade  mark  ds 
describing  articles  made  in  accordance  with  my  expired 
patent.  On  the  contrary,  I  adopted  it  before  the  grant 
to  me*  of  the  said  patent,  and  it  has  always  been  used 
and  understood  as  distinguishing  goods  of  my  make, 
and  not  goods  of  any  particular  pattern. 

(xii.)  My  above-mentioned  trade  mark  is  not  identical  with  ^' 
the  opponent's  registered  mark  \or  Sheffield  mark],  nor 
does  it  so  nearly  resemble  the  same  as  to  be  calculated 
to  deceive. 

(xiiL)  The  goods  with  respect  to  which  the  opponent's  trade 
mark  \or  Sheffield  mark]  is  registered  are  not  the  same 
goods  nor  goods  of  the  same  description  as  the  goods 
with  respect  to  which  I  am  applying  for  registration  of 
my  above-mentioned  trade  mark. 

(xiv.)  The  opponent's  trade  mark  No.  is  not  a  good  or 

valid  trade  mark,  but  was  registered  by  mistake  and 
wrongfully,  and  I  am  now  applying  for  the  rectifica- 
tion of  the  register  by  the  removal  therefrom  of  the 
said  mark. 

(xv.)  Whether  the  trade  mark  which  I  am  now  applying  to 
register  is  or  is  not  the  property  of  the  opponent  in  a 
foreign  country,  as  to  which  I  have  no  knowledge,  the 
said  trade  mark  has  not  up  to  the  present  time  been 
known  in  the  United  Kingdom  in  connection  with  [de- 
scribe the  goods],  but  the  same  is  a  new  mark  adopted 
for  the  first  time  by  myself  months  since. 

(xvi)  The  statements  contained  in  my  above-mentioned  trade 
mark  are  true,  and  my  said  trade  mark  is  not  calcu- 
lated to  deceive.  If  any  of  such  statements  are  exagge- 
rated, such  exaggerations  are  trifling  and  immaterial 
and  not  calculated  to  deceive. 

(xvii.)  The  mention  of  a  patent  contained  in  my  above- 
mentioned  trade  mark  is  not  such  as  to  lead  to  the 
belief  that  the  patent  there  mentioned  is  an  existing 
patent,  and  my  said  trade  mark  is  not  calculated  to 
deceive. 
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(xviii.)  The  articles  of  partnership  mentioned  in  the  notice  of 
opposition  provided  that  the  goodwill  and  trade  marks 
of  the  partnership  business  should  belong  to  the  oppo- 
nent only  in  the  event  of  the  partnership  being 
dissolved  by  effluxion  of  time.  The  said  partnership 
was  dissolved  at  an  earlier  date  by  common  consent, 
and  the  provisions  of  the  said  articles  were  varied  in 
such  manner  that  the  goodwill  and  trade  marks 
devolved  upon  the  opponent  and  myself  equally. 

(xix.)  The  trade  mark  to  which  my  above-mentioned  application 
relates  was  used  by  me  in  my  business  concurrently 
with  the  opponent  before  the  13th  day  of  August, 
1875,  and  is  an  old  trade  mark,  and  was  not  used 
by  any  other  person  in  the  same  trade,  and  I  am 
therefore  entitled  to  registration  notwithstanding  the 
opponent's  registration. 

(xx.)  The  opponent  uses  his  trade  mark  No.  only  by 

stamping  it  on  his  goods.  I  only  use  mine  by  placing 
it  on  the  wrappers  in  which  the  goods  are  placed,  and 
the  concurrent  use  of  the  two  trade  marks  in  such 
different  ways  is  not  calculated  to  deceive.  I  have 
used  my  trade  mark  for  years,  and  am  willing 

to  undertake  to  use  it  in  the  future  only  as  I  have 
hitherto  used  it. 

(xxi.)  The  opponent  uses  his  trade  mark  'No.  only  on 

goods  exported  by  him  to  [the  Colonies  and  the  United 
States],  I  only  use  mine  in  [the  United  Kingdom], 
and  the  concurrent  user  of  the  two  trade  marks  in  such 
different  parts  of  the  world  cannot  deceive.  I  am 
willing  [as  in  (xx.)]. 

(xxii.)  The   word  ,   which  forms   part  of  my  above- 

mentioned  trade  mark  No.  ,  and  also   of  the 

opponent's  registered  mark  No.  ,  is  a  mere  word 

of  desciiption,  and  is  not  an  essential  particular  of  the 
opponent's  said  registered  mark,  nor  has  he  any  ex- 
clusive rights  therein  by  reason  of  his  registration. 


FORMS  AND  PRECEDENTS.  413 

3.  Special  Case. 

In  the  High  Court  of  Justice,  188     .     B.     No. 

Chancery  Division. 
Mr.  Justice 

Between  [A.B.],  Plaintiff, 

and 
[CD.],  Defendant. 
Special  case  stated  for  the  opinion  of  the  High  Court  of 
Justice,  pursuant  to  the  Patents,  Designs  and  Trade  Marks  Act, 
1883,  and  the  Rules  made  thereunder. 

1.  [The  facts  necessary  to  enable  the  Court  to  determine  the 

2.  rights  of    the   parties  must  be   stated  concisely  in 

3.  numbered  paragraphs.] 
4. 

The  questions  submitted  for  the  opinion  of  the  Court  are : 

1.  Whether  the  plaintiff  A.B.,  or  the  defendant 

CD.,  or  either  of  them,  is  entitled  to  have 
his  name  entered  in  the  register  of  trade 
marks  kept  under  the  authority  of  the 
above-mentioned  Act  as  the  proprietor  of 
the  said  trade  mark,  or  whether  both  of 
them  are  so  entitled. 

2.  By  whom  the  costs  of  this  special  case  should 

be  paid. 

E.  F.y  Solicitor  for  Plaintiff. 
O.  //.,  Solicitor  for  Defendant. 
Note. — This  special  case  is  filed  by  JS.  F.  of  ,  Solicitor 

for  the  above-named  Plaintiff. 


4.  Summons  for  Leave  to  Register. 

In  the  High  Court  of  Justice. 
Chancery  Division, 
Mr.  Justice  • 

In  the  matter  of  an  application  by  A,  B,  for 
the  registration  of  a  trade  mark  No.  , 

and 
In  the  matter   of    the    opposition  thereto, 
No.  of  C  £>., 

and 
In  the  matter  of  the  Patents,  Designs  and 
Trade  Marks  Act,  1883. 

Let  all   parties  concerned  attend  at  the  chambers  of  Mr. 
Justice  ,  at  the  Royal  Courts  of  Justice,   on 
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,  the  day  of  ,  18         at 

o'clock  in  the  noon,  upon  the  application  of  the  above- 

named  A.  B.  that  the  Comptroller-General  of  Patents,  Designs, 
and  Trade  Marks  may  be  directed  to  proceed  with  the  above- 
mentioned  application  of  the  said  A,  B,  [notwithstanding  the 
above-mentioned  opposition  thereto  of  (7.  Z>.  j  or  [notwithstanding 
the  registration  of  C.  D^s  trade  mark  No.  \  or  [notwith- 

standing the  registration  of  (7.  />.'«  trade  mark  No.  in  the 

Sheffield  register]. 

Dated  the  day  of  188     . 

(Seal), 

This  summons  was  taken  ont  by  E.  F,  of  ,  solicitor 

for  the  above-named  A .  B, 

To  the  Comptroller-General  of  Patents,  Designs, 
and  Trade  Marks,  or,  where  there  is  an 
opposition,  To  the  above-named  C.  D. 

The  following  note  to  he  added  to  the  original  summons,  and 
when  the  time  is  altered  by  indorsement  the  indorsement  to  be 
refen'ed  to  as  below. 

Note, — If  you  do  not  attend  either  personally  or  by  your 
solicitor  at  the  time  and  place  above  mentioned  [or,  at  the 
place  above  mentioned  at  the  time  mentioned  in  the  indorse- 
ment hereon]  such  order  will  be  made  and  proceedings 
taken  as  the  judge  may  think  just  and  expedient 


5.  Notice  op  Motion  for  Lravb  to  Rbgistbr. 

[Heading  as  in  No.  4.] 

Take  notice  that  the  Court  will  be  moved  before  His  Lordship 
Mr.  Justice  on  the        day  of  188     , 

or  so  soon  thereafter  is  counsel  can  be  heard,  by  Mr.  , 

of  counsel  on  behalf  of  the  above-named  A.  B,,  that  you  [or, 
that  the  ComptroUer-General  oi  Patents,  Designs,  and  Trade 
Marks]  may  be  directed  to  proceed  [as  in  No.  4]. 

Dated  the  day  of  ,188     . 

(Signed)     E.  F.  of  ,  Solicitor 

for  the  above-named  A.  B, 

To  the  Comptroller-General  of  Patents,  Designs, 
and  Trade  Marks  or,  if  there  is  an  opposition, 
To  Mr.  a  D, 
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6.  NoTicfB   OF 'Motion  for  Lbavb  to  Add  to,  or  Alter  a 

Registered  Trade  Mark. 

In  the  High  Court  of  Justice, 
Chancery  Division. 
Mr.  Justice 

In  the  matter  of  the  registered  trade  mark 
No.  of  A.  B, 

and 
In  the  matter  of  the  Patents,  Designs,  and 
Trade  Marks  Act  1883. 
Take  notice  [as  in  No.  5  to — that]  leave  may  he  given  to 
•add  to  the  ahove-mentioned  trade  maix  in  the  register  of  trade 
marks  [the  words  "  ",  or,  as  the  case  may  be],  or, 

that  leave  may  be  given  to  alter  the  registration  of  the  above- 
mentioned  trade  mark  in  the  following  respects,  that  is  to  say 
by   [diminishing  the  size   of   the  words  and 

altering  the  address  from  to  ,  or,  as 

the  case  may  be]. 

[Dated  and  signed  as  in  No.  5.] 
To  the  Comptroller-General  of  Patents, 
Designs,  and  Trade  Marks. 


7.  Notice  of  Motion  for  the  Rectification  of  the  Kbgister. 

[Heading  as  in  No.  6.] 

Take  notice  [as  in  No.  5  to — behalf  of]  C  D.  of  , 

that  the  register  of  trade  marks  kept  under  the  authority  of  the 
above-mentioned  Act  may  be  rectified  [by  removing  therefrom 
the  above-mentioned  trade  mark  No.  1,  or  [by  removing 

therefrom  the  name  of  the  above-mentioned  A,  B.  as  the  pro- 
prietor of  the  above-mentioned  trade  mark  and  entering  therein 
the  name  of  the  said  C,  D.  as  the  proprietor  of  the  said  trade 
mark],  or  [by  adding  to  the  registration  of  the  above-mentioned 
trade  mark  No.  a  note  disclaiming  any  exclusive  right  in 

the  above-named  A,  B.  to  the  use  of  the  word  ],  or 

[by  adding,  &c.,  &c.,  a  note  stating  that  the  above-named 
A,  B.  is  only  entitled  to  use  the  same  in  respect  of  goods 
intended  for  export  to  ],  or  [by  adding,  &c.,  &c., 

entitled  to  use  the  same  by  placing  it  upon  the  wrappers  in 
which  the  goods  are  sold,  and  not  by  placing  it  upon  the  goods 
themselvesj,  or  [by  limiting  the  registration  of  the  above-men- 
tioned trade  mark  No.  to  (describe  the  goods),  and  not 
allowing  it  to  remain  in  respect  of  all  the  goods  in  class  1,  or 
that  such  further  or  other  order  may  be  made  for  the  rectifica- 
tion of  the  said  register  as  to  the  Court  shall  seem  just 

[Dated  and  signed  as  in  No.  .5.] 
To  Mr.  A,  B.  [and  the  Comptroller-General  of 
Patents,  Designs,  and  Trade  Marks.] 
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PART  III 
FORMS  FOR  USE  IN  ACTIONS  FOR  INFRINGEMENT  (a). 

1.  Writ  of  Summons,  with  Indorsbmbnt. 

In  the  High  Court  of  Justice,  188    .     B.     No.     . 

Chancery  Division. 
Mr.  Justice 

■ 

Between  A.  B.,  Plaintiff, 
and 
C.  />.,  Defendant 

Victoria,  by  the  Grace  of  God,  &c. 

To  C.  D,y  of  ,  in  the  county  of 

We  command  you  that  within  eight  days  after  the  service  of 
this  writ  on  you,  inclusive  of  the  day  of  such  service,  you  do 
cause  an  appearance  to  be  entered  for  you  in  an  action  at  the 
suit  of  A.  B, ;  and  take  notice  that  in  default  of  your  so  doing 
the  plaintiff  may  proceed  therein,  and  judgment  may  be  given 
in  your  absence. 

Witness,  Roundell,  Earl  of  Selbome,  Lord  High  Chancellor 
of  Great  Britain,  the  day  of  ,  in  the  year  of 

our  Lord  one  thousand  eight  hundred  and 

Memorandum  to  he  eubecrihed  on  the  writ, 

N.B. — This  writ  is  to  be  served  within  twelve  calendar 
months  from  the  date  thereof,  or,  if  renewed,  within  six 
calendar  months  from  the  date  of  the  last  renewal, 
including  the  day  of  such  date,  and  not  afterwards. 

The  defendant  [or  defendants]  may  appear  hereto  by  entering 
an  appearance  [or '  appearances]  either  personally  or  by 
solicitor  at  the  Centnd  Office,  Royal  Courts  of  Justice, 
London. 

(a)  See  Sohednles  to  Rules  of  Supreme  Court,  1888. 
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Indorsements  to  he  made  on  the  writ  before  issue  thereof. 

The  plaintiff's  claim  is  for  an  injunction  to  restrain  the 
defendant  from  [see  forms  of  Injunction  in  Part  IV,  of  this 
Appendix],  and  for  an  account  or  damages; 

or,  The  plaintiff's  claim  is  for  damages  for  wrongfully  using 
[or,  imitating]  the  plaintiff's  trade  mark,  and  for  an  injunc- 
tion to  restrain,  &c 

This  writ  was  issued  by  the  said  plaintiff  who  resides 
at  ; 

or.  This  writ  was  issued  by  £,  F,  oi  ,  whose 

address  for  service  is  ,  solicitor  for  the  said 

plaintiff,  who  resides  at  ; 

or.  This  writ  was  issued  by  63^.  JJ.  of  ,  whose 

address  for  service  is  ,  agent  for  E.  F,  of 

,  solicitor  for  the  said  plaintiff,  who  resides 
at  [meiition  the  city,  toion,  or  parish,  and 

also  the  name  of  the  street  and  number  of  the  house  of  the 
pilairdiff*s  residence,  if  any,"] 

Indorsement  to  be  made  on  the  writ  after  service  thereof 

This  writ  was  served  by  me  at  on  the  defendant 

on  the  day  of  , 

18     . 

Indorsed  the  day  of  18     . 

i  Signed) 
Address) 


2.  Notice  op  Motion  fob  Injunction. 

[Heading  as  in  No.  1.] 

Take  notice  that  the  Court  will  be  moved  before  His  Lordship 
Mr.  Justice  on  the  day  of 

18     ,   or  so  soon  thereafter  as  counsel  can  be 
heard,  by  [Mr.  of]  counsel  for  the  above-named 

plaintiff,  that  an  injunction  may  be  granted  to  restrain  the 
defendant,  &c,  until  judgment  in  this  action  or  further  order, 
from  [see  Part  IV.  of  this  Appendix]  [and  take  also  notice  that 
special  leave  to  serve  you  with  this  [short]  notice  for  the  day 
aforesaid  [with  the  writ  of  summons]  has  oeen  obtained  from 
the  said  Mr.  Justice  .] 

Dated  the  day  of  18    . 

(Signed)  E.  F.  of  , 

Solicitor  for  the  above-named  Plaintiff. 
To  the  Defendant  C.  D. 

E  E 
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3.  Statement  of  Claim. 

[Heading  as  in  No.  1,  inserting  above  the  title  of  the  action — 
"  Writ  issued  the  day  of  ,18    ."] 

Statement  of  Claim  (a). 

1.  The  defendant  has  infringed  the  plaintiff's  trade  mark. 

2.  The  trade  mark  is  [describe  ii]J 

(If  the  plaintiff  ia  not  the  original  proprietor  of  ihe  trade 
marhf  ehow  shortly  how  his  title  is  derived.) 

3.  The  following  are  the  acts  complained  of,  viz.: — 

(Set  them  out.) 

The  plaintiff  claims  an  injunction  to  restrain  the  defen- 
dant, his   servants  and  agents,  from   infringing  the 
E plaintiff's  said  trade  mark,  and    in   particidar  from 
see  forms  of  Injunction  in  Fart  IV.  of  this  Appendix.) 
The  plaintiff  also  claims  an  account  or  damages. 

(Signed) 

(Delivered) 

(a)  The  above  is  the  form  appended  to  the  Rnlee  of  Coiirt>  1883,  but  it 
Lb  thought  Uiat  fuller  particularB  wiU  osiuJly  be  required.  The  Forms 
8  (L),  8  (H),  and  8  (liL)  are  therefore  raggeeted. 


3  (L).  [Heading  as  above.] 

Statement  of  Claim. 

1 .  The  plaintiff  is  the  registered  proprietor  of  a  trade  mark 
[consisting  of  ]  (a),  which  was  advertised  in  the 
Trade  Marks  Journal  of  the  day  of  , 
18  ,  and  is  registered  for  in  Class  [the  date  of 
such  registration  being  the            day  of                »  18     1  (b). 

2.  The  defendant  has  infringed  the  plaintiff's  said  trade  mark 
in  manner  following ;  that  is  to  say  Hie  has  ]. 

[3.  The  plaintiff  has  applied  to  the  defendant  to  desist  from 
his  wrongful  acts  aforesaid,  but  he  has  refused  [or  neglected] 
BO  to  do]  (c). 

4.  The  defendant  has  made  considerable  profits  by  selling 
goods  not  being  the  plaintiff's  goods  under  the  trade  mark  of 
which  the  plaintiff  complains  [or  in  manner  aforesaid} 

5.  The  plaintiff  has  sustained  considerable  damage  from  the 
defendant's  wrongful  acts  aforesaid. 

The  plaintiff  claims — 

1.  An  ii\j  unction  [as  above]. 
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2.  An  account  of  profits  or  damages  and  delivery  up  to 

him  of  all  goods  in  the  possession  or  power  of  the 
defendant  having  thereon  the  trade  mark  of  which 
complaint  is  hereby  made  in  order  that  such  trade 
mark  may  be  obliterated  therefrom,  and  also  delivery 
up  to  him  for  the  purpose  of  destruction  of  all 
copies  in  the  possession  or  power  of  the  defendant 
of  the  said  trade  mark  and  of  all  blocks^  dies,  or 
,  other  apparatus  in  the  like  possession  or  power 
adapted  for  the  production  of  the  said  trade  mark. 

3.  Costs. 

(a)  The  trade  mark  need  not  be  deecribed  nnlen  the  nature  of  the 
infringement  renders  it  neceanry. 

(6)  The  date  of  reoiatration  may  be  omitted,  If  not  more  than  fire 
years  before  writ  issned. 

(c)  Though  previous  application  Is  not  neoesMry,  if  It  has  been  made,  it 
should  be  mentioned. 


3  (iL).  [Heading  as  above.] 

Statement  of  Claim. 

1.  [As  in  3  (h),  omitting  the  description  of  the  plaintiff's 
trade  mark]. 

2.  The  said  trade  mark  consists  of  [or  contains]  the  device 
of  a  [lion],  and  the  plaintiffs  goods  bearing  such  trade  mark 
are  extensively  known  in  the  [Indian]  markets  as  ["  Lion "] 
goods,  and  are  frequently  ordered  and  invoiced  under  that 
name. 

3.  JN'o  other  goods  of  the  same  kind  are  or  ever  have  been 
known  in  the  [Indian]  markets  as  ["lion"]  goods. 

4.  The  defendant  is  using  on  goods  intended  for  export  to  the 
[Indian]  markets  a  trade  mark  [or  label,  or  wrapper]  on  which 
he  places  the  device  of  a  [lion],  and  such  user  is  calculated  to 
deceive  by  inducing  purchasers  to  buy  the  defendant's  goods  in 
the  belief  that  they  are  buying  those  of  the  plaintiff. 

5.  [As  in  3  ^L),  par.  41. 

6.  [As  in  3  (L),  par.  5J. 

The  plaintiff  claims  [as  in  3  (i).  For  form  of  injunc- 
tion, see  that  in  Orr-Ewing  ^  Co. 
v.  Johnston  ^  Co,y  Part  IV.,  No, 
4,  %nfrd\. 


E  s  2 


,    _  ,  Statement . 

for  sale  and  solrf  r  ^**"'  years  last  paat  and  npratdiolTati 
facture  under  tj,^^  P«paratioii  for  the  iuman  ilau■]ofMsIMl»^ 
vjously  to  the  tief  j  ^  [Robinson's  Hair  Stinntknt],  and !«■ 
»fter  stated  no  «f?***°'  commencing  hia  wrongful  acta  liew^ 
or  sold  mider  tliat   i*^^'  poi^n  except  tlie  plaintiff  offend  for  sili 

2.  The  plaintiff  ^"»^  ""^  «T^"  preparation. 

for  sale  and  sold    r»^-  *'  ^""^  ^^  *"''  alwayghwofeBl 

and  distinctive  sha^!f  ^'^  preparation]  in  bottles  of  a  p«»|* 
and  distinctive  sli^^  packed  in  cases  which  are  also  of  a  pewlK 
ing  his  wrongful  ^^^^i  and  previously  to  the  defendant  wmmeM- 
the  plaintiff  uaod.  f  ^  hereinafter  stated  no  other  pereon  eH^ 
for  the  human  h^^'n*''^*  purposes  of  trade  in  any  [piepe»li« 
plaintiff's  bottles  «    ^''^  Iwttles  or  eases  similar  in  shape  lo  »* 

3.  The  plaiati^  vL     ''"^^ 

defendant  for  tJxe  recently  ascertained  as  the  fact  is  (hat  u' 

the  plaintiff's  gooJi*^'?^^  "*  passing  off  his  gooda  as  and  to 
tionj  not  of  theT*^^®  '^.  "Senng  for  sale  and  selling  [a  impm 
[Kobiaaon's  Haa.r-  <&  P^^'^t^s  manufacture  under  the  title  « 
the  piaintirs  bo  t^j  *^'™  "•"»'].  and  in  bottles  similar  in  stape  >* 
plaintiffs  cases,  -vv-1^  *"''  packed  in  cases  similar  in  ghapetow 
pnrchase  the  def  c*  ^'^''^  divers  persons  have  been  induced  M 
the  plaintiff  [or  a^^**"**^'®  [preparation]  as  and  for  the  goods » 

4.  The  defetttj^^f^  f»ch  acts  are  calcidated  to  indaoe,  Ix-}  , 
goods  as  and  for   t,-^*  ™«  made  considerable  profits  by  MUiJ«  ■" 

6.  [As  in  3  (i   ^     *  8°°^  <*'  t^  plainfiff 
The  pWi^>-    par.  5.J 

1.   An  l^?*' claims— 

■'ant^  amotion    to    restrain    the  defendant  h»  ' 
paas  ?^^    agents   from   passing  or  atlemptinf 

P^»*».^5     "^he    defendant's   goods    as  or  for 
n   particular  from  oit 
any  [preparation   for 
plaintifl'a  nmnu&ctui 
he   title  [Eobinson's 
ma  of  the  use  of  ^ 
plaintiff's  bottles,  a' 
es  similar  in  shape 
'  of  such  means  [or  •■ 


:pjlb.t    TV. 


t>. 


,  7   l^ecfcv. 


^  to   \>e    sold,  &xiy  com 
tio  \>e,  "blftcWiTig    nxanufi 
ced  tliereto  8\3.clx  labels  as  i 
\a^3e\s  BO  oontriTred  or  ex:j>. 
to  repTeeent  the  coinpoeiti 

3caxve  as  tlie  compoaitioii 

tatoT  ;  and  froxn  UBin^  ttad.^^^ 
tlxat  any  compositioxi.  or  \Asii^^^^ 
^^^ondant  is  the   same   as  tV:^ 


c« 


a. 


^^   GcLsTcs  of  Wine Ir^Tmctta^'^^ 

«a.^  ^ofetudants,  ^&c.,  *«  from  a 

r.^r^^^  alxipped  to  tKeir  orders     ^  ^^   -*    K^  ^^^^  o». 
^^    ^eM5o,    or  any  otlier   combir^  ^tj^^^^^^i^^v 
r^Vf'^^^^'^^^^  imitation   or   otlie=^^r\to..  *i    -Tt^  ^t  i^ 

<^trived   as  to  represent.  OJC-^^W'   to    ^^^k 
c^^^^?^^'  ^^  ^^^  prodxice  oi  tfcr»«,^<|l    ^^  ^bltk-.   ^ 
w?.^««o  without  clearly  distu^^    CX^^^  fi  ^ai^^^t 

— -  ^^*^<i^  '^  i?^elJ 


:« 


Ot^ 


^   _      P«>o.artxxg  to.^  ^^^    aL~^^/; 

W  'Wood,  V.-C^ 


?»v, 


^' 
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FART   IV. 
T»It:ECEI>EllTS   OF  INJUNCTIONS,  So. 
1  .     CSkoitt  t>.  DAT,  7  Bea».  84 — 90. 
iMba   on    -^lacJking  Bottle* — Trade  Oard« — /tyunrfion. 
OTioM  to  x-cMfttira.£n    tibe    defeudjuit,  his  servanta,  &c.,  "  troni  se 
ing  for  e&le,    or     i>ro<snrmg  to   be  Bold,  any  compoeitioii  or 
bed  as,  or     pvurporting   to   bo,   blacking   manuiactuied  by 
n,  m  bottI«M»   liavins   affixed  thereto  BUch  labels  aa  in  the  com] 
lentioned,  or  aJay    otrber  labeU  so  contrived  or  exprensod  as,l 
"",  I   ^i.*^*  *>*««»«rw-is«,  to  represent  the  coupoeition  oi  Wa. 
„defe»tot    tj.     fc^     ti,^  „,^^  ^   ^^  compontion  or  bladii 
"^S,„CV._S    ^e*»°  "Weston  <tl»o   man^),  top  the  tea. 
■  iSito  ^^  **»-  to.t.tor  ;   i^A  faom  nring  trade  osxd.  . 
JTS "id   ^"S^"'    that  „,  compoaition^ or  blacking, 
ung  ™  .«^a.    or-  eoia  ^j  John  -Weaton  "  (o). 


2,  Sbixo    ■»      -■:>„„ 

^^        "    -^^o-razsNDi,  L  E.  1  Ch.  192—194 

,.,  r.  J^""^  "^  «"&>  ox-  TPVn«— 2>»unrfton. 
.fcedtormyeaaltB  „*  S-IJi  ,»?*"»•.&»■,"  «Pom  affixing 
,  CTom  so'l  '•"»  'w^or.l  ^^  shipped  to  their  orders  the  h 
,ri,  „  contnved  o«,  ^  col,^"  ,?,""  ""^  °''»™  oombinatioi 
,.  ouk.  OI  bond,  o,  th°°V'™'il=  imitation  or  othcpwis. 
„ri.,hichduJl  be  ^^  «i„?if^'«f'  "«i  'rom  employing 
„t,™b™"fpre.^,^'^'^^"'ed  „  to  repre^nt,  or  ind 
,  ottomta  '»;^'>»«»  >>-ord  SSA  °'-  ?*•»  produce  ot  tile  Q 
^•AUrnia  tio  SeLco  "  (6). 

'  ^•"«-a=jrrr — — - 

^'^-  o„  ^;^'"^   ^*  ^  "^^  ^    S.  14B 

lajaaoUoa  winning    ^^  ,°"  "^ -^''*— -T'BuncJtion. 

<»>    - 
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3.  (iiL)  [Heading  as  above.] 

Statement  of  Claim  (a). 

1.  The  plaintiff  has  for  years  last  past  and  npwaids  offered 
for  sale  and  sold  [a  preparation  for  the  human  hair]  of  his  manu- 
facture under  the  title  of  [Robinson's  Hair  Stimulant],  and  pre- 
viously to  the  defendant  commencing  his  wrongful  acts  herein- 
ufter  stated  no  other  person  except  the  plaintiff  offered  for  sale 
or  sold  under  that  title  any  similar  preparation. 

2.  The  plaintiff  offers  for  sale  and  sells  and  always  has  offered 
for  sale  and  sold  [his  said  preparation]  in  bottles  of  a  peculiar 
and  distinctive  shape  packed  in  cases  which  are  also  of  a  peculiar 
and  distinctive  shape,  and  previously  to  the  defendant  commenc- 
ing his  wrongful  acts  hereinafter  stated  no  other  person  except 
the  plaintiff  used  for  the  purposes  of  trade  in  any  [preparation 
for  the  human  hair]  bottles  or  cases  similar  in  shape  to  the 
plaintiff's  bottles  and  cases. 

3.  The  plaintiff  has  recently  ascertained  as  the  fact  is  that  the 
defendant  for  the  purpose  of  passing  off  his  goods  as  and  for 
the  plaintiff's  goods  is  offering  for  sale  and  selling  [a  prepara 
tionj  not  of  the  plaintiffs  manufacture  under  the  title  of 
[Robinson's  Hair  Stimulant],  and  in  bottles  similar  in  shape  to 
the  plaintiff's  bottles  and  packed  in  cases  similar  in  shape  to  the 
plaintiffs  cases,  whereby  divers  persons  have  been  induced  to 
purchase  the  defendant's  [preparation]  as  and  for  the  goods  of 
the  plaintiff  [or  and  such  acts  are  calculated  to  induce,  &cS\, 

4.  The  defendant  has  made  considerable  profits  by  selling  his 
goods  as  and  for  the  goods  of  the  plaintiff. 

5.  [As  in  3  (L),  par.  5.] 

The  plaintiff  claims — 

1.  An  injunction  to  restrain   the  defendant  his   ser- 

vants and  agents  from  passing  or  attempting  to 
pass  off  the  defendant's  goods  as  or  for  the 
plaintiffs  goods  and  in  particular  from  offering 
for  sale  or  selling  any  [preparation  for  the 
human  hair]  not  of  the  plaintiff's  manufacture  by 
means  of  the  use  of  the  title  [Robinson's  Hair 
Stimulant],  and  by  means  of  the  use  of  bottles 
similar  in  shape  to  the  plaintiffs  bottles,  and  by 
means  of  the  use  of  cases  similar  in  shape  to  the 
plaintiff's  cases,  or  by  any  of  such  means  [or  as  may 
be]. 

2.  An  account  of  profits  or  damages. 

3.  Costs. 

(a)  This  is  intended  for  a  case  in  whidi  no  trade  mark  has  been 
registered. 
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4.  Defence. 

[Heading  as  in  No.  1.] 

Defence  (a). 

The  defendant  says  that : — 

1.  The  trade  mark  is  not  the  plaintifTs. 

2.  The  alleged  trade  mark  is  not  a  trade  mark. 

3.  The  defendant  did  not  infringe. 

(Signed) 

(Delivered) 

(a)  The  above  is  the  form  appended  to  the  Rules  of  Ck>iirt,  188S,  but  a 
fuller  form  vaiying  with  the  nature  of  the  defence  will  generally  be  re- 
quired. 

5.  Eeflt. 

[Heading  as  in  No,  1.] 

Reply. 

The  plainti£f  as  to  the  defence  says  that: — 

1. 

2. 

(Signed) 

(Delivered) 


6.   Summons  to  Stat    Prooebdinos   bt    Consent^  the 
Defendant  submitting  to  an  Injunction. 

[Heading  as  in  No.  1.] 

Let  all  parties  concerned  attend  at  the  chamhers  of  Mr. 
Justice  at  the  Royal  Courts  of  Justice  on 

the  day  of  » 18     ,  at  o'clock 

in  the  noon,  on  the  hearing  of  an  application  on  the  part 

of  the  above-named  defendant  that  the  defendant  submitting  to 
a  perpetual  injunction  restraining  [see  forms  of  Injunction  in 
Part  IV.  of  this  Ajopendix,  infra]  and  submitting  to  pay  the 
plaintiff  £  in  respect  of  [damages  and]  his  taxed  costs 

of  this  action,  all  further  proceedings  in  this  action  may  be 
stayed,  or  that  such  further  or  other  order  may  be  made  as  to 
the  judge  shall  seem  just. 

Dated  the  day  of  ,  18     . 

This  summons  was  taken  out  by  O.  H.  of  ,  Solicitor 

for  the  above-named  Defendant. 

To  the  above-named  Plaintiff. 
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PART  IV. 

PRECEDENTS  OF  INJUNCTIONS,  &a 

1 .  Croft  v.  Day,  7  Beav.  84—90. 

Zjobd  on  Blacking  Bottles — Trade  Cards — Injunction. 

Injunotiom  to  restrain  the  defendant^  his  servants,  &c.,  ''from  selling,  or 
exposing  for  sale,  or  procuring  to  be  sold,  any  composition  or  blacking 
described  as,  or  purporting  to  be,  blacking  manufactured  by  Day  and 
Martin,  in  bottles  having  affixed  thereto  such  labels  as  in  the  complainant's 
bill  mentioned,  or  any  other  labels  so  contrived  or  expressed  as,  by  colour- 
able imitation  or  otherwise,  to  represent  the  composition  or  blacking  sold 
by  the  defendant  to  be  the  same  as  the  composition  or  blacking  manu- 
factured and  jsold  by  John  Weston  (the  manager),  for  the  benefit  of  the 
estate  of  Charles  Day,  the  testator;  and  from  using  trade  cards  so  contrived 
or  expressed  as  to  represent  that  any  composition  or  blacking  sold  or  pro- 
posed to  be  sold  by  the  defendant  is  the  sune  as  the  composition  or 
blacking  manufactured  or  sold  by  John  Weston  "  (a). 


2.  Skixo  v.  Provkzbndx,  L.  R.  1  Ch.  192—194. 

Brand  on  Casks  of  Wine — Injunction. 

Injunction  to  restrain  the  defendants,  {sc,  *'  from  affixing  or  causing  to 
be  affixed  to  any  casks  of  wine  shipped  to  their  orders  the  brand  or  marks 
of  a  crown  and  the  word  Seixo^  or  any  other  combination  of  marics  or' 
'  words  so  contrived  as,  by  colourable  imitation  or  otherwise,  to  represent 
the  marks  or  brands  of  the  plaintiff,  and  from  employing  any  marks  or 
words  which  shall  be  so  contrived  as  to  represent,  or  induce  the  belief, 
that  such  wines  are  Crown  Seixo,  or  the  produce  of  tlie  Quinta  do  Seixoy 
or  otherwise  using  the  word  Seixo  without  clearly  distinguishing  the  same 
from  the  wine  produced  by  the  Quinta  do  Seixo  "  (6). 


8.  Stbphbns  v.  Pbbl,  16  L.  T.  N.  S.  145. 

Labels  on  Bottles  of  Ink^  Injunction. 

Injunction  restraining  the  defendant,  &c,  "  from  selling,  or  exposing,, 
or  advertising  for  sale,  or  procuring  to- W  sold,  any  ink  or  wilting  fluid  in 

(o)  Lord  Langdale^  M.  R  (6)  Wood,  V.-C. 


•  • 
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bottles  bearing  thereon  such  labels  as  after  mentioned,  and  from  using  any 
labels,  or  stamps,  or  advertisements  so  contrived  or  expressed  as  by  colour- 
able imitation  or  otherwise  to  represent  or  lead  to  the  belief  that  the  ink 
sold  by  the  defendant  is  the  ink  or  writing  fluid  manufactured  by  the 
plaintiffs,  and  sold  by  them  under  the  name  of  '  Stephens'  Blue  Black 
Writing  Fluid '  "  (a). 


4.  Orr-£wiko  &  Co.  r.  Johnston  &  Co.,  7  App.  Cas.  219 — 233. 

"  Ttoo  Elephant "  Tarn — Iryunction, 

Injunction  restraining  the  defendants,  &c.,  ''from  affixing  or  causing  to 
be  affixed  to  any  Turkey  red  yam  not  dyed  by  the  plaintiffs  the  ticket 
marked  'B,'  and  from  using  two  elephants  on  any  ticket  used  on  Turkey 
red  yam,  without  clearly  distinguishing  such  ticket  from  the  plaintiff's 
ticket  mentioned  in  the  pleadings,  being  the  exhibit  marked  'A'  referred 
to  in  the  depositions,  or  so  as  to  represent  or  induce  the  belief  that  any 
of  the  said  yam  was  dyed  by  the  plaintiffs ''  (fi)J 


5.  Read  Brothers  v,  Riohabdbon  &  Co.,  46  L.  T.  N.  S.  54 — 60. 

^^ Do^8  Head**  Beer  for  Exportation — Undertaking — Injunction  to  the 

Hearing — Conia, 

"  The  plaintiffs  by  their  counsel  undertaking  to  abide  by  any  order  this 
Court  may  make  as  to  damages  in  case  this  Court  shall  hereafter  be  of 
opinion  that  the  defendants  have  sustained  any  by  reason  of  this  order 
which  the  plaintiffs  ought  to  pay,  this  Court  doth  order  that  the  defendants, 
&c.,  be  restrained  from  using  the  figure  of  a  dog's  head  upon  any  labels, 
tickets,  or  wrappers,  affixed  or  applied  to  bottles  of  beer  or  stout  sold  for 
exportation  or  exported  by  the  defendants  to  any  of  the  Australian. 
Colonies  or  New  Zealand,  and  from  selling  for  exportation  or  exporting  to 
any  of  the  said  colonies  any  bottles  of  beer  or  stout  having  affixed  or' 
applied  thereto  any  such  label,  ticket,  or  wrapper,  until  judgment  in  this 
action  or  further  order ;  and  it  is  ordered  that  the  plaintiffs'  costs  of  this 
motion  be  their  costs  in  the  action  "  (c). 


6.  Broadhubst  v.  Barlow,  L.  J.  Notes  of  Cases,  1872,  p.  183. 

Stamps  on  Shirtings — Injunctioru 

Injunction  restraining  the  defendants,  &c.,  ''from  stamping,  impress- 
ing, or  affixing,  or  causing  to  |^  stamped,  impressed,  or  affixed  on  or  to 

(a)  Wiood,  V.-C.  (h)  House  of  Lprdi.  (c)  Court  of  AppeiiL 
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any  Spanish  shirtings  or  pieces  of  white  calico  manufactured  or  sold  by 
them,  any  mark  consisting  of  words  in  the  Turkish,  Armenian,  and  Greek 
languages,  meaning  'exactly  12  yards,'  and  placed  between  a  figure  or  crest 
and  the  words  'Spanish  Shirtings'  enclosed  in  a  scroll  in  the  same 
manner  as  those  are  respectively  placed  in  the  plaintifTs  trade  mark,  or  in 
any  manner  only  colourably  differing  therefrom  "  (a). 


7.  WoTHiRSPooK  V.  CuBRH,  L.  R.  5  H.  L.  508—623. 

"  Olenfidd  Starch  *'— Injunction. 

Injunction  restraining  the  respondent,  &c,  ''from  using  the  word 
'  Glenfield '  in  or  upon  any  labels  affixed  to  packets  of  starch  manu- 
factured by  or  for  him,  and  from  in  any  other  way  representing  the  starch 
manufactured  by  or  for  him  to  be  *  Glenfield  Starch,'  and  from  selling  or 
causing  the  same  to  be  sold  as  '  Glenfield  Starch,'  and  from  doing  any  act 
or  thing  to  induce  the  belief  that  starch  manufactured  by  or  for  him, 
the  respondent,  is  'Glenfield  Starch,'  or  starch  manufactured  by  the 
appellant "  (6). 


8.  Ford  v.  Foster,  L.  R.  7  CL  611—634. 

"  Eureka  "  Shirts — Iiy unction, 

Iiijunction  restraining  the  defendants,  &c.,  "  from  applying  the  mark  or 
title  '  Eureka '  to  any  shirts  manufactured  by  them,  or  to  any  shirts  sold 
by  them,  unless  manufactured  by  the  plaintiffs,  and  from  selling  any 
shirts  already  marked  with  the  mark  and  title  '  Eureka,'  unless  such  mark 
or  title  has  been  applied  with  the  sanction  of  the  plaintiffs ;  and  from 
issuing  any  boxes  or  packages  on  which  the  mark  or  title  of  '  Eureka ' 
shall  be  applied  to  shirts  not  of  the  plaintiff's  manufacture ;  and  from 
affixing  or  using  any  label,  or  card,  or  other  mark  containing  the  word 
'Eureka'  to  or  upon  any  shirts  not  of  the  plaintiffs'  manufacture"  (c). 


9.  Afolunabis  Co.  v.  Norrish,  83  L.  T.  N.  S.  242. 
"ApolUnaris  Water'* — Injunction, 

Injunction  restraining  the  defendant8,&c.,  "from  selling,  &c.,  any  mineral 
or  other  waters,  not  being  the  genuine  Apollinaris  water,  under  the  name  of 
'AiwUinaris  Water,'  or  'London  Apollinaris  Water,'  or  under  any  other 

(a)  WickenB,  V.  C.  (6)  House  of  Lords.  (c)  James,  L.  J. 
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name  of  which  the  word  '  ApoUinaris'  so  fonns  part  as  to  be  calculated  to 
deceive  the  public"  (a). 


10.  Carunoho  v.  Stephenson,  25  SoL  J.  929. 

**La  Intimidad^^  Cigars — Injunction. 

Injunction  restraining  the  defendant,  &c.,  "  from  selling  or  causing  or 
allowing  to  be  sold,  and  from  in  any  manner  representing,  or  causing  or 
procuring  to  be  represented,  any  cigars  manufactured,  sold,  or  dealt  in  by 
the  defendant  as  '^La  Intimidad"  cigars,  or  as  cigars  manufactured, 
imported,  or  sold  by  the  plaintiffs  or  either  of  them ;  and  also  from 
affixing,  or  procuring  or  causing  or  allowing  to  be  affixed,  to  any  boxes 
of  cigars  manufactured,  or  bought,  or  procured,  or  sold,  or  attempted  to 
be  sold  by  the  defendant,  or  otherwise  using,  or  employing,  or  permitting 
to  be  used  or  employed,  any  labels,  wrappers,  brands,  or  marks  used  by 
the  plaintiffs  or  either  of  them,  or  so  contrived  or  prepared  as  to  represent 
or  lead  to  the  belief  that  the  cigars  manufactured  or  sold  by  the  defendant 
are  cigars  manufactured  or  sold  by  the  plaintiffs  or  either  of  them, 
and  from  using  the  words  ''La  Intimidad"  on  any  cigars,  or  boxes,  or 
wrappers  containing  cigars,  so  as  to  induce  the  belief  that  such  cigars 
are  maiiu&ctured  or  imported  by  the  plaintiffs  or  either  of  them,  pending 
the  trial  of  this  action"  (b). 


11.  £dblsten  v.  Edelsten,  1  De  G.  J.  &  8.  185 — 189. 

"  Ancfior  Brand  Wire  " — Prayer  of  Bill — Injunction — Account — 

Delivery  up. 

Prayer  of  Bill:  "  that  an  account  may  be  taken  of  the  gains  and  profits 
made  and  obtained  by  the  defendants  by  the  sale  of  wire  having  tallies  or 
labels  attached  thereto  with  the  plaintiffs  trade  mark,  or  a  trade  mark  in 
imitation  of,  or  only  colourably  differing  from  that  of  the  plaintiff,  stamped 
or  impressed  thereon;  and  that  the  defendants  may  be  ordered  to  pay  to 
the  plaintiff  the  amount  of  such  gains  and  profits.  That  the  defendants 
may  be  restrained  by  injunction  from  attaching  to  wire,  not  the  manu- 
facture of  the  plaintiff,  any  tally  or  label  with  the  plaintiff's  trade  mark, 

(a)  Bacon,  V.-G.    And  see  also  forms  H.  &  M.  447;  McAndrew  v.  Bassett,  4 

of  injunctions  in  ApolUnarit  Co.  v.  £d-  De  G.  J.  ft  S.  380,  and  Pemberton,  3rd 

wards,  Seton,  4th  ed.  237;  MiUingUm  v.  ed.  239 ;    Midd€  v.   Emery,  Seton,   4th 

Fox,  8  My.  ft  Or.  888;  and  Pemberton,  ed.  234;  Siegert  v.  Findlaler,  7  Ch.  D. 

8rd  ed.  238;  EdeUtm  v.  Vick,  11  Hare,  801—814;  McLean  v.  Fleming,  96  U.  & 

78;  CoUifu  Co.  v.   Walker,  7  W.  R  222,  Rep.  (6  Otto)  246;  13  U.  S.  Pat.  Qaz. 

and    Seton,    4th   ed.  235;    Harriton  v.  918,  914. 

TagUyr,  11  Jur.  N.  S.  408,  and  Pember-  (6)  Cave,  J. 
ton,  3rd  ed.  239;  BraJiam  v.  Bustard,  1 
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or  any  mark  in  imitation  thereof,  or  only  colourably  differing  therefrom, 
stamped  or  impressed  thereon^  and  from  otherwise  using  the  plaintiff's 
trade  mark,  or  any  mark  in  imitation  thereof,  so  as  to  denote  or  represent 
that  the  said  wire  is  the  'Anchor  Brand  Wire,'  or  is  the  manufacture 
of  the  plaintiff;  and  from  selling,  or  offering  for  sale,  or  procuring  to  be 
sold,  any  wire  not  being  of  the  plaintiff's  manufacture,  having  a  tally  or 
label  attached  thereto  with  the  plaintiff's  trade  mark,  or  a  mark  in  imita- 
tion thereof,  or  only  colourably  differing  therefrom,  stamped  or  impressed 
thereon,  or  otherwise  in  any  manner  having  the  said  trade  mark,  or  a  mark 
in  imitation  thereof,  or  only  colourably  differing  therefrom,  attached  thereto. 
That  the  defendants  may  deliver  up  to  be  cancelled  all  tallies,  labels^ 
and  papers  in  their  possession,  or  in  the  possession  of  tiieir  servants  or 
agents,  having  the  said  trade  mark  so  in  colourable  imitation  of  the  plaint- 
iff's as  hereinbefore  mentioned;  and  also  aU  tallies,  labels,  and  papers 
in  their  possession,  or  in  the  possession  of  their  servants  or  agents,  having 
the  plaintiff's  trade  mark,  or  any  mark  in  imitation  thereof,  or  only 
colourably  differing  therefrom,  stamped  or  impressed  thereon,  and  also  all 
dies  for  stamping  or  impressing  the  same ;  and  that  the  defendants  may 
pay  all  the  costs  of  the  suit "  (a). 


12.  GuiNNBBS  V.  Ullmer,  10  L.  T.  (Old  Series),  127. 

Engraving  Blocks/or  Printing  Forged  LaheU — Injunction, 

Injunction  restraining  the  defendants,  &c.,  ''from  cutting,  engraving,  cast- 
ing, or  making,  and  from  causing  to  be  cut,  engraved,  cast,  or  made,  and 
also  from  using  or  permitting  to  be  used,  and  from  selling,  or  otherwise 
disposing  of  or  parting  with  any  blocks  or  plates  adapted  for  printing 
labels  or  sheets  of  labels  in  imitation  of  the  label  furnished  by  Sparkes 
Moline  to  and  used  by  the  agents  appointed  by  him  for  sale  of  the  plaint- 
iffs' stout,  as  in  the  plaintiffs'  bill  mentioned,  or  any  of  them,  or  differing 
only  colourably  therefrom.  And  also  from  selling,  or  otherwise  disposing 
of,  and  from  delivering  over  or  parting  with  any  of  such  blocks  or  plates 
as  are  now  in  their  possession,  custody,  or  power,  to  any  person  other 
than  the  plaintiffs  or  such  person  as  they  shall  appoint  to  receive  the 
same"  (6). 


(a)  Wood,  y.-C,  made  a  de^ee  in  the 
teiTDB  of  the  prayer  of  the  bill.  See  1 
De  G.  J.  &  S.  196;  Lord  Weetbury,  C, 
affirmed  the  decree.  Ab  to  the  aocomit, 
see  also  Potiter  ▼.  Megevand,  Pemberton, 
8rd  ed.  289;  and  the  full  decree  in  Pard 
v.  FoittTf  Seton,  4th  ed.  236.  Ab  to 
order  restraining  exportation  of  goods 
with  f exited  trade  marks,  see  Hendenon 


y.  Jorss,  SetoD,  4th  ed.  286.  As  to  order 
restraining  the  bringing  into  the  market 
of  imported  goods  with  forged  trade 
marks,  see  Upmann  y.  iSZfam,  L.  R. 
12  £q.  140;  7  Gh.  180;  Rwero  y.  Norritj 
Seton,  4tl)  ed.  286;  J>d  VaXU  v.  Ma^ger^ 
ih.;  Meet  v.  Piekenng,  6  Ch.  D.  770—1; 
8  ib,  872. 
(6)  Shadwell,  Y.-C.  of  Eng. 
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13.  Farina  v.  Silvbrlock,  1  K.  &  J.  509. 

Printing  Forged  Labels — Injunction. 

Injunction  restraining  the  defendant,  ^c,  ''from  printing  or  selling,  or 
exposing  for  sale,  or  procnring  to  be  printed  or  sold,  any  labels  similar  to 
those  in  use  by  the  plaintiff,  as  in  the  bill  in  this  cause  mentioned,  or 
containing  copies  of  the  signature,  or  address,  or  flourish,  seal,  or  stamp, 
or  other  marks  invented  and  used  by  the  plaintiff  as  therein  mentioned, 
or  any  signature,  address,  flourish,  seal,  stamp,  or  other  mark  merely 
colourably  differing  therefrom,  or  any  other  papers  or  labels  so  printed  or 
contrived  as,  by  colourable  imitation  or  otherwise,  to  represent  or  lead  to 
the  belief  that  Eau  de  Cologne  prepared  by  other  parties  was  £au  de 
Cologne  prepared  by  the  plaintiff*'  (a). 


14.  Cljembnt  v.  Maddigk,  1  Giff.  98—101. 

Name  of  Newspaper — Ir^unction. 

Injunction  restraining  the  defendants,  &c.,  ''  from  printing,  publishing, 
or  continuing  to  print  or  publish,  any  newspaper  or  other  periodical  paper 
with  or  under  the  name  or  style  of  '  The  Penny  Bell's  Life  and  Sporting 
News,'  or  with  or  under  any  name  or  style  of  which  the  name,  style,  or 
words  of  *  Bell's  Life '  shall  form  a  part,  or  in  any  way  occur  [therein] ; 
and  from  using  the  said  name,  style,  or  title  of  '  Bell's  Life '  by  way  of 
name,  style,  or  title  to  any  newspaper  or  periodical  without  the  licence  or 
consent  of  the  plaintiff"  (6). 


15.  Ingram  v.  Stiff,  5  Jur.  N.  S.  947. 

Name  of  Newspaper — Injuring  Plaintiffs  Paper— Injunction. 

Iiyunction  restraining  the  defendant,  &c,  '*  from  printing,  publishing, 
or  selling  any  newspaper  or  other  periodical  under  the  name  of  'The 
Daily  London  Journal,'  or  under  any  other  name  or  style  of  which  the 
words  '  London  Journal '  form  part^  and  from  doing  or  committing  any 
act  or  default  which  may  tend  to  lessen  or  diminish  the  sale  or  circulation 
of  the  plaintiff's  periodical,  called  '  The  London  Journal ' "  (c). 

(a)  Wood,  V.-C.  GriffiihM,  Pemberton,  8rd  ed.  288;  Mack 

(6)  Stoart,  V.-G.  And  see  Edmcndt  v.      v.  Pettery  41  L.  J.  Ch.  782. 
Benbowt  Seton,  8id  ed.  905;  Conw  v.  (c)  Wood,  V.-C. 
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the  plaintiffs'  said  firm  in  any  form  in  or  about  his  said  shop  in  such  a 
way  as  to  deceive  the  public,  or  to  lead  to  the  belief  that  his  shop  is  a 
shop  of  the  plaintiffs,  or  that  the  business  carried  on  there  is  carried  on 
by  the  plaintiffs,  or  is  in  any  way  connected  with  the  business  of  the 
plaintiffs  "  (a). 


27.  Hbndrikb  V,  Montagu,  17  Ch.  D.  638—39 — 47. 

Name  of  Company — Registration — User — Advertisements,  Ac. — 

Injunction. 

Injunction  restraining  the  defendants  "  from  applying  to  the  Registrar 
of  Joint  Stock  Companies  in  England  for  registration  under  the  Com- 
panies Acts  of  any  company  to  be  incorporated  under  the  name  of  '  The 
Universe  Life  Assurance  Association/  or  any  other  name  likely  to  mislead 
or  deceive  the  public  into  the  belief  that  the  company,  being  incorporated 
as  aforesaid,  is  the  same  as  'The  Universal  Life  Assurance  Society';  from 
issuing  or  publishing  advertisements,  circulars,  or  prospectuses  represent- 
ing that  a  company  is  to  be  incorporated  pursuant  to  the  Companies  Act, 
1862,  under  the  name  of  *The  Universe  Life  Assurance  Association, 
Limited,'  or  any  such  other  name  as  aforesaid  ;  and  from  carrying  on  or 
commencing  any  business  under  the  name  of  'The  Universe  Life  Assurance 
Association,  Limited,'  or  any  such  other  name  as  aforesaid  "  (6). 


28.  Leb  v.  Halet,  L.  R  5  Ch.  155. 
Name  of  Company — Injunction  against  User  unthin  a  certain  Locality. 

Ii^'unction  restraining  the  defendant,  &c.,  "  from  continuing  to  use,  and 
from  exhibiting  or  using  the  words  *  The  Pall  Mall  Guinea  Coal  Com- 
pany,' in  Pall  Mall,  or  any  other  name  or  style  so  framed  as  to  be  a 
colourable  imitation  of  the  name  or  style  in  which  the  plaintiffs'  branch 
business  mentioned  in  the  bill  is  carried  on,  or  so  as  to  deceive  the  public, 
or  to  lead  to  the  belief  that  the  business  carried  on  by  the  defendant  is 
the  same  as  the  business  carried  on  by  the  plaintiffs  under  the  name  or 
style  of  *The  Guinea  Coal  Company,'  or  is  in  any  way  connected  there- 
with" (c). 

(a)  Kindenley,  V.-C.  Aadaeeffudgan  t&.  288;  and  Cave  v.  Myert,  {&.  238;  Pua- 

v.  Osborne,  89  L.  J.  Ch.  79;  Hookham  v.  iwod  v.  FuUwood,  88  L.  T.  N.  S.  881. 

Pottage^  L.  R.  8  Ch.  92;  Jama  y.  Jameh  W  Court  of  ATO)eaL 

Seton,  4th  ed.  287;  MonUtgue  v.  Moore,  (e)  MalinB,  Y.-C. 
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29.  Wheeler  v.  Johnston,  3  L.  R  Ir.  284. 

Name  of  Mmeral  8pringa — Injunction, 

Injunction  restraining  the  defendant,  &c.,  **from  naing  the  worda 
'  Cromac  Springs '  in  connection  with  his  trade  or  business  as  a  manufac- 
turer or  seller  of  mineral  waters,  so  as  to  represent  that  his  said  waters  are 
so  manufactured  or  sold  by  the  plaintiffs  at  their  works  in  the  bill  men- 
tioned, called  *  The  Cromac  Springs,'  and  from  using  the  words  *  Cromac 
Springs '  as  the  name  of  the  defendant's  place  of  business  so  as  to  represent 
as  aforesaid  "  (ci). 


30.  Braham  v.  Bbachim,  7  Ch.  D.  848—857, 

Name  of  Collieries — Injunction  until  certain  events. 

Injunction  restraining  the  defendants,  ''unless  and  until  they  shall 
acquire  a  colliery  or  coal  mine  within  the  parish  of  Badstock,  from  trading 
under  or  using  the  name  or  style  of  *  The  Badstock  Colliery  Proprietors,' 
or  any  other  name  or  style  signifying  that  the  defendants,  or  either  of 
them,  are  proprietors  of  any  colliery  or  collieries  at  Badstock,"  and  restrain- 
ing the  defendants,  "unless  and  until  they  shall  become  authorised  to  seU  or 
supply  any  coals  raised  or  gotten  from  any  colliery  or  coal  mine  within  the 
parish  of  Badstock,  from  using  any  style  or  name  signifying  or  implying 
that  the  defendants  are  selling  or  supplying,  or  are  authorised  to  sell  or 
supply,  any  coal  raised  or  gotten  from  any  collieiy  or  coal  miUQ  within  th^ 
parish  of  Badstock  "  (fe). 


31.  Scott  v.  Scott,  16  L.  T.  N.  S.  143, 

False  Representation  of  Cantinuatio?i  of  Business — Ir^undion, 

Injunction  restraining  the  defendants,  &c.,  "from  allowing  or  permitting 
the  brass  plate  affixBd  by  the  defendants  to  the  door  of  the  premises  in 
Begent  Street  to  remain  affixed,  with  any  inscription  thereon  representing 
or  holding  out  to  the  customers  of  the  late  partnership  of  *  B.  &  W.  Scott/ 
or  to  any  other  persons  whatsoever,  that  they  are  carrying  on  business  in 
continuation  of,  or  in  succession  to,  the  business  carried  on  by  the  late  finn 
of  *B.&  W.Scott'"  (c), 

(a)  Ghatterton,  V.-C.  of  I,  v.  Duncan^  Seton,  4th  ed.  256 ;  WUt  v, 

(b)  Fry,  J.  Corcoran,  ib,  257;  Oravdey  v.  Winehetter, 

(c)  Wood,  V,-a     And    iee   Hoffmiin      ib.  257;  England  v.  Curling,  8  Beav.  129, 
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32.  Burrows  v.  Foster,  1  N.  R  156. 

False  Represmtaiwn  of  Cuntinuaiion  of  Bwnness — SolicUing  former  Cus- 

tmnen  -  Injunction. 

Injunction  restraining  the  defendant,  ^,  "from  issuing  or  sending,  and 
from  causing  or  procuring  to  be  issued  or  sent,  to  any  person  or  persons 
any  further  copies  or  copy  of  the  circular  or  letter  bearing  date  the  3Td 
April,  1862,  in  the  plaintiffs'  bill  mentioned,  or  any  other  circular  or 
letter  signifying  or  importing  that  the  business  carried  on  by  him  the  said 
defendant  is,  and  from  in  any  manner  representing  such  business  to  be  a 
continuation  of  the  business  formerly  carried  on  by  the  firms  of  Foster, 
Lacy  &  Co.,  and  Bashall,  Jjacy  &  Co.,  in  the  plaintiffs'  bill  mentioned,  or 
by  either  of  such  firms,  and  from  in  any  manner  soliciting  or  inviting  any 
person  or  persons  who,  at  the  date  of  the  indenture  of  the  31st  March, 
1862,  in  the  plaintiffs'  bill  mentioned,  was  or  were  a  customer  or  corre- 
s]K)ndent,  customers  or  correspondents  of  the  firms  of  Foster,  Lacy  &  Ck>., 
and  liashaU,  Lacy  &  Co.,  or  of  either  of  such  firms,  and  from  causing  or 
procuring  any  such  person  or  persons  to  be  solicited  or  invited  to  become 
or  be  a  customer  or  correspondent  or  customers  or  correspondents  of,  or  to 
employ  him  the  said  defendant  in  the  business  carried  on  by  him,  or  to 
cease  from  employing  or  not  to  employ  the  said  plaintiffs  in  the  business 
formerly  carried  on  by  the  said  firms  of  Foster,  Lacy  &  Co.,  and  Bashall, 
Lacy  &  Co.,  or  either  of  them  "  (a). 


33.  Massam  V,  Thorlbt's  Cattle  Food  Co.,  U  Ch.  D.  748-762. 

False  Represerdalion  of  Continuation  of  Business — Trade  Name — LdM^ 

— Advertisements — Circulars — Injunction, 

Injunction  restraining  the  defendants,  ^,  "  from  seUing,  shipping,  or 
exporting,  or  causing  or  procuring,  or  allowing  to  be  sold,  shipped,  or  ex- 
ported, and  from  in  any  manner  representing,  or  causing  or  procuring  to 
be  represented,  any  goods  manufactured  by  the  defendant  company  as  the 
manufacture  or  goods  of  the  late  Joseph  Thorley,  or  of  the  plaintiffs,  his 
trustees  and  successors  in  business;  and  also  from  in  any  manner  re- 
presenting, or  causing  or  procuring  to  be  represented,  or  doing  anything 
which  shall  lead  to  the  belief  that  the  defendant  company  have  been  or 
are  carrying  on  the  business  of  the  late  Joseph  Thorley;  and  also  from 
affixing,  or  permitting,  or  causing  to  be  affixed  to  any  goods  or  articles 
manufactured,  or  bought,  or  procured,  or  sold,  or  shipped,  or  exported  by 
the  defendant  company,  or  otherwise  using  or  employing,  or  permitting  to 
be  used  or  employed,  any  labels,  wrappers,  or  marks  used  by  the  late 
Joseph  Thorley  and  the  plaintiffs,  his  trustees  and  successors  in  business, 
or  so  contrived  and  prepared  as  to  represent  or  lead  to  the  belief  that  the 
goods  or  articles  manufactured,  or  sold,  or  ship|)ed,  or  exported  by  the 
defendant  company,  are  the  goods  or  manufacture  of  the  late  Joseph 

(a)  Turner,  L.  J. 
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Thorley  or  of  the  plaintiffs  ;  and  also  from  employing,  using,  or  circulating, 
or  causing  to  be  employed,  used,  or  circulated,  any  circulars,  pamphlets, 
notices,  or  advertisements  of  the  late  Joseph  Thorley  or  of  the  plaintiffs, 
or  which  shall  in  any  manner  represent  or  lead  to  the  belief  that  the 
defendant  company  have  been  or  are  carrying  on  the  business  of  the  late 
Joseph  Thorley,  or  that  they  are  his  successors  in  business  "  (a). 


34.  Labouchsrb  v.  Dawson,  L.  R  13  Eq.  322 — 327. 

Soliciting  former  CuBtomers^  after  Sale  of  Business — Injunction. 

Injunction  restraining  the  defendant,  <&c.,  "  from  applying  to  any  person 
who  was  a  customer  of  the  firm  of  B.  Dawson  &  Co.  prior  to  the  12th  of 
June,  1871,  privately,  by  letter,  personally,  or  by  a  traveller,  asking  such 
customer  to  continue  to  deal  with  the  defendant,  or  not  to  deal  with  the 
plaintiffs,  the  Kirkstall  Brewery  Co.,  Limited  "  (h). 


35.  Whbbler  &  Wilson  Manufacturino  Co.  v,  Shakbspbar,  39  L.  J. 

Ch.  36—38—41. 

False  Represeniatton  of  Agency — Injunction, 

Injunction  restraining  the  defendant,. &c.,  ''from,  in  manner  aforesaid, 
or  in  any  other  manner,  calling,  or  describing,  or  representing,  his  said 
shop  or  place  of  business,  No,  32,  Union  Street,  Birmingham,  or  any 
other  shop,  warehouse,  or  place,  not  belonging  to  the  plaintiffs,  as  '  The 
Original  Wheeler  &  Wilson  Sewing  Machine  Dep6t,'  or  'Wlieeler  & 
Wilson  Sewing  Machine  Depdt,  established  in  I860,'  or  as  a  place  of 
business  of  the  plaintiffs,  or  of  '  Wheeler  &  Wilson,'  mailufacturers  of 
sewing  machines ;  and  from  in  manner  aforesaid,  or  in  any  other  manner, 
calling,  or  describing,  or  representing,  himself  or  his  said  firm  of  T. 
Shakespear  &  Co.,  as  the  agent  or  agents  for  the  American  'Wheeler  & 
Wilson  sewing  machines,  in  the  same  manner  in  which  he  has  been  since 
1860,  or  as  the  agent  of  the  '  Wheeler  &  Wilson '  sewing  machines ;  and 
from  in  any  other  manner  representing  himself  as  the  agent  of  the  plaint- 
iffs, and  from  permitting  the  names  '  Wheeler  &  Wilson '  to  remain  over 
the  door  of  his  shop  or  business  premises,  at  32,  Union  Street,  Birming- 
ham, or  on  the  brass  plate  under  the  window,  or  on  the  brass  plate  on  the 
door  jamb,  or  on  any  other  part  of  his  said  shop  or  place  of  business,  or 

(a)  Jftmes,  L.  J.  orders    intended  for   another  firm,  see 

(6)  Lord  Romilly,  M.  B.      And  see  ScheiU  v.  Brukdl,  11  W.  R.  796;  and 

L^^ffoU  y.  BoarreUf  15  Oh.  R  806;  and  Seton,  4th  ed.   253;   WiU  ▼.   Cbreoran, 

Sdby  Y.  Anchor  Tube  Co.,  W.  N.  1877,  Seton,  4th  ed.  257;  England  y.  CurUng, 

p.  191.    As  to  opening  letters  containing  8  Beav.  129. 

FF2 


436  APPENDIX  B. 

on  any  placard  in  his  said  shop,  or  on  the  door,  or  in  the  window  thereof; 
and  from  causing  the  names  *  Wheeler  &  Wilson'  to  he  inserted  in  any 
railway  time  table,  or  directory,  or  other  book  or  publication,  under  the 
head  of,  or  described  as  sewing  machine  manufacturers,  as  residing  or 
carrying  on  business  at  No.  32,  Union  Street,  Birmingham,  or  as  in  any 
other  manner  connected  with  that  or  any  odier  shop  or  place  of  business 
of  the  said  defendant,  and  from  doing  any  other  act,  matter,  or  thing 
representing,  or  whereby  the  trade  or  the  public  may  be  led  to  believe 
that  the  defendant  has  any  connection  whatever  in  business  with  the 
plainti£&"(a). 


36.  James  v.  Jambs,  41  L.  J.  Ch.  358. 

Fraudulent  disuse  of  Christian  Name — Claim  to  he  the  "  Only  Genuine  '* 

— Ir^uncHon, 

Injunction  restraining  the  defendant,  &c.,  ''from  using  the  name  of 
'Robert  James'  singly,  instead  of  'Robert  Joseph  James,'  or  'R.  J. 
James';  also  from  stating  or  inserting  in  his  advertisement  or  circular  any 
words  or  expressions  asserting  or  suggesting  that  the  ointment  manufac- 
tured and  sold  by  the  plaintiffs  is  spurious  and  not  genuine  "  (6). 


37.  Thorlby'b  Cattle  Food  Co.  v.  Massam,  U  Ch.  D.  763—781. 

Trade  Libel — Representation  thai  the  Plaintiff^  Goods  are  Spurious — 

Ivjundion. 

Injunction  restraining  the  defendants,  &c.,  "  from  advertising,  or  repre- 
senting, or  suggesting  in  their  advertisements  or  circulars  that  they  are 
alone  possessed  of  the  secret  for  compounding  the  condiment  known  as 
'  Tliorley's  Food  for  Cattle,'  and  from  representing,  or  suggesting,  or  doing 
anything  calculated  to  represent  or  suggest,  that  the  cattle  food  manufac- 
tured and  sold  by  the  plaintiffs  is  spurious  or  not  genuine  "  {c). 


38.  Thomas  v.  Wujjams,  14  Ch.  D.  864—875. 

Trade  Lihd — Representation  that  the  Plaintiff*s  Goods  are  Spurious — 

Injunction, 

Injunction  restraining  the  defendants,  &c.,  "from  issuing  or  permitting 
the  issae  of  the  circulnr  dated  the  6th  February,  1879,  and  from  in  any 

(a)  James,  V.-C.  (c)  Matins,  V.-C,  affinned  by  Corat 

(6)  Lord  Romilly,  M.R.  of  Appeal 
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manner  representing  or  suggesting  that  the  goods  now  made  or  sold  by 
the  plaintiff  are  imitations  of  the  goods  made  or  sold  by  J.  Thomas  & 
Sons,  or  Edmund  Holyoake  "  (a). 


39.  RouTH  V,  Webster,  10  Beav.  561—563. 

Unauthorised  and  Injurious  Use  of  a  Person^s  Name — Injunction, 

Injunction  restraining  the  defendants,  &c.,  **  from  printing,  publishing, 
or  circulating,  any  prospectus  or  other  document  of,  or  relating  to,  a  cer. 
tain  company  called  'The  Economic  Conveyance  Company,'  mentioned 
and  referred  to  in  the  plaintiff's  bill  in  this  cause,  with  the  plaintiff's 
name  thereto,  and  from  in  any  manner  using  the  name  of  the  plaintiff  so 
as  to  identify  him  as  a  party  interested  in,  or  associated  with,  the  said 
company  "  (&). 

(a)  Fiy,  J.  (h)  Loid  Langdale,  M.  B. 
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STATUTORY  ENACTMENTS  WITH  RESPECT  TO 

MARKS  ON  GOODS,  &a 

The  Merchandisb  Marks  Act,  1862. 


Construction 
of  words: 

"  Person." 


"  Mark/' 


26  &  26  Vict  c  88  (a). 

An  Act  to  amend  the  Law  rekUing  to  the  Fraudtdeni  Marking 
of  Merchandise.  {1th  August,  1862.] 

Whereas  it  is  expedient  to  amend  the  laws  relating  to  the 
fiaudulent  marking  of  merchandise,  and  to  the  sale  of  merchan- 
dise falsely  marked  for  the  purpose  of  fraud :  Be  it  therefore 
enacted  by  the  Queen's  most  excellent  Majesty,  by  and  with  the 
advice  and  consent  of  the  Lords  spiritual  and  temporal,  and 
Commons,  in  this  present  Parliament  assembled,  and  by  the 
authority  of  the  same,  as  follows  : — 

1.  In  the  construction  of  this  Act,  the  word  ^person"  shall 
include  any  person,  whether  a  subject  of  Her  Miyesty  or  not»  and 
any  body  corporate,  or  body  of  the  like  nature,  whether  con- 
stituted according  to  the  law  of  this  country  or  of  any  of  Her 
Majesty's  colonies  or  dominions,  or  according  to  the  law  of  any 
foreign  country,  and  also  any  company,  association,  or  society  of 
persons,  whether  the  members  thereof  be  subjects  of  Her  Ms^esty 
or  not,  or  some  of  such  persons  subjects  of  Her  Migesty,  and 
some  of  them  not,  and  whether  such  body  corporate,  body  of 
the  like  nature,  company,  association,  or  society,  be  established 
or  carry  on  business  within  Her  Migesty's  dominions  or  else- 
where, or  partly  within  Her  Migesty's  dominions,  and  partly 
elsewhere ;  the  word  ''  mark  "  shall  include  any  name,  signature, 
word,  letter,  device,  emblem,  figure,  sign,  seal,  stamps  diagram, 

(a)  It  19  not  against  the  policy  of  this  Act  to  be  compromised :  Fiaker 
the  law  for  proceedings  taken  under      v.  ApolUnaria  Co.t  L.  B.  10  Ch.  297. 
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label,  ticket,  or  other  mark  of  any  other  description ;  and  the 
expression  "trade  mark"  shall  include  any    and  every  such  "Trade 
name,  signature,  word,  letter,  device,  emblem,  figure,  sign,  seal,  ™*'^*^' 
stamp,  diagram,  label,  ticket,  or  other  mark  as  aforesaid,  lawfully 
used  by  any  person  to  denote  any  chattel,  or  (in  Scotland)  any 
article  of  trade,  manufacture,  or  merchandise,  to  be  an  article  or 
thing  of  the  manufacture,  workmanship,  production,  or  merchan- 
dise of  such  person,  or  to  be  an  article  or  thing  of  any  peculiar 
or  particular  description  made  or  sold  by  such  person,  and  shall 
also  include  any  name,  signature,  word,  letter,  number,  figure, 
mark,  or  sign,  which  in  pursuance  of  any  statute  or  statutes  for 
the  time  being  in  force  relating  to  registered  designs  (a)  is  to  be 
put  or  placed  upon  or  attached  to  any  chattel  or  article  during 
the  existence  or  continuance  of  any  copyright  or  other  sole  right 
acquired  imder  the  provisions  of  such  stisitutes,  or  any  of  them  (h)-, 
the  word  ^  misdemeanour "  shall  include  crime  and  o£fence  in  « Miade- 
Scotland;  and  the  word  "court"  shall  include  any  sheriff  or meanoor." 
sheriff-substitute  in  Scotland.  "  Court" 

2.  Every  person  who,  with  intent  to  defraud,  or  to  enable  Foi^ging  a 
another  to  defraud  any  person,  shall  forge  or  counterfeit,  or  *"***«  niark,  or 
cause  or  procure  to  be  forged  or  counterfeited  any  trade  mark,  [^T^y^tSde 
or  shall  apply,  or  cause  or  procure  to  be  applied,  any  trade  mark,  j^^  y^ixh 
or  any  forged  or  counterfeited  trade  mark,  to  any  chattel  or  intent  to 
article  not  being  the  manufacture,  workmanship,  production,  or  defraud,  a  mil- 
merchandise  of  any  person  denoted  or  intended  to  be  denoted  <*«™*«^our. 
by  such  trade  mark,  or  denoted  or  intended  to  be  denoted  by 
such  forged  or  counterfeited  trade  mark,  or  not  being  the  manu- 
facture, workmanship,  production,  or  meitshandise  of  any  person 
whose  trade  mark  shall  be  so  forged  or  counterfeited,  or  shall 
apply,  or  cause  or  procure  to  be  applied,  any  trade  mark  or  any 
forged  or  counterfeited  trade  mark  to  any  chattel  or  article,  not 
being  the  particular  or  peculiar  description  of  manufacture, 
workmanship,  production,  or  merchandise,  denoted  or  intended 
to  be  denoted  by  such  trade  mark,  or  by  such  forged  or  counter- 
feited trade  mark,  shall  be  guilty  of  a  misdemeanour,  and  every 
person  so  committinj^  a  misdemeanour  shall  also  forfeit  to  Her 
Majesty  every  chattel  and  article  belonging  to  such  person,  to 
which  he  shall  have  so  unlawfidly  applied,  or  caused  or  procured 
to  be  applied,  any  such  trade  mark  or  forged  or  counterfeited 
trade  mark  as  aforesaid,  and  every  instrument  in  the  possession 
or  power  of  such  person,  and  by  means  of  which  any  such  trade 
mark,  or  forged  or  counterfeited  trade  mark  as  aforesaid,  shall 

(a)  The  Patents  Aot,  1883,  is  the  infrd. 
only  Act  now  in  force  relating  to  (6)  As  to  this  definition  of  "  trade 

registered  designs.     See  §  51,  and  mark,"  see  per  Sir  J.  Bacon,  V.-C, 

Bole  32  of  the  Designs  Rules,  1883,  in  Ford  v.  Potter,  h,  K.  7  Ch.  611. 
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have  been  so  applied,  and  every  instrament  in  the  possession  or 
power  of  such  person  for  applying  soiy  such  trade  mack,  or 
forged  or  counterfeit  trade  mark  as  aforesaid,  shall  be  forfeited 
to  Her  Majesty ;  and  the  Ck>urt  before  which  any  such  mis- 
demeanour shall  be  tried  may  order  such  forfeited  articles  as 
aforesaid  to  be  destroyed  or  otherwise  disposed  of,  as  such  Court 
shall  think  fit. 
Applying  a  3.  Every  person  who,  with  intent  to  defraud,  or  to  enable 

forged  tnde     another  to  defraud  any  person,  shall  apply  or  cause  or  procure  to 
^aeL^caMf    ^  appHed  any  trade  mark,  or  any  forged  or  counterfeited  trade 
wrapper,  &c*,   ^^^^'^j  ^  ^^J  cask,  bottle,  stopper,  vessel,  case,  cover,  wrapper, 
in  or  with        band,  reel,  ticket,  label,  or  other  thing  in,  on,  or  with  which  any 
whivh  any        chattel  or  article  shall  be  intended  to  be  sold,  or  shall  be  sold  or 
oTiutended  to  ^*'*^^^  ^^  exposed  for  sale,  or  intended  for  any  purpose  of  trade 
bo  Bold,  a  mia*  ^^  manufacture,  or  shall  enclose  or  place  any  chattel  or  article,  or 
demeanour,      cause  or  procure  any  chattel  or  article  to  be  enclosed  or  placed 
in,  upon,  under,  or  with -any  cask,  bottle,  stop])er,  vessel,  case, 
cover,  wrapper,  band,  reel,  ticket,  label,  or  other  thing  to  which 
any  trade  mark  shall  have  been  fakely  applied,  or  to  which  any 
forged  or  countel^eited  trade  mark  shall  have  been  applied,  or 
shall  apply  or  attach,  or  cause  or  procure  to  be  applied  or 
attached  to  any  chattel  or  article,  any  case,  cover,  reel,  ticket, 
label,  or  other  thing  to  which  any  trade  mark  shall  have  been 
falsely  applied,  or  to  which  any  forged  or  counterfeited  trade 
tnark  shall  have  been  applied,  or  shidl  enclose,  place,  or  attach 
any  chattel  or  article,  or  cause  or  procure  any  chattel  or  article  to 
be  enclosed,  placed,  or  attached  in,  upon,  under,  with,  or  to  any 
cask,  bottle,  stopper,  vessel,  case,  cover,  wrapper,  band,  reel, 
ticket,  label,  or  other  thing  having  thereon  any  trade  mark  of 
any  other  person,  shall  be  guilty  of  a  misdemeanour,  and  every 
person  so  committing  a  misdemeanour  shall  also  forfeit  to  Her 
Majesty  every  such  chattel  and  article,  and  also  every  such  cask, 
bottle,  stopper,  vessel,  case,  cover,  wrapper,  band,  reel,  ticket, 
label,  or  other  thing  as  aforesaid,  in  the  possession  or  power  of 
such  person  *,    and  every  other  similar  cask,  bottle,  stopper, 
vessel,  case,  cover,  wrapper,  band,  reel,  ticket,  label,  or  other 
thing  made  to  be  used  in  like  manner  as  aforesaid,  and  every 
instniment  in  the  possession  or  power  of  such  person,  and  by 
means  of  which  any  such  trade  mark  or  forged  or  counterfeited 
trade  mark  as  aforesaid  shall  have  been  applied ;  and  also  every 
ihstruinent  in  the  possession  or  power  of  such  person  for  apply- 
ing any  such  trade  mark  or  forged  or  counterfeit  trade  mark  as 
aforesaid,  shall  be  forfeited  to  Her  Majesty ;   and  the  Court 
before  which  any  such  misdemeanour  shall  be  tried  may  order 
such  forfeited  articles  as  aforesaid  to  be  destroyed  or  otherwise 
disposed  of  as  such  Court  shall  think  fit 
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4.  Every  person  who,  after  the  Slst  day  of  December,  one  Selling artideg 
thousand  eight  hundred  and   sixty-three,  shall  sell,  utter,  ^^  Tjj^  ^'l®^  ^^ 
expose  either  for  sale  or  for  any  purpose  of  trade  or  manufao  marks  after 
ture,  or  cause  or  procure  to  be  sold,  uttered,  or  exposed  for  sale  sist  Decern- 
or  other  purpose  as  aforesaid,  any  chattel  or  article,  together  with  ber,  1868, 
any  forged  or  counterfeited  trade  mark,  which  he  shall  know  to  ^^*^  ®T^ 
be  forged  or  counterfeited,  or  together  with  the  trade  mark  of  article  sold, 
any  other  person  applied  or  used  falsely  or  wrongfully  or  with-  and  a  sum  not 
out  lawful  authority  or  excuse,  knowing  such  trade  mark  of  exceeding  £5, 
another  person  to  have  been  so  applied  or  used  as  aforesaid,  and  ^  ^®"  *^*'* 
that  whether  any  such  trade  mark  or  forged  or  counterfeited     ** 

trade  mark  as  aforesaid,  together  with  which  any  such  chattel  or 
article  shall  be  sold,  uttered,  or  exposed  for  sale  or  other  purpose 
as  aforesaid,  shall  be  in,  upon,  about,  or  with  such  chattel  or 
article,  or  in,  upon,  about,  or  with  any  cask,  bottle,  stopper, 
vessel,  case,  cover,  wrapper,  band,  reel,  ticket,  label,  or  other 
thing  in,  upon,  about,  or  with  which  such  chattel  or  article  shall 
be  so  sold  or  uttered  or  exposed  for  sale  or  other  purpose  as 
aforesaid,  shall  for  every  such  o£fence  forfeit  and  pay  to  Her 
Majesty  a  sum  of  money  equal  to  the  value  of  the  chattel  or 
article  so  sold,  uttered,  offered,  or  exposed  for  sale  or  other 
purpose  an  aforesaid,  and  a  further  sum  not  exceeding  five 
pounds  and  not  less  than  ten  shillings. 

5.  Every  addition  to  and  every  alteration  of,  and  also  every  Additions  to 
imitation  of  any  trade  mark  which  shall  be  made,  applied,  or  and  altera- 
used,  with  intent  to  defraud,  or  to  enable  any  other  person  to  **®°f  ^'  ^'J^® 
defraud,  or  which  shall  cause  a  trade  mark  with  such  alteration  ^^^  intent  to 
or  addition,  or  shall  cause  such  imitation  of  a  trade  mark  to  defraud,  to  be 
resemble  any  genuine  trade  mark,  so  or  in  such  manner  as  to  deemed 

be  calculated  or  likely  to  deceive,  shall  be  and  be  deemed  to  be  foigeiies. 
a  false,  forged,  and  counterfeited  trade  mark  within  the  meaning 
of  this  Act ;  and  every  act  of  making,  applying,  or  otherwise 
using  any  such  addition  to  or  alteration  of  a  trade  mark,  or  any 
such  imitation  of  a  trade  mark  as  aforesaid  done  by  any  person 
with  intent  to  defraud,  or  to  enable  any  other  person  to  defraud, 
shall  be  and  be  deemed  to  be  forging  and  counterfeiting  a  trade 
mark  within  the  meaning  of  this  Act 

6.  Where  any  person  who,  at  any  time  after  the  thirty-first  Any  person 
day  of  December,  one  thousand  eight  hundred  and  sixty-three,  J?®'5[J|^ 
shall  have  sold,  uttered,  or  exposed  for  sale  or  other  purpose  as  ter  iSS!™ 
aforesaid,  or  shall  have  caused  or  procured  to  be  sold,  uttered,  or  g^^idl  have 
exposed  for  sale  or  other  purpose  as  aforesaid,  any  chattel  or  sold  an  article 
article,  together  with  any  forged  or  counterfeited  trade  mark,  or  Jj*^!^  * 'v^ 
together  with  the  trade  mark  of  any  other  person  used  without  ^^toimd^to*** 
lawful  authority  or  excuse  as  aforesaid,  and  that  whether  any  g^y^  informa- 
such  trade  mark,  or  such  foiled  or  counterfeited  trade  mark  as  tion  where  he 

procured  it. 
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Power  to 
justioeii  to 
■ammon 
parties  refuf - 
ing  to  give  in- 
formation. 

Penalty  for 
refuHJ£6. 


Markinff  any 
false  indica- 
tion  of  quan- 
tity, &c,  upon 
an  article  with 
intent  to 
defraud, 
penalty  a  som 
equal  to  the 
value  of  the 
article  and  a 
further  sum 
not  exceeding 
£5  and  not 
lees  than  10<. 


aforesaid,  be  in,  upon,  about,  or  with  such  chattel  or  artide,  or 
in,  upon,  about,  or  with  any  cask,  botUe,  stopper,  vessel,  case, 
cover,  wrapper,  band,  reel,  ticket,  label,  or  other  thing  in,  upon, 
about,  or  with  which  such  chattel  or  article  shall  have  been  sold 
or  exposed  for  sale,  such  person  shall  be  bound,  upon  demand  in 
writing  delivered  to  him  or  left  for  him  at  his  last  known  dwell- 
ing-house, or  at  the  place  of  sale  or  exposure  for  sale  hj  or  on 
the  behalf  of  any  person  whose  trade  mark  shall  have  been  so 
forged  or  counterfeited,  or  used  without  lawful  authority  or 
excuse  as  aforesaid,  to  give  to  the  person  requiring  the  same,  or 
his  attorney  or  agent,  within  forty-eight  hours  after  such  demsjid, 
full  information  in  writing  of  the  name  and  address  of  the  person 
from  whom  he  shall  have  purchased  or  obtained  such  chattel  or 
article,  and  of  the  time  when  he  obtained  the  same :  and  it  shall 
be  lawful  for  any  justice  of  the  peace,  on  information  on  oath  of 
such  demand  and  refusal,  to  summon  before  him  the  party  re- 
fusing, and,  on  being  satisfied  that  such  demand  ought  to  be 
complied  with,  to  order  such  information  to  be  given  within  a 
certain  time  to  be  appointed  by  him ;  and  any  such  party  who 
shall  refuse  or  neglect  to  comply  with  such  order  shall  for  every 
such  offence  forfeit  and  pay  to  Her  Majesty  the  sum  of  ^ve 
pounds,  and  such  refusal  or  neglect  shall  be  primd  fade  evidence 
that  the  person  so  refusing  or  neglecting  had  full  knowledge  that 
the  trade  mark,  together  with  which  such  chattel  or  article  was 
sold,  uttered,  or  exposed  for  sale,  or  other  purpose  as  aforesaid, 
at  the  time  of  such  selling,  uttering,  or  exposing  was  a  forged, 
counterfeited,  and  false  trade  mark,  or  was  the  trade  mark  of  a 
person  which  had  been  used  without  lawful  authority  or  excuse, 
as  the  case  may  be. 

7.  Every  person  who,  with  intent  to  defraud  or  to  enable 
another  to  defraud,  shall  put  or  cause  or  procure  to  be  put  upon 
any  chattel  or  article,  or  upon  any  cask,  bottle,  stopper,  ve^el, 
case,  cover,  wrapper,  band,  reel,  ticket,  label,  or  other  things 
together  with  which  any  chattel  or  article  shall  be  intended  to 
be  or  shall  be  sold  or  uttered  or  exposed  for  sale,  or  for  any 
purpose  of  trade  or  manufacture,  or  upon  any  case,  frame,  or 
other  thing  in  or  by  means  of  which  any  chattel  or  article  shall 
be  intended  to  be  or  shall  be  exposed  for  sisJe,  any  false  description, 
statement,  or  other  indication  of,  or  respecting  the  number, 
quantity,  measure,  or  weight  of  such  chattel  or  article,  or  any 
part  thereof,  or  of  the  place  or  country  in  which  such  chattel  or 
article  shall  have  been  made,  manufactured,  or  produced,  or  shall 
put  or  cause  or  procure  to  be  put  upon  any  such  chattel  or 
article,  cask,  bottle,  stopper,  vessel,  case,  cover,  wrapper,  band, 
reel,  ticket,  label,  or  thing  as  aforesaid,  any  word,  letter,  figure, 
signature,  or  mark  for  the  purpose  of  falsely  indicating  such 


TUE  MERCHANDISE  MARES  ACT,   1862.  443 

chattel  or  article,  or  the  mode  of  manufacturing  or  producing  the 
same,  or  the  ornamentation,  shape,  or  configuration  thereof,  to 
be  the  subject  of  any  existing  patent  (a),  privilege,  or  copyright, 
shall  for  every  such  o£fence  forfeit  and  pay  to  Her  Majesty  a 
sum  of  money  equal  to  the  value  of  the  chattel  or  article  so  sold 
or  uttered  or  exposed  for  sale,  and  a  further  sum  not  exceeding 
live  pounds  and  not  less  than  ten  shillings. 

8.  Every  person  who,  after  the  thirty-first  day  of  December,  Selling  or 
one  thousand  eight  hundred  and  sixty-three,  shall  sell,  utter,  or  «P<»ng  for 
expose  for  sale,  or  for  any  purpose  of  trade  or  manufacture,  or  sirt  D^m!* 
shall  cause  or  procure  to  be  sold,  uttered,  or  exposed  for  sale  ber,  1863, 
or  other  purpose  as  aforesaid,  any  chattel  or  article  upon  which  articles  with 
shall  have  been,  to  his  knowledge,  put,  or  upon  any  cask,  bottle,  '•^  "***®- 
stopper,  vessel,  case,  cover,  wrapper,  band,  reel,  ticket,  label,  or  ™^  &a  "***' 
other  thing  together  with  which  such  chattel  or  article  shall  be  penalty  not 
sold  or  uttered  or  exposed  for  sale  or  other  purpose  as  aforesaid,  more  than  £5, 
shall  have  been  so  put,  or  upon  any  case,  frame,  or  other  thing  nor  lew  than 
used  or  employed  to  expose  or  exhibit  such  chattel  or  article  for 

sale,  shall  have  been  so  put,  any  false  description,  statement,  or 
other  indication  of  or  respecting  the  number,  quantity,  measure, 
or  weight  of  such  chattel  or  article,  or  any  part  thereof,  or  the 
place  or  country  in  which  such  chattel  or  article  shall  have  been 
made,  manufactured,  or  produced,  shall  for  every  such  offence 
forfeit  and  pay  to  Her  Majesty  a  sum  not  exceeding  five  pounds 
and  not  less  than  five  shillings. 

9.  Provided  always,  that  the  provisions  of  this  Act  shall  not  Pioviflo  that 
be  construed  so  as  to  make  it  any  ofience  for  any  person  to  apply  "  "*i"      ta^ 
to  any  chattel  or  article,  or  to  any  cask,  bottle,  stopper,  vessel,  ^^ppj-  n^mea 
case,  cover,  wrapper,  band,  reel,  ticket,  label  or  other  thing  with  or  Voids 
which  such  chattel  or  article  shall  be  sold  or  intended  to  be  sold,  known  to  be 
any  name,  word,  or  expression  generally  used  for  indicating  such  '"f?  ^^^  ^^' 
chattel  or  article  to  be  of  some  particular  class  or  description  of  ^i^^^l^pf 
manufacture  only,  or  so  as  to  make  it  any  offence  for  any  person  to  mannfactores. 
sell,  utter,  or  offer  or  expose  for  sale  any  chattel  or  article  to  which, 

or  to  any  cask,  bottle,  stopper,  vessel,  case,  cover,  wrapper,  band, 
reel,  ticket,  label  or  other  thing  sold  therewith,  any  such 
generally  used  name,  word,  or  expression  as  aforesaid  shall  have 
been  applied. 

10.  In  every  indictment,  pleading,  proceeding,  and  document  Description  of 
whatsoever  in  which  any  trade  mark  shall  be  intended  to  be  ^^^  'J^^ 
mentioned,  it  shall  be  sufficient  to  mention  or  state  the  same  to  ^mIo^^u^ 
be  a  trade  mark,  without  further  or  otherwise  describing  such  in  indict- 
ments, &o 

(a)  A  person  who  himself  wrong-  avail  himself  of  the  benefits  of  this 
fnlly  inserts  or  retains  the  word  Act:  Morgan  ▼.  McAdam,  86  L.  J. 
*'  patent ''  in  his  trade  mark  oannot      Ch.  228. 
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trade  mark,  or  setting  forth  any  copy  or  facsimile  thereof ;  and 
in  eveiy  indictment,  pleading,  proceeding,  and  document  what- 
soever in  which  it  shall  he  intended  to  mention  any  forged  or 
counterfeit  trade  mark  it  shall  he  sufficient  to  mention  or  state 
the  same  to  he  a  forged  or  counterfeit  trade  mark,  without 
further  or  otherwise  descrihing  such  forged  or  counterfeit  trade 
mark,  or  setting  forth  any  copy  or  facsimile  thereol 
Gonvictioiinot      11.  The  provisions  in  this  Act  contained  of  or  concerning  any 
*?  ff®^  *J°X    *ct,  or  any  proceeding,  judgment,  or  conviction  for  any  act  here- 
rwiedr  ^^  declared  to  he  a  misdemeanour  or  offence,  shall  not  nor  shall 

any  of  them  take  away,  diminish,  or  prejudicially  affect  any  smt^ 
process,  proceeding,  right,  or  remedy  which  any  person  aggrieved 
hy  such  act  may  he  entitled  to  at  law,  in  equity,  or  otherwise, 
and  shall  not  nor  shall  any  of  them  exempt  or  excuse  any  person 
from  answering  or  making  discovery  upon  examination  as  a 
witness  or  upon  interrogatories,  or  otherwise,  in  any  suit  or  other 
civil  proceeding :  Provided  always,  that  no  evidence,  statement, 
or  discovery  which  any  person  shall  he  compelled  to  give  or 
make  shall  he  admissihle  in  evidence  against  such  person,  in 
support  of  any  indictment  for  a  misdemeanour  at  common  law 
or  otherwise,  or  of  any  proceeding  under  the  provisions  of  this 
Act 
Intent  to  12.  In  every  indictment,  information,  conviction,  pleadings 

^^trKtid^Ac.,  and  proceeding  against  any  person  for  any  misdemeanour  or 
pen<mneed  ^^^^^  offence  against  the  provisions  of  this  Act  in  which  it  shall 
not  be  alleged  ^  necessary  to  allege  or  mention  an  intent  to  defraud,  or  to 
in  an  indict-  enahle  another  to  defraud,  it  shall  he  sufficient  to  all^e  or  men- 
"*®"'»  *<^»  o'  tion  that  the  person  accused  of  having  done  any  act  which  is 
proved.  herehy  made  a  misdemeanour  or  other  offence,  did  such  act  with 

intent  to  defraud,  or  with  intent  to  enahle  some  other 
person  to  defraud,  without  alleging  or  mentioning  an  intent 
to  defraud  any  particular  person;  and  on  the  trial  of  any 
such  indictment  or  information  for  smy  such  misdemeanour, 
and  on  the  hearing  of  any  information  or  charge  of  or 
for  any  such  other  offence  as  aforesaid,  and  on  the  trial  of 
auy  action  against  any  person  to  recover  a  penalty  for  any 
such  other  offence  as  aforesaid,  it  shall  not  he  necessary  to 
prove  an  intent  to  defraud  any  particular  person,  or  an  intent  to 
enahle  any  particular  person  to  defraud  any  particular  person, 
hut  it  shall  he  sufficient  to  prove  with  respect  to  every  such 
misdemeanour  and  offence  that  the  person  accused  did  the  act 
charged  with  intent  to  defraud,  or  with  intent  to  enahle  some 
other  person  to  defraud,  or  with  the  intent  that  any  other  person 
might  he  enahled  to  defraud. 
Penons  who        13.  Eveiy  person  who  shall  aid,  ahet,  counsel,  or  procure  the 
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commission  of  any  offence  which  is  hy  this  Act  made  a  mis-  aid  in  tbe 
demeanour  shall  also  be  guilty  of  a  misdemeanour.  oommiaaioii  of 

14.  Every  person  who  shall  be  convicted  or  found  guilty  of  ^^oup  to  be 
any  offence  which  is  by  this  Act  made  a  misdemeanour  shall  be  also  guilty, 
liable,  at  the  discretion  of  the  Court  and  as  the  Court  shall  Punishment 
award,  to  suffer  such  punishment  by  imprisonment  for  not  more  for  misde- 
than  two  years,  with  or  without  hard  labour,  or  by  fine,  or  both  ni*^ano^. 

by  imprisonment,  with  or  without  hard  labour,  and  fine,  and  also  ^^^^ 
by  imprisonment  until  the  fine  (if  any)  sliall  have  been  paid  and 
satisfied. 

15.  In  every  case  in  which  any  person  shall  have  committed  Recovery  of 
or  done  any  offence  or  act  whereby  he  shall  have  forfeited  or  be-  P®***^*'**- 
come  liable  to  pay  to  Her  Majesty  any  of  the  penalties  or  sums 

of  money  mentioned  in  the  provisions  of  this  Act,  every  such 
penalty  or  sum  of  money  shall  or  may  be  recovered  in  England, 
Wales,  or  Ireland  in  an  action  of  debt,  which  any  person  may  as 
plaintiff  for  and  on  behalf  of  Her  Majesty  commence  and  prose- 
cute to  judgment  in  any  Court  of  Record,  and  the  amount  of 
every  such  penalty  or  sum  of  money  to  be  recovered  in  any  such 
action  shall  or  may  be  determined  by  the  jury  (if  any)  sworn 
to  try  any  issue  in  such  action,  and  if  there  shall  be  no  such 
jury  then  by  the  Court  or  some  other  jury,  as  the  Court  shall 
think  fit,  or  instead  of  any  such  action  being  commenced,  such 
penalty  or  sum  of  money  shall  or  may  in  England  or  Wales  be 
recovered  by  a  summary  proceeding  before  two  justices  of  the 
peace  having  jurisdiction  in  the  county  or  place  where  the  party 
offending  shall  reside  or  have  any  place  of  business,  or  in  the 
county  or  place  in  which  the  offence  shall  have  been  committed;  and 
shall  or  may  in  Ireland  be  recovered  in  like  manner  by  civil  bill 
in  the  Civil  Bill  Court  of  the  county  or  place  in  which  the 
offence  was  committed,  or  in  which  the  offender  shall  reside  or 
have  any  place  of  business ;  and  shall  or  may  in  Scotland  be  re- 
covered by  action  before  the  Court  of  Session  in  ordinary  form, 
or  by  summary  action  before  the  sheriff  of  the  county  where  the 
offence  shall  have  been  committed,  or  the  offender  may  reside  or 
have  any  place  of  business,  which  sheriff,  upon  proof  of  the 
offence,  either  by  the  confession  of  the  person  offending  or  by 
the  oath  or  affirmation  of  one  or  more  credible  witnesses,  shall 
convict  the  offender,  and  find  him  liable  in  the  penalty  or  penal- 
ties aforesaid,  as  also  in  expenses;  and  it  shall  be  lawful  for 
the  sheriff,  in  pronouncing  such  judgment  for  the  penalty  or 
penalties  and  costs,  to  insert  in  such  judgment  a  warrant,  in  thft 
event  of  such  penalty  or  penalties  and  costs  not  being  paid,  to 
levy  and  recover  the  amount  of  the  same  by  poinding :  Provided 
always,  that  it  shall  be  lawful  to  the  sheriff,  in  the  event  of  his 
dismissing  the  action  and  assoilzing  the  defender,  to  find  the 
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Summary  pro- 
oeedingB  be- 
fore  jufltioM 
to  be  within 
11  &  12  Vict 
c.  4». 


In  actions 
penalties  to 
be  accounted 
for  in  like 
manner  as 
other  moneys 
payable  to  the 
Crown,  and 
plaintiffs  to 
recover  full 
costs  of  suit. 


Limitations  of 
actions,  &a 


After  81st 
December, 
1863,  vendor 
of  an  article 
with  a  trade 
mark  to  be 
deemed  to 
contract  that 
the  mark  is 
genuine. 


complainer  liable  in  expenflee ;  and  any  judgment  so  to  be  pr>v 
nouuced  by  the  sheriff  in  such  sommaiy  action  shall  be  final 
and  conclueiye,  and  not  subject  to  review  by  advocation,  sua- 
pension,  reduction,  or  otherwisa 

16.  In  every  case  in  which  any  such  penalty  or  sum  of  money 
forfeited  to  Her  Majesty  as  hereinbefore  mentioned  shaU  be 
sought  to  be  recovered  by  a  summary  proceeding  before  two 
justices  of  the  peace,  the  offence  or  act  by  the  committing  or 
doing  of  which  such  penalty  or  sum  of  money  shall  have  been  so 
forfeited  shall  be  and  be  deemed  to  be  an  offence  and  act  within 
the  meaning  of  a  statute  passed  in  the  twelfth  year  of  the  reign 
of  Her  present  Majesty,  intituled  An  Act  to  facilitate  the  per- 
formance of  the  dtUtes  of  justices  of  the  peace  out  of  semnotu 
within  England  and  Wales  with  respect  to  summary  oonvicHems 
and  orders;  and  the  information,  conviction  of  the  offender,  and 
other  proceedings  for  the  recovery  of  the  penalty  or  sum  so 
forfeited  shall  be  had  according  to  the  provisions  of  the  said 
Act. 

*  17.  In  every  case  in  which  judgment  shall  be  obtained  in  any 
such  action  as  aforesaid  for  the  amount  of  any  such  penalty  or 
sum  of  money  forfeited  to  Her  Majesty,  the  amount  thereof  shall 
be  paid  by  the  defendant  to  the  sheriff  or  the  officer  of  the  Courts 
who  shall  account  for  the  same  in  like  manner  as  other  moneys 
payable  to  Her  Msgesty,  and  if  it  be  not  paid,  may  be  recovered, 
or  the  amount  thereof  levied,  or  the  payment  thereof  enforced, 
by  execution  or  other  proper  proceeding,  as  money  due  to  Her 
Majesty;  and  the  plaintiff  suing  on  behalf  of  Her  Majesty,  upon 
obtaining  judgment,  shall  be  entitled  to  recover  and  have  exe- 
cution for  all  his  costs  of  suit,  which  shall  include  a  full  in- 
demnity for  all  costs  and  charges  which  he  shall  or  may  have 
expended  or  incurred  in,  about,  or  for  the  purposes  of  the  action, 
unless  the  Court  or  a  judge  thereof  shall  direct  that  costs  of  the 
ordinary  amount  only  shall  be  allowed. 

18.  No  person  shall  commence  any  action  or  proceeding  for 
the  recovery  of  any  penalty,  or  procuring  the  conviction  of  any 
offender  in  manner  hereinbefore  provided,  after  the  expiration 
of  three  years  next  after  the  committing  of  the  offence,  or  one 
year  next  after  the  first  discovery  thereof  by  the  person 
proceeding. 

19.  In  every  case  in  which  at  any  time  after  the  thirty-first 
day  of  December,  one  thousand  eight  hundred  and  sixty-three, 
any  person  shall  sell  or  contract  to  sell  (whether  by  writing  or 
not)  to  any  other  person  any  chattel  or  article  with  any  trade 
mark  thereon,  or  upon  any  cask,  bottle,  stopper,  vessel, 
case,  cover,  wrapper,  band,  reel,  ticket,  label,  or  other  thing 
together  with  which  such  chattel  or  article  shall  be  sold  or  con- 
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tracted  to  be  sold,  the  sale  or  contract  to  sell  shall  in  every  such 
case  be  deemed  to  have  been  made  with  a  warranty  or  contract 
by  the  vendor  to  or  with  the  vendee  that  every  trade  mark 
npon  such  chattel  or  article,  or  upon  any  such  cask,  bottle, 
stopper,  vessel,  case,  cover,  wrapper,  band,  reel,  ticket,  label,  or 
other  thing  as  aforesaid,  was  genuine  and  true,  and  not  forged  or 
counterfeit,  and  not  wrongfully  used,  unless  the  contrary  shall 
be  expressed  in  some  writing,  signed  by  or  on  behalf  of  the 
vendor,  and  delivered  to  and  accepted  by  the  vendee. 

20.  In  every  case  in  which  at  any  time  after  the  thirty-first  Aiter  81st 
day  of  December,  one  thousand  eight  hundred  and  sixty-three,  I>«cemb«r» 
any  person  shall  sell  or  contract  to  sell  (whether  by  writing  or  ^^  ^*  ^cU 
not)  to  any  other  person  any  chattel  or  article  upon  which,  or  with  desorip- 
upon  any  cask,  bottle,  stopper,  vessel,  case,  cover,  wrapper,  band,  tion  upon  \t 
reel,    ticket,   label,  or  other  thing   together  with  which  such  ^^  »*■  quwitity 
chattel  or  article  shall  be  sold  or  contracted  to  be  sold,  any  de-  ^  ^^tract^ 
scription,  statement,  or  other  indication  of  or  respecting   the  that  the  de- 
number,  quantity,  measure,  or  weight  of  such  chattel  or  article,  scription  was 
or  the  place  or  country  in  which  such  chattel  or  article  shall  have  ^"i®* 

been  made,  manufactured,  or  produced,  the  sale  or  contract  to 
sell  shall  in  every  such  case  be  deemed  to  have  been  made  with 
a  warranty  or  contract  by  the  vendor  to  or  with  the  vendee  that 
no  such  description,  statement,  or  other  indication  was  in  any 
material  respect  false  or  untrue,  unless  the  contrary  shall  be 
expressed  in  some  writing  signed  by  or  on  behalf  of  the  vendor 
and  delivered  to  and  accepted  by  the  vendee. 

21.  In  every  case  in  any  suit  at  law  or  in  equity  against  any  in  salts  at 
person  for  forging  or  counterfeiting  any  trsule  mark,  or  for  law  or  in 
fraudulently  applying  any  trade  mark  to  any  chattel  or  article,  ^^^^  apwst 
or  for  selling,  exp  >8ing  for  sale,  or  uttering  any  chattel  or  article  SriM^rged 
with  any  trade  mark  falsely  or  wrongfully  applied  thereto,  or  trade  markn, 
with  any  forged  or  counterfeit  trade  mark  applied  thereto,  or  for  Court  may 
preventing  the  repetition  or  continuance  of  any  such  wrongful  ^^^  article 
act,  or  the  committal  of  any  similar  act,  in  which  the  plaintiff  gtroyed^and 
shall  obtain  a  judgment  or  decree  against  the  defendant,  the  may  award  in- 
Court  shall  have  power  to  direct  every  such  chattel  and  article  junction,  Ac 
to  be  destroyed  or  otherwise  disposed  of;  and  in  every  such  suit 

in  a  Court  of  law  the  Court  shall  or  may  upon  giving  judgment 
for  the  plaintiff  award  a  writ  of  injunction  or  injunctions  to  the 
defendant,  commanding  him  to  forbear  from  committing  and  not 
by  himself  or  otherwise  to  repeat  or  commit  any  offence  or 
wrongful  act  of  the  like  nature  as  that  of  which  he  shall  or  may 
have  been  convicted  by  such  judgment,  and  any  disobedience  of 
any  such  writ  of  injunction  or  injunctions  shall  be  punished  as  a 
contempt  of  Court,  and  in  every  such  suit  at  law  or  in  equity  it 
shall  be  lawful  for  the  Court  or  a  judge  thereof  to  make  such 
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We  mark  i«  «.foire«aid,  ^'k^  ^,SS '^'^^ '^\?t«««°^  5 
or  Sv  trade  r«a.rW   falsely  or  ^rrot^«aiyfted«t««)^!^  ««*« 


any  forged  or  counterfeit  trade  Tf^"^"^"  «rtO«8^^!;iect  to  obey 
foied  or  coxi«t«rfoit,  or   for   falsely  <«*;iog8  ot  neves'- 

trade  mark  ;    ari<i   a.rxy  person  wKo  *wi       .  ot  9°";  c-Tise  to  "be 

^«uch  order   «1*«^11  Y>e  gviilty  <>«  » '^^fBhtitt  *?  t^^>  ^*^ 
22.  In  every   c««o   in  which  any  ?eT90»        ^  jg  to  W'^  ^^^^ 
Per«ow«««-      ^oneanyof    tilie*     -vwTroxigful  acts  follo«H«  \  .v^^^SX^O^*''      -j^ -sS 
C^ri-U  K  «  "^'^'^^-^^i*    any  trade  "nark;  otlot^^^  ^^^^^^ 
'^ter*  orforthep^xrpos^   of   any  xixanufactuxe  ox  ttjj^*    ^<»'J  ^ 

d«n»Re«^        forged  or  counterfeit     trade    mark  to  any  cha*^  °         "^^^  i 
•8^""**,^-  MW  cask,  bottio,    stopper,  vessel,  case,  cover,  wrappe^j   or_*^  \ 
P**' ^'*'"  Set,  label,  or    thin^ln    or    with  which  any  ^^  ox  «^  > 
shall  be  intended    to    b©  sold  or  shaU  be  sold  or  ^"r^^.^^  •>  Xsi-^<S^  ^ 
for  sale,  or  for    any   purpose    of   trade  ot  ^"°'*^^V^r^^'^<^ 
enclose  or  place    a.ny  chattel    or    article  Va,^^"^^/^"eB^'>»»'^ 
any  cask,  bottle,    stopper,  vessel,  case,  coN«»-«tS^\  ^Ti\Mo^«*'* 
ticket,  label,  or  otlaer  thing,  to  which  any  trade  ii^/^\at\i  V>  "^ 
been  falsely  appliexi,    or  to  which  any  forged  or  <yi  f   ticket,  ^^ 
mark  shall  ba-ve     l>eon    applied  ;   or  shaU  apply  or  4"'  v^n  falvK 
chattel  or  article  a,  ly  ca«e,  cover,  reel,  wrapj^r,  ban^  ^.  .a 
or  other  thmg  to   wj-^i^j^  ^^^  trade  mark   sliaU  ha/    <<le^**,  w 
applied,  or  to  Which,     any  forged  or  counterfeit  tr^^ji  «fl/ «**"" 
have  been  ^W^^  5     or  shall   enclose,  place,  or  atfe*^///-  sM*« 
or  article  »»' ^^^.    xander,  with,  or   to   anv  cask^S  ot  *^ 

and  "^®  °^"^jy  actio  ^  exmilar  act. 

DefendMit  ob-    .  ?^-    „{ 'his  Act,  c^-J^^*^*^    any    person    shall,  nnaet  the  f<J 
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coeta,  cbaiges,  and  expenses  by  him  expended  or  incurred  in, 
about,  or  for  the  purposes  of  the  action,  unless  the  Court  or  a 
judge  thereof  shall  direct  that  costs  of  the  ordinary  amount  only 
shall  be  allowed. 

24.  In  any  action  which  any  person  shall,  under  the  pro*  A  plaintiff 
visions  of  this  Act,  commence  as  plaintiff  for  or  on  behalf  of  Her  """^  ^^^  * 
Majesty  for  recovering  any  penalty  or  sum  of  money,  if  it  shall  b^^^mMlS 
be  shown  to  the  satisfaction  of  the  Court  or  a  judge  thereof  that  to  give 

the  person  suing  as  plaintiff  for  or  on  behalf  of  Her  Majesty  has  security  for 
no  ground  for  alleging  that  he  has  been  aggrieved  by  the  com-  ****■• 
mitting  of  the  alleged  offence,  in  respect  of  which  the  penalty  or 
sum  of  money  is  alleged  to  have  become  payable ;  and  also  that 
the  person  so  suing  as  plaintiif  is  not  resident  within  the  juris- 
diction of  the  Court,  or  not  a  person  of  sufficient  property  to  be 
able  to  pay  any  costs  which  the  defendant  may  recover  in  the 
action,  the  Court  or  judge  shall  or  may  order  that  the  plaintiff 
shall  give  security  by  the  bond  or  recogni-^ance  of  himself  and  a 
surety,  or  by  the  deposit  of  a  sum  of  money,  or  otherwise,  as  the 
Court  or  judge  shall  think  fit,  for  the  payment  to  the  defendant 
of  any  costs  which  he  may  be  entitled  to  recover  in  the  action. 

25.  Nothing  in  this  Act  contained  shall  be  construed  to  affect  Act  not  to 
the  rights  and  privileges  of  the  Corporation  of  Cutlers  of  the  affect  the  Oor» 
liberty  of  Hallamshire,  in  the  county  of  York,  nor  shwll  anything  ^'5*'*'"  ?^ 
in  this  Act  contained  be  construed  in  any  way  to  repeal  or  make  Hallamfihire, 
void  any  of  the  provisions  contained  in  the  fifty-ninth  George  nor  to  repeal 
Third,  chapter  seven,  intituled  An  Act  to  regulate  tlie  Ctdlery  69  Geo.  III. 
Trade  in  England.  °*  ^* 

26.  The  expression  "The  Merchandise  Marks  Act,  1862,"  Short  tiUo, 
shall  be  a  sufficient  description  of  this  Act. 


The  Weights  and  Mbasurbs  Acr,  1878. 
41  &  42  Vict.  c.  49. 

PART  L — ^LAW  OF  WEIGHTS  AND   MEASURBS. 

Stamping  and  Verification  of  WeigJds  and  Measures. 

§  28.  Every  weight,  except  where  the  small  size  of  the  weight  Stamping  of 
renders  it  impracticable,  shall  have  the  denomination  of  such  weights  and 
weight  stamped  on  the  top  or  side  thereof  in  legible  figures  and  d^^jJJIkltion 
letters. 

Every  measure  of  capacity  shall  have  the  denomination  there- 
of stamped  on  the  outside  of  such  measure  in  legible  figures  and 
lettera. 
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A  weight  or  measure  not  in  conformity  with  this  aection  shall 
not  be  stamped  with  sach  stamp  of  venfication  under  this  Act 
as  is  hereinafter  mentioned. 
Stamping  of         §  29.  Every  measure  and  weight  whatsoever  used  for  trade 
Terification  on  ghall  be  verified  and  stamped  by  an  inspector  with  a  stamp  of 
™^^£l*  ""*   verification  under  this  Act. 
^  £very  person  who  uses  or  has  in  his  possession  for  use  for 

trade  any  measure  or  weight  not  stamped  as  required  by  this 
section,  shall  be  liable  to  a  fine  not  exceeding  five  pounds,  or  in 
the  case  of  a  second  offence  ten  pounds,  and  shall  be  liable  to 
forfeit  the  said  measure  or  weight,  and  any  contract,  baigais, 
sale,  or  dealing  made  by  such  measure  or  weight  shall  be  void. 
LoAd  or  pow-  g  30.  A  weight  made  of  lead  or  pewter,  or  of  any  mixture 
ter  weighti.  thereof,  shall  not  be  stamped  with  a  stamp  of  verification  or 
used  for  trade,  unless  it  be  wholly  and  substantially  cased  with 
brass,  copper,  or  iron,  and  legibly  stamped  or  marked  "cased:" 

Provided  that  nothing  in  this  section  shall  prevent  the  inser- 
tion into  a  weight  of  such  a  plug  of  lead  or  pewter  as  is  bona 
fide  necessary  for  the  purpose  of  adjusting  it  and  of  affixing 
thereon  the  stamp  of  verification. 

A  person  guilty  of  any  offence  against  or  disobedience  to  the 
provisions  of  this  section,  shall  be  liable  to  a  penalty  not  exoeod- 
ing  five  pounds,  or  in  case  of  a  second  offence  ten  pounds. 
Stamping  of         §  31.  Every  coin  weight,  not  less  in  weight  than  the  weight 
^•"^^^^^^J  "*"  ^^  ^®  lightest  coin  for  the  time  being  current,  shall  be  verified 
col?       ^'      *"^  stamped  by  the  Board  of  Trade  with  a  mark  of  verificatioa 
under  this  Act,  and  otherwise  shall  not  be  deemed  a  just  weight 
for  determining  the  weight  of  gold  and  silver  coin  of  the  realm. 
Every  person  who  'Uses  any  weight  declared  by  this  section 
not  to  be  a  just  weight  shall  be  liable  to  a  fine  not  exceeding 
fifty  pounds. 
Forgery,  Ac.,       ^  32.  If  any  person  forges  or  counterfeits  any  stamp  used  for 
meacoTM  or"    *^®  stamping  under  this  Act  of  any  measure  or  weight,  or  xised 
weights.  before  the  commencement  of  this  Act  for  the  stamping  of  any 

measure  or  weight,  under  any  enactment  repealed  by  this  Act, 
or  wilfully  increases  or  diminishes  a  weight  so  stamped,  he  shall 
be  liable  to  a  fine  not  exceeding  fifty  pounda 

Any  person  who  knowingly  uses,  sells,  utters,  disposes  of,  or 
exposes  for  sale  any  measure  or  weight  with  such  forged  or 
counterfeit  stamp  thereon,  or  a  weight  so  increased  or  diminished, 
shall  be  liable  to  a  fine  not  exceeding  ten  pounds. 

All  measures  and  weights  with  any  such  forged  or  counterfeit 
stamp  shall  be  forfeited. 
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The  Wbiohts  and  Mbasubes  (Ireland)  Amendment  Act,  1862. 

26  &  26  Vict,  c  76  (a). 

Part  III. 

Preveidion  qf  Fravda. 

§  14.  If  any  person  commit  any  of  the  following  offences,  he  Penalty  on 
shaU  for  each  offence  be  liable  to  a  penalty  not  exceeding  five  ootinterfeiting 
pounds :  ^'^"^ 

(1.)  If  he,  with  intent  to  defraud,  counterfeit  or  procure  to  be 
counterfeited  any  brand  or  stamp  used  by  or  under  the 
authority  of  the  owner  or  lessee  of  a  market  or  fair,  or 
of  any  person  having  by  law  the  control  of  a  market  or 
fair,  to  denote  the  weight,  measure,  or  quality  of  any 
article  sold  in  the  market  or  fair,  or  within  the  pre- 
scribed limits,  during  the  holding  of  the  market  or  fair, 
or  of  any  cask,  firkin,  or  other  vessel,  covering,  or  thing 
in  which  such  article  is  sold,  or  the  impression  of  any 
such  brand  or  stamp  : 

(2.)  Or,  with  the  like  intent,  use  or  procure  to  be  used  any 
such  counterfeit  brand,  or  stamp,  or  impression : 

(3.)  Or,  with  the  like  intent,  alter  an  impression  of  any  such 
genuine  brand  or  stamp : 

(4.)  Or,  with  the  like  intent,  have  in  his  possession  anything 
having  thereon  an  impression  of  any  such  counterfeit 
brand  or  stamp,  or  a  fraudulently  altered  impression  of 
any  such  genuine  brand  or  stamp : 

(5.)  Or,  with  the  like  intent^  transfer  or  apply  any  cask,  firkin, 
or  other  vessel,  covering,  or  thing,  having  thereon  an 
impression  of  any  such  genuine  brand  or  stamp,  to  any 
article  other  than  that  for  denoting  the  weight,  measure, 
or  quality  whereof  such  impression  was  made  on  such 
cask,  firkin,  or  other  vessel,  covering,  or  thing,  or  in 
any  other  manner  alter  the  bond  fde  application  of  an 
impression  of  any  such  genuine  brand  or  stamp ; 

(6.)  Or  knowingly  weigh  or  cause  to  be  weighed,  contrary  to 
the  provisions  of  this  Act,  or  act  or  assist  in  commit- 
ting or  connive  at  any  fraud  respecting  the  weighing  or 
the  weight  or  measure  of  any  such  article  as  in  Part  IL 
of  this  Act  is  mentioned  : 

(7.)  Or,  with  intent  to  defraud,  alter  any  ticket  specifying  the 
weight  of  any  such  article : 

(a)  This  Act  was  repealed  in  part  by  41  ds  42  Vict.  c.  49. 

G  G  2 
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PenalW  for 
franduientiy 
increasing 
weight  of 
butter  in  casks. 


Penalty  for 
fraudulently 
increasing 
weight  of 
fleeces. 


(8.)  Or,  with  intent  to  defraud,  make  or  use,  oi  be  pn^^ 

the  making  or  using  of  any  such  ticket,  lalsei]^ 

ing  the  weight  of  any  such  article,  oi  ol  any  co^««» 

cart,  or  load : 

(9.)  Or  shaU  dispose  of,  sell,  or  cause  to  be  sold  Miy'« 

or  measure  having  a  false  or  counterfeit  stamp, 

stamp  purporting  to  resemble  a  genuine  stoniP' 

§  15.  If  any  person  shall  wilfully  pack  up  or  mix,  otcaua 

he  packed  up  or  mixed,  with  or  in  any  butter  contained^* 

firkin  or  cask,  any  salt,  pickle,  or  other  substance,  mth  mtffl^ 

increase  the  weight  of  such  butter,  and  shall  bring  or  sendi 


butter  so  packed  or  mixed  to  any  market  for  sale,  ke  sk 
liable  to  pay  a  fine  not  exceeding  forty  shillingB,  orbeimpti^. 
for  any  period  not  exceeding  one  month,  as  the  justice  or  p 
shall  determine. 

§  16.  If  any  person  shall  wind  or  cause  to  be  voundm 
fleece  or  wool  not  being  sufficiently  rivered  or  washed,  ct' 
or  cause  to  be  wound  within  any  fleeces  any  deceitful  lockv 
skin,  or  lamVa  wool,  or  any  substance,  matter,  or  tiling,  w 
the  fleece  may  be  rendered  more  weighty,  to  the  deceit  m 
of  the  buyer,  such  person  shall  be  liable  to  a  penalty  oi 
shillings  for  every  fleece  so  fraudulently  made  up. 


Penalty  on 
false  repre- 
sentationtL 

As  to  having 

obtained 

medals. 


The  Exhibition  Medals  Act,  1863—26  &  27  Vict,  c 

§  1.  If  any  trader  commits  any  of  the  offences  following; 
is  to  say — 

(1.)  Falsely  represents  that  he  has  obtamed  a  medal  or  c 

cate  from  the  Exhibition  Commissioners  (a)  in  resp 

any  article  or  process  for  which  a  medal  or  certi 

/o  N  -p  ^^^^  awarded  by  the  Commissioners: 

(2.)  Falsely  represents   (knowing  such  representation 

SficSl^  /""^  ^^^«'  *^^^  ^^  obtained  a  me. 
n  ^  fI«W  ^il'^'^  ^^^  Exhibition  Commissioneis: 
^  fle^Zr^''^   (knowing  such  representation 

mSe  b V   n?^  ^^^^^^  «>1^  o^  e^POs^  for  sale  \^ 

h^obti^^^^^ 

medal   or  ^rtTfio!^^^^^  ^^  ^^  ^^^^"  ^'  ^j? 
sioners :       ""^^^^^oate    from   the   Exhibition  Cc 


^->  Of  1851  or  1862,     See  «  S. 
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He  shall  incur  the  following  penalties,  that  is  to  say : 

(1.)  For  the  first  offence  he  shaU  forfeit  to  Her  Migesty  a  sum 

not  exceeding  five  pounds  : 
(2.)  For  any  subsequent  offence  he  shall  forfeit  to  Her  Majesty 
a  sum  not  exceeding  twenty  pounds,  or  be  imprisoned 
for  a  period  not  exceeding  six  months. 
By  §  2,  in  proceedings  under  this  Act,  it  is  not  necessary  to 
prove  that  any  person  has  sustained  damage  by  the  false  repre- 
sentations. 

By  §  5  no  provision  of  this  Act  is  to  affect  any  right  or  civil 
remedy. 


BsoisTERED  Designs. 

The  Patents,  Designs,  and  Trade  Marks  Act,  1883. 

46  &  47  Vict.  c.  67. 

§  51.  Before  delivery  on  sale  of  any  articles  to  which  a  regis-  Marking 
tered  design  has  been  applied,  the  proprietor  of  the  design  shall  registered 
cause  each  such  article  to  be  marked  with  the  prescribed  mark,  ^^"^S'^ 
or  with  the  prescribed  word  or  words  or  figures,  denoting  that  the 
design  is  registered ;  and  if  he  fails  to  do  so  the  copyright  in  the 
design  shall  cease,  unless  the  proprietor  shows  that  he  took  all 
proper  steps  to  ensure  the  marking  of  the  article. 

The  Dbsigns  Rules,  1883. 

82.  Before  the  delivery  on  sale  of  any  article  to  which  a  regis-  Begistratioii 
tered  design  has  been  applied,  the  proprietor  of  such  design  shaU,  mark, 
if  such  article  is  included  in  any  of  the  classes  one  to  twelve  in 
the  Third  Schedule  hereto,  cause  each  such  article  to  be  marked 
with  the  abbreviation  ^'  Bd."  and  the  number  appearing  on  the 
certificate  of  registration,  and  shall,  if  such  article  is  included  in 
the  classes  thirteen  or  fourteen  in  the  Third  Schedule  hereto, 
cause  each  such  article  to  be  marked  with  the  abbreviation 
"  Rbgd." 

Class  13  includes  ^  Printed  or  woven  designs  on  textile  piece 
goods." 

Class  1 4  includes  '^  Printed  or  woven  designs  on  handkerchiefs 
and  shawls." 

The  first  twelve  classes  include  all  other  goods. 
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Customs  Kboulations. 

The  CwtontB  Coneolidaiion  Act,  1876 — 39  &  40  Vid.  c  36. 

Table  of  pro-  §  42  (a).  The  goods  enumerated  and  described  in  the  foUow- 
hiUtioiu  and  ing  table  of  prohibitions  and  restrictions  inwards  are  hereby 
Nttriotiona.  prohibited  to  be  imported  or  brought  into  the  United  Kingdom, 
save  as  thereby  excepted,  and  if  any  goods  so  enumerated  and 
described  shall  be  imported  or  brought  into  the  United  Kingdom 
contrary  to  the  prohibitions  or  restrictions  contained  therein, 
such  goods  shall  be  forfeited,  and  may  be  destroyed  or  other- 
wise disposed  of  as  the  Commissioners  of  Customs  may  direct 

A  Table  of  Pbohibitiovs  and  Bbstrigtioks  ikward& 

Ooods  prohibited  to  be  imported. 
♦  •  ♦  ♦  ♦ 

Clocks  and  watches,  or  any  other  article  of  metal  impressed 
with  any  mark  or  stamp  representing  or  in  imitation  of  any 
legal  British  assay  mark  or  stamp,  or  purporting  by  any  mark  or 
appearance  to  be  of  the  manufacture  of  the  United  Kingdom  (h). 

«  «  «  «  « 

Foraign  mana-      §  153.  If  any  articles  of  foreign  manufacture,  and  any  pack- 
factores  with    ages  of  such  articles,  bearing  any  names,  brands,  or  marks  being 
BritUh  marks,  ^j  purporting  to  be  the  names,  brands,  or  marks  of  manufac- 
turers resident  in  the  United  Kingdom,  shall  be  imported  into 
any  of    the    British    possessions  abroad,  the  same  shall  be 
forfeited  (c). 


The  Customs  and  Inland  Revenue  Ad,  1879  -~42  k  43  Vict,  c  21. 

PART  I.— CUSTOMS. 

Entry  of  §  6.     *     *     Provided  also,  that  if  any  British  goods  brought 

British  ffoods   into  the  United  Kingdom  bear  the  name,  brand,  or  mark  of  any 
'®*"™~'  British  manufacturer,  the  same  shall,  either  by  bill  of  store,  or 

by  and  with  the  consent  in  writing  of  the  proprietor  of  such 
name,  brand,  or  mark,  or  his  legal  representative,  or  on  proof  to 
the  satisfaction  of  the  Commissioners  of  Customs,  by  dedaratioii 
of  the  importer,  that  such  goods  are  of  British  manufacture,  be 
admitted  to  entry  as  British  {d). 

(a)  This  section  is  amended  by  17  Vkt,  e,  107,  g  161. 

46  ds  47  VicL  c.  55,  q.v.  infrd.  {d)  This  is  re-cnaoted  from  80  Jt 

{h)  This  is  re-enacted  from  16  A  81  Viet.  e.  82,  §  6,  andS9<i&  40  VieL 

17  Viet,  c  107,  §  44.  c,  86,  §  68. 

(c)  This  is  re-enacted  from  16  d: 
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Jhe  Revenue  Act,  1883—46  &  47  Vict.  c.  55. 

PART  L — ^AMENDMENT   OF   LAW   RELATING   TO  THE   CUSTOMS. 

§  2.  The  following  enactments  shall,  on  and  after  the  first  Amendment 
day  of  January,  one  thousand  eight  hundred  and  eighty-four,  ^  |o  74*  ^^ 
have  effect  as  if  they  were  contained  in  section  forty-two  of  the  ^^  3^^ 
Customs  Consolidation  Act,  1876,  in  substitution  for  the  portion 
of  that  section  repealed  by  this  Act,  tliat  is  to  say — 

(1.)  (a.)  Articles  of  foreign  manufacture  not  imported  by,  or 
for,  but  beaiing  the  name  and  address  or  name  and  trade  mark 
of  a  manufacturer  of  such  articles  resident,  or  having  a  place  of 
business,  in  the  United  Kingdom  (a). 

(b.)  Articles  of  foreign  manufacture  bearing,  either  alone  or 
in  conjunction  with  other  names  or  words,  the  name  of  a  part 
of,  or  a  place  in,  the  United  Kingdom,  which  name  in  the 
opinion  of  the  Commissioners  of  Customs  has  been  placed  upon 
such  articles  in  order  to  impart  to  them  a  sp^ial  character  of 
British  manufacture  (6). 

(2.)  The  proprietary  right  of  a  manufacturer  in  any  name  or 
mark  on  any  articles  of  foreign  manufacture  shall  be  proved  or 
evidenced  in  such  manner  and  upon  such  conditions  as  the 
Commissioners  of  Customs  shall  prescribe. 

(3.)  Articles  bearing  the  name  of  a  place  which  would  render 
them  subject  to  prohibition  under  this  section  shall  not  be 
admissible  by  reason  of  there  being  another  place  of  the  same 
name  out  of  the  United  Kingdom  (c). 

(4.)  Names,  addresses,  and  marks  on  boxes,  cases,  cards,  or 
other  things  in  which  or  attached  to  which  articles  of  foreign 
manufacture  are  imported,  shall  be  deemed  to  be  borne  by  the 
articles  themselves. 

(5.)  The  Commissioners  of  Customs  in  administering  this 
section,  whether  in  the  exercise  of  any  discretion  or  opinion  or 
otherwise,  shall  act  under  the  control  of  the  Commissioners  of 
Her  Majesty's  Treasury. 

(6.)  Li  this  section  the  word  " name"  as  applied  to  a  manu- 
facturer shall  include  any  abbreviation  or  imitation  of  a  name, 
and  the  word  ''manufacturer"  shall  include  a  dealer,  and  a 
manufacturing  or  trading  company  having  a  place  of  business  in 
the  United  Kingdom. 

(a)  See  89  A  40  Vict.  c.  86,  §  42,  re-enacting  85  <fr  36  Vict,  e,  20,  §  4. 

re-enacting  16  <k   17    Vict,  c  107,  (c)  See  39  A  40  VicL  c  36,  §  42, 

§  44.  re-enacting  85  A  36  Vict,  c  20,  §  4. 

it)  See  39  <t-  40  Vict.  c.  86,  §  42, 
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STATUTORY  ENACTMENTS  WITH  RESPECT  TO  MARKS  ON 

SPECIAL  CLASSES  OF  GOODS  (a), 

CUTLKRT. 

59  Geo.  Ill  e.  7  {b\  '<An  Act  to  regulate  the  Catleiy  Trade  in 
England." 

§  1.  Manufacturers  may  mark  -with  the  figure  of  a  hammer  aiticlee  of 
cutlery  made  by  them  by  means  of  the  hammer. 

§  3.  No  person  is  to  mark  articles  of  cutlery  not  made  by  means  of  the 
hammer  with  the  figure  of  a  hammer,  or  to  possess  for  the  purpose  of 
sale,  or  offer  for  sale  such  articles  so  marked,  under  penalty  of  forfeiture 
of  the  articles  so  marked,  together  with  a  fine  of  5/.  a  dozen. 

§  4.  No  person  is  to  mark  articles  of  cutlery,  or  possess  for  the  purpose 
of  sale,  or  offer  for  sale  articles  marked  with  any  words  indicatiye  of  a 
quality  other  than  the  true  one,  under  similar  penalties. 

§  5.  No  person  is  to  mark  articles,  or  possess,  &&,  articles  marked  with 
the  words  '^  London ''  or  ''  London  made,"  unless  such  articles  were  made 
within  the  City  of  London,  or  twenty  miles  distance  therefrom,  under 
penalty  of  forfeiture,  together  with  a  fine  of  10/.  a  dozen. 

§  14.  Articles  of  cutlery  subject  to  forfeiture  by  virtue  of  the  Act  may 
be  seized  and  destroyed,  &c.,  by  order  of  justices. 

The  remaining  provisions  refer  chiefly  to  forms  of  procedure,  recovery 
of  penalties,  &c. 


Tlie  Cutlers*  Ctyinpany  of  Hallamahire, 

21  Jac  L  c.  31  (1623).        . 

§  1  (r).  The  cutlers  living  in  Hallamshire,  or  within  six  miles  distance 
therefrom,  are  incorporated  under  the  corporate  name  of  ''The  Master, 

(a)  The  Acta  abBiracted  in  the  text  are  §  25  of  that  Act. 
in  iforce  at  present.  (c)  The  remainder  of  this  Act  is  ra- 

(6)  The  Merchandise  Marks  Act,  1862,  pealed  by  81  Geiy.  lit,  c.  58. 
does  not  interfere  with  this  Act.    See 
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Wardens,  Searcheia,  Assistants  and  Commonalty  of   the   Company  of 
Cutlers  in  HaUamshire  in  the  county  of  York." 

31  Qeo.  III.  c.  58  (1791)  (a). 

§  1.  The  company  to  consist  of  the  trades  hereinafter  mentioned,  and 
of  none  other. 

§  3  enumerates  '*  the  arts  or  trades  of  makers  of  knives,  sickles,  shears, 
scissors,  razors,  files  and  forks." 

§  7.  Apprentices  who  have  served  for  i^even  years  are  to  have,  at 
twenty-one  years  of  age,  their  freedom  of  the  company  and  a  mark  to  be 
assigned  them. 

§  17.  Members  of  the  company  counterfeiting  marks  assigned  to  others 
are  for  every  offence  to  pay  a  penalty  not  exceeding  20/.  nor  less  than  4/. 

§  26.  Penalties  may  be  sued  for  by  the  company,  or  by  the  party 
aggrieved,  in  the  Courts  at  Westminster. 

§  27.  One  or  more  justice  or  justices  of  the  peace  for  the  West  Riding 
of  the  coimty  of  York,  or  for  the  county  of  Derby,  shall,  upon  informa- 
tion of  an  offence  for  which  a  penalty  is  imposed,  summon  the  parties 
and  witnesses,  and  hear  and  determine  the  matter  in  a  summary  way, 
and  give  judgment  with  costs,  and  issue  a  warrant  for  levying  the 
penalties  by  distress,  and  if  the  goods  are  insufficient,  then  shall  commit 
the  offender  to  the  House  of  Correction  for  one  month.  Costs  may  be 
given  to  a  person  wrongly  accused. 

§  28  contains  a  form  of  convictioiL 

§  29.  An  appeal  is  given  to  the  Court  of  Quarter  Sessions  at  Sheffield^ 
Eotherham,  Bamsley,  Wakefield,  or  Pontefract. 

§  31.  The  penalties  which  come  to  the  company  are  to  be  distributed 
among  the  poor  of  the  company. 

The  Act  contains  other  provisions  with  respect  to  the  constitution  of 
the  company,  procedure,  &c 

41  Oeo.  IIL  c.  97  (1801),  (Local). 

§  2.  A  freeman  of  the  company  is  empowered  to  give  his  mark  by  will 
to  any  person  or  persons,  in  the  same  manner  as  his  other  personalty, 
subject  to  the  life  estate  therein  which  his  widow  is  to  have  during  her 
widowhood  or  any  future  coverture,  and  which  she  may  sell,  though  on 
her  death  the  provisions  of  the  husband's  will  take  effect. 

§  3.  In  default  of  a  will,  the  mark  is  to  pass  in  the  same  manner  as  its 
owner's  other  personalty,  subject  to  the  widow's  life  estate  (6). 

§  5.  Parish  apprentices  who  shall  prove  to  the  satisfaction  of  a  justice 
that  they  have  regularly  served  a  freeman  for  seven  years  shall  be  entitled 
to  their  freedom  and  a  mark. 

64  Geo.  IIL  c.  119  (1814),  (Local). 

This  Act  repeals  several  of  the  provisions  of  the  Act  of  1791,  in  favour 
of  free  trada 

(a)  OoDflidenble  portions  of  this  Aot       follow, 
have  been  repealed  hy  the  Acts  which  (fr)  And  see  §  6  of  the  Act  of  1814. 


458 


APPENDIX  D. 


§  3.  Any  person  carrying  on  any  of  the  specified  trades  within  the 
specified  limits  has  a  right  to  have  a  mark  assigned  to  him  by  the 
company  on  application,  which  mark  is  not  to  be  one  that  is  the  pro- 
perty of  another,  nor  a  surname  (a) ;  and  for  such  mark  he  is  to  pay  forty 
shillings,  and  if  the  mark  be  one  previously  assigned  but  surrendered,  3/. 
in  addition,  besides,  in  either  case,  any  stamp  duty  imposed  by  Act  of 
Parliament  (b). 

§  4.  No  mark  is  to  be  assigned  by  the  company  if  the^  have  notice 
that  it  is  in  common  use,  or  in  the  use  of  any  person  within  the 
district  (c). 

§  5.  Members  of  the  company,  or  any  other  persons  canying  on  any  of 
the  specified  trades  within  the  specified  limits,  who  shall  use  a  mark 
assigned  by  the  company  to  another  person,  with  intent  to  counterfeit^ 
shall  for  every  offence  forfeit  and  pay  a  sum  not  exceeding  201. ,  half  of 
the  fine  to  go  to  the  injured  person,  the  other  half  to  the  company.  The 
fine  is  to  be  recovered  and  applied  as  under  the  Act  of  1791. 

§  6.  The  provisions  made  by  §  2  of  the  Act  of  1801,  for  the  devolution 
of  marks  on  the  deaths  of  their  owners,  are  to  apply  to  marks  assigned 
imder  the  present  Act  (d),  but  not  more  than  one  person  of  the  family  shall 
be  entitled  to  use  the  mark  at  the  same  time. 

23  Viet  c.  xliiu  (1860),  (Local). 

§  1.  The  provisions  of  the  previous  Acts  are  extended  to  ^'  the  arts  or 
trades  of  manufacturers  of  steel  and  makers  of  saws  and  edge-tools  and 
other  articles  of  steel,  or  of  steel  and  iron  combined,  having  a  cutting 
edge." 

§  2.  Any  person  exercising  any  of  the  trades  formerly  or  now  specified, 
within  the  specified  limits,  may  and  shall,  on  application  to  the  company 
and  payment  of  20L  in  ctddition  to  any  other  fees  payable,  become  a 
freeman  of  the  company  and  have  a  mark  assigned  to  him. 

§  3.  The  former  and  present  Acts  may  be  cited  as  ''The  Cutlers' 
Company's  Acts,  1623,  1791,  1801,  1814,  1860,"  respectively. 

The  rights  of  the  Cutlers'  Company  were  expressly  reserved  by  the 


(a)  Tlie  Bimilar  provinon  in  §  24  of  the 
Act  of  1791  (repealed  by  the  present  Act), 
with  respect  to  non-freemen,  provided 
that,  on  a  non-freeman  having  a  mark 
assigned  to  him,  he  should  become  a  free- 
man of  the  company.  This  is  not  repeated 
here. 

(h)  A  mark  assigned  to  a  non-freeman 
is  assignable  by  him.  See  Bury  v.  Bed- 
ford, 4  De  G.  J.  &  S.  852.  But  where  a 
person  to  whom  a  Sheffield  mark  had 
been  assigned  had  assigned  it  to  another, 
and  had  not  gone  through  the  process  of 
surrendering  it  to  the  company  for  re- 
assignment to  his  assignee,  the  latter  was 


not  recognised,  by  the  company  as  the 
proprietor  of  the  mark,  nor  admitted  to 
registration  under  the  Trade  Marks  Re- 
gistration Act,  1875,  until  he  had  perfected 
his  title:  In  re  Rabane,  Dig.  648. 

(c)  By  the  Trade  Marks  Registration 
Act,  1875,  §  9,  no  mark  was  to  be 
assigned  by  the  company  which  had  been 
registered  under  the  TVade  Marks  Re- 

S'stration  Acts,  notice  of  the  registration 
kving  been  given  to  the  Cutlers'  CSom- 
pany.  And  see  the  Patents,  Ac,  Act, 
1888,  §  81. 

{d)  Tlius  including  non-freemen  in 
possession  of  company's  marks. 
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Merchandise  Marks  Act,  1862  (a),  §  25,  and  also  by  the  Trade  Marks 
Eegistration  Act,  1875,  §  9. 

See  also  the  special  provisions  in  r^ard  to  the  Cutlers'  Company  con- 
tained in  the  Trade  Marks  Registration  Act,  1875,  §  9,  and  in  46 — 56  of 
the  Rules  under  that  Act,  now  repealed ;  the  e£fect  of  which  was  that  the 
registrar  of  trade  marks  was  to  be  supplied  with  copies  of  all  Sheffield 
corporate  marks,  and  the  Cutlers'  Company  with  copies  of  all  trade  marks 
registered  for  goods  or  classes  of  goods  within  §  2  of  the  Cutlers'  Com- 
pany's Act,  1 860 ;  that  notice  of  applications  for  assignment  or  registration 
of  such  marks,  and  of  such  assignment  or  registration,  when  complete,  was 
to  be  given  by  the  Cutlers'  Company  to  the  registrar  and  vice  versd  ;  that 
marks  identical  with,  or  similar  to  marks  already  assigned  or  registered, 
were  not  to  be  registered  or  assigned  respectively  (except,  in  the  former 
case,  with  the  special  leave  of  the  Court);  and  that  Sheffield  marks  might 
be  registered  under  the  Trade  Marks  Registration  Acts. 

By  §  81  of  the  Patents,  &c.,  Act,  1883  (6),  and  Rules  53—56  of  the  Trade 
Marks  Rules  (c),  the  Sheffield  Cutlers'  Register  is  reorganized.  A  new 
"Sheffield  Register"  is  established,  in  which  are  to  be  entered  all  trade 
marks  for  cutlery,  edge-tools,  raw  steel,  or  goods  made  of  steel,  or  of  steel 
and  iron  combined,  whether  with  or  without  a  cutting  edge,  belonging  to 
persons  carrying  on  business  in  Hallamshire,  or  within  six  miles  thereof, 
and  registered  under  the  Act  of  1875,  or  assigned  by  the  Cutlers'  Com- 
pany and  actually  used  before  the  commencement  of  the  present  Act.  All 
applications  for  marks  for  similar  goods  are,  when  made  by  persons  trading 
within  the  specified  limits,  to  be  made  to  the  company.  Notice  of  such 
appb'cations  is  to  be  given  by  the  company  to  the  comptroller,  who  may 
give  notice  of  objection ;  and  notice  of  applications  by  persons  trading 
outside  the  specified  limits  for  marks  for  similar  goods  is  to  be  given  by 
the  comptroller  to  the  company.  Kotice  of  registrations  in  the  Sheffield 
Register  is  to  be  given  to  the  comptroller,  who  is  to  enter  the  mark  in  the 
general  register ;  and  notice  of  all  other  entries  is  also  to  be  given  to  him. 
The  practice  at  Sheffield  is  to  follow  generally  that  at  London,  and  an 
appeal  is  given  from  the  company's  decisions  to  the  comptroller,  and  from 
him  to  the  Court.  The  provisions  of  the  company's  Acts  for  the  summary 
punishment  of  persons  counterfeiting  Sheffield  corporate  marks  are  to 
apply  to  marks  entered  in  the  new  Sheffield  Register.  The  old  cutlers' 
register  of  corporate  marks  is  to  be  closed  after  five  years  from  the  com- 
mencement of  the  Act  (i.e.,  after  five  years  from  December  31st,  1883). 
The  net  result  will  be  that  the  Sheffield  Register  will  be  an  exact 
duplicate  of  the  general  register,  so  far  as  that  relates  to  marks  used  for 
the  specified  goods  within  the  specified  limits. 

(a)  25  <ifc  26  Fice.  CL  88.    See  p.  488-49.        (6)  fSee  p.  321.  (c)  See  p.  858. 
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Gold  and  Silvbr  Plats. 

England. 

2  Hen,  VL  c  17  (in  Ruffhead's  ecL  c.  14)  (1423)  (a). 

No  goldsmith  or  silversmith  in  the  City  of  London  to  sell  wrought  silver 
of  less  than  sterling  fineness.  No  harness  of  silver  to  be  offered  for  sale 
in  that  city,  nntil  touched  with  the  touch  of  the  leopard's  head,  if  it  may 
reasonably  bear  the  same,  and  also  with  the  workman's  mark,  under 
penalty  of  forfeiture  of  double  value.  The  mark  of  every  goldsmith  to  be 
known  to  the  wardens  of  the  same  craft.  In  the  cities  of  York,  Newcastle- 
upon-Tyne,  Lincoln,  Norwich,  Bristol,  Salisbury,  and  Coventry,  to  be 
divers  touches.  Jn  other  places,  where  no  touch  is  ordained,  silver  not  to 
be  worked  of  less  than  sterling  fineness,  nor  to  be  offered  for  sale  without 
the  worker's  mark.     Penalty  of  double  value  (b). 

18  Eftz.  e.  15  (1676)  (c). 

If  plate  marked  by  the  Goldsmiths'  Company  be  found  deceitful,  the 
company  to  forfeit  the  value. 

8  4"  9  Win.  III.  c.  8  (1697). 

§  8  (in  Ruffhead's  ed.  §  9)  {d).  No  silver  plate  to  be  made  of  less 
fineness  than  11  oz.  10  dwt.  in  the  lb.  troy  (e),  nor  offered  for  sale  until 
marked  (/). 

If  plate  marked  by  the  Goldsmiths'  Company  be  found  deceitful,  the 
company  to  forfeit  the  value,  half  to  the  Crown,  half  to  the  informer. 

12  ^  13  Wm.  III.  e.  4  (1700),  "An  Act  for  appointing  wardens  and 
assay  masters  for  assaying  wrought  plate  in  the  cities  of  York,  Exeter, 
Bristol,  Chester,  and  Norwich  "  (g). 


(a)  The  earliest  ttatate  on  the  rabject 
was  28  Edw.  I.  e.  20  (1800),  by  which  it 
WM  provided,  among  other  things,  that 
no  vessel  of  silver  should  pass  out  of  the 
worker's  hands  until  assayed  by  the  war- 
dens of  the  craft,  and  marked  with  the 
leopard's  head,  and  that  no  worse  gold 
should  be  worked  than  that  of  the  touch 
of  Paris.  This  Act  was  repealed,  saving 
the  King's  prerogative,  by  19  d:  20  VicL 
e.  64. 

(6)  4  ffen.  VII.  c  2  (1487)  (repealed 
by  10  d:  20  Vict,  c  64)  required  finers  of 
gold  and  silver  to  put  their  marks  upon 
themetaL 

(c)  It  was  provided  by  the  earlier  part 
of  this  Act  (repealed  by  the  Statute 
Law  Revision  Act,  1868)  that  gold  should 
not  be  made  or  sold  under  22  carats  in 
fineness,  nor  silver  under  11  os.  2  dwt. ; 
and  that  no  silver  plate  should  be  sold 
without  the  worker's  mark,  under  penalty 
of  forfeiting  the  value. 


((f)  The  remainder  of  the  Act  was  re- 
pealed by  the  Statute  Iaw  Reviiion  Act» 
1867. 

(e)  The  standird  was  thus  raised  from 
that  iized  by  the  preceding  Act  (11  os; 
2  dwt.),  \mi  hy  t  Oto.  I.  e.  11,  both 
standards  were  established.    See  fi|/nL 

(/)  The  following  marks  are  i^ypointed 
by  this  Act  :— 
The  worker's  marit,-to  be  expreased  by 
the  two  first  letters  of  his  surname. 
The  mark  of  the  mystery  or  craft  of 
the  goldsmiths,  which,  instead  of  the 
leopard's  head  and  the  lion,  shall  for 
this  plate  be  the  figure  of  a  lion's 
head  erased,  and  the  figure  of  a  wo- 
man commonly  called  Britamua. 
A  distinct  variable  mark  to  denote  the 

year  of  manufacture  of  the  plate. 
Penalty — Forfeiture  of  the  plate  or  its 
value,  half  to  the  Grown,  half  to  the  in- 
former.    See  12  Qeo.  II.  c  26,  §  5. 
isi)  Bristol  never  exercised  the  powers 
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§  2.  Goldsmiths,  &&,  of  the  cities  of  York,  Exeter,  Bristol,  Chester,  and 
Norwich,  incorporated  into  respective  companies,  to  be  called  respectively 
"  The  Company  of  Goldsmiths  of ." 

§  3.  No  goldsmith,  &c.,  in  those  cities  to  make  silver  plate  of  less 
fineness  than  the  standard  for  the  time  being,  nor  sell  it  until  marked 
with — 

The  worker's  mark,  to  be  expressed  with  the  two  first  letters  of  his 

surname. 
The  lion's  head  erased  and  the  figure  of  Britannia. 
.  The  arms  of  that  one  of  the  above  cities  in  which  the  plate  is  assayed 
and  marked. 
A  distinct  variable  mark  or  letter  in  Boman  character  to  denote  the 

year  (a). 
Penalty — Forfeiture  of  the  plate  or  value,  half  to  the  Crown,  half  to  the 
informer. 

The  Act  also  contains  provisions  with  respect  to  the  appointment  of 
wardens  and  assayers,  procedure,  &c. 

1  Anney  c,  3  (1  Anne,  stac.  1,  c  9,  in  Buif head's  ed.)  (1701). 
The  provisions  of  the  last  Act  extended  to  Newcastle  upon-Tyne,  and 
"  The  Company  of  Goldsmiths  of  Newcastle-upon-Tyne"  incorporated. 
6  Geo.Le.  11  (1719)  (ft). 

§  1.  The  old  silver  standard  of  11  oz.  2  dwt.  restored. 
§  3.  No  goldsmith,  &c.,  to  work  silver  plate  of  less  fineness  than  1 1  oz. 
2  dwt.,  nor  to  sell  it,  &c.,  until  touched,  assayed  and  marked,  under  the 
former  penalties. 

§  41.  Two  standards  of  silver,  11  oz.  10  dwt.  and  11  oz.  2  dwt.  con- 
tinued (c). 

12  Geo.  11.  c.  26  (1739)  (d). 

§  1.  Gold  plate  not  to  be  made  under  22  carats  in  fineness,  nor  silver 
plate  under  11  oz.  2  dwt.     Penalty,  10?. 

§  5.  Gold  and  silver  plate  not  to  be  sold  or  exported  until  marked  as 
follows : — 

Gold  plate  of  22  carats  fine  and  silver  plate  of  1 1  oz.  2  dwt.  with — 
The  worker's  mark,  which  shall  be  the  first  letters  of  his  Christian 
and  surname. 


hereby  conferred.     Tork  and  Norwich 
have  diflcontmned  doing  so. 
(a)  See  12  Geo,  IL  c  26,  §  5. 
(6)  The  whole  of  this  Act  but  §§  1—8 
and  §  41  repealed  by  Statute  Law  Re- 
yiflion  Act,  1870. 

(c)  Silver  plate  of  11  oz.  10  dwt.  to  be 
marked  with^ 

The  workman^B  mark. 

The  mark   of  the  wardenB  of  the 

GoldsmithB*  Company. 
The  figure  of  a  lion's  head  erased. 


The  figure  of  Britannia. 
Silver  plate  of  11  oz.  2  dwt  to  be 
marked  with — 

The  workman's  mark. 

The  mark  of  the  wardens  of  the 

Goldsmiths'  Company. 
The  figure  of  a  lion  passant. 
The  figure  of  a  leopiud's  head. 
See  12  Seo,  IL  c.  26,  §  6. 
(d)  Repealed  in  part,  30  Geo.  III.  c.  31, 
§  1,  Statute  Law  Ileviiiiun  Act,  1867. 


462  APPENUIX  D.  ,  . 

These  mBTks  of  the  Company  of  Gol.lMW'^^^ct  van**"^*  "*' 

leopard's  head,  the  lion  pas«mt  (a),  and  & 

letter  to  denote  the  year.     Or,  ^  £xeVe<r* 

The  worker's  mark,  and  BaaaJ^^  *^  ' 

The  marks  appointed  to  be  used  hy  Oj»  *^i-1S^^ 

Bristol,  Chester,  Norwich,  or  NewcaBl^*^™ 
Silver  plate  of  11  oz.  10  dwt,  with—  ,    ,  ^  erased,  tl»» 

The  worker's  mark  as  before.  VO'*'''  !*  Uie  je*^-      *-^' 

These  marks  of  the  said  company    'VW    ^  \a^'^ 

figure  of  Britannia,  and  the  TnarV  or  V*tV^ 
The  worker's  mark,  and  '^  ^^  eTLM«ai»g    »*■ 

The  mark  of  one  of  the  said  civ;^    «    ..        ^ft*     At  ^ 

;  21.  AU  golJimilh.,  to,  to  „-,v  dfyjlf^'^'"^^  °V 

of  abode  in  one  of  the  assay     ^J^*  ttim  ne-5*  \,  ^.4  rA'^ntaks  to  t> 
Ohealei,  Norwich,  or  ;rowcaeUo-^''''»«  *  ■Loni'V  *   fi  .()»»'''  " 
character  or  alphabet  dilferent  r    ^*^^-TvnB       Rt^*^  W  '  oV 
broken.     Penalty-IM.  fine,  aij^^^l  tW  o\4  U>»^L;  ^  J  *^^' 


default,  hard  labour  not  excee^i-^    lO^  more  for  i>*  JeP^fW^' 

-sters  for  assaying  wrought  ^^  Act  Iot  appoi>'%{fi'^ 


5  2.  Incorporation  of  "The  r^  j  oi  ^ 

for  BirmiMham"  (d).  ^a.Trl;  ,  .     r,    «Af^         -,b^  .» «- 

5  4.  NoTUversmith  or  pl^.  **-*^ian8  of  the  St*"*^         y,^^<^ 

twenty  miles  thereof,  to  sell         '^'Ort-  (V>**^Ae  ^ 

and  the  specified  limits.  Until  ^*"     fe-v-      *  ^"  either  01  ^wfi*^  ,  yji 

Silver  plate  of  11  oz.  2  <i-ui.**^«».>v^*^^  ^'^^^^^  P^***  P** 

The  mark  of  the  worlc^^-,    >v^t?^  "  follows;—-  ,n« 

hia  Christian  and  at,    *   ^j^  w  '^" —  yt^  ,a 

The  lion  passant,  ^^^»»j^2^'^V:er.  which  ahaU  ^  i^ffUS'^ 

The  mark  of  the  cointi_,  "  4i^ 

and  marked.  *^**»    j^  e^ 

A  distinct  variable  ro^.^.,  ^  "^vhose  asBay  office  t^      i 

SUver  plate  of  11  oz.  \o  *^    o^  X 

The  worker's  mark.  "^-Wt,     ^'^^^t  to  denote  the  / 

The  figure  of  Bntanj^-  *  ^^th 

"The  mark  of  the  *^otti  ~^- 
The  mark  or  letter  t^^**^^^ 


*''-^*S'\t 


?fc         21;  7  a.  465.  ♦CA'V^' 

[cl  Beooaled  a 
IM.lt.'.ULri 
i  24  (?»■  '''-  ' 


1th  fc      =*i;  I  "■  "'>•  ^  ^'■■: 

^  "•e  24  Gn-  '"-  «^< 

■««4clc-lj/W^. 
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Penalty — Forfeiture  of  the  plate  or  value,  half  to  the  Crown,  half  to 
the  informer. 

§  5.  The  peculiar  mark  of  the  Birmingham  company  to  be  an  anchor, 
of  the  Sheffield  company  a  crown. 

The  Act  also  contains  provisions  for  the  election  of  wardens  and  assayers, 
the  process  of  assaying,  pimishment  of  counterfeiting,  &c. 

24  Geo.  IIL  sesa.  2,c.  20  (1784),  relates  to  Sheffield. 

§  2.  Manufacturers  of  goods  plated  with  silver,  within  Sheffield  or  100 
miles  thereof,  may  strike  upon  such  goods  their  surname  or  the  name  of 
their  firm,  together  with  some  other  mark,  figure,  or  device. 

§  3.  Names  to  be  in  legible  characters  and  struck  with  only  one  punch, 
and  marks  to  be  approved  and  registered  by  the  Guardians  for  Sheffield. 

24  Geo.  IIL  sess.  2,  c.  53  (1784)  (a). 

§  5.  The  assaying  officer  to  mark  with  an  additional  new  mark,  of  the 
Ring's  head,  all  gold  and  silver  plate  sent  to  be  touched,  marked  and 
assayed,  but  to  ask  and  receive  duty  before  touching,  marking,  or  assaying. 

§  8.  Gold  and  silver  plate  not  to  be  sold  or  exported  until  marked  with 
the  King's  head.  Penalty — 60/.,  or,  in  default,  hard  labour  of  not  more 
than  one  year,  nor  less  than  six  months.  Also,  forfeiture  of  the  unmarked 
plate,  half  to  the  Crown,  half  to  the  informer. 

SO  Geo.  Ill  c.  31  (1790). 

This  Act  regulates  the  exemptions  from  marking. 

38  Geo.  IIL  e.  69  (1798). 

§  1.  Gold  plate  may  be  manufactured  down  to  18  carats  fine. 

§  2.  Such  gold  plate  not  to  be  sold  or  exported  until  marked  with  a 
crown  and  the  figures  18,  instead  of  the  lion  passant.     Penalty — 10/. 

§  3.  Gold  plate  of  18  carats  fine  may  be  marked  by  the  various  gold- 
smiths' companies,  &c.,  as  before,  with  the  exception  of  the  alteration  of 
this  mark. 

§  4    Gold  plate  of  22  carats  may  still  be  made,  sold,  exported,  &c. 

§  5.  This  Act  not  to  authorise  the  application  of  the  mark  used  before 
the  Act  to  gold  plate  of  less  than  22  carats  fine. 

§  6.  Penalty  of  50/.  for  selling,  exporting,  &c.,  gold  plate  not  marked 
with  one  of  the  marks. 

§  8  {h).  Previous  regidations  for  gold  of  22  carats,  except  as  to  the 
mark  of  the  lion  passant,  to  apply  to  gold  of  18  carats. 

56  Geo.  IIL  c.  186  (1815). 

§  7  (c).  Penalties  for  forging  duty  marks  on  plate,  or  selling  or  exporting 
plate  so  marked,  or  possessing  dies,  &c 

6  Geo.  IV.  c,  UL  (1824)  (Local — Birmingham  and  thirty  miles  round). 

§  1.  13  Geo.  IIL  c.  62,  repealed,  so  far  as  relates  to  Birmingham. 

(a)  Repealed  in  part  25  Geo.  IIL  c.  64,  land  by  7  4^  8  Vict.  c.  22,  §  1,  thongh  still 

§  2  ;  SO  Geo.  III.  e.  81,  §  1;  Statute  Law  unrepealed  for  Scotland. 

Revision  Acts,  1861—71.  (c)  The   greater  p<irt  of  this  Act    is 

(6)  §  7  provided  penalties  for  counter-  repealed  by  38  <i*  34  Vict.  e.  99,  and  86 

feitingf  but  this  was  repealed  as  to  Kng-  <£.*  37  Vict.  e.  91. 
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§  4.  Be-incorporaiion  of  '*  The  Guardians  of  the  Standard  of  Wrought 
Plate  in  Birmingham/'  with  authority  within  a  radius  of  thirty  miles. 

§  20.  No  goldsmith,  silversmith,  &c,  within  Birmingham  or  thirty  miles 
thereof,  to  sell  or  export  gi)ld  or  silver  plate  made  within  the  specified 
limits  until  marked  as  follows : — 

Gold  of  22  carats  fine  with  the  lion  passant  (a). 

,y      18  I,  ,,  crown  and  18. 

Silver  of  11  oz.    2  dwi  fine  with  the  lion  passant 
,,        11  oz.  10  dwt       „         Britannia. 
And  all  gold  and  silver  alike  with  the  foUowing  additional  marks  : — 
The  worker's  mark  (the  first  letters  of  his  Christian  and  surname,  or 
in  case  of  any  partnership,  the  initials  of  the  name  or  firm  of  such 
partnership). 
Tlie  company's  mark  (an  anchor). 
A  distinct  variable  mark  or  letter,  to  denote  the  year. 
Penalty — Forfeiture  of  the  plate  or  its  value,  half  to  the  Crown,  half 
to  the  informer. 

§  21.  Goldsmiths,  silversmiths,  &c,  within  Birmingham   and  thirty 
miles,  to  enter  their  names,  marks,  and  places  of  abode  with  the  company. 
Penalty — 100/.,  half  to  the  informer,  half  to  the  purposes  of  the  Act 
§  22.  Penalties  of  coimterfeiting,  &c. 

The  Act  also  contains  numerous  provisions  with  respect  to  the  constitu- 
tion of  the  company,  the  election  of  its  officers,  its  procedure,  &c. 
7^8  Vict.  c.  22  (1844). 

This  Act  (which  see)  regulates  the  punishments  and  penalties  for  coun- 
terfeiting, &c.,  hall-marks  (b). 

§  15.  Gold  plate  of  22  carats  fine  to  be  marked  with  a  crown  and  22, 
instead  of  the  lion  passant. 
17  ^  18  Vict,  c.  96  (1854). 

This  Act  authorises  Her  Majesty,  by  Order  in  Council,  to  allow  any 
standard  for  gold  plate,  not  being  less  than  one-third  part  of  the  whole, 
and  to  approve  thereby  of  the  instrument  for  stamping  such  plate,  setting 
forth  in  figures  the  actual  fineness  of  the  metal  (c). 


(a)  By  7  <f;  8  VicL  c,  22,  §  15,  a  crown 
and  22. 

(5)  SeeR.Y,  Lee,l  Leach,  416,  and  R 
V.  C^den,  6  G.  &  P.  681,  decided  on  the 
earlier  statutes ;  also  R.  v.  Suter  A 
Coulsan,  10  Cox,  677 ;  and  Jt.  v.  Ardley, 
L.  R.  1  C.  C.  R.  801,  12  Cox,  23,  in 
which  a  Bpnrions  hall  mark  was  niade  the 
means  of  obtaining  money  by  false  pre- 
tences. In  JL  V.  Jiobertt,  70  L.  T.  265, 
the  inry  found  that  the  marks  used  by 
the  defendant  were  not  imittttions  of  the 
genuine  hall-mark.  An  action  by  the 
Goldsmiths'  Company  for  penalties  under 
this  Act  is  not  an  action  by  a  common 


informer  within  81  £liz,  e  5,  nor  an  action 
by  a  "party  grieved  "  within  8  «fc  4  WilL 
I V,  e.  42,  §  3,  and  can,  therefore,  be  main- 
tained  after  the  lapse  of  two  years  from 
the  commiasion  of  the  ofFeiice,  bat  (in  the 
opinion  of  Lush,  L.  J.)  not  after  20  yean : 
EolnnMon  v.  Currey,  6  Q.  B.  D.  21;  7  i&. 
465. 

(c)  Accordingly  the  following  reduced 
standards  were  ordered  by  the  Coimdl : — 

15  carats,  to  be  marked  with  15  and  625. 

12  „  »  12   „    50a 
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It 
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i> 


875. 


The  crown  and  sovereign's  head  are  not 
placed  on  plate  of  these  qualities. 
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18  ^  19  Vid.  c.  60  (1855). 

Gold  wedding  rings  are  to  be  assayed  and  marked  in  the  same  way  as 
other  gold  plate. 

5  cj-  6  Vict  c.  47  (1842)  (Customs  Act)  (a). 

§  59.  Foreign  gold  and  silver  plate  imported  from  abroad  shaU  be  of 
the  respective  stanilards  re(|uired  for  plate  Avrought  in  England,  and  it 
shall  not  be  sold,  &c.,  until  assayed,  stamped  and  marked  in  England, 
Scotland,  or  Ireland,  as  plate  of  the  same  description  made  in  that 
coimtry. 

5^6  Vid.  c,  56  (1842)  (Customs  Act). 

§  0  {h).  Foreign  ornamental  plate,  manufactured  before  1800,  and  im- 
ported, is  exempted  from  the  operation  of  the  last  Act 

39  4"  40  Vid.  c.  35  (1876)  (Customs  Act). 

§  2  (c).  Foreign  gold  and  silver  plate  imported  and  sent  to  an  assay 
office  in  the  United  Kingdom  for  assay  shall  be  marked,  in  addition  to  the 
marks  ordinarily  used  at  that  office  for  British  plate,  with  an  F.  on  an  oval 
escutcheon,  to  denote  the  foreign  origin  of  the  plate. 


Scotland  (r/). 

13  Oeo.  IIL  c.  59  (1773)  (c). 

§  2,  which  provided  penalties  for  counterfeiting,  &c.,  the  marks  for 
plate,  is  unrepealed  in  Scotland. 

38  Geo,  IIL  c.  69  (1798)  (see  p.  463,  fnipra). 

§  7  (/),  which  provided  penalties  for  counterfeiting,  &c.,  the  marks  for 
plate,  is  unrepealed  in  Scotland. 

6^7  Wm.  IV.  c.  69  (1836). 

§  1.  Gold  plate  not  to  be  made,  sold,  or  exported,  under  18  carats  fine, 
nor  silver  under  11  oz.  2  dwt  fine.     Penalty — Fine  not  exceeding  100/. 


(a)  The  entire  Act  but  §§  59  and  60  is 
repealed. 

(6)  The  remainder  of  the  Act  is  re- 
pealed by  8  <£;  9  VicL  c  84,  §  2. 

(c)  ThiB  re-enacts  80  <k  31  Vict,  c.  82, 
§  24,  the  whole  of  which  Act  is  repealed 
by  the  present  one.  See  also  46  <&  47 
Vict.  c.  55,  §  10,  as  to  foreign  plate. 

{d)  In  the  reign  of  James  III.  of  Scot- 
land (1483)  gold  22  carats  fine,  and  silver 


11  penny  fine  were  to  be  marked  with 
the  maker's  mark,  the  mark  of  the  deacon 
of  the  craft,  and  the  mark  of  the  town. 

(e)  This  Act  was  repealed  as  to  Eng- 
land by  7  <£  8  Virt,  e,  22,  §  1.  The  first 
section  was  repealed  by  the  Statute  Iaw 
Revision  Act,  1871. 

(/)  Repealed  as  to  England  hjl  A% 
Vict,  c  22,  §  1. 
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§  2.  Scotch  goldsmiths  to  send  their  names,  descriptions,  and  marks  (to 
consist  of  the  initial  letters  of  their  Christian  and  surnames,  or,  in  the  case 
of  a  partnership,  of  the  initial  letters  of  the  firm  name)  for  registration  to 
the  Goldsmiths'  Company  of  Edinhurgh,  or  of  Glasgow. 

§  3.  Gold  plate  of  22  carats  fine,  and  silver  plate  of  1 1  oz.  2  dwt.  to  be 
sent,  marked  with  the  maker's  mark,  to  the  assay  office,  and  to  be  there 
marked  with — 

The  mark  of  the  thistle. 

A  distinct  variable  letter  to  denote  the  year. 

The  mark  of  the  assaying  company. 

Gold  plate  of  18  carats  fine  to  be  marked  in  addition  with  18. 

Silver  plate  of  1 1  oz.  10  dwt.  fine  to  be  marked  in  addition  with  the 
figure  of  Britannia. 

§§16  and  17  contain  certain  exemptions  from  marking. 

§§  18,  19  and  21  contain  penalties  for  selling  or  exporting  plate  not  dnly 
marked,  counterfeiting  marks,  &e.,  marking  base  metal,  &c. 

The  Act  also  contains  provisions  with  respect  to  the  assaying,  recovering 
penalties,  &c. 


The  following  statutes  mentioned  above  under  the  head  of  "  England  " 
are  also  in  force  in  Scotland :  6  Oeo.  L  c.  11 ;  24  Cfeo,  III,  sess,  2,  c.  53; 
38  Gp^,  hi.  c.  -69;  5^6  Vict  c.  47;  5  cfc-  6  Vict  c.  56;  17  d;  18  Vict. 
C.96;  18  ifc  19  Vict  c.  60;  and  39  4"  40  Vict  c.  35. 


Ireland. 

3  Oeo  n.  c.  3  (1730),  (Irish  Act)  (a). 

§  32.  Gold  and  silver  plate  not  to  be  sold  until  assayed,  touched  and 
marked. 

§  33.  Plate  to  be  assayed  by  the  Dublin  Company  of  Goldsmiths.  Gold 
of  22  carats,  and  silver  of  11  oz.  2  dwt.,  to  be  touched  by  the  wardens  of 
the  company,  and  marked  with  "  the  marks  now  usual  for  that  purpose." 
On  payment  of  duty,  the  plate  to  be  marked  with  a  mark  to  be  appointed 
by  the  Commissioners  of  His  Majesty's  Revenue  (6). 

§  38.  Penalties  for  counterfeiting,  <fec.,  provided. 

(a)  Tbifl  Act  was  repealed  as  to  gold       (§  88). 
by  23  A  24  Oeo.  III.  c.  23,  §  1  (Irish).  (6)  The  figure  of  Hibemia  was  aooord- 

It  fixed  aBtandard  of  22  carats  for  gold       ingly  appointed. 
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23  iS;  24  Geo.  III.  c  23  (1783),  (Imh  Act). 

§  2.  No  gold  plate  to  be  made,  sold,  &c.,  except  of  22  carats,  20  caxats^ 
or  18  carats  fine.     Penalty — Forfeiture  and  fine  of  \0L 
§  3.  The  following  marks  appointed  for  gold  of  22  carats : 

The  mark  of  the  maker,  which  is  the  number  22,  and  the  first  letter 

of  the  maker's  Christian  and  surname.     And, 
For  Dublin,  a  harp  crowned. 

For  New  Geneva  (a),  a  like  harp  with  a  bar  across  the  strings. 
{  4.  Marks  for  gold  of  20  carats: 
The  number  20. 
The  maker's  initials.     And, 
For  Dublin,  a  plume  with  three  feathers. 
For  New  Geneva,  a  plume  with  two  feathers. 
§  5.  Marks  for  gold  of  18  carats. 
The  number  18. 
The  maker^s  initials.     And, 
For  Dublin,  an  unicorn's  head. 

For  New  Geneva,  an  unicorn's  head,  with  a  collar  round  the  neck. 
,  §  6  contains  exemptions. 
§  1 1  provides  for  the  registration  of  new  marks. 
§  28  provides  penalties  for  counterfeiting,  dbc. 
47  Geo.  III.  sees.  2,  c.  15  (1807). 

§  3.  Irish  gold  plate  of  22,  20  or  18  carats,  and  silver  plate  of  11  oz. 
2  dwt.,  to  be  assayed  by  the  Goldsmiths'  Company  of  Dublin,  touched 
and  marked  with  '^  the  marks  now  or  hereafter  to  be  used." 

§  6.  On  payment  of  duty,  gold  and  silver  plate  to  be  marked  with  the 
King's  head  to  denote  that  this  has  been  done  (b). 

§§14,  15  and  16  provide  penalties  for  persons  selling  or  buying 
unmarked  plate,  or  counterfeiting,  itc.,  the  marks  used. 

The  Act  also  provides  for  the  manner  in  which  duty  is  to  be  paid, 
books  kept,  &c. 


The  following  statutes  mentioned  above  under  the  head  of  '*  England  * 
are  also  in  force  in  Ireland:  5^6  Vict.  c.  47  ;  5^6  Viet.  c.  56 ;  \1  ^ 
18  Vict.  c.  96 ;  18  ^  19  Vid.  c.  60;  39  ^  40  Vict.  c.  35. 


N.B. — For  very  fall  information  on  all  points  connected  with  Hall  Marks,  see 
Mr.  Chaffers'  book  on  Hall  Marks,  6ih  ed.,  London,  1883,  8yo. 

(a)  This  was  a  company  of  Geneva       iions  only  from  about  1784  to  1790. 
watchmakers,  who  eHtablished  themselves  (6)  The  figure  of  Hibonia  oontinaed 

in  CO.  Waterf  ord.  They  carried  on  opera-       to  be  used  in  addition. 
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PRINTS  AND   ENGRAVINGS. 

8  Geo.  IL  c,  13  (1735). 

§  1.  Copyright  for  foivteen  years  given  to  "  every  person  who  shall 
invent  and  design,  engrave,  etch,  or  vrork,  in  mezzotinto  or  cliiaro-oscuro, 
or  from  his  own  works  and  invention  shall  cause  to  be  designed  and 
engraved,  etched,  or  worked  in  mezzotinto  or  chiaro-oscuro  "  any  print, 
'•to  commence  from  the  day  of  the  first  publishing  thereof,  wliich  shall 
be  truly  engraved  with  the  name  of  the  proprietor  on  each  plate,  and 
printed  on  every  such  print  or  prints  "  (a).     Penalties  for  Piracy. 

7  Geo.  III.  c  38  (1766). 

The  former  Act  extended  in  various  respects,  including  an  extension  of 
the  term  to  twenty-eight  years. 

17  Geo.  III.  c.  57  (1777). 

The  former  Acts  further  extended  in  various  respects. 

6^7  WUl.  IV.  c.  59  (1836). 

The  former  Acts  extended  to  Ireland. 


SCULPTURES. 

54  Geo.  III.  c.  56  (1814)  {h). 

§  1.  Copjrright  for  fourteen  years  given  to  "every  person  or  persons 
who  shall  make  or  cause  to  be  made  any  new  and  original  sculpture,  or 
model,  or  copy,  or  cast,"  to  commence  from  the  "  first  putting  forth  or 
publishing  the  same:  Provided,  in  all  and  every  case,  the  proprietor 
or  proprietors  do  cause  his,  her,  or  their  name  or  names,  with  the  date, 
to  be  put  on  all  and  every  such  new  and  original  sculpture,  model,  copy, 
or  cast,  and  on  every  such  cast  from  nature,  before  the  same  shall  be  put 
forth  or  published ''  (c). 


(a)  It  is  dearly  settlod  law  tbat  both  the 
date  of  publicatiun  and  the  name  of  the 
proprietor  mnst  appear  with  the  engrav- 
ing, in  order  to  enable  the  proprietor  to 
assert  his  statutory  rights,  notwithstand- 
ing BUukweU  ▼.  Harper,  2  Atk.  95,  Bar- 
nard. 210;  and  Baworth  v.  Wilkes,  1  Gamp. 
94.      See  Sayer   v.  Dicey,  8  Wils.  60; 
Harrimm  v.   Hoggt   2  Yes.  Jun.   828; 
TAompton  ▼.  SymcUds,  5  T.  K.  41 ;  Bon- 
ner V.  Field,  5  T.  R.  44;  Macmxwdo  v. 
Smith,   7  lb.   518;    Newton  v.   Cowie,  4 
Bing.  284;  Colnaghi  v.  Ward,  12  L.  J. 
Q.  B.  1 ;  Brooks  v.  Cock,  3  Ad.  &  EU.  188; 
Graves  y.  Askford,  L.  R.  2  C.  P.  410 ; 
Rock  V.  Lazarus,  L.  R.  15  £q.  104.     The 
requirements  of  8  Geo.  II.  c  13  must  be 
complied  with  in  the  case  of  eograviogs 
sought  to  be  protected  under  the  Inter- 
national Copyright  Act,  1844  (7  &  8  Vict. 
c.  12,  §  4) :  Avamo  ▼.  Mudie,  10  Ex.  203. 

(6)  The  earUer  Act,  88  Geo.  lU.  c.  71 


(1798)  was  repealed  by  the  Statute  Law 
Revision  Act,  1861  (24  &  25  Vict.  c.  lol). 
(c)  By  the  Registration  of  Designs  Act, 
1850  (13  &  14  Vict.  c.  104,  §§  6,  7)  sculp- 
tures, &c.,  were  allowed  to  be  registered 
under  that  Act,  and  penalties  were  im- 
ported for  infringement,  but  thin  was  8uh> 
ject  to  the  provision  that  every  copy  or 
cast  of  the  sculpture,  &c.,  must  be  marked 
with  the  word  "  registered  "  and  the  date 
of  r^istration.  By  the  Patents,  &c.  Act, 
1883,  the  Act  of  1850  is  repealed,  and 
sculptures,  &c.,  within  the  protection  of 
the  Act  of  1814,  are  excluded  from  regis- 
tration for  the  future  (see  §  60).  Existing 
registrations  at  tbe  commencement  of  the 
Act  are,  however,  preserved  (§  113).  The 
requirements  of  54  Geo.  III.  c.  56  mnst 
be  complied  with  in  th«  case  of  sculptures, 
&c.,  sought  to  be  protected  under  the  In- 
ternational Copyrigtit  Act,  1844  (7  &  8 
Vict  c.  12,  §  4). 


i 
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CLOCKS  AND   WATCHES,    &C. 

39  ^  40  Vict  c.  36,  S  42  (fi\  (1876). 

Clocks  and  watches  and  other  metal  articles  marked  in  imitation  of 
British  marks  arc  forbidden  to  be  imported  into  the  United  Kingdom  (6). 


METAL  BUTTONS. 


36  Geo.  IIL  e.  60  (c),  (1796). 

§  1  provides  i)enalties  for  ordering  metal  buttons  to  be  falsely  marked 
in  indication  of  (quality,  and  for  purchasing  buttons  so  marked. 

§  2  provides  penalties  for  falsely  marking  buttons  in  indication  of 
quality,  and  for  offering  them  for  sale  so  marked. 

§  3.  No  marks  indicative  of  quality  are  to  be  placed  upon  metal  buttons, 
except  the  words  "gilt,"  or  "plated,"  respectively. 

§  4.  The  words  "  double  gilt  *'  and  "  treble  gilt "  may  be  placed  upon 
buttons  gilt  to  a  specified  degree. 

§  7  declares  what  quality  is  required  to  constitute  a  "  gilt "  or  "  plated  " 
button. 

The  Act  also  contains  provisions  with  respect  to  proceduie,  &c. 


GUN-BARREL& 

By  Royal  Gh artery  1637,  "The  Master  Wardens  and  Society  of  the 
Mystery  of  Gunmakers  of  the  City  of  London  "  were  incorporated,  proof 
marks  assigned  to  them,  &c. 

53  Oco.  IIL  c.  115  {(1),  (1813). 

§  4  incorporates  "  The  GuardiaDS,  Trustees  and  Wardens  of  the  Gun- 
Barrel  Proof  House  of  the  Town  of  Birmingham." 

§  7  appoints  the  Birmingham  proof  marks  to  be — 1.  Crossed  sceptres 
surmounted  by  a  crown,  with  the  letters  B.  C.  P.  2.  The  same  device, 
with  tjie  letter  V.  {e), 

18  d:  19  Vict  c,  148  (1855)  (Local),  "The  Gun-Barrel  Proof  Act,  1855." 

§  9  repeals  the  former  Acts. 

§  12  continues  the  incorporation  of  the  Birmingham  Company,  under 
the  name  of  **The  Guardians  of  the  Birmingham  Proof  Housa" 

Many  provisions  follow  for  the  regulation  of  the  Birmingham  Company. 

§§  84 — 101  contain  provisions  with  respect  to  the  marking  of  gun- 
barrels,  penalties  for  falsely  marking,  &c. 

§§  106 — 109  relate  to  foreign  gun-barrels. 

(a)  This  is  a  re-enactmeDt,  with  Bome  §  9  (Local), 

variations,  of  16  dt  17  Vict,  c  107,  §  44.  (c)  56  Oeo.  IIL  c.  69  (1815),  further 

(h)  See  p.  454.  regulated  the  marking  of  gun-barrels,  but 

(c)  Repealed    in    part,   Statute    Law  was  also  repealed  by  18  dt  19    Vid.  e, 

Revision  Act,  1871.  148,  §  9  (Local). 

(rf)  Repvaltd  by  18  dt  19  Vict,  c.  148, 
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CHAIN   CABLES   AND   ANCHORS.     . 

27  <fc  28  Vict  r.  27  (1864);  34  ^  35  Vict.  c.  101  (1871);  35  ^  36 
Vict  c.  30  (1872) ;  and  37  4r  38  Vict  c.  51  (1874),  regulate  the  testing, 
proving,  and  marking  of  chain  cables  and  anchors,  and  provide  penalties 
for  falsely  marking,  &c. 

By  §  4  of  the  Act  of  1874,  every  contract  for  the  sale  of  a  chain  cable 
implies,  in  the  absence  of  an  express  stipiUation  to  the  contrary,  that  the 
cable  has  been  duly  tested  and  marked. 


PLAYING   CARDS. 


2.-)  ^  26  Vict  c.  22  (1862). 

^  28 — 37  provide  that  playing  cards  are  to  be  sold  in  separate  packs, 
enclosed  in  wrapjiers  to  be  provided  by  the  Conmiisaioners  of  Inland 
Ke venue,  on  which  the  duty  chargeable  and  the  name  of  the  maker  are 
to  be  marked.     Penalties  for  frauds,  &c. 

16  4-  17  Vict,  c.  107  (1853). 

§§  114 — 115.  Imported  playing  cards  are  to  be  sold  in  separate  packs, 
to  be  enclosed  in  proper  wrappers  to  be  provided  by  the  Commissioners  of 
Inland  Revenue. 

§  116.  Penalties  for  counterfeiting,  <fec.,  such  wrappers. 


PAINTINGS,    DRAWINGS,    AND   PHOTOGRAPHS. 

25  ^-  26  Vict  c.  68  (1862),  "Copyright  for  Works  of  Art  Act." 

§  7.  By  this  section  it  is  forbidden  to  do  anj'  of  the  following  acts: — 

1.  Fraudulently  sign  any  painting,  drawing,  photograph,  or  negative 
with  any  name,  initials  or  monogram. 

2.  Fraudulently  sell,  publish,  &c.,  any  pamting,  &c.,  marked  with  the 
name,  <&c.,  of  a  person  who  did  not  execute  such  work. 

3.  Fraudulently  utter  any  copy  or  colourable  imitation  of  any  painting, 
<fec.,  whether  the  subject  of  subsisting  copyright  or  not,  as  having  been 
executed  by  the  author  of  the  original. 

4.  Where  the  author  of  any  painting,  Ac,  has  parted  with  the 
possession  of  the  work,  and  the  work  is  altered  by  any  other  person,  it  is 
forbidden,  during  the  life  of  the  author,  to  make,  sell,  publish,  «fec.,  such 
work  or  a  copy  of  it  so  altered  as  or  for  the  unaltered  work  of  the  author. 

ITie  section  provides  penalties  for  offenders  against  its  provisions,  but 
limits  the  time  during  which  they  can  be  incurred  to  within  twenty  years 
after  the  death  of  the  person  whose  works  have  been  wrongfully  dealt 
with. 


54  Geo  m.  c  123  (a),  (18H).  .   ^    :,  u 

8  1    Growers  of  hops  are  to  mark  tlie  bags,  in  k 

dimensions,  with  tlieir  nameB,  and  the  naniM  of  the  pai 

which  the  hops  were  grown,  before  putting  the  hop*  mM 

for  rutting  in  the  hops  before  marking  the  bag. 

29  iS-  30  Vid.  c.  37  (1866),  "The  Hop  (Preventioi 

§  2.  Growers  of  hops  are  to  mark  each  bag,  m  atW 
names  and  the  name«  of  the  parish  and  county,  with  m 
hops  were  grown,  the  progressive  number  of  the  h^,  a 

Penalties  are  provided  for  not  markmg,  falsely  inarl 
ing  marks,  &c:.  {b). 

§  18.  The  vendor  is  to  be  deemed  to  contract  ll 
genuine. 

§  20.  The  provisions  of  the  Merchandise  Marks  A 
24,  are  incorporated. 


WOOLLEN   CLOTHS. 

5  Geo.  in.  c.  51  (1765),  (West  Riding  of  Yorkshj 
§  2  provides  for  the  appointment  %  the  justices  < 
West  Kiding  of  Yorkshire  of  searchers  and  measuren 
riding. 

§  3.  After  measuring  cloths  miUcd  at  the  tuUing  i 
aearchet  and  measurer  is  to  affix  to  one  end  of  eac 
provide!  by  the  clothier,  and  to  stamp  on  the  seal  on 
searcher  and  measurer,  the  length  and  breadth  ol 
''Tfi""A'L?tlf.'''-i,'1'^.^'"S  to  an  annual  rotation 

''\  \t  E™*  lX?rs  tT  "^^  ^-^'^^'  ^ 

thi  time  of  niaking.  Ms  name  „^r  V  '^"'  '""^  ^^« 

Penalties  for  f mud^  &^™^  "^"^  ^^^  °i  abode. 

(a)  Thta  Act  U  wpeaJed  in  riart 
lotjner  Acts,  now  repealed,  w|^  , "l  «  ^^*'  '^^er  whu 

■  *^       th«  va\uB  of  th 
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I*UBJL.IC    STORES. 


f*Tti::i:-  ^.^X-??-     <^«^^>:   -  The  P«blic  Sto^  Act 


§  4.  The  marks 
iated  to  denote 

such  marks. 

§  5.  Penalty  pravide^c:! 

§  6.  Penalty  for  xxnla. 


(a)  This  Act  repe^ea       t;l», 
S^cti  by  which  the  I^fc^lics 

3reviouBly  been /era^ted    r 

«  41  (1697)  ;  thiB  Act  pro^xci< 
[or  forging  the  King  b  r«  «  _^ 
on  goods  so  ' 


l>Gel     ixx    tlie  First  Schedule  to  tvifc 
^sty's  propei-ty.     Penalty  {^^  ^. 

ol:>literation  of  marks. 
l>ossession  of  public  stores  (^v 


^75 


Dse 


"ram)TthU.Aotmo<iifi 
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HOPS. 

54  Geo  III.  c  123  (a),  (1814). 

§  1.  Growers  of  hops  ai'e  to  mark  the  bags,  in  letters  of  specified 
dimensions,  with  their  names,  and  the  names  of  the  parisli  and  county  in 
which  the  hops  were  grown,  before  putting  the  hope  into  the  bag.  Penalty 
for  [mtting  in  the  hops  before  marking  tlie  bag. 

29  4-  30  Vict,  c.  37  (1866),  "The  Hop  (Prevention  of  Frauds)  Act, 
1866." 

§  2.  Growers  of  hops  are  to  mark  each  bag,  in  addition  to  their  own 
names  and  the  names  of  the  parish  and  county,  with  the  year  in  which  the 
hops  were  grown,  the  progressive  number  of  the  bag,  and  its  weight. 

Penalties  are  provided  for  not  marking,  falsely  marking,  wilfully  alter- 
ing marks,  &c.  (6). 

§  18.  The  vendor  is  to  be  deemed  to  contract  that  the  marks  are 
genuine. 

§  20.  The  provisions  of  the  Merchandise  Marks  Act,  1862,  §§  23  and 
24,  are  incorporated. 


WOOLLEN   CLOTHS. 

5  Geo,  II L  c.  61  (1765),  (West  Riding  of  Yorkshire). 

§  2  provides  for  the  appointment  by  the  justices  of  the  i>eace  for  the 
West  Kiding  of  Yorkshire  of  searchers  and  measurers  of  cloth  within  the 
riding. 

§  3.  After  measuring  cloths  milled  at  the  falling  miU  as  provided,  the 
searcher  and  measurer  is  to  affix  to  one  end  of  each  cloth  a  leaden  seal 
provided  by  the  clothier,  and  to  stamp  on  the  seal  or  rivet  the  name  of  the 
searcher  and  measurer,  the  length  and  breadth  of  the  cloth,  and  the 
number  of  the  piece,  according  to  an  amiual  rotation. 

§  6.  After  the  milled  cloth  is  brought  from  the  fidling  mill,  and  before 
it  is  put  upon  the  tenter,  the  clothier  is  to  seal  the  other  end,  and  stamp 
the  seal  or  rivet  with  the  length  and  breadth  of  the  cloth. 

§  18.  Every  clothier  is  to  weave  or  sew  into  the  head  of  the  cloth,  at 
the  time  of  making,  his  name  and  place  of  abode. 

Penalties  for  frauds,  &c. 


(a)  This  Act  is  repealed  in  part.  The 
former  Acta,  now  repealed,  were  14  Geo, 
III.  c.  68,  under  which  the  excise  officer 
was  to  mark  each  bag  of  hops  with  the 
weight  of  hops,  the  name  and  place  of 
abode  of  the  grower,  and  the  date  of  the 
year;  39  <fe  40  Geo,  HI,  e.  81,  imder 
which  the  grower  was  himself  to  mark 
his  name  and  place  of  abode,  the  excise 
officer  the  weight,  date,  and  progressive 
number  of  the  bag ;  and  48  Geo,  III.  c 


134,  under  which  the  owner  was  in  addi- 
tion to  mark  the  name  of  the  pariah  and 
county  in  which  the  hope  were  grown. 

(6)  See  JK.  v.  Morgan^  1  Trade  Marks, 
313,  in  which  the  defendant  was  convicted 
at  the  Wandsworth  Police  Court,  on  May 
18th,  1878,  of  selling  inferior  hops  in  the 
bags  and  as  the  hops  of  a  weU-known 
grower,  under  §  6  of  pie  above  Act,  and 
fined  £10,  the  maximum  penalty ;  £44, 
the  value  of  the  hops;  and  £10  10a.  oostsi 
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6  Geo.  IIL  c.  23  (1766),  (West  Riding  of  Yorkshire). 

§  2.  The  searcher  and  measurer  is  to  measure  milled  cloths  as  provided 
by  the  last  Act,  and  to  rivet  on  a  leaden  seal,  and  to  stamp  on  the  rivet 
his  name  and  the  name  of  the  mill  where  he  is  stationed,  and  on  the  rest 
of  the  seal  the  length,  breadth,  and  number  of  the  cloth. 

§  5.  Where  cloth  is  remeasured,  as  provided,  and  is  found  to  be  of  less 
length,  or  of  less  length  for  above  one  third  of  the  length  than  was  stated 
on  the  previous  seal,  the  last  measurer  is  to  affix  a  new  stamp,  and  place  his 
own  name  on  the  rivet,  with  the  words  "Inspector"  or  "  Supervisor,"  and 
on  the  same  seal  the  true  length  and  breadth. 

§  13.  The  clothier  may  weave  or  sew  his  name  and  place  of  abode  into 
the  cloth,  either  in  distinct  letters  or  words,  or  in  common  or  usual 
abbreviations. 

Penalties  for  frauds,  &c. 


UNEN. 

13  Geo.  L  c.  26  (a),  (1726),  (Scotland). 

§  30.  Every  trader,  dealer,  and  weaver  of  linen  may  weave  in  any  piece 
of  linen  of  his  make  his  name,  or  some  known  mark.  Penalty  for  counter- 
feiting such  mark. 

17  Geo.  IL  c.  30  (6),  (1743). 

§  1.  Penalties  provided  for  stamping  foreign  linens  in  imitation  of 
British  or  Irish,  and  for  placing  counterfeit  stamps  on  British  or  Irish 
linens. 

\%Geo.IL  c.  24  (6),  (1744). 

§  1.  Linens  to  be  stamped  must  be  sworn  to  be  of  the  manufacture  of 
[Scotland  or]  Ireland. 

§  2  (c).  No  bounty  to  be  paid  on  British  or  Irish  linens  exported,  but 
on  such  as  are  marked  at  both  ends  of  every  piece  with  the  name  and 
place  of  abode  of  the  maker,  the  year  of  manufacture,  the  number  of 
the  piece  in  rotation,  the  name  and  place  of  abode  of  the  exporter  or  seller 
for  exportation ;  and  unless  the  ends  are  also  marked  with  the  month  and 
year  when,  and  the  name  of  the  port  at  which  the  linens  are  entered  for 
exportation.     The  marks  to  be  stamped  with  lamp  black  and  burnt  oil. 

Penalties  for  falsely  stamping,  &c 

4  Geo.  IV.  c.  40  (1823),  (Scotland). 

§  3.  Every  manufacturer  or  weaver  of  linen  and  dealer  in  linen  in 
Scotland  may  weave  his  name,  or  fix  any  mark  or  seal,  in  any  piece  of 
linen  of  his  make,  to  denote  the  length,  breadth,  or  quality  of  the  linen,  or 
the  maker's  name.     Penalties  for  counterfeiting. 

{a)  This  Act  is  in  great  part  repealed.  (e)  Bepealed  as  to  bounty  by  6  Qeo. 

(6)  Repealed  as  to  Scotland  by  4  Qeo.      IV.  e.  105. 
IV.  c.  40,  §  1. 
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6^6  Wiii.  IV.  c,  27  (1835),  (Ireland). 

§  4.  Across  each  end  of  every  piece  of  linen  offered  for  sale  in  open  fair 
or  market  in  Ireland  there  are  to  be  woven  two  coarse  threads  or  cords  at 
a  distance  of  one  fourtU  of  an  inch,  and  close  to  such  threads  or  cords  on 
each  end  are  to  be  written  the  Christian  name,  surname,  and  place  of 
residence  of  the  weaver  or  manufacturer,  and  on  the  outside  fold  of  every 
piece  its  length  aud  breadth. 

§  14.  The  Lord  Lieutenant  to  appoint  a  committee  of  twelve  in  each 
county,  to  superintend  the  brown  linen  trade. 

§  19.  The  committee  in  each  county  to  prescribe  the  form  and  device  of 
the  setd  or  stamp  to  be  used  by  the  county  sealmaster  of  brown  linen. 

§  21.  The  sealmaster  shall  affix  to  each  piece  of  brown  linen  brought 
for  the  purpose,  and  which  shall  be  in  acconlance  with  the  Act,  an 
impression  of  the  seal,  in  black,  red,  or  blue ;  and  shall  also  mark  with 
the  same  ingredients  on  the  back  of  each  piece  its  length,  breadth,  name 
of  sealmaster,  and  the  parish  and  county  where  he  resides,  or  the  luime  of 
the  market  town  to  which  he  is  appointed, 

Eegulations  for  sales,  penalties  for  frauds,  &c. 


PUBUC   STORES. 

38  ^  39  Vld.  c.  25  («),  (1875),  "  The  Public  Stores  Act,  1875." 
§  4.  The  marks  described  in  the  First  Schedule  to  the  Act  are  appro- 
priated to  denote  Her  Majesty's  property.     Penalty  for  unauthorised  use 
of  such  marks. 

§  5.  Penalty  provided  for  obliteration  of  marks, 

§  6.  Penalty  for  unlawful  possession  of  public  stores  (6). 


(a)  This  Act  repealed  the  following 
Acts,  by  which  the  Public  Stores  had 
previously  been  regulated  : — 9  Wm.  III. 
c.  41  (1697) ;  this  Act  provided  penalties 
for  forging  the  King's  marks,  or  haviog 
in  possession  goods  so  marked  ;  9  Geo.  I. 
c.  8  (1722)  ;  this  Act  modified  the  penal- 
ties contained  in  the  former  Act;  17 
Geo.  I  J,  c.  40,  §  10  (1743)  ;  this  provided 
for  the  trial  of  offences  against  these  Acts 
before  any  judge,  justice,  or  justices  at 
assiTes,  or  justices  of  the  peace  at  general 
quarter  sessions  ;  89  <€;  40  Oeo.  III.  c.  89 
(1800) ;  tbjs  Act  provided  penalties  for 
selling  or  having  in  possession  goods 
marked  with  the  marks  specified,  or 
defacing,  &a,  such  marks  ;  54  Oeo.  III. 
c  60  (1814) ;  this  extended  the  provisions 
of  the  former  Acts  to  cordage  wrought 
with  worsted  threads;  54  Oeo.  III.  c. 
159,  §  10  (1814) ;  this  provided  a  penalty 


for  sweeping  for  lost  anchors,  cables,  Ac 
belonging  to  the  King^s  service  ;  55  Geo. 
III.  c.  127  (1815)  ;  this  extended  the 
previous  Acts  to  include  all  public  stores ; 
80  cfc  81  Vict,  c  128  (1867),  "  The  War 
BepaHment  Stores  Act,  1867  ";  and  32  <fr 
83  VicL  e.  12  (1869),  "  The  Naval  J^orti 
Act,  1869."  The  following  Acts  have  also 
from  time  to  time  regulated  Naval  Stores: 
25  <fc  26  VicL  c  64,  ''The  Naval  and 
VictuaUing  Stores  Act,  1862";  27  <^  28 
Vict,  c,  91,  "  The  Naval  and  VictwUlutg 
Stores  Act,  1864'*;  80  db  31  VicL  c  119, 
"  The  Naval  Stores  Act,  1867  ";  all  of 
which  Acts  were  previously  repealed. 

(6)  It  has  been  repeatedly  decided  that 
on  an  indictment  under  9  <£r  10  Wm.  III. 
c.  41,  for  being  unlawfully  in  poflsearioii 
of  marked  stores,  the  prisoner  cannot  be 
convicted  unless  he  is  in  possession  with 
knowledge  of  the  marks.    See  R.  v. — , 


PUBLIC   STORES. 
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First  Sehedtde, 


Marks  appropriated  for  use  in  or 

Stores. 
Hempen  cordage  and  wire  rope. 


Canvas,  fearnought,  hammocks,  and 

seamen's  bags. 
Buntin. 
Candles. 

Timber  or  metal. 

Any  stores  not  before  enumerated, 

whether  similar  to  the  above  or 

not. 


Foster  Cr.  Cas.  439  :  72.  v.  Banh$,  1  Esp. 
144  ;  R.  V.  WiUmeU,  3  Cox,  281 ;  JR.  v. 
Cohen^  8  Cox,  41 ;  R.  v.  Sleep,  8  Cox,  472. 
In  R.  V.  Banks  it  was,  indeed,  held  by 
Lord  Kenyon,  C.  J.,  that  it  was  sufficient 
for  the  prosecution  to  prove  the  finding 
of  the  marked  goods  in  the  prisoner's 
possession,  the  prisoner  being  aUowed  to 
obtain  acquittal  by  proving  his  ignorance ; 
but  it  is  now  for  the  prosecution  to  prove 
the  knowledge,  in  the  affirmative  (see  72. 
V.  WillmeU ;  R^  v,  Cohen ;  R,  v.  Sleep). 
Thus  in  R  v.  O'Brien,  16  L.  T.  N.  S.  419, 
it  was  held  that  for  a  conviction  of 
persons  in  charge  of  closed  and  fastened 
cases,  containing  marked  goods,  to  be 
obtained,  it  must  be  proved  that  they 
knew  that  the  goods  in  the  cases  were 
marked.  Such  knowledge  may,  however, 
be  presumed  by  the  jury  from  the 
circnmstanceB  attending  the  possession : 
jR,  V.  Sleep.  Although  a  specified  certifi- 
cate was  required  by  9  d:  10  Wm.  III. 
c.  41,  to  justify  possession  of  marked 
goods,  it  was  held  that  another  form  of 


on  Her  Majesty's  stores : 

Marks. 

White,  black,  or  coloured  worsted 
threads  laid  up  with  the  yams 
and  the  wire  respectively. 

A  blue  line  in  a  serpentine  form. 

A  double  tape  in  the  warp. 

Blue  or  red  cotton  threads  in  each 
wick  or  wicks  of  red  cotton. 

The  name  of  Her  Majesty,  her  pre- 
decessors, her  heirs  or  successors, 
or  of  any  public  department  or 
any  branch  thereof,  or  the  broad 
arrow,  or  a  crown,  or  Her  Majesty's 
arms,  whether  such  broad  arrow, 
crown,  or  arms  be  alone  or  be  in 
combination  with  any  such  name 
as  aforesaid,  or  with  any  letters 
denoting  any  such  name. 

certificate  might  be  accepted  (72.  v. 
WillmeU),  or  even  the  certificate  be  dis- 
pensed with  altogether  (72.  v. ;  72.  v. 

Banks),  there  being  no  proof  of  know- 
ledge. 

Possession  by  a  railway  company  for 
purpose  of  transfer,  on  behalf  of  the 
prisoner,  is  such  a  possession  by  the 
prisoner  as  to  justify  a  conviction  :  72. 
V.  Sufdey,  8  Cox,  179  ;  and  see  72.  v.  ^£ep, 
8  Cox,  472,  as  to  the  words  "  receive  or 
have  "  in  9  ^  10  ffw.  IIL  c.  41 ;  and  72. 
V.  Cole,  8  Kast  P.  C.  767,  as  to  the  neces- 
sity for  the  marked  articles  to  be  found 
in  the  defendant's  possession.  In  72.  v. 
WiUmett,  8  Cox,  281,  it  was  held  that  a 
man  could  not  be  held  criminally  re- 
sponsible for  the  act  of  his  servants,  who 
haA^  without  his  knowledge,  improperly 
taken  marked  goods  into  his  warehouse. 

As  to  the  exception  in  favour  of  con* 
tractors  and  contractors'  servants,  see  R. 
V.  SUversidee,  8  Q.  B.  406  ;  and  72.  v. 
Fitzgerald,  48  C.  C.  C.  Sess.  Pap.  869. 
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UNITED  STATES  STATUTE  LAW. 
Act  of  Conqrbsb  op  1870  (a). 

§  77  (6).  And  be  it  further  cntidedj  that  any  person  or  firm  domiciled 
in  the  United  States,  and  any  corporation  created  by  the  authority  of  the 
United  States,  or  of  any  State  or  Territory  thereof,  and  any  person,  firm, 
or  corporation  resilient  of  or  located  in  any  foreign  country  tohich,  by  treaty 
or  convention,  affords  similar  privileges  to  citizens  of  the  United  States, 
and  who  are  entitled  to  the  exclusive  use  (c)  of  any  lawful  trade  mark^  or 
who  intend  to  adopt  and  use  a^iy  trade  m/irk  \d),  for  exclusive  use  within 
the  United  States,  may  obtain  protection  for  such  lawful  trade  mark  {e) 
by  complying  with  tha  following  requirements  (/),  to  wit : — 

First — By  causing  to  be  recorded  in  the  Patent  Ofice,  the  names  of  the 
parties  and  their  residences  and  place  of  business  (g),  who  desire  the  pro- 
tection of  the  trade  inark. 

Second — The  class  of  merchandise  (h)  and  the  particular  description  of 
goods  (t)  comprised  in  such  class,  by  which  the  ti'ade  mark  has  been  or  is 
intended  to  be  appy^opriated. 

Third — A  description  qf  the  trade  mark  itself  {k)  with  facrsimiles 
thereof  (0»  ^^  ^^^  mode  in  which  it  has  been  or  is  iiiended  to  be  applied 
and  used  (wi). 

Fourth — The  length  of  time,  if  any,  during  which  the  trade  mark  has 

been  used  («). 

Fifth — The  payment  of  a  fee  of  twenty  fi,ve  dollars^  in  the  sams  manner 
and  for  the  same  purpose  as  the  fee  required  for  patents  (o). 

Sixth — The  compliance  with  such  regulations  as  may  be  preacribed  by 
the  Commissioner  of  Patents  (p). 

Seventh—  The  filing  of  a  declaration  (q),  under  the  oath  of  the  person 
or  of  some  member  of  the  firm  or  officer  of  tlis  corporation,  to  the  effed  that 
the  party  claiming  protection  for  the  trade  mark,  has  a  right  to  the  use  of 
the  same,  and  that  no  other  person,  firm,  or  corporation,  has  the  right  to 
such  use,  either  in  the  identical  form,  or  having  such  near  resemblanee 
thereto  as  might  be  calculated  to  deceive  (r),  and  that  the  description  and 
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facsimiles  presented  for  record  are  true  copies  of  the  trade  mark  sougM  to 
he  protected, 

(a)  Although  this  Act  ia  no  longer  in  force,  the  Act  of  1881  having  been  subetitated 
for  it,  it  is  thought  advisable  to  print  the  earlier  Act,  in  order  that  the  effect  of  the 
decisions  upon  it  may  not  be  misapprehended.  In  Leideradorf  v.  Flint  (1),  8  Biss.  827, 
the  validity  of  the  Act  of  1870  was  questioned  by  the  U.  S.  Circuit  Court,  on 
the  ground  that  the  constitution  of  the  United  States  did  not  authorise  legislation  by 
Congress  on  the  subject  of  trade  marks,  except  such  as  had  been  actually  used  in 
commerce  with  foreign  nations,  or  with  the  Indian  tribes ;  and  in  U,  S,  v.  SUf- 
feiiMf  100  U.  S.  Rep.  82,  the  Act  was  formally  declared  by  the  Supreme  Court  to 
be  on  this  ground  unconstitutional  and  invalid.  But  this  does  not  entitle  persons 
registered  under  the  invalid  Act  to  recover  back  the  fees  paid  by  them  ( Woodman  v. 
U,  S,,  15  Ct.  of  CL  641),  though  they  will  be  credited  with  such  fees  when  apply* 
ing  for  registration  imder  the  new  Act.  See  Act  of  1881,  §  6,  infrd.  Nor  does 
the  invalidity  of  the  Act  justify  the  disregard  of  injunctions  granted  under  the 
general  jurisdiction  of  the  Court:  U.  S.  v.  Roche,  1  McCrary,  385.  Since  the  passing 
of  the  Act  of  1870,  it  has  been  considered  in  the  U.  S.  Patent  Office  that,  while,  on 
the  one  hand,  the  benefits  of  registration  as  trade  marks  were  to  be  reserved  for  trade 
marks,  and  fur  trade  marks  only  {e.g,,  in  In  re  Parker ,  13  U.  S.  Pat  6az.  323,  regis* 
tration  as  a  trade  mark  was  refused  to  that  which  could  at  most  amount  to  a  design), 
BO,  on  the  other  hand,  it  was  only  by  registering  them  as  trade  marks,  and  not  by 
patenting  them  as  designs  {Ex  parte  King,  U.  S.  Pat  Comm.  Decis.  1870,  109  ;  Jn  re 
WhyU,  i6.  1871,  304)  or  registering  them  as  labels  (In  re  Oodillot,  6  U.  S.  Pat  Gaz. 
641 ;  In  re  Simjmn  A  Sons,  10  i6.  833 ;  Ez  parte  Davids  dfCo.,16  ib.  94 ;  Ex  parte 
Schumacher  <t  Ettlinyer  (1),  19  ib.  791)  that  statutory  protection  could  be  obtained 
for  trade  marks.  Descriptive  words,  not  registrable  as  trade  marks,  were  properly 
allowed  to  be  registered  as  labels:  Ex  parte  Warferling,  16  ib,  764;  Ex  parte  Brigham, 
20  ib,  891  ;  and  aee  Inre  Park,  12  ib.  2,  in  which  it  was  sought  to  reguter  as  part  of 
a  label  a  device  for  which  the  applicant  bad  previously  sought  registration  as  a  trade 
mark.  In  U.  S.  v.  Marble^  22  io.  1366,  however,  the  Supreme  Court  of  Columbia  held 
that  the  Commissioner  of  Patents  hfl4  no  authority  to  refuse  registration  to  a  label 
merely  on  the  ground  that  it  might  have  been  registered  as  a  trade  mark ;  but  In  the 
later  case  of  Ex  parte  Schumacher  <k  EUlinger  (2),  22  ib,  1291,  the  Commiuioner  has 
again  refused  registration  as  labels  to  what  he  considered  to  be  trade  marks. 

(6)  Sae  Act  of  1881,  §§1,2. 

(c)  In  MeElwee  v.  BlackweU,  15  IT.  S.  Pat  Gaz.  658,  it  was  held  that,  although, 
where  registration  had  been  wrongfully  granted  to  one,  it  might  subsequently  bo 
properly  granted  to  another  who  was  reidly  entitled  to  the  exclusive  use,  yet  it  would 
not  be  granted  to  another  who  was  not  entitled  to  the  exclusive  use,  even  though  he 
might  be  entitled  to  use  the  mark  to  some  extent  And  see  Wright  v.  Simpton,  15  id. 
968  ;  also  Sorg  v.  WeUh^  16  ib.  910,  as  to  admissions  of  right  in  another. 

{d)  Under  Uiese  words  a  new  trade  mark  might  be  registered  prior  to  any  actual 
jue:  In  re  RathtchUd,  7  U.  S.  Pat  Gaz.  220  ;  and  see  Hootier  DriU  Co.  v.  IngeU,  14 
i&.  785.  Thisisnot  the  case  under  the  Act  of  1881.  See  ^lund  2,  and  Ex  parte  Strof- 
burger  A  Co,^  20  ib,  155. 

(f )  As  to  what  is  a  lawful  trade  mark,  see  ii\frd,  §  79.  Begistration  cannot  make  a 
lawful  trade  mark  out  of  that  which  does  not  oontain  the  necessary  elements:  Moorman 
y.  Hoge,  2  Sawy.  78 ;  but  it  has  been  doubted  whether  the  use  of  a  registered  trade 
mark  could  be  restrained:  Decker  v.  Decker,  52  How.  Pr.  218.  Separate  registratioo 
must  be  obtained  for  each  mark  which  differs  ftom  another  by  the  addition  of  a 
aymbol;  e.g.,  *'X,"  <<XX,"  "  XXX,"  were  held  to  require  separate  registration:  In  re 
SngU^  U.  S.  Pat  Comm.  Deds.  1870, 142 ;  and  see  /n  r«  Eagle  Pencil  Co.,  10  U. 
S.  Pat  Gaz.  981. 

(/)  Absolute  compliance  with  these  requirements  is  necessary  on  the  part  of  appU- 
eants:  In  re  Ho/nhinmm,  8  U.  S.  Pat.  Gaz.  89.    But  it  is  not  neoessaiy  that  the  very 
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words  of  the  Act  should  be  cited,  so  long  as  the  npirit  of  it  is  satisBed:  In  re  Yidtard 
dfSluehan,  Sib.  143, 

{g)  The  registration  of  the  name,  Ac,  of  a  firm  has  been  held  to  be  suffideni,  with- 
out giving  the  particulars  as  to  each  of  the  partners:  Smith  v.  Reynoldt  {2),  10  BL 
C.  C.  100. 

(h)  This  requirement  has  been  interpreted  to  exclude  from  registration  tiie  marks  of 
persons  other  than  manufactun^rs  or  merchants,  e,g.f  a  carpet  cleaner:  In  re  Hankinmn, 
8  U.  S.  Pat.  Ga*.  89. 

(t)  It  has  been  held  that  a  description  of  the  class  and  goods  as  "paints"  is  sufficient: 
Smith  ▼.  Betjnoldt  (2),  10  Bl.  C.  C.  100  ;  and  so  with  "  alcoholic  spirits  " :  /n  re  Boehm 
d'  Co.y  8  U.  S.  Pat  Gaz.  319  ;  but  that  "fancy  goods*'  is  insufficient,  as  being  too 
general  a  term:  In  re  Idsner,  13  ib.  455.  Different  persons  may  n^gister  the  same 
trade  mark  for  different  descriptions  of  goods  even  in  the  same  class:  Sorg  v.  Wdtk,  16 
t6.  910.  In  SmUh  v.  BeynMs  (2),  10  BL  O.  C.  100,  and  8.  c.  (3),  18  ib.  458,  it  was  held 
that  a  firm  who  had  regi»tered  a  trade  mark  for  "  paints  "  were  not  entitled  to  restrain 
the  use  of  the  mark  on  white  lead  by  another  firm  who  had  used  the  mark  on  that 
variety  of  paint  before  the  plaintiffs  had  used  or  registered  their  mark  ;  and  in  tiie 
former  case  it  was  held  that  the  registration  being  bad  as  to  white  lead  was  bad  tA 
totOf  though  but  for  that  it  might  have  been  good. 

(k)  The  trade  mark  must  be  sufficiently  described  for  it  to  be  possible  to  clearly 
dbtinguish  between  the  essential  and  non-essential  elements  in  it:  7r  re  Volta  Bdt  Qk, 
8  U.  S.  Pat  Gaz.  144;  and  see  Rule  6,  infrd, 

{I)  The  fac-simile  limits  the  verbal  description  of  the  mark:  I}ule  v.  Grwnf  16 
U.  S.  Pat  Gaz.  1094. 

(m)  The  previous  user  of  the  applicants  or  their  derivative  title  must  be  stated:  Ex 
parte  Conuolidated  Fruit  Jar"  Co.,  16  U.  S.  Pat  Gaz.  679.  Only  one  example  of  the 
mode^f  use  will  be  admitted:  In  re  Kimball,  11  ib,  1109  ;  and  see  Smith  v.  Regmcldt 
(2),  10  BL  C.  C.  100. 

(n)  See  Ex  parU  Contolidated  Fruit  Jar  Co,,  16  U.  S.  Part  Gaz.  679. 

(o)  A  fee  paid  can  only  be  recovered  when  it  was  paid  by  actual  mistake,  e.g.,  a  pay- 
ment in  excess,  or  one  not  required  by  law.  When,  therefore,  an  application  has  failed 
because  the  proposed  mark  was  not  registrable,  the  fee  paid  cannot  b^  recovered, 
although  a  renewed  application  for  the  registration  of  an  essentially  different  mark  has 
proved  successful:  In  re  Block  dc  Co.,  14  U.  S.  Pat  Gaz.  235.  See  note  (a),  nipri,  as  to 
crediting  fees  paid  under  this  invalid  Act. 

(p)  See  §  81,  infird,  and  note  thereto. 

{q)  As  to  the  necessity  for  the  filing  of  this  declaration,  and  for  the  production  of 
sufficient  evidence  of  it  on  a  trial  for  infringement^  see  Smith  v.  Reifnolde  (1),  10  BL 
C.  C.  85,  where  an  injunction  was  refused  on  the  ground  of  a  deficiency  of  such  evi- 
dence. 

(r)  A  declaration  that  no  other  person,  firm,  or  corporation  has  a  right  to  the  use  of 
the  same,  or  substantially  the  same,  mark,  is  a  sufficient  compliance  with  this  require- 
ment: In  re  Vidvard  d:  Sheehan,  8  U.  S.  Pat  Gaz.  143. 

J  78  {a).  And  he  it  further  enacted,  tliat  such  trade  mark  shall  remain 
in  force  for  thirty  years  from  the  date  of  such  registration,  except  in  cases 
where  such  trade  mark  is  claimed  for  and  applied  to  articles  not  manu- 
factured in  this  cmintry,  and  in  which  it  receives  protectiofi  under  the  laws 
of  any  foreign  country  for  a  sJurrter  period,  in  which  case  it  shall  cease  to 
have  any  force  in  this  country  by  virtue  of  this  Act,  at  the  same  time  that 
it  becomes  of  no  effect  elsewhere,  and  during  the  period  tliat  it  remains  in 
force  it  shall  entitle  the  person,  firm,  or  corporation  registering  the  same  to 
ths  exclusive  use  thereof,  so  far  as  regards  the  description  of  goods  to  which 
it  is  appropriated  in  the  statement  filed  under  oath  as  aforesaid^  and  no 
other  person  shall  lawfully  use  the  same  trade  mark,  or  substantially  the 
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^amSy  or  $o  nearly  resembling  it  m  to  he  calctdfded  to  deceivSy  upon  suh- 
stantiaUy  the  eame  description  of  goods  (b).  Provided  that  six  months 
prior  to  the  expiration  of  the  said  term  of  thirty  yearSj  application  may  be 
made  for  a  renewal  of  such  registration,  under  regulations  to  he  prescribed 
by  the  Oommissiofier  of  PatentSy  and  the  fee  for  siich  reneioal  shall  be  the 
same  as  for  the  original  registration,  certificate  of  such  renewal  shall  be 
issued  in  the  same  manner  as  for  the  original  registration^  and  such  trade 
mark  shall  remain  in  force  for  a  further  term  of  thirty  years :  And  pro- 
pided  further,  that  nothing  in  this  section  shall  he  construed  by  any  Court 
as  abridging  or  in  any  manner  affecting  unfavourably  the  claim  of  any 
person,  ftrnty  corporation^  or  company  to  any  trade  mark  after  the  expira- 
tion of  the  term  for  which  such  trade  mark  toas  registered. 

(a)  See  Act  of  1881,  §§  5,  7, 11. 

(h)  See  Sternherger  v.  Thalhdmer,  3  U.  S.  P»t.  Gac  120,  where  ike  Mine  mark  wm 
registered  in  two  nunes ;  and  MeElwee  ▼.  Blaekwdl,  15  i6.  658. 

§  79  (a).  And  be  it  further  enacted^  that  any  person  or  corporation  who 
shaU  reproduce,  copy,  counterfeit,  or  imitate  any  such  recorded  trade  mark, 
and  affix  the  same  to  goods  of  substantially  the  same  description,  properties, 
and  qualities  as  those  referred  to  in  the  registration  (h),  shall  he  liable  to 
an  action  on  the  case  for  damages  for  such  unlawful  use  of  sacli  trade  mark 
at  the  suit  of  the  owner  thereof  in  any  Court  of  competent  jurisdiction  in 
tlie  United  States,  and  tJie  party  aggrieved  shall  also  have  his  remedy 
according  to  the  course  of  equity  to  enjoin  the  wrongful  use  of  his  trade 
mark,  and  to  recover  compensation  therefor  in  any  Court  having  jurisdic- 
tion over  the  person  guilty  of  such  wrongfid  use  (c).  The  Commissioner  of 
Patents  (d)  shall  not  receive  and  record  any  proposed  trade  mark  which  is 
not  and  cannot  become  a  lawful  trade  mark  (e),  or  which  is  merely  the 
name  of  a  person,  jirm,  or  corporation  only  (/),  unaccompanied  by  a  mark 
sufficient  to  distinguish  it  from  the  same  name  where  used  by  other  persons, 
or  which  is  identical  with  a  trade  mark  appropriated  to  the  same  class  of 
merchandise  and  belonging  to  a  different  owner  and  already  registered  or 
received  for  registration,  or  which  so  nearly  resembles  such  last-mentioned 
trade  mark  as  to  be  likely  to  deceive  the  public  (g) :  Provided,  that  thi^ 
section  shall  not  prevent  the  registry  of  any  lawful  trade  mark  rightfully 
used  at  the  time  of  the  passage  of  this  Act  (h). 

(a)  See  Act  of  1881,  S§  7,  8. 

{b)  See  Otgood  v.  JRoJnoood,  11  BL  C.  C.  810,  where  it  was  held  that  persons  who 
had  rqgistered  a  trade  mark  for  prints  made  according  to  a  patented  process  were  not 
entitled  onder  this  Act  to  sn  injanction  against  a  person  who  had  used  the  mark  on 
prfaits  not  made  in  aocordanoe  with  the  patent. 

(c)  It  seem4  that  the  IT.  S.  Oirctut  Goorts  have  jurisdiction  in  cases  of  infringement 
of  trade  mark,  even  when  both  parties  are  citizens  of  the  same  State:  Ihiwd  y.  Bohmer, 
14  XT.  8.  Pat  Oas.  270;  but  see  Leidendorf  ▼.  Flint  (1),  8  Biss.  327. 

{d)  As  to  the  validity  of  the  decisions  of  the  acting  coromisi>ioner,  see  Simpson  v. 
Wright  (2),  15  U.  S.  Pat  Gas.  298. 

(e)  The  question  what  may  be  registered  as  being  a  *'  lawful  trade  mark  '*  has  been 

I   I 
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conildered  In  many  cmm.  Tlie  device  of  aetown  is  a  good  trade  iiiai%:  SmUk  ▼.  Rfefftddt 
(2),  10  BL  C.  C.  100.  The  anna  of  one  of  the  United  Statee  cannot,  however,  oooatitiite 
of  tbemaelvea  a  good  trade  mark:  ExparU  Davidi  A  Co.,  16  U.  S.  Pat.  Ga^  94;  audit 
has  been  held  that  the  aame  is  the  case  with  ihe  Freemasons*  sqaare  and  oompasa  :  /• 
Tt  TolU,  2  ib.  415 ;  and  the  word  "masonic":  £z  TparU  SmUk  (3),  16  ift.  764  ;  though 
in  In  re  Thonuu,  14  ib,  821,  the  Freemasons*  symhols  were  allowed  to  be  registered  in 
combination.  A  word  which  has  become  common,  e.g,,  **  Calhoon  "  plough,  cannot  be 
registered:  In  re  Bail  S:  Co.,  IS  ib.  229.  Begistration  has  been  refused  to  the  foDowing 
words  and  expressions,  on  the  ground  of  deecriptiveness : — **  Beeswax  OH,"  In  re  ffa»' 
thaway  (1),  U.  S.  Pat  Comm.  Deds.  1871,  97;  S.  C.  (2),  ib.  284 ;  "Raaor  Steel,"  In  rt 
RoberU  (4),  ib.  100;  ** Invisible"  face  powder,  ExfarU  Palmer,  ib.  289;  **A.  Richard, 
son's  Patent  Union  Leather  Splitting  Machine,"  In  re  Hiekardton,  8  U.  a  Pat  Gas. 
120 ;  "Fttr  Famllien  Gebranch,"  and  "Lawrence  Feiner  Familien  Flannd,"  In  re 
Lawrence,  10  ib.  168  ;  "Croap  Tinctnre,"  In  re  Boaek,  10  ib.  883 ;  ^'Crack-proof " 
india-mbber,  In  re  Goodyear  Rubber  Co.,  llib.  1062  ;  *"  Evaporated  "  articles  of  food, 
£x  parU  Alden,  15  ib,  889  ;  "Standard  A"  dgan,  Ex  parte  O^  (1),  ^6  ib.  680; 
"Dniggists*  Sundries'*  cigars,  Sx  parte  Cokn  (2),  16  t6.'680;  "Safety"  powder,  Bx 
parte  Safety  Powder  Co.^  16  ib.  186 ;  "Medicated  Prunes,'*  Ex  pa/rU  SmOk  (2),  16  «& 
679;  "Swing"  scythe-sockets,  Ex  parte  Thompmm,  Derby  A  Co.,  16  ib.  187 ;  **  Grann- 
lated  Dirt-killer"  soap,  Ex  parte  Warferiing,  16  ib.  764  ;  and  "Satin  PoGah"  boots 
and  shoes,  Ex  parte  Brigkam,  20  t5i.  891.  And  the  same  has  been  the  caae  with 
respect  to  the  figure  of  a  fish  for  fishing  lines:  In  re  Pratt  A  Farmer,  10  i6u  866;  and  the 
representation  di  a  twig  with  8  leaves  and  a  plum  for  prunes:  Ex  piurte  Smith  (2),  16  ib. 
679  ;  and  see  Popkam  ▼.  WOeox,  66  N.  T.  69.  On  the  other  hand,  "The  Blanchard 
Gbum,"  In  re  Porter  BtanehartTeSont,  U.  S.  Pat  Comm.  Decis.  1871, 97;  "Beaverine** 
boots  and  shoes,  In  re  Franeit  A  MaUUm,  ib.  288 ;  and  "  Dr.  Lobenthal's  Essentia 
AntiphthiBica^*'  In  re  Rohland,  10  U.  S.  Pat  Gas.  980,  have  been  admitted  to  regis- 
tration as  being  non-descriptive.  In  a  series  of  cases  registration  has  been  refused  on 
the  ground  that  the  term  claimed,  if  properly  applicable  to  the  goods  with  respect  to 
whidi  it  was  used,  was  descriptive,  but  if  not,  was  deceptive,  e.g.,  "  American  Sar- 
dines," In  re  American  Sardine  Co.,  8  ib.  495 ;  "Egg  Macaroni,"  In  re  DoU  BrtM:,  12 
ib.  939  ;  "  Cachemiie  Milano,**  In  re  Warburg  A  Co.,  IS  t&.  44 ;  "French  PaintB," 
Ex  parte  Marwcking  A  (7a,  15  ib.  294;  "  London  "  animal  foods,  Ex  parte  Knapp,  16  ib. 
818 ;  but  see  In  re  Oreen,  8 1&.  729,  where  registration  was  granted  to  "German  Simp." 
On  the  latter  ground  of  deceptiveness,  the  word  "  patent "  cannot  be  registered  as  part 
of  a  mark  for  an  article  made  under  an  expired  patent :  In  re  iStcAonison,  3  ib.  120. 
A  geographical  name  is  not  usually  registrable:  Armittead  v.  BlackweU,  1  ib.  603, 
"Durham  "  tobacco ;  In  re  ToUe,  2  ib.  415,  "  Cherry  Street  Mills,"  and  "  Market  Street 
Mills  "  f  Ex  parU  Knapp,  16  t6.  818,  "  London  "  animal  foods  ;  Ex  parte  Marteking  A 
Co.,  15  ib.  294,  "  French  Pamts *';  Ex  parte  Famum  S  Co.,  18  ib.  412,  "  Lancaster" 
goods.  But  such  a  name  may  be  registered  when  arbitrarily  selected :  In  re  Cbra- 
foall  (2),  12  ib.  812,  "  Dublin "  soap.  Similarly,  numerals  may  be  registered  iriien 
arbitrarily  selected :  Kinney  v.  Allen,  1  Hughes,  106 ;  Ex  parte  Dawes  A  Fanning,  1 
U.  S.  Pat  Gaz.  27;  but  not  otherwise:  In  re  Eagle  Pencil  Co.,  10  ih.  981.  It  has  been 
held  that  a  peculiarity  in  the  form  of  a  barrel  is  not  registrable  as  a  trade  mark: 
Moorman  v.  ffoge,  2  Sawy.  78 ;  nor  a  representation  of  such  barrel  when  lulled  to 
the  goods  contained  in  it:  Ex  parte  HaUiday  Broe.,  16  U.  S.  Pat  Ga^  500 ;  nor  is  a 
speoality  in  the  hoops  of  the  barrel  registrable:  In  re  Kane  A  Co.,  9  ib.  105.  But  see 
Cook  V.  SUvrhwealher,  13  Abb.  Pr.  N.  S.  892.  A  spediJ  collar-box  has  been  refused 
registration:  Harririgton  v.  Libby,  14  Bl.  C.  C.  128;  and  so  have  a  sampler-pattern:  In 
re  Parker,  13  U.  S.  Pat  Gaz.  323  ;  and  a  strip  of  tobacco  intended  to  be  wn^ped 
round  the  mouthpiece  of  cigarett^  on  the  ground  that  it  was  intended  to  serve 
purposes  of  convenience  rather  than  of  identification:  In  re  Gordon,  12  ^.  517;  bnt 
registration  has  been  granted  to  a  peculiarly  shaped  stick  intended  to  be  so  placed  in 
a  roll  of  carpet  as  to  snow  an  octagonal  ring  at  each  end:  Lowdl  Manufacturing  Co.  v. 
Lamed,  Dig.  428.  Registration  cannot  be  granted  to  minor  and  non-essential  festnns 
in  a  compound  mark:  Ex  parte  CoaU,  16  U.  S.  Pat  Gas.  544.    Occasionally  a  mark  hss 
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been  allowed  to  be  registered  !n  altematiye  fomiB,  «.^.,  **  The  Star  Shirt,"  the  same 
words  with  the  figure  of  a  star,  and  "The  *  Shirt":  Morriaon  v.  Cote,  9  Bl.  G.  G.  648; 
the  figure  of  a  Uon,  the  word  "Lion,"  or  both:  In  re  Weaver,  10  U.  S.  Pat.  6az.  1; 
and  see  In  re  Park,  12  t6.  2 ;  In  re  Tkomaa,  liib.  821 ;  Bx  parte  Peper,  16  ib.  678. 
A  bad  trade  mark  does  not  become  a  good  one  by  the  addition  of  unobjectionable 
elements:  In  re  Blakedee  &  Co.,  U.  S.  Pat  Gomm.  Decis.  1871,  284,  "Gundnrango 
Ointment,  C.  O. **,  Inre  Dick  A  Co.,  9  U.  S.  Pat  Gaz.  638,  " D.  D.  &  Go.  Tasteless " 
drugs;  In  re  Rader  <S:Co.,13ib.  696,  *'  Ironstone  "  in  an  oval  border  ;  but  it  appears  to 
be  possible  for  two  marks,  which  separately  are  not  good  trade  marks,  to  form  one  in 
combination:  Ex  parte  Davids  dEr  Co.,  16  ib.  94.  A  trade  mark  cannot  be  registered  for 
the  purpose  of  being  used  by  all  the  members  of  an  association  on  goods  of  any  quality, 
nor  can  a  mark  which  is  intended  to  be  used  in  furtherance  of  a  scheme  for  the  restraint 
of  trade:  Ex  parte  Cigar  Makert^  Anociation,  16  ib.  968.  It  seems  that  the  decision  of 
a  competent  Gourt  as  to  the  validity  of  a  mark  is  binding  upon  the  Patent  Office:  In 
re  India  Rubber  Comb  Co.,  8  ih.  906.  If  an  application  is  refused  on  the  ground 
that  the  proposed  mark  is  not  a  registrable  trade  mark,  a  renewed  application  for  the 
registration  of  a  mark  not  open  to  objection  must  be  treated  as  a  new  application,  and 
it  cannot  be  treated  as  an  amendment  of  the  original  application,  nor  can  the  fee  origi- 
nally paid  be  returned:  In  re  Block  A  Co.,  14  ib.  286. 

( /)  Thus  in  In  re  Bcnoe  A  Pott,  9  U.  S.  Pat  Gaz.  496,  the  name  *'  The  New  York 
Cutlery  Go."  was  refused  registration  as  a  new  mark.  As  to  the  registration  of  names 
as  old  marks,  see  note  (A),  infrd*  See  also  In  re  Porter  Blanchanffs  Sons,  IT.  S.  Pat. 
Comm.  Deds.  1871,  97;  In  re  Roberts  (1),  ib.  118 ;  S.  G.  (2),  ib.  100 ;  S.  G.  (3)  ib, 
101 ;  In  re  India  Rubber  Comb  Co.,  8  U.  S.  Pat  Gaz.  906 ;  In  re  Consolidated 
Frudt  Jar  Co.,  liib.  269 ;  Ex  parte  Davids  A  Co.,  16  ib.  94.  The  prohibition  does  not 
extend  to  the  registration  of  the  name  of  a  person  other  than  the  applicant,  and  such 
names  may  be  r^;istered,  at  all  events  with  their  owners'  consent,  if  living:  Ex  parte 
Sullivan  A  Burke,  16  ib.  766  ;  Ex  parte  Pace,  TalboU  <k  Co.,  16  ib.  909. 

ig)  Thus  m  In  re  The  American  LubrieaHng  Oil  Co.,  9  U.  S.  Pat.  Gaz.  687,  registra- 
tion was  refused  to  the  word  "  Star  "  as  a  trade  mark  on  oil,  tiie  device  of  a  star  having 
already  been  registered  for  the  same  article ;  bo  in  In  re  Coggin,  Kidder  A  Co.,  11  tb. 
1109,  to  a  device  in  which  the  principal  feature  was  the  name  "  Haxall,"  which  had 
long  been  the  trade  mark  of  another  firm;  so  in/»  re  Busk  A  Co.,  10  t6.  164,  to  a  com- 
bination mark  consisting  of  the  applicants*  own  r^iistered  trade  mark  and  two  other 
devices  aj^ropriated  by  other  firms  ;  so  in  ^x  parte  Caire,  16  ib.  248,  to  the  words 
" Black  Swan,"  the  word  "  Swan"  being  already  registered ;  so  in  ^s  parte  Smith  (1), 
16  i5.  679,  to  "  A.  S.  Galifomia  Family  *  Soap,"  "  Galifomia  "  and  "  *  "  being  abready 
separately  on  the  r^;ister ;  and  see  Ex  parte  Weisert  Bros.,  16  ib,  680.  On  the  other 
hand,  in.  In  re  Imbs,  10  ib.  468,  registration  was  granted,  notwithstanding  that  two 
other  marks  contained  somewhat  similar  features  ;  and  in  In  re  Cornwall  (1),  12  ib. 
138,  a  device  of  a  star  and  crescent  was  registered,  although  there  was  a  star  already 
on  the  register. 

(A)  Under  this  proviso  registration  was  granted  to  a  name  used  as  a  trade  mark 
before  1870,  e.g.,  '*The  India  Rubber  Gomb  Go,  of  New  York,"  In  re  India  Rvbber 
Comb  Co.,  8  U.  a  Pat  Gaz.  905;  "The  Rubber  Glothing  Go.",  In  re  Rubber 
Clothing  Co.,  10  ib.  111.  See  In  re  Dole  Bros.,  12  ib.  989;  In  re  Consolidated  FruU  Jar 
Co.,  14  ib.  269;  ExparU  Consolidated  Fruit  Jar  Co.,  16  t6.  679.  This  saving  proviso  is, 
however,  omitted  from  the  Act  of  1881,  so  that  the  prohibition  as  to  names,  &c.,  is 
universal.  See  Act  of  1881,  §  3,  and  Ex  parte  Pairchild,  21  t&.  789,  in  which  case 
reg^tration  was  refused  to  a  name  which  had  been  used  as  a  trade  mark  for  20  years, 
and  had  been  registered  under  the  Act  of  1870. 

§  80  (a).  And  be  it  furtlier  encLcted,  that  the  time  of  the  receipt  of  any 
trade  mark  at  the  Patent  Office  for  registration  shall  be  noted  and  recorded, 
and  copies  of  the  trade  mark  and  of  the  date  of  the  receipt  thereof,  and  of 
the  statement  filed  therewith  under  the  seal  of  the  Patent  Office,  certified  by 

II2 
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iJie  Cammfmcner,  shall  he  etridenee  in  any  suit  in  which  nteh  trade  mark 
ahail  be  brought  in  controversy, 

(a)  See  Act  of  1881,  U  8,  4. 

§  81  (a).  And  be  it  further  enacted^  that  the  Commissioner  of  Patents  is 
authorised  to  make  rules  and  regidations  (b)  and  to  prescribe  forms  for  the 
transfer  of  the  rigid  to  use  such  trade  marks^  conforming  as  nearly  eu  prac- 
ticahle  to  the  requirements  of  the  law  respecting  the  transfer  and  trans- 
mission of  copyrights, 

(a)  See  Act  of  1881,  §  12. 

\h)  It  WM  formerly  decided  that  the  anthority  given  to  the  ComnuMioiier  by  §  81  to 
make  regulations,  empowered  him  to  declare  an  interference  in  a  trade  marie  caee^  for 
the  pmpoee  of  decidhig  a  question  of  title  to  the  trade  mark,  on  the  analogy  of  ti>e 
practice  in  patent  cases  :  Zaicte  Bro9.  A  Co,  y.  SekuiU  S  Co.^  9  U.  &  Pat  Ga^  791; 
Ihtke  y.  Green,  16  t6.  1094.  And  though  it  was  thought  in  Swift  v.  Peien,  11  ib.  1110, 
that  the  question  whether  a  registered  proprietor  of  a  mark  was  entitled  to  the  ezdosiTe 
use  of  it  as  against  an  ez-partner,  was  a  question  for  a  Court  of  law,  and  not  for  die 
Office,  it  was  held  in  ffoosier  Dria  Co,  y.  Ingd*,  14  ih.  785,  that,  in  inyestigating  ^ 
title  to  the  mark,  all  matters  relating  to  the  ownership  should  be  ffone  into ;  and  in 
Harford  v.  WestaM,  16  ib.  1181,  the  U.  S.  Cirouit  Court  decided  that  a  dedsion 
of  the  Examiner  of  Interferences,  unappealed,  was  condusiye  as  to  the  right  to  a  mark; 
and  see  Jondyn  y.  Sweuy  4s  Dart,  15  %h,  702,  as  to  reopening  the  evidence  taken  on  an 
interference,  and  Simpton  y.  Wright  (1),  15  t&.  248,  and  S.  C.  (2),  15  ih.  293^  as  to 
re-hearing  an  interference.  Since  the  case  of  U,  8,  v.  St^ms,  100  U.  S.  Bepi  82,  how- 
ever, it  has  been  held  that  the  PsAent  OiRce  has  no  longer  any  authority  to  decide 
questions  of  disputed  titles  to  trade  markw,  or  to  declare  interferences  in  such  caui  : 
Bravn  A  Co.  y.  BladeweO,  19  ib.  481 ;  but  see  ^  parte  S^nubwrger  <fe  Cb.,  20  A.  155, 
and  Jaeobjf  A  Co,  v.  Lope*  A  Co,,  23  ib.  842. 

§  82  (a).  And  be  it  further  enacted^  thai  any  person  who  shall  procure 
the  registry  of  any  irdde  mark,  or  of  himsdf  as  the  owner  thereof^  or  an 
entry  respecthig  a  trade  mark^  in  the  Patent  Office  under  this  Act,  by  making 
any  false  or  fraudulent  representations  or  declarations  verbally  or  in  writing, 
or  by  any  frattdulent  meafis,  shall  be  liable  to  pay  damages  in  consequence 
of  any  such  registry  or  entry  to  the  person  injured  thereby,  to  be  recovered 
in  an  action  on  the  case  in  any  Court  qf  competent  jurisdiction  within  the 
United  States. 

(a)  See  Act  of  1881,  §9.' 

§  83  (a).  And  be  it  further  enacted,  thai  nothing  in  this  Act  shaR  present, 
lessen,  vnpeach,  or  avoid  any  remedy  at  law  or  in  eqfdty  whidi  any  parin 
aggrieved  by  any  wrongful  use  of  any  trade  mark  might  have  had  if  this 
Act  had  not  been  passed  (5). 

(a)  See  Act  of  1881,  §  10. 

\b)  See  Osgood  v.  Roehoood,  11  Bl.  C.  C.  310  ;  U.  S.  v.  Boeke,  1  McCrary,  885. 

§  84  (a).  And  be  it  ftirther  enacted,  thai  no  action  shall  be  maintodned 
wider  the  provisions  of  this  Act  by  any  person  claiming  the  exclusive  rigid 
to  any  trade  mark  which  is  used  or  claimed  in  any  unlawful  business^  or 
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ttpon  any  article  which  is  injurinus  in  itself,  or  upon  any  trade  mark  which 
has  been  fraudulently  obtained,  or  whicJ*  has  been  formed  ami  used  with 
the  design  of  deceiving  the  public  in  the  purchase  or  use  of  any  article  nf 
merchandise  (b). 

(a)  See  Act  of  1881,  S  8- 

{b)  It  seems  that  this  Act  provided  no  means  for  removing  from  the  register  a  mark 
whidi  was  wrongly  registered,  e.g^  a  mark  which  did  not  contain  any  of  the  essential 
paitioolan.  QeeArnUttecuiY.Blaeiewea,  lV.B.T9tQtM,  (i09;  MeSltoee  7.  Blacky 
lb.  658;  Wright  v.  Simpson,  15  A.  WS. 


Act  of  Conorbss  op  1875  (a). 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the 
United  States  of  America  in  Congress  assembled  : — 

§  1.  That  every  person  who  shcdl,  with  intent  to  defraud,  deal  in  or  seU^ 
or  keep  or  offer  for  sale,  or  cause  or  procure  the  sale  of,  any  goods  of  sub- 
stantially the  same  descriptive  properties  as  those  referred  to  in  the  regis^ 
tration  of  any  trade  mark,  pursuant  to  the  statutes  of  the  United  States, 
to  which,  or  to  the  package  in  which  the  same  ate  put  up,  is  fraudulently 
affixed  said  trade  mark,  or  any  colourable  imitation  thereof,  calculated  to 
deceive  the  public,  knowing  the  same  to  be  counterfeit,  or  not  the  genuine 
goods  referjrcd  to  in  said  registration,  shall,  on  conviction  thereof,  be 
punished  by  fine  not  exceeding  one  thousand  dollars,  or  imprisonment  not 
more  than  two  years,  or  both  such  fine  and  imprisonment. 

(a)  So  far  as  this  Act  was  dependent  on  the  Registration  Act  of  1870  it  fell  to  the 
ground  when  that  Act  wae  declared  invalid  in  U,  S.  ▼.  Suffem,  100  U.  S.  Rep.  82. 

§  2.  That  every  person  who  fraudulently  affixes,  or  causes  or  procures  to 
be  fraudulently  affixed,  any  trade  mark  registered  pursuant  to  the  statutes 
of  the  United  States,  or  any  colourable  imitation  thereof,  calculated  to 
deceive  the  public,  to  any  goods  of  substantially  the  same  descriptive  pro- 
perties as  those  referred  to  in  said  registration,  or  to  the  package  in  which 
they  are  put  up,  knowing  the  same  to  be  counterfeit,  or  not  the  genuine 
goods  referred  to  in  said  registration,  shall,  on  conviction  thereof,  be 
punished  as  prescribed  in  the  first  section  of  this  Act. 

§  3.  That  every  person  who  fraudulently  fills,  or  causes  or  procures  to 
be  fraudtdcntly  fiUed,  any  package  to  which  is  affixed  any  trade  mark, 
registered  pursuant  to  the  statutes  of  the  United  States,  or  any  colourable 
imitation  thereof,  calculated  to  deceive  the  public,  with  any  goods  of 
substantially  the  same  descriptive  properties  as  those  referred  to  in  said 
registration,  knowing  the  same  to  be  coimterfeit,  or  not  the  genuine  goods 
referred  to  in  said  registration,  shall,  on  conviction  thereof,  be  punished 
as  prescribed  in  the  first  section  of  this  Act. 

§  4.  That  any  person  or  persons  who  shall,  with  intent  to  defraud  any 
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person  or  persons,  knowingly  and  wilfully  cast,  engrave,  or  manufacture, 
or  have  in  his,  her,  or  their  possession,  or  huy,  sell,  offer  for  sale,  or 
deal  in,  any  die  or  dies,  plate  or  plates,  brand  or  brands,  engraving  or 
engravings,  on  wood,  stone,  metal,  or  other  substance,  moulds,  or  any 
false  representation,  likeness,  copy,  or  colourable  imitation  of  any  die, 
plate,  brand,  engraving  or  mould  of  any  private  label,  brand,  stamp, 
wrapper,  engraving  on  paper  or  other  substance,  or  trade  mark,  registered 
pursuant  to  the  statutes  of  the  United  States,  shall,  upon  conviction 
thereof,  be  punished  as  prescribed  in  the  first  section  of  this  Act 

§  5.  That  any  person  or  persons  who  shall,  with  intent  to  defraud  any 
person  or  persons,  knowingly  and  wilfully  make,  foige  or  counterfeit,  or 
have  in  his,  her,  or  their  possession,  or  buy,  sell,  offer  for  sale,  or  deal  in, 
any  representation,  likeness,  similitude,  copy,  or  colourable  imitation  of  any 
private  label,  brand,  stamp,  wrapper,  engraving,  mould,  or  trade  mark, 
registered  pursuant  to  the  statutes  of  the  United  States,  shall,  upon  con- 
viction thereof,  be  punished  as  prescribed  in  the  first  section  of  this  Act. 

§  6.  That  any  person  who  shall,  with  intent  to  injure  or  defraud  the 
owner  of  any  trade  mark,  or  any  other  person  lawfully  entitled  to  use  or 
protect  the  same,  buy,  sell,  offer  for  sale,  deal  in,  or  have  in  his  possession 
any.  used  or  empty  box,  envelope,  wrapper,  case,  bottle,  or  other  package, 
to  which  is  affixed,  so  that  the  same  may  be  obliterated  without  substan- 
tial injury  to  such  box  or  other  thing  aforesaid,  any  trade  mark,  registered 
])ursuant  to  the  statutes  of  the  United  States,  not  so  defaced,  erased, 
obliterated,  and  destroyed  as  to  prevent  its  fraudulent  use,  shall,  on 
conviction  thereof,  be  punished  as  prescribed  in  the  first  section  of  this 
Act. 

§  7.  That  if  the  owner  of  any  trade  mark,  registered  pursuant  to  the 
statutes  of  the  United  States,  or  his  agent,  make  oath,  in  writing,  that  he 
has  reason  to  believe,  and  does  believe,  that  any  counterfeit  dies,  plates, 
brands,  engravings  on  wood,  stone,  metal,  or  other  substance,  or  moulds,  of 
his  said  registered  trade  mark,  are  in  the  possession  of  any  person  with  intent 
to  use  the  same  for  the  purpose  of  deception  and  fraud,  or  make  such 
oaths  that  any  counterfeits  or  colourable  imitations  of  his  said  trade  mark, 
label,  brand,  stamp,  wrapper,  engraving  on  paper  or  other  substance,  or 
empty  box,  envelope,  wrapper,  case,  bottle,  or  other  package,  to  which  is 
afiixed  said  registered  trade  mark  not  so  defaced,  erased,  obliterated,  and 
destroyed  as  to  prevent  its  fraudulent  use,  are  in  the  possession  of  any 
person  with  intent  to  use  the  same  for  the  purpose  of  deception  and  fraud, 
then  the  several  judges  of  the  circuit  and  district  courts  of  the  United 
States,  and  the  commissioners  of  the  circuit  courts,  may,  within  their 
respective  jurisdictions,  proceed  under  the  law  relating  to  search-warrants, 
and  may  issue  a  search-warrant  authorising  and  directing  the  marshal  of 
the  United  States  for  the  proper  district  to  search  for  and  seize  all  said 
counterfeit  dies,  plates,  brands,  engravings  on  wood,  stone,  metal,  or  other 
substance,  moulds,  and  said  counterfeit  trade  marks,  colourable  imitations 
tliereof,  labels,  brands,  stamps,  wrappers,  engravings  on  paper,  or  other 
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substance,  and  said  empty  boxes,  envelopes,  wrappers,  cases,  bottles,  or 
other  packages  that  can  be  found ;  and  upon  satisfactory  proof  being  made 
that  said  counterfeit  dies,  plates,  brands,  engravings  on  wood,  stone,  metal 
or  other  substance,  moulds,  counterfeit  trade  marks,  colourable  imitations 
thereof,  labels,  brands,  stamps,  wrappers,  engravings  on  paper  or  other 
substance,  empty  boxes,  envelopes,  wrappers,  cases,  bottles,  or  other  pack- 
ages, are  to  be  used  by  the  holder  or  owner  for  the  purpose  of  deception 
and  fraud,  that  any  of  said  judges  shall  have  full  power  to  order  all  said 
counterfeit  dies,  plates,  brands,  engravings  on  wood,  stone,  metal,  or  other 
substance,  moulds,  counterfeit  trade  marks,  colourable  imitations  thereof, 
labels,  brands,  stamps,  wrappers,  engravings  on  paper  or  other  substance, 
empty  boxes,  envelopes,  wrappers,  cases,  bottles,  or  other  packages,  to  be 
publicly  destroyed. 

§  8.  That  any  person  who  shall,  with  intent  to  defraud  any  person  or 
persons,  knowingly  and  wilfully  aid  or  abet  in  the  violation  of  any  of  the 
provisions  of  this  Act,  shall,  upon  conviction  thereof,  be  punished  by  a 
line  not  exceeding  five  hundred  dollars,  or  imprisonment  not  more  than 
one  year,  or  both  such  fine  and  imprisonment. 


Act  of  Congress  of  1881. 


AN   ACT   TO  AdTHOBlSE  THE  REQISTRATION    OF   TRADE   MARKS   AND 

PROTECT  THE  SAMS. 

Be  it  enacted  by  the  Senate  and  House  of  Bepresentatives  of  the  United 
States  in  Congress  assembled, 

§  1  (a).  That  owners  of  trade  marks  used  in  commerce  with  foreign 
nations  or  with  the  Indian  tribes,  provided  such  owners  shall  be  domiciled 
in  the  United  States  or  located  in  any  foreign  country  or  tribe  which,  by 
treaty,  convention,  or  law,  affords  similar  privileges  to  citizens  of  tlie 
United  States,  may  obtain  registration  of  such  trade  marks  by  complying 
with  the  following  requirements  : 

1st.  By  causing  to  be  recorded  in  the  Patent  Office  a  statement  specify- 
ing name,  domicile,  location,  and  citizenship  of  the  party  applying ;  the 
class  of  merchandise  and  the  particular  description  of  goods  comprised  in 
such  class  to  which  the  particular  trade  mark  has  been  appropriated ;  a 
description  of  the  trade  mark  itself,  with  fac-similes  thereof,  and  a  state- 
ment of  the  mode  in  which  the  same  is  applied  and  affixed  to  goods  and 
the  length  of  time  during  which  the  trade  mark  has  been  used. 

2nd.  By  paying  into  the  Treasury  of  the  United  States  the  sum  of 
twenty-five  dollars,  and  complying  with  such  regulations  as  may  be  pre- 
scribed by  the  Commissioner  of  Patents. 

(a)  See  Act  of  1870,  §  77. 
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{  2  (a).  That  the  application  prescribed  in  the  for^^ing  sediosi  must, 
in  Older  to  create  any  right  whatever  in  favour  of  the  party  filing  it,  be 
accompanied  by  a  written  declaration  verified  by  the  person,  or  by  a 
member  of  a  firm,  or  by  an  officer  of  a  corporation  applying,  to  the  eStd 
that  such  party  has  at  the  time  a  right  to  the  use  of  the  trade  mark  sought 
to  be  registered,  and  that  no  other  person,  firm,  or  corporation  has  the 
right  to  such  use,  either  in  the  identical  form  or  in  any  such  near  resem- 
blance thereto  as  might  be  calculated  to  deceive ;  that  such  trade  mark  is 
used  in  commerce  with  foreign  nations  or  Indian  tribes,  as  above  indi- 
cated (b)f  and  that  the  description  and  fac-simOes  presented  for  rogistiy 
truly  represent  the  trade  mark  sought  to  be  registered. 

(a)  See  Act  of  1870,  §  77. 

{b)  Thk  Act  only  recognises  trade  marks  actwdly  in  nse,  and  not  trade  marks  wliidi 
it  is  only  intended  to  use  in  the  fntnre;  and  the  user  mast  be  user  in  oommevce  with 
foreign  nations  or  the  Indian  tribes,  and  the  declaration  on  oath  (see  Role  7,  pott)  that 
there  has  been  such  user  is  strictly  insisted  on-:  £x  parte  Stnubuf^ger  A  Cb.,  20  U.  S. 
Pat.  Gas.  155. 

§  3  (a).  That  the  time  of  the  receipt  of  any  such  application  shall  be 
noted  and  recorded.  But  no  alleged  trade  mark  shall  be  registered  unless 
the  same  appear  to  be  lawfully  used  as  such  (&)  by  the  applicant  in  foreign 
commerce  or  commerce  with  Indian  tribes,  as  above  mentioned,  or  is 
within  the  provision  of  a  treaty,  convention,  or  declaration  with  a  foreign 
power ;  nor  which  is  merely  the  name  of  the  applicant  (c) ;  nor  which  k 
identical  with  a  registered  or  known  trade  mark  owned  by  another  and 
appropriate  to  the  same  class  of  merchandise,  or  which  so  nearly  resembles 
some  other  person's  lawful  trade  mark  as  to  be  likely  to  cause  confusion 
or  mistake  in  the  mind  of  the  public,  or  to  deceive  purchasers  (rf).  In  an 
application  for  registration  the  Commissioner  of  Patents  shall  decide  the 
presumptive  lawfulness  of  claim  to  the  alleged  trade  mark ;  and  in  any 
dispute  between  an  applicant  and  a  previous  registrant,  or  between  appli- 
cants, he  shall  follow,  so  far  as  the  same  may  be  applicable,  the  practice 
of  courts  of  equity  of  the  United  States  in  analogous  cases. 

(a)  See  Act  of  1870,  g  80,  79. 

(6)  As  to  what  may  be  lawfully  used  as  a  trade  mark,  eee  the  cases  cited  in  note  \d) 
to  §  79  of  the  Act  of  1870,  anU,  Under  the  present  Act  it  has  been  decided  that 
**  Albany  Beef  *'  was  no  trade  mark  for  canned  sturgeon,  being  descriptive:  Ex  parU 
AmSj  2S  U.  S.  Pat  Gas.  844  ;  that,  on  the  same  ground,  **  Tbne-keeper  "  oould  not  be 
registered  as  an  essential  part  of  a  trade  mark  for  waiohes:  Ex  parte  Sirtuburffer  S 
Co.,  20  i6.  155;  nor  '*  Cristalline  "  as  a  trade  mark  for  artiBdal  brilliants:  Ex  parte 
Kiptinfff  24  ib.  899;  but  that  "  Invigorator '*  was  not  descriptive,  but  a  good  tnde 
mark  for  spring  bed-bottoms:  Ex  parte  Heyman,  18  ib,  922.  Registration  has  been 
refused  to  the  geographical  name  "  Baleigh  "  {Ex  parte  Oliver^  18  i6.  928),  but  granted 
to  a  distinctive  band  or  ribbon,  intended  to  be  attached  to  cigar-boxes,  as  a  trade  mark 
for  cigars,  it  serving  no  mechanical  purpose  :  Ex  parte  Straiton  is  Stortu^  18  A, 
928). 

{c)  This  prohibition  being  so  general,  registration  has  been  refused  to  a  name  which 
had  been  used  for  20  years  as  a  trade  mark,  and  had  been  registered  as  sndi  under  the 
Act  of  1870:  Ex  parte  Fairchild,  21  U.  S.  Pat  Gaz.  789.    And  in  Ex  parte  Adriance, 
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PiaU  A  Co,t  20  ib,  1820,  regfartration  wm  refuwd  to  a  name  at  part  of  a  trade  mark 
whicdi  alio  inoliided  a  devim.  But  a  name  has  been  allowed  to  be  registered  as  part 
of  an  old  oombination  trade  mark:  Ex  parte  Frid>erg  A  Workum,  20  ib.  1164. 

(d)  In  Sx  parte  Stratiburger  A  Co,,  20  XT.  S.  Pat.  Qax,  IM,  registration  as  part  of  a 
trade  mark  was  refused  to  vie  word  ^  raflway,**  that  having  already  been  registered  by 
another  mannfaotnrer. 

§  4  (a).  That  certificates  of  registiy  of  tiade  marks  shall  be  issued  in 
the  name  of  the  United  States  of  America^  under  the  seal  of  the  Depart- 
ment of  the  Interior,  and  shall  be  signed  by  the  Commissioner  of  Patents, 
and  a  record  thereof,  together  with  printed  copies  of  the  specifications, 
shall  be  kept  in  books  for  that  purpose.  Copies  of  trade  marks  and  of 
statements  and  declarations  filed  therewith  and  certificates  of  registry  so 
signed  and  sealed  shall  be  evidence  in  any  suit  in  which  such  trade  marks 
shall  be  brought  in  controversy. 

(a)  See  Act  of  1870,  S  80. 

§  5  (a).  That  a  certificate  of  registry  shall  remain  in  force  for  thirty 
years  from  its  date,  except  in  cases  where  the  trade  mark  is  claimed  for  and 
applied  to  articles  not  manufactured  in  this  country,  and  in  which  it 
receives  protection  under  the  laws  of  a  foreign  country  for  a  shorter  period, 
in  which  case  it  shall  cease  to  have  any  force  in  this  country  by  virtue  of 
this  Act  at  the  time  that  such  trade  mark  ceases  to  be  exclusive  property 
elsewhere.  At  any  time  during  the  six  months  prior  to  the  expiration  of 
the  term  of  thirty  years  such  registration  may  be  renewed  on  the  same 
terms  and  for  a  like  period. 

(a)  See  Aet  of  1870,  §  78. 

§  6.  That  applicants  for  registration  under  this  Act  shall  be  credited 
for  any  fee  or  part  of  a  fee  heretofore  paid  into  the  Treasury  of  the  United 
States  with  intent  to  procure  protection  for  the  same  trade  mark. 

$  7  (a).  That  registration  of  a  trade  mark  shall  he  primd  facie  evidence 
of  ownership.  Any  person  who  shall  reproduce,  counterfeit,  copy,  or  colour- 
ably  imitate  any  traide  mark  registered  under  this  Act  and  aMx  the  same 
to  merchandise  of  substantially  the  same  descriptive  properties  as  those 
described  in  the  registration  shall  be  liable  to  an  action  on  the  case  for 
damages  for  the  wrongful  use  of  said  trade  mark  at  the  suit  of  the  owner 
thereof ;  and  the  party  aggrieved  shall  also  have  his  remedy  according  to 
the  course  of  equity  to  enjoin  the  wrongful  use  of  such  trade  mark  used  in 
foreign  commerce  or  commerce  with  Indian  tribes,  as  aforesaid,  and  to 
recover  compensation  therefor  in  any  Court  having  jurisdiction  over  the 
person  guilty  of  such  wrongful  act ;  and  Courts  of  the  United  States  shall 
have  original  and  appellate  jurisdiction  in  such  cases  without  regard  to  the 
amount  in  controversy. 

(a)  See  Act  of  1870,  §S  78,  79. 
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EuLES  AND  Forms  adopted  by  the  TJ.  S.  Patent  Office  for  tub  Regis- 

THATION  OF  TrADE  MaRKB  UNDER  ACT  OF  MaRCH  3,  1881. 

Who  may  obtain  Registratioru 

1.  (a.)  Any  person,  firm,  or  corporation  domiciled  in  the  United  States 
or  located  in  any  foreign  country  which,  by  treaty,  convention,  or  law, 
affords  similar  privileges  to  citizens  of  the  United  States  (a),  and  who  is 
entitled  to  the  exclusive  use  of  any  trade  mark  and  uses  the  same  in  com- 
merce with  foreign  nations  or  with  Indian  tribes. 

(b.)  Any  citizen  or  resident  of  this  country  wishing  the  protection  of 
his  trade  mark  in  any  foreign  country  the  laws  of  which  require  registra- 
tion in  the  United  States  as  a  condition  precedent. 

(a)  The  foUowing  countries  have  treaties  with  the  United  States  at  this  time,  viz.: 
Russia,  Belgiam,  France,  Austria^  the  German  Empire  and  Great  Britain. 

Statutory  Requirements. 

2.  Every  applicant  for  registration  of  a  trade  mark  must  cause  to  be 
recorded  in  the  Patent  Office — 

(a.)  The  name,  domicile,  and  place  of  business  or  location  of  the  firm 
or  corporation  desiring  the  protection  of  the  trade  mark,  and  the  residence 
and  citizenship  of  individual  applicants. 

(b.)  The  class  of  merchandise  and  the  particular  description  of  goods 
comprised  in  such  class  to  which  the  trade  mark  has  been  appropriated. 

(c.)  A  description  of  the  trade  mark  itself,  with  fao-similes  thereof^  and 
the  mode  in  which  it  has  been  applied  and  used. 

(d.)  The  length  of  time  during  which  the  trade  mark  has  been  used  by 
the  applicant  on  the  class  of  goods  described. 

3.  A  fee  of  twenty-five  dollars  is  required  on  filing  each  application, 
except  in  the  cases  hereinafter  named.     (See  par.  16  and  17.) 

The  Application. 

4.  An  application  for  the  registration  of  a  trade  mark  will  consist  of  a 
statement  and  specification,  a  declaration  or  oath,  and  the  facHsimile,  with 
duplicates  thereof. 

5.  These  should  be  preceded  by  a  brief  letter  of  advice  requesting  regis- 
tration and  signed  by  the  applicant. 

6.  The  statement  should  announce  the  full  name,  citizenship,  domicile, 
residence,  and  place  of  business  of  the  applicant,  (or  if  the  applicant  be 
a  corporation,  under  the  laws  of  what  State  or  nation  incorporated,)  with 
a  full  and  clear  specification  of  the  trade  mark,  particularly  discriminating 
between  its  essential  and  non-essential  features.  It  should  also  state  from 
what  time  the  trade  mark  has  been  used  by  the  applicant,  the  class  of 
merchandise,  and  the  particular  goods  comprised  in  such  class  to  which  the 
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maik  as  to  be  likely  to  cause  confusion  in  the  mind  of  the  public  or  to 
deceive  puichasers, 

12.  In  case  of  conflicting  applications  for  registration,  or  in  any  dispute 
as  to  the  right  to  use  which  may  arise  between  an  applicant  and  a  prior  regis- 
trant, the  office  will  declare  an  interference,  in  order  that  the  parties  may 
have  opportunity  to  prove  priority  of  adoption  or  right ;  and  IJie  proceed- 
ings on  such  interference  will  follow,  as  nearly  as  practicable,  the  practice 
in  interferences  upon  applications  for  patents ;  but  each  applicant  and 
registrant  will  be  held  to  the  date  of  adoption  alleged  in  the  statement 
filed  with  his  application.  On  the  petition  of  any  party  dissatisfied  with 
the  decision  of  the  Examiner  of  Interferences  the  case  will  be  reviewed  by 
the  Commissioner  without  fee  (a). 

(a)  It  hM  been  held  that  since  U^S.  y.  SUffent,  100  U.  S.Bep.  82,  the  U.  S.  Patent 
Office  has  no  authority  to  decide  dispated  qaestions  of  title  to  trade  marki,  or  to 
declare  interf erencee :  Bravn  A  Co.  y.  Blackwdl,  19  U.  8.  Pat.  Graz.  481.  Bat  see 
Expoatie  Strcuburger  A  Co,^  20  i&.  165,  and  Jiuxiby  A  Co,  y.  Lope»  &  Co,^  23  t&.  842. 

13.  When  these  requirements  have  been  complied  with,  and  the  office 
has  adjudged  the  trade  mark  lawfully  registrable,  a  certificate  will  be 
issued  by  the  Commissioner,  under  seal  of  the  Interior  Department,  to  the 
efiect  that  applicant  has  complied  with  the  law,  and  that  he  is  entitled  to 
the  protection  of  his  trade  mark  in  such  cases  made  and  provided.  Attached 
to  the  certificate  will  be  a  fac-simile  of  the  trade  mark  and  a  printed  copy 
of  the  statement  and  declaration. 

14.  The  protection  for  such  trade  mark  will  remain  in  force  for  thirty 
years,  and  may,  upon  the  payment  of  a  second  fee,  be  renewed  for  thirty 
years  longer,  except  in  cases  where  such  trade  mark  is  claimed  for  and 
applied  to  articles  not  manufactured  in  this  country,  and  in  which  it 
receives  protection  under  the  laws  of  any  foreign  country  for  a  shorter 
period,  in  which  case  it  will  cease  to  have  force  in  this  country,  by  virtue 
of  the  registration,  at  the  same  time  that  the  trade  mark  ceases  to  be 
exclusive  property  elsewhere. 

15.  The  right  to  the  use  of  any  trade  mark  is  assignable  by  an  instru- 
ment of  writing,  and  such  assignment  of  a  registered  trade  mark  must  be 
recorded  in  the  Patent  Office  within  sixty  days  after  its  execution,  in 
default  of  which  it  shall  be  void  as  against  any  subsequent  purchaser  or 
mortgagee  for  a  valuable  consideration,  without  notice.  No  particular 
form  of  assignment  or  conveyance  is  prescribed,  but  the  trade  mark  should 
be  identified  by  the  certificate  number. 

16.  Owners  of  trade  marks  for  which  protection  has  been  sought  by 
r^^tering  them  in  the  Patent  Office  under  the  Act  of  July  8,  1870, 
(declared  unconstitutional  by  the  Supreme  Court  of  the  United  States,) 
may  register  the  same  for  the  same  goods,  without  fee,  on  compliance  with 
the  foregoing  requirements.  With  each  application  of  this  character  a 
specific  reference  to  the  date  and  number  of  the  former  certificate  is 
required  (a). 

{a)  See  Jacolyy  ds  Co.  y.  Lopei  A  Co,^  28  U.  S.  Pat  Gas.  842. 
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Deddraiion, 

State  of  ,  County  of  ,  as: 

A,  B.,  being  duly  sworn,  deposes  and  says  that  he  is  tl 
named  in  the  forgoing  statement;  that  he  verily  believes  tl 
going  statement  is  true;  that  he  has  at  this  time  a  i 
use  of  the  trade  mark  therein  described :  that  no  other  pei 
corporation  has  the  right  to  such  use,  either  in  the  identia 
any  such  near  resemblance  thereto  as  might  be  calculated  to  d 
it  is  used  in  commerce  with  (here  name  one  or  more  foreigi 
Indian  tribes,  or  both,  as  the  case  may  be ;)  that  the  descnpt 
similes  presented  for  record  truly  represent  the  trade  mark  i 
registered ;  and  that  he  is  a  citizen  of  the  United  States. 

Sworn  and  subscribed  before  me  a  this     day  of 

(j. 

If  the  application  is  made  by  a  firm  or  corporation,  or  by 
subject  of  a  foreign  power,  this  declaration  should  be  moditied  t 
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Forms. 

The  following  forms  have  been  prepared  to  be  used  in  filing  applications 
for  registration  of  trade  marks.  Their  use  is  not  absolutely  required,  but 
as  they  have  been  made  to  conform  to  the  conditions  of  the  law,  applicants 
will  find  their  business  facilitated  by  following  them  closely. 

Letter  of  Advice, 

To  the  Commissioner  of  Patents : 

The  undersigned  presents  herewith  a  fac-simile  of  his  lawful  trade  mark, 
and  requests  that  the  same,  together  with  the  accompanying  statement 
and  declaration,  may  be  registered  in  the  United  States  Patent  Office  in 
accordance  with  the  law  in  such  cases  made  and  provided. 

A.  B. 

StcUement. 

o 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  A.  B.,*  a  citizen  of  the  United  States,  residing  at 
,  in  the  county  of  and  State  of  ,  and  doing  business 

at  ,  have  adopted  for  my  use  a  trade  mark  for  ,* 

of  which  the  following  is  a  full,  clear,  and  exact  specification. 

My  trade  mark  consists  of  the  letters  and  words  (or  arbitrary  symbols, 
as  the  case  may  be)  .     These  have  generally  been  arranged 

as  shown  in  the  accompanying  fac-simile.     (Here  give  a  full  description  of 
the  fac-simile,  including  all  its  features.)     But  may  be  omitted 

and  changed   at   pleasure   without  materially  altering  the 

character  of  my  trade  mark,  the  essential  features  of  which  are 

This  trade  mark  I  have  used  continuously  in  my  business  since  , 

18     . 

The  class  of  merchandise  to  which  this  trade  mark  is  appropriated  is 

,  and  the  particular  description  of  goods  comprised  in  such 

class  on  which  I  use  the  said  trade  mark  is  .f     It  has  been 

my  practice  to  (here  state  fully  the  manner  of  applying  it  to  the  goods  or 

the  packages  containing  them.) 

A.  B. 

Witnesses : 
C.  D. 

E.r. 


*  The  fint  paragraph  of  the  statement  should  he  modified  to  conform  to  the  circom- 
Btj»nce8  of  each  applicant.  If  a  firm,  the  domicile  and  place  of  bufdness  are  required ; 
if  a  corporation,  under  what  State  or  other  laws  incorporated,  where  located,  and  place 
of  buuness ;  if  a  person  not  an  American  citizen,  of  what  country  he  is  a  citizen,  (or 
subject,  as  the  case  may  be,)  &c.,  &c. 

t  The  description  of  the  goods  on  which  the  trade  mark  is  used  should  be  in  the 
same  language  m  the  first  and  last  paragraphs  of  the  statement 
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Deddraiion. 

State  of  ,  County  of  ,  as: 

As  B.,  being  duly  sworn,  depoees  and  says  that  he  is  the  applicant 
named  in  the  foregoing  statement;  that  he  verily  believes  that  the  fore- 
going statement  is  true;  that  he  has  at  thjs  time  a  right  to  the 
use  of  the  trade  mark  therein  described :  that  no  other  person,  firm,  or 
corporation  has  the  right  to  such  use,  either  in  the  identical  form  or  in 
any  such  near  resemblfloice  thereto  as  might  be  calculated  to  deceive ;  that 
it  is  used  in  commerce  with  (here  name  one  or  more  foreign  nations  or 
Indian  tribes,  or  both,  as  the  case  may  be ;)  that  the  description  and  fac- 
similes presented  for  record  truly  represent  the  trade  mark  sought  to  be 
registered ;  and  that  he  is  a  citizen  of  the  TJnited  States. 

Sworn  and  subscribed  before  me  a  this     day  of  ,1881. 

G.  TL^  J.  P, 

If  the  application  is  made  by  a  firm  or  corporation,  or  by  a  citizen  or 
subject  of  a  foreign  power,  this  declaration  should  be  modified  accordingly. 
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TREATY  WITH  THE  UNITED  STATES,  1877. 

Dbclaration  between  Great  Britain  and  the  United  States  for 

THE  Protection  op  Trade  Marks. 

The  Govemmcnt  of  Her  Majesty  the  Queen  of  the  United  Kingdom 
of  Great  Britain  and  Ireland,  and  the  Govemment  of  the  United  States 
of  America,  with  a  view  to  the  reciprocal  protection  of  the  marks  of  manu- 
facture and  trade  in  the  two  countries,  have  agreed  as  follows : 

The  suhjects  or  citizens  of  each  of  the  contracting  parties  shall  have,  in 
the  dominions  and  possessions  of  the  other,  the  same  rights  as  helong  to 
native  suhjects  or  citizens,  or  as  are  now  ^granted  or  may  hereafter  be 
granted  to  the  suhjects  and  citizens  of  the  most  favoured  nation,  in  every- 
thing relating  to  property  in  trade  marks  and  trade  labels. 

It  is  understood  that  any  person  who  desires  to  obtain  the  aforesaid 
protection  must  fulfil  the  formalities  required  by  the  laws  of  the  respective 
countries. 

In  witness  whereof  the  Undersigned  have  signed  the  present  Declara- 
tion, and  have  affixed  thereto  the  seal  of  their  arms. 

Done  at  London,  the  24th  day  of  October,  1877. 

(l.8.)      derby. 

(l.8.)        EDWARDS  PIERREPONT. 


K  K 
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ACTS,  repeal  of,  338. 

ACTUAL  FRAUD,  infringement  without,  8, 11, 12, 109, 147, 151,  201. 
always  restrained  49. 

ACTUAL  USER  of  title  of  publication  necessary,  267. 

ADDITIONAL  REPRESENTATION,  form  of,  386. 

ADDITIONS  to  trade  marks,  84,  315. 

and  alteratioos  of  trade  marks,  punishable  when  fraudulent,  135. 

ADDRESS  of  applications,  to  comptroller,  373. 

fonn  of  application  for  alteration  of,  in  register,  390. 

use  of  defendant's,  together  with  infringing  mark,  no  defence,  203. 

ADVANTAGES  of  use  of  trade  marks,  5. 

ADMINISTRATRIX,  action  not  coniinued  against,  165. 

ADVERTISEMENT  no  trade  mark,  59. 

expenditure  on,  gives  no  right  to  what  is  advertised,  78,  267. 
in  «  Trade  Marks  Journal,"  83,  308,  345,  379. 

marks  incapable  of,  343. 

form  of,  400. 

of  series  of  marks,  346,  380. 

no  obligation  to  see,  308. 

AFFIXED  to  the  article,  trade  mark  must  be,  19. 

AQENT,  question  of  title  between  principal  and,  168. 

cannot  acquire  his  principal's  trade  mark  by  ust-r,  76. 
application  may  be  made  by,  342,  378. 
infringement  by,  173. 
when  costs  not  given  against,  214. 

AGGRIEVED,  person,  327. 

foreigner  may  be,  17,  327. 

AGREEMENT  will  not  be  enforced  when  frauiulent,  177. 

"  AINSWORTH'S  THREAD,'*  29,  31. 

*•  AKRON,'' 64. 

"ALBANY  BEEF,"  51,  488. 

«  ALDERNEY"  oleomargarine,  64,  123. 

ALIENS  may  acquire  trade  marks,  15,  74,  303,  333,  334. 
new  enactments  with  respect  to,  76,  303. 

ALMANACK,  imitation  of,  262. 
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ALTERATION  of  registered  trade  mark,  87,  329. 

ALTERNATIVE  MARKS,  84,  483. 

AMBIGU0USNE3S  of  defendant's  mark,  no  defence,  120,  201. 

AMENDMENT  of  documents,  352. 

AMERICA.    See  Unitbd  Statm. 

"  AMERICAN  GROCER,  THE,"  265. 

SARDINES,''  50,  56,  66,  315,  482. 

«  AMMONIATED  BONE  SUPERPHOSPHATE  OF  LIME,"  51,  59. 

"  AMOSKEAG"  cloths,  64 

ANALOGOUS  CASES  to  those  of  trade  mark,  17,  224. 

"  ANATOLIA  LIQUORICE,''  51,  63,  65. 

"  ANCHOR  BRAND  WIRE,"  38,  122. 

ANCHORS,  chain  cables  and,  473. 

"  ANCHOVIES,  BURGESS'  ESSENCE  OF,"  27. 

«  ANGLO-INDIAN  TEA  CO.,  THE,"  230. 

«  ANGLO-PORTUGO  "  oysters,  50,  56,  315. 

«*  ANGOSTURA  BITTERS,"  50,  64,  77,  123. 

ANNUAL  report  of  comptroller,  333. 

"ANTIQUARIAN  BOOK  STORE,  THE,''  50,  240. 

«  APOLLINARIS  WATER,"  64. 

APPEAL,  delay  in,  162. 

-when  not  to  be  brought,  162. 

advanced,  163. 

costs  of,  218. 

to  Board  of  Trade,  85,  345. 

Form  of,  387. 
from  Cutlera'  Company,  Form  of,  396. 

APPLICANT,  definition  of,  350. 

APPLICATION  for  registration,  82,  302,  341,  342,  377. 
representations  of  trade  mark  on,  82,  302. 
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APPLICATION— cmihnti^rf. 

of  old  marks,  mode  of,  82. 

Form  of  receipt  of,  399, 

by  a  firm,  83,  342,  377. 

by  a  body  corporate,  83,  342,  377. 

advertisement  of,  83,  308,  345,  379. 

in  case  of  Sheffield  and  cotton  marki*,  83. 

opposition  to,  85. 

cosU  of  oppoAe<l,  86,  222,  223. 

by  subeequent  proprietor,  93,  349,  383. 

may  be  sent  b^  post,  331,  344.  ^ 

instractions  with  respect  to,  373,  377,  and  Addendum. 

Form  of,  385. 

for  alteration  of  address,  Form  of,  390. 

APPORTIONMENT  of  costg,  21& 

APPROPRIATION  of  trade  mark^  to  special  c1a««es  of  goods,  10,  79,  306. 

"ARABIAN  BALSAM,  HAYNESV'34. 

ARMS,  national,  305,  381,  and  Addendum. 
of  one  of  the  United  States,  482. 
wrongful  assumption  of  Royal,  punbhable  by  fine,  336« 

«  ARMY  AND  NAVY  CO-OPERATIVE  SOCIETY,  THE,'*  230. 

ASSIGNEE  or  transmittee,  registration  of.    See  Subsbqusnt  Prop&istor. 

ASSIGNMENT  of  trade  marks,  10,  87,  310,  325. 
to  be  registered,  310. 

ASSUMED  NAME  u^ed  as  trade  name,  233. 

ATTORNEY'S  practice,  goodwill  of.    See  Goodwill. 

«ATWOOD'S  PHYSICAL  VEGETABLE  JAUNDICE  BITTERS^"  33. 

"AUSTRALIAN   MORTGAGE,  LAND,   AND    FINANCE   CU,  THE,' 
231. 

AUTHORITY,  colourable,  202. 

BAILEE  of  goods  falsely  marked,  174. 

"BALM  OF  THOUSAND  FLOWERS,"  50,  61,  68. 

BAND  for  cigar  boxes,  73. 

«  BANK  OF  ENGLAND"  sealing  wax,  316. 

BANKING  BUSINESS,  147. 
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BANKRUPT  not  restrained  from  policiting  old  customers,  after  sale  of  gocd- 
will  by  trustee,  282. 

BANKRUPTCY,  trannmiwion  of  trade  luaik  on,  11, 93. 

title  of  publication  on,  266. 
goodwill  on,  276. 
Act,  1883.    See  Statutes. 

"BARON  LIEBIG'S  EXTRACT  OF  MEAT,"  251. 

BARREL,  shape  of,  72,  482. 

«  B.  B.  H."  iron,  69. 

'*  BEAVERINE,"  52,  57,  482. 

"BEDFORDSHIRE  EXPRESS  AND  GENERAL  ADVERTISER  FOR 
THE  COUNTIES  OF  CAMBRIDGE,  HERTFORDSHIRE,  HUNTING- 
DONSHIRE, AND  MIDDLESEX,  THE,''  264. 

«  BEEF,  BRAND'S  ESSENCE  OF,"  163. 

"  BEESWAX  OIL,"  51,  482. 

"BEETON^  CHRISTMAS  ANNUAL,"  247. 

**  BEET-ROOT  SUGAR,''  43. 

"BELL"  mark,  38. 

«  BELL'S  LIFE,"  263. 

"BETHESDA"  mineral  water,  66,  123. 

"BHi:  HATHI"  yam,  122. 

"  BIRTHDAY  SCRIPTURE  TEXT-BOOK,''  266. 

"BISMARCK"  paper  collars,  32,  51. 

••BLACK  SWAN"  goods,  314,  483. 

"BLACKMAN'S  GENUINE  HEALING  BALSAM,"  33. 

"BLANCHARD  CHURN,"  51,482. 

BOARD  OF  TRADE,  jurisdiction  of,  151. 
comptroller  subject  to,  324. 
appeal  from  comptroller  to,  83,  302, 345. 
to  appoint  officers  and  clerks,  325. 
to  make  rules,  332. 
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"EODY  CORPORATE,'^  350. 

BOND,  form  of,  381,  397. 

BOOK,  title  of,  registration  under  Copyright  Acta  useless,  15.     And  $ee 
LiTKBART  Publication. 

«  BOOTH'S  THEATRE,"  243. 

"  BORWICK»S  BAKING  POWDER,**  131. 

BOTTLES,  shape  of,  72. 

infringement  by  um  of  moulded,  128. 

"BOUQUET  HAMS,**  122. 

"BOVIFjENE"  pomade,  61,  57,  125. 

"BRAIDED  FIXED  STARS,"  46,  316,  318. 

BRAND,  distinctive,  may  be  a  trade  mark,  23,  36,  304. 

"BRAND'S  ESSENCE  OF  BEEF,"  163. 
"  original  maker  of,"  25.^ 

BRICK  WORKS,  question  of  title  in  respect  of,  167. 

"  BRITANNIA,  THE,"  428. 

BRITISH  possession,  registration  of  trade  mark/*  originating  in,  33a. 
definition  of,  339. 

"  BROOKLYN  WHITE  LEAD  CO.,"  230. 

"  BROOKM AN  AND  LANGDON,"  295. 

"  BROSELEY  "  pipes,  64. 

*  BROWN  CHEMICAL  EXTRACT,"  51. 

« BRUSH   MIDLAND   ELECTRIC  LIGHT  AND  POWER  CO.,  THE,* 
231. 

BURDEN  of  proof  i^  on  defendant  where  essential  particular  taken,  116. 
person  alleging  a  mark  to  be  common,  316,  327. 

"  BURGESS*  ESSENCE  OF  ANCHOVIES,"  27,  125. 

BUSINESS.     See  Goodwill. 

BUTTONS,  metal,  472. 
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BYRON,  Lord,  244. 

CABLES.    See  Chain  Cables. 

**  CACHEMIBE  MILANO,**  50,  66,  60,  315,  482. 

«  CALHOUN  PLOUGH,''  44,  482. 

«  CALIFORNIA. "  floap,  314,  483. 

«  CANADA  PLATES,"  179. 

CANCELLATION  of  entry  in  registep,  104,  329. 
form  of  application  ior,  391. 
declaration  in  support  of  application  for,  392. 

«  CAPITAL  AND  COUNTIES  BANK,  THE,"  230. 

«  CAPTAIN'S  LIVE  AND  LET  LIVE  OYSTER  AND  DINING  SALOON, 
THE,"  241. 

CARDS,  Great  Mogul  stamp  on,  6. 
wrappers  for,  473. 

CARPET  cleaner's  mark  no  trade  mark  in  the  United  States,  480. 

CARPET  stick,  72,  482. 

"  CARRIAGE  BAZAAR,"  234,  240. 

CARRIER  of  goods  falsely  marked,  174. 

"CASCADE"  ale,  58. 

CASE,  action  on  the,  12,  106,  142. 

CASES  analogous  to  cases  of  trade  mark,  17,  224. 

"CAVENDISH  HOUSE,"  241. 

«  CELEBRATED  STOMACH  BITTERS,"  51. 

"CENTENNIAL"  clothing,  52,  68. 
wines,  52. 

CERTIFICATE  of  comptroller,  382. 
to  be  evidence,  330,  353. 
general,  form  of,  404. 

form  of  request  for.  395. 
of  registration  for  use  abroad,  form  of,  403. 

form  of  request  for,  393, 
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CERTIFICATE— continued, 

in  legal  proceedingfi,  form  of,  402. 

fonn  of  request  for,  394. 
of  refusal  to  register,  24, 318. 

form  o^  405. 

form  of  request  for,  390. 

CHAIN  cables  and  anchors,  473. 

CHANCERY  DIVISION  administered  Trade  Marks  Registration  Acts  130. 

CHARACTERISTICS  of  registered  trade  mark,  304. 

"CHARBONNEL  AND  WALKER,'^  286. 

''CHARirVV  266. 

"CHARTER  OAK''  stoves,  51,  58,  123. 

«  CHEA VIN'3  FILTERS,"  69. 

"  CHERRY  PECTORAL,"  50,  241. 

"  CHERRY  ST.  MILLS,"  66,  482. 
"CHINESE  LINIMENT,"  51. 

"CHLORODYNE,'»  60,  57. 
"CHRISTY'S  MINSTRELS,"  233. 

"CHUBB'S  PATENT-LOCK  FIRE- PROOF  SAFES,"  33. 
CIRCUIT  courts,  jurisdiction  of,  in  the  Unite<l  States,  481. 
CIRCULARS,  deceptive,  235. 

CIVIL  REMEDY,  14a 

not  affected  bv  conviction  under  the  Merchandise  Marks  Act, 
1862,...  136,  180. 

CLAIM,  fonns  of  statements  of,  418,  419,  420. 

"  CLARIBEL'S  "  songs,  245. 

"CLARKE'S  PILLS,**  245. 

CLASSES  of  goods,  registration  must  be  for  particular  goods  or,  10,  79,  306.  ■ 
infringement  must  lie  by  use  on  same,  127. 

CLASSIFICATION  of  goods,  79,  302,  306,  342,  357. 
guide  to,  379.   *  .  . 

cottim  marks,  368. 
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CLERICAL  error  in  registration,  correction  of,  87,  329, 
form  of  request  for,  393. 

CLERKS  to  be  appointed  by  Boanl  of  Trade,  325. 

CLOCKS  and  watches,  464,  472. 

CLOTHS,  woollen,  474. 

•*  CLUB  HOUSE  GIN,"  60. 

"COCK"  mark,  3a 

-COCOAINE,"  51,57,125. 

"COCOATINV  125. 

"COE'S  SUPERPHOSPHATE  OF  LIME,*'  33,  125. 

COLLAR-BOX,  shape  of,  482. 

COLLATERAL  MISREPRESENTATIONS  do  not  disentitle,  13,  19a 

COLLIERIES^  use  of  name  of,  restrained,  244. 

«  COLLINS  CO.  HARTFORD  CAST  STEEL  WARRANTED,"  3a 

"COLONIAL  LIFE  ASSURANCE  CO.,  THE,"  229. 

COLONIAL  trade  marks,  registration  of,  335. 

COLOUR,  when  it  can  be  claimed,  72. 

registration  of  trade  marks  in,  307,  313. 
protects  in  all  colours,  79,  84,  307. 
infringement  of  marks  registered  with  or  without,  117. 

COLOURABLE  AUTHORITY,  202. 

differences,  infringement  with,  124. 

« COLTON  DENTAL  ROOMS,  THE,"  254. 

COMBINATION  marks,  71,  168,  368. 

of  name  with  mark,  no  abandonment,  101, 165. 

COMMISSION  MERCHANTS,  17a 

COMMISSIONERS  OF  PATENTS,  functions  of,  transferred  to  Board  of 
Trade,  151. 
instructions  given  by,  to  Manchester  Committee  of  Experts,  368. 

COMMITTAL,  motion  for,  16a 

delay  in  respect  of,  189, 
costs  of,  164,  217, 
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COMMITTEE  OF  EXPERTS  FOR  COTTON  MARKS.    8e€  BiAKCHBsriB 

COMMITTEB  OF  EXPBRTa. 

COMMON  LAW  remedy,  12, 106, 142. 

development  of  law  of  trade  marks  at,  7. 

requisites  to  entitle  to  damages  at,  7. 

fraudulent  intention  at,  7,  12, 106,  144,  145. 

injury  to  the  plaintiff  must  be  shown  at,  147. 

Equity  at  first  followed  the,  152. 
mark,  no  ezclasive  right  in,  11. 

removable  from  register,  308. 

bimlen  of  proof  is  on  person  alleging  that  mark  is^  316. 

delay  may  make  mark  a,  186. 

registrable  as  an  addition,  315. 

disclaimer  of,  84,  379. 
repute,  acquisition  of  trade  marks  by,  77. 

user,  statements  in  application  for  r^stration,  no  evidence  of,  47, 
316. 

COMPANIES  ACT,  1862.    See  Statutes. 

COMPANY,  name  of,  229. 
descriptive,  231. 

registrable  under  the  Companies'  Act,  1862,... 231. 
application  for  registry  by,  83,  342,  377. 

COMPROMISE,  costs  in  case  of,  219. 

COMPTROLLER-GENERAL,  office  of,  324. 
definition  of,  339. 

subject  to  Board  of  Trade,  151,  324 
discretionary'  powers  of,  330,  344. 
may  take  directions  of  law  officers,  330. 
may  correct  clerical  errors,  329. 

not  to  refuse  registration  without  hearing  applicant,  85,  330. 
costs  of,  in  registration  cases,  222. 
certificate  of,  382.    And  ue  Forms. 

to  be  evidence,  330,  353. 
annual  report  of,  333. 

CONCURRENT  rights  in  same  tnule  mark,  97,  101. 

"CONDTS  FLUID  CO.,  THE,'' 231. 

CONFLICT  of  laws,  16. 

CONFLICTING  claims  to  registration,  87,  310. 
mode  of  trial  of,  311. 

by  special  case,  350. 

« CONGRESS  SPRING"  water,  51,  64. 
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CONNEXION  of  trade  mark  with  goodwill,  10,  18,  88,  216,  310,  317. 

CONSTEUCTION,  principle  of,  44,  47. 

"  CONTEMPORAEY  REVIEW,"  262. 

CONTEMPT,  committal  for,  163. 

CONTINUANCE  of  registration,  320. 

CONTINUATION  of  title  to  trade  marke,  11,  97. 

CONTRACT,  qup-stions  of,  in  respect  of  trade  marks,  176. 

names,  247. 
trade  secrets,  257. 
for  purchase  of  marked  goods,  178. 

"  CONVEYANCE  COMPANY,  THE,"  25a 

use  of  name  of  hotel  on,  restrained,  243. 

CONVICTIONS  for  fabe  pretences,  136. 

COPYRIGHT,  trade  mark  distinguished  from,  15. 
no,  in  title  of  publication,  266. 

Acta,  registration  of  ti-ade  marks  under,  is  useless,  15, 267. 
the  word,  will  not  be  registered,  305, 380. 

"  CORN  ^  tobacco,  58. 

CORPORATE  BODY,  303,  339,  342. 

CORRECTION  of  clerical  errors,  329. 
form  of  request  for,  393. 

COSTS,  general  rule  as  to,  214 

nominal  damages  sufficient  to  carry,  214. 

paid  by  plaintiff,  though  relief  granted,  215. 

not  given,  though  relief  refused,  190, 215. 

mack  costs  in  the  cause,  216. 

apportionment  of,  216. 

of  unfounded  charges,  217. 

of  an  unnecessary  account,  217. 

scale  of,  when  defendant  submits,  217. 

of  motion  to  commit,  164, 217. 

of  appeal,  218. 

in  case  of  compromise,  219. 

where  no  previous  notice  given  to  infringer,  220. 

infancy  does  not  excuse  from,  221. 

occasioned  to  a  third  party  by  defendant's  fraud,  148, 221. 

in  registration  cases,  86, 222, 309. 

paid  by  Sheffield  Cutlers'  Co.,  222. 
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COSTS— c(w/wM«rf. 

not  given  where  each  side  partly  Huccessful,  222. 
paid  by  successful  applicant,  222. 
of  comptroller,  222. 

when  he  opposes  application,  222, 314. 
extent  of,  223. 

of  application  to  rectify  the  register  by  removalt  223, 328* 
secunty  required  for,  on  opposition  to  registration,  309. 

COTTON  CLOTHS,  trade  mark  indicative  of  printer  of,  4, 167. 
marks,  registration  of,  83,  313. 

rules  as  to,  now  repealetl,  367. 

Manchester  office  for  exhibition  of,  367,  372,  382. 

time  for  applying  for  registration  of^  367. 

when  combination  marks, 
367. 
classification  of,  by  Manchester  Committee  of  Experts,  368, 
369. 

instructions  for,  368. 
in  B.  list  formerly  not  registered  without  Order  of  Court, 

369  372. 
addedtolists,  369,  372. 

in  A.  list,  application  for  I'egistititiun  of,  370, 372. 
advertisement  of,  370, 372. 
time  of  registration  of,  371, 372. 
not  to  be  registered  except  as  prescribed,  371. 
application  for  registration  of  new,  371. 
now  on  the  same  looting  as  other  trade  marks,  367. 
name  of,  to  be  stated  in  application,  378. 

«•  COUGH  REMEDY,"  50. 

COUNTER-CLAIM,  injunction  gitmted  on,  168. 

COUNTER-STATEMENT,  85, 308. 
form  of,  381, 397. 

grounds  of,  409. 

COURT,  definition  of  the,  337, 339. 
in  Scotlaod,  336. 

reference  of  appeal  from  the  Comptroller  to  the,  302. 
manner  of  bringing  opposed  case  oefore  the,  309. 
submission  of  conflicting  claims  to  the,  311, 350. 

COVENANT  by  servant,  benefit  of,  passes  with  go<xlwill,  270. 
by  vendor  of  goodwill  usual,  283. 

to  make  profitable,  285. 
by  purchaser  of  goodwill  to  keep  up  business  implied,  288. 

"  CRACK- PROOF »» indiarubber,  50,  482. 

CREST  as  a  trade  mark,  38. 

use  of,  may  be  restrained,  38. 
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CRIMINAL  PROSECUTION,  131 

"  CRISTALLINK  "  brillianto,  61, 488. 

*'  CROM  AC  SPRINGS,"  84, 241. 

«  CRONICA,  LA,"  26S. 

•*  CRONISTA,  EL,"  265. 

"  CROSS  COTTON,"  38, 122, 164. 

«  CROUP  TINCTURE,"  47, 50, 482. 

CROWN,  representations  of  the  royal,  will  not  be  registered  as  new  marks,  or 
parts  of  new  marks,  305, 381. 

•'  CROWN ''  clothing,  1 22. 

'•  CROWN  SEIXO ''  wine,  65,  125, 422. 

"CXJNDURANGO  OINTMENT  C.  0.,"  50,483. 

CUSTOMS  regulations,  454. 

CUTLERS'  COMPANY,  Acts  relating  to  the,  456. 

not  affected  by  the  Merchimdise  Marks  Act,  1862,... 449. 
ordered  to  pay  costs  of  opposition,  222. 
registration  of  Sheffield  marks  by  the,  83, 321, 353, 381. 
form  of  appeal  from,  to  Comptroller,  396. 

CUTLERY,  marks  on,  456. 


DAMAGES,  12, 158, 212. 

affected  by  fraudulent  intention,  111. 
given,  though  no  fraudulent  intention,  146. 

special  damage  proved,  212. 
measure  of,  148, 213. 

at  least  nominal,  where  infringement,  149,  212. 
withheld  in  case  of  deky,  189,  212. 
election  between  an  account  and,  212. 
inquiry  as  to,  given  at  plaintiff's  risk,  213. 
nnder  Mei-chandise  Marks  Act,  1862,... 214. 
costs  given,  though  only  nominal,  214. 

for  improper  Bolicitation  of  old  customers  alter  sale  of  goodwill 
285. 

DATE  of  registration,  349. 

establishment  appi*opriated,  253. 
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•*  DAVE  JONES  »  whiskey,  32, 52. 

«DAY  AND  MAETIN'S  BLACKING,"  118,236,253,422. 
DEAD  LANGUAGES,  trade  markB  oonsiBting  of  words  from  the,  59. 
DEATH,  transniissioii  of  trade  mark  on,  96. 

DECEPTION,  actual,  110, 119. 
probable,  110, 120. 

must  be  probable  for  injunction  to  issue,  120, 245, 265. 
of  first  purchaser  immaterial,  7, 106, 146. 

DECEPTIVE  MARKS,  not  protected,  65, 91, 190. 

not  registrable,  314. 
circuktB,  235. 
labels  and  notices,  253. 
or  descriptive,  marks  which  are,  65, 315, 482. 

DECLARATION  on  application  by  subsequent  proprietor,  93, 360. 

form  of,  389. 
on  application  by  registered  proprietor  for  cancellation,  104^  329. 

^  form  of,  392. 

by  infant,  lunatic,  &c.,  331. 
how  to  be  made,  354. 


DEFENCES,  181. 


fiS,  181. 
non-infringement,  181. 

plaintiff's  trade  marK  bad,  181 . 

even  though  registered  for  five  years,  182. 
no  registration  or  certificate  of  non-registration,  18a 
plaintiff  not  the  registered  proprietor,  183. 
trade  mark  severed  from  goodwill,  184. 

licence,  184. 

may  not  be  used  fraudulently,  185. 

delay  and  acquiescence,  186.  ,      ,o^ 

marks  may  become  common  by,  186 
no,  where  no  knowledge,  188. 
plaintiff's  misrepi-esentetion,  13,  65,  91, 190. 
improper  allegation  of  patent  by  plaintiff,  13, 195. 
inoperative,  201. 

ignorance,  201. 

no  intention  to  sell,  201. 

no  actual  deception  or  fraud,  7,  151,  201. 

immediate  purchasers  not  deceived,  146,  152,  201. 

words  ambiguous,  120,  201. 

only  part  of  mark  taken,  201. 

name  used  is  defendant's  own,  202. 

colourable  authority,  202.  ,..     oao 

goods  are  plaintiff's  own  of  different  quality,  202. 

equality  in  quality,  8,  202. 
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DEFESCES-^otUinued. 

addition  of  defendant's  name,  202. 

address,  203. 
nsor  by  othe»,  203.  ; 

infringement  by  others,  203. 
a  plurality  of  marks  or  names,  166,  203. 
puffing,  203. 
slight  delay,  204. 
inlancy,  204. 

defendant's  mark  registered,  204. 
interference  with  defendant's  business,  204. 
form  of,  421. 

DEFINITION  of  trade  mark  in  Merchandise  Marks  Act,  1B62...22,  439. 

Trade  Marks  Act,  1875.. .23. 
Patents  Act,  1883... 23,  304,  376. 
effect  of,  24. 
clause  in  Patents  Act,  1883... 330. 

DELAY,  186. 

may  make  mark  common,  186. 

on  motion  for  injunction,  186. 

at  the  hearing  or  on  demurrer,  187. 

where  rights  not  actively  defended,  187. 

no,  where  no  knowledge,  188. 

may  affect  rights  against  unintentional  infringer.  111. 

by  retiring  partner,  188. 

on  appeal,  162. 

on  motion  to  commit,  164,  189. 

for  the  purpose  of  obtaining  evidence,  188,  204 

indulgence  to  defendant  by  reason  of  plaintiff's,  189. 

no  account  or  damages  where,  189,  212. 

costs  not  given  by  reason  of,  190,  214. 

DELIVERY  up  and  destruction  of  spurious  marks,  158,  180. 

« DEMOCRATIC  REPUBLICAN  NEW  ERA,  THE,"  265. 

"DENT"  watches,  32. 

DEPOSIT,  r^stration  by,  84,  307,  343,  370. 

"DERRINGER"  pistols,  32. 

DESCRIPTIVE  WORD  no  trade  mark,  11,  21,  41,  49,  166, 482,  48a 
fancy  words  may  become,  100. 
list  of  words  wluch  are,  50. 
name  of  patented  article  is,  47. 
new  name  for  new  article  is,  49. 
effect  of  registration  of  mark  which  is,  45. 
or  deceptive,  marks  which  are,  55,  315,  482. 

L  L 
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^'  DESICCATED  COD-FISH,'*  60. 

DESIGNS,  trade  marks  distinguished  from,  in  the  United  States,  479. 
marks  to  be  placed  on  registered,  453. 

DESTRUCTION,  delivery  up  of  spurious  labels,  &c.,  for,  158, 180. 

DETERMINATION  of  doubt  as  to  classes,  312. 

DEVICE,  23,  35,  304. 

"DIAMOND  POWDER,'M22. 

DIORAMA,  imitation  of  a,  245. 

DIRECTIONS  for  use,  254. 

DISCLAIMER  of  common  marks,  84,  305,  316,  317,  328,  37a 

DISCONTINUANCE  of  trade  marks,  97. 

by  removal  from  register  for  non-payment  of  fees,  98. 

DISCOVERY,  158,  204. 

principle  on  which  given,  205. 
not  given  where  oppressive,  205. 
given  where  necessary,  205. 
action  for,  afrainf^t  canier,  174,  207. 
imder  Mercliandise  Marks  Act,  1862... 207. 

DISCRETIONARY  POWERS  of  comptroller,  the,  330,  344. 

DISENTITLED,  plaintiff  may  be,  by  his  own  misrepresentations,  13,  55,  190, 

482. 
by  improper  use  of  word  "  patent,"  13,  195. 
not,  by  use  of  his  name  with  his  mark,  101,  166. 
to  protection,  words  which  are,  not  registrable,  66,  314. 

DISMISSAL  of  suit,  abandonment  of  trade  mark  by,  102. 

DISPOSAL  of  goodwill  on  dissolution  of  partnership,  290. 

DISPUTED  CLAIM  of  registration,  registrar's  duty  in  case  of,  3ia 

DISSOLUTION  of  partnership,  94,  236,  290. 

DISSOLVE,  motion  to,  162. 

DISTINCTION  between  trade  mark  and  patent,  IX 

copyright,  15. 

DISTINCTIVENESS  requisite,  22,  35,  41. 
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DISUSED  MARK,  infringement  o^  108, 128. 

«  DR.  McLANKS  PILLS,"  31. 

"  DR  JOHNSON'S  OINTMENT,"  25a 

DOG  AND  PORRIDGE  POT,  THE,  122,  314. 

«  DOG-BRAND"  files,  122,  314. 

«*  DOG'S  HEAD"  beer,  122. 

"  DOUGLAS  &  CO.,'*  234, 280. 

DRAWINGS,  473. 

"DRUGGIST'S  SUNDRIES"  cigars, 61,  482 

"  DUBLIN  SOAP,"  52,  56,  64,  482. 

DURATION  of  registration,  08,  320. 

"  DURHAM  "  tobacco,  52,  66,  123,  482. 


**  EAGLE  "  mark,  38. 

EIARLY  use  of  trade  marks,  6. 

«  ECONOMIC  CONVEYANCE  CO.,  THE,"  24a 

"EDELWEISS"  perfume,  52,  56. 

«  EDINBURGH  CORRESPONDENT,  THE,**  264. 
Philosophical  Journal,  The,"  264. 

EDITOR,  name  of,  247. 

EFFECT  of  registration  of  descriptive  mark,  45. 

"  EGG  MACARONI,"  50,  56, 166,  315,  482. 

ELECTION  between  account  and  damages,  211,  212. 

"  ELECTRO-SILICON,"  57,  125. 

ELEMENTS  necessary  to  found  jurisdiction,  157. 

**  ELEPHANT  "  cotton  goods,  3a 
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"ELISE,  MADAME,"  233. 

'  ELKIKQTON'S  A  SPOONS,"  137. 

EUPLOTMENT,  fomwr,  maj  be  stated,  23S,  208. 

ENGLAND,  ball  marks  in,  460. 

ENQRAVEB,  infringement  by,  189, 17a 

ENGRAVINGS,  marks  to  be  placed  on,  471. 

ENLABGEilENT  of  time,  352. 

"ENO'S  FBUXT  SALT,"  123. 


ENTRY  of  rectification  in  register,  350. 

«  EQUAL  TO  DAY  AND  MARTIN'S,"  253. 

EQUALITY  in  quality  no  defence,  8,  202. 

EQUITY,  8, 106,  150. 

remedy  in,  12, 158. 

principles  adopted  in,  151, 158. 

at  fiift  followed  lite  law,  152. 

(jueation  as  to  foundation  of  jurisdiction  in,  153. 

in  what  sense  fraud  ie  required  in,  148,  151,  156. 

"  ERA,  THE,"  265. 

ERASURE  of  spurious  marks,  159. 

«  ESSENCE  OF  ANCHOVIES,  BURGESS',"  27. 
Beef,  Brand's,"  163. 

oripnal  maker  of,"  253. 

ESSENTIAL  PARTICULARS  of  trade  mark,  65,  304. 
infiiugcment  must  be  of,  116,  304. 

of,  throws  burden  of  proof  on  defendant,  116. 
may  not  be  altered,  304,  329, 

ESTABLISHMENT,  fraudulent  we  of  name  of,  240. 
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ETCHINGS,  267. 

*'  ETHIOPIAN  "  stockings,  61,  64. 

ETON  ARMS,  The,  3ia 

"  EUREKA  SHIRTS,"  62,  60, 166. 
manure,"  51,  60. 

"  EVAPORATED »'  articles  of  food,  61,  482. 

"  EVERETT'S  PREMIER  BLACKING,''  61,  136. 

EVIDENCE,  161,  362. 

of  proprietor's  right,  registration  is,  115,  318. 
of  common  user,  statements  in  applications  for  registration  are  not, 
47,  316. 

must  be  produced  by  person  alleging  it,  316. 
of  experts  as  to  similarity,  value  of,  119. 
of  fraud,  112,233. 
certificate  of  comptroller  to  be,  330. 
sealed  copies  of  register  to  be,  326. 
delay  for  the  purpose  of  obtaining,  188,  204. 

EXACT  FAC-SIMILE  not  required  to  constitute  forgery,  136. 

•'EXACTLY  12  YARDS,"  62. 

**  EXCELSIOR"  soap,  51,  60, 165. 

EXCLUSIVE  USE  of  trade  mark,  3ia 

EXHIBITION  medals,  172,  452. 

will  not  be  registered  as  new  marks,  or  parts  of  new  marks, 
305,  381. 

EXPERT  EVIDENCE,  value  of,  119. 

EXPERTS  for  cotton  marks,  committee  of.    See  Manchestsr  Committee  of 
Experts. 

EXPORTER,  manufacturer  and,  4,  168. 

EXPRESSIONS  generally  understood  may  be  employed  in  marks,  notwith- 
standing  the  provisions  of  the  Merchandise  Marks  Act,  1862,...  136,  443. 

EXPUNGING  trade  mark  from  register,  326. 

EXTENT  of  account,  211. 

EXTRACTS  fix>m  register,  326. 
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EXTHAVAGANCE  an  advantage  in  fancy  names,  56. 


"  FABER  *' pencils,  32. 

FAC-SIMILE,  to  constitute  forgery  there  need  not  be  an  exact,  136. 

FACT,  intentional  mis-statement  as  to,  criminally  punishable,  141. 

"  FAIRBANKS'  PATENT,"  50,  66. 

FALSE  PRETENCES,  12, 131,  136, 137. 
as  to  Weight,  141. 
without  Hoide,  14 L. 
reprebcntations,  p^neral  ]aw  as  to,  145. 

by  plaintiff,  a  ground  ot  defence,  190. 

FALSIFICATION  of  entries  in  register,  330. 

FAMILY  names,  no  exclusive  right  in,  apart  from  business,  225. 

"  FAMILY  SALVE,"  62, 123. 

FANCY  W.ORDS,  23,  41,  304. 
lis^t  of,  61. 

extravagance  an  advantage  in,  56. 
specially  invented,  57. 
composed  of  existing  words,  57. 

geograpbical  names,  63. 
become  descnptive,  100. 

FEES  for  registration,  321,  341,  381. 
table  of,  355. 
how  payable,  373. 
form  uf  transmission  of,  387. 
removal  of  mark  from  register  for  non-payment  of,  d8,  320. 

"FERNDALE'*coal,64. 

«  FERRO-PHOSPHORATED  ELIXIR  OF  CALISAYA  BARK,"  50. 

FIGURES,  numerical,  G6,  70,  304,  482. 

"FINCH  AND  CO.,"  237,  28a 

FIRM,  application  for  registry  by,  83,  342,  377. 
name.    <S^e  Tradk  N  amel 

part  of  goodwill,  277. 

now  coutinuing  partners  may  use,  295. 
former,  may  be  stateq*  238. 
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FIRST  PURCHASER,  deception  of,  immaterial,  146, 152,  201. 

FLAGS,  national,  of  Great  Britain  will  not  be  registered  as  new  marks,  or 
parts  of  new  marks,  305,  381,  and  Addendum. 

•*  FLOR  FINA  PRAIRIE  SUPERIOR  TABAC,"  60. 

FOREIGN  LANGUAGE,  trade  marks  consisting  of  words  from,  60,  378. 

false  statement  in,  193. 
subjects,  protection  of  trade  marks  of,  15,  74,  303,  333,  334. 
new  enactments  with  respect  to,  76,  dOZ. 
user,  not  equivalent  to  English  user,  17,  313. 
countries,  form  of  certificate  of  registration  for  use  in,  403. 
request  for  certificate  of  registration  for  use  in,  393. 

FORGERY,  at  Common  Law  infringement  no,  131. 

under  Merchandise  Marks  Act,  1862,...  132. 

FORM  OF  application  for  registration,  385. 
adaitional  representation,  386. 
receipt  of  application,  399. 
advertisement,  400. 
transmission  of  fee,  387. 
notification  of  registration,  399. 

request  for  copy  of,  395. 
certificate  of  registration  for  use  abroad,  403. 

request  for,  393. 
in  legal  proceedings,  402. 

request  for,  394. 
appeal  from  Cutler's  Co.,  Sheffield,  to  comptroller,  396. 

to  Board  of  Trade,  387- 
certificate  of  refusal  to  register,  405. 

request  for,  390. 
special  case,  413. 

application  for  settlement  of,  394. 
notice  of  oppossitioD,  388. 

grounds  of,  406. 
counter  statement,  381,  397. 

grounds  of,  409. 
bond,  381,  397. 
notii-e  to  applicant  to  bring  opposed  application  before  the  Court, 

401. 
summons  for  leave  to  rpgii>ter,  413. 
notice  of  motion  for  leave  to  rc^ist^r,  414 
application  for  alt^-ration  of  OiMres^,  3tX). 
request  for  correction  of  clerical  err«^r,  393. 
notice  of  motion  for  leave  to  a' id  to  or  alter  a  mnrk,  415. 
reques«t  and  declaration  by  sul^«equent  x>ri>pnetor,  389. 
application  for  caneellatiuii,  391. 

declaration  in  sufport  of,  392. 
notice  of  motion  for  irctifiration  of  the  regiiiter,  415. 
order  for  rectification,  391. 
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FORM  OF— cotUinued. 

genera]  certificate  of  comptroller,  404. 

requem*  i 
writ  of  summons,  with  indorsement,  416. 
notice  of  motion  for  injunction,  417. 
statement  of  claim,  418,  419,  420. 
defence,  421. 
reply,  421. 

summons  to  stay  proceedings,  421. 
injunctions  and  orders,  422— -437. 

FORMS,  341,  366. 

list  of  stamped,  375. 
places  where  stamped,  obtainable,  373. 
in  which  injunctions  granted,  162. 
and  precedents,  384. 
An*J  tee  Precedents. 

FORMER  EMPLOYMENT  may  be  sUted,  238. 

"FRANK  LESLIE'S  ILLUSTRATED  NEWS,"  234. 

"  FRANKS'  SPECIFIC  SOLUTION  OF  COPAIBA,''  253,  431. 

FRAUD,  7,  12,  49,  106,  111,  144, 156,  169,  201. 

in  what  sense  there  must  be',  for  infringement,  8, 156. 
actual,  always  restrained,  49,  183. 
shown  by  purchasing  right  to  use  name,  32. 
question  of,  is  for  the  jury,  when  there  is  one,  145. 
circumstances  pointing  to,  112,  233. 

to  absence  of,  114. 
disentitling  plaintiff,  13,  180. 
by  defendant,  punished  by  refusal  of  costs,  215. 
unjustifiable  charges  of,  punished  in  i-espect  of  costs,  216,  217. 
costs  incurred  by  defendant's,  recovered  from  him,  148,  221. 
on  the  public,  177,  185,  190. 
evidence  of,  233. 

FRAUDULENT  ADDITIONS  to  and  alterations  of  marks,  135. 
partnership,  235. 
use  of  name  of  establishment,  240. 

FRAUDULENT  INTENTION  does  not  increase  injury-  wrought  by  infringe- 
ment, 108. 

may  afl'ect  account  ur  damages,  111. 

may  render  further  inquiry  unnecessary,  112. 

continuance  of  infringement  after  complaint  show^,  112,  146>  154, 
228,  26a 

unnecessar)',  when  mark  registered,  115. 
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FRAUDULENT  INTENTION- conhnvei. 

need  not  be  proved  in  cases  of  trade  mark,  8, 11,  12,  109, 147, 151, 
201. 

trade  name,  226. 

title  of  publications,  263. 
mnst  be  proved  when  defendant  is  using  his  own  name,  25. 
agreement  will  not  be  enforced,  177. 
speculation,  no  relief  given  in  cases  of,  194. 
use  of  testimonials,  263* 
secret^  260. 

t 

FREEMASONS'  EMBLEMS  as  trade  marks,  37,  482. 
"  FRENCH  "  PAINTS,  51,  66,  66,  315,  482. 
"  FRUIT  SALT,  ENO'S,"  43,  50, 12a 

"  FULLWOOD  &  CO.,*'  233. 

» 

FUNCTION  of  trade  mark,  2. 

«  FtJR  FAMILIEN  GEBRAUCH,''  50, 62,  482. 


**  GALAXY  PUBLISHING  CO.,  THE,"  231. 

"QARNHARTS  OLD  BOURBON,'*  125. 

"GASEOUS  FLUID,"  51. 

GENERAL  PRINCIPLE  of  trade  maik  law,  1. 

GENUINE  MARK,  improper  use  of,  128, 141. 

GENUINENESS,  misrepresentations  of,  252. 

GEOGRAPHICAL  NAMES,  63. 

American  rule  as  to,  65,  482. 

"  GERMAN  SIRUP,"  52,  56,  66,  315,  482. 

"GLENBOIG"  bricks,  170, 171. 

«  GLENDON  "  iron,  66. 

"GLENFIELD"  starch,  63,  126,  424. 

«  GLENLIVET  "  whiskey,  208. 

•'  GLOBE  '^  steel,  122. 
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(K)LD  and  silver  plate.    Ste  Hall  Masks. 

GOLD  MEDALy  injonctioii  not  granted  to  restrain  untrue  assertions  as  to^  53. 

"  GOLDEN  CEOWN  "  cigars,  51. 

"  GOLDEN  LION,  THE,''  241. 

"  GOLDEN  OINTMENT,"  50. 

GOODS,  registration  must  be  for  particular  goods  or  classes  of,  10,  306. 
guide  to  classification  of,  379. 

registration  of  a  series  of  marks  differing  only  in  statements  of  the, 
306. 

« GOODS  AND  CHATTELS,"  within  the  Bankniptcy  Act,  trade  mark  is, 
11,  9a 

GOODWILL^  value  of;  268. 

connexion  of  trade  marks  with.  10,  18,  88,  268,  310,  317. 

trade  mark  cannot  be  severed  irom,  88,  96,  184,  269. 

trade  mark  passes  with,  88,  268,  279. 

provisions  of  the  Registration  and  Patents  Acts  with  respect  to, 

269. 
what  constitutes,  269. 
formerly  treated  as  always  local,  270. 

not  so  now,  271. 
importance  of  local  connexion  to,  271. 
of  public  house,  271. 
another  view  of,  272. 
in  learned  professions,  272,  273. 
division  of,  into  personal  and  local,  272,  289. 

into  goodwill  of  profession  and  of  trade,  272. 
of  a  profession  held  to  be  assignable,  273. 

assignability  of,  doubted,  273. 

sale  of,  enforced,  274. 

devolution  of,  on  dissolution  of  partnership,  274. 
on  d(  ath,  275. 

rights  on  sale  of,  275. 

incidents  of,  275. 
of  a  trade,  incidents  of,  276. 

universally  valuable,  276. 

firm  name  part  of,  225,  277. 

sale  of,  specifically  enforced,  278. 

connected  with  the  business,  279. 
vendor  of,  after  sale,  may  set  up  new  business,  236,  279. 

but  must  not  interfere  unfairly  with  the  purchaser,  281. 

user  of  old  trade  name  by,  280. 

solicitation  of  old  customers  by,  281,  283. 
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GOODWILL  -continued. 

restrained,  though  no  express  covenant,  SSL 

express  restrictive  covenant  by,  usual,  283. 

damages  in  respect  of  improper  solicitation  bj,  285. 

covenant  by,  to  make  profitable,  285. 
rights  of  purchaser  of,  285. 

with  respect  to  trade  name,  285. 

mortgagee  of,  with  i expect  to  trade  name,  286,  289. 
implied  contract  by  purchaser  of,  to  keep  up  business,  288. 
is  partnertthip  assets,  290. 
disposal  of,  on  dissolution,  236,  290.    . 
what  terms  in  partnership  articles  include,  291. 
cannot  be  monopolized  by  one  partner,  when  no  articles,  235,  292. 
does  not  survive  to  surviving  partner,  294. 
rights  on  dissolution  of  pai-tnership  by  retirement  or  death,  and 

sale  of,  295. 
right  of  election  in  respect  of,  protected,  299. 
valuation  of,  299. 

"GOURAUD'S   ORIENTAL  CREAM,  OR  MAGICAL  BEAUTIFIER," 
33,52. 

•*GOURAUiyS  SONS,"  234. 

"GRADUATED    GROOVELESS,    DRILL-EYED,    GROUND    DOWN'' 
needles,  59. 

"GRANULATED  DIRT-KILLER''  soap,  51,  482. 

"  GREAT  IXL.  AUCTION  COMPANY,  THE,"  241. 

•*  GREAT  MOGUL  "  stomp  on  cards,  6. 

"GRENADE "  syrup,  51,  62, 123. 

"GROSVENOR  LIBRARY,  THE,"  241. 

GROSS^  trade  mark  cannot  exist  in,  10,  88,  310. 

GROUNDWORK,  when  registration  of,  will  be  permitted,  305,  380. 

GROWTH  of  Chancery  jurisdiction,  150. 

-GUARDLiN  FIRE  AND  LIFE  ASSURANCE  CO.,  THE,"  280 

GUIDE  to  classification  of  goods,  379. 

**  GUINEA  COAL  COMPANY,  THE,"  229, 482. 

«  GUINNESS' "  stout,  125. 
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GUN-BARBELS,  472. 

HALL  MABK8  in  England,  460. 

fable  of,  465. 
in  Scotland,  466. 

table  o(  467. 
in  Ireland,  468. 

table  of,  469. 
fiaadiilent  imitation  of,  157. 

HALLAMSHIRE.    See  Cutluui'  Comtant. 

"HAMBURG  TEA,"  51. 

•*  HAND  "  mark,  38. 

"  HANFORD'S  CHESTNUT  GROVE  WHISKEY,"  34. 

"  HARVErS  SAUCE,**  45,  60, 16a 

*'  HAXALL  '*  goods,  123,  314,  483. 

"  HAYNES»  ARABIAN  BALSAM,"  34. 

HEADING,  23,  36,  40,  304. 

"HEGEMAN'S  FERRATED  ELIXIR  OP  BARK,"  51. 

••  HEMY^S  PIANOFORTE  TUTOR,''  264. 

«*  HERO ''jaw,  151. 

"HIGHLY   CONCENTRATED   COMPOUND    FLUID    EXTRACT    OF 
BUCHU,"  59. 

«HOLBROOK'S  SCHOOL  APPARATUS,'*  44,  50. 

"  HOLLOWAY'S  PILLS  AND  OINTMENT,"  27,  31. 

"HOLMES,  BOOTH,  AND  ATWOOD  MFG.  CO.,  THE,"  230. 

«  HOMEWASHER,  THE,"  51. 

"HOOD  &  CO.'S  SOLUBLE  SHEEP-DIP,"  34. 

HOPS,  474. 

"HOSTETTER^S  CELEBRATED  STOMACH  BITTERS,**  34. 

"HOSTETTER  AND  SMITH,"  125. 
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HOTEL,  exdusive  right  in  name  of,  protected,  242. 
HOUSE,  no  ezcliurive  right  in  name  of  private,  242. 

^  HOWE  "  sewing  machines,  32. 

*•  HOWQUA'S  MIXTURE/'  51, 191. 

HUMOURIST,  name  of;  244. 

« IXL.  GENERAL  MERCHANDISE  AUCTION  STORE,  THE,"  241. 

IDENTICAL,  or  nearly  identical  marks  not  to  be  registered,  310,  311, 350. 

IGNORANCE  of  plaintiffs  rights  no  defence,  201. 

ILLEGAL  trade  marks  not  to  be  registered,  325. 

IMMEDIATE  purchaser  not  deceived,  no  defence,  7, 12, 106,  201. 

IMMORAL  trade  marks  not  to  be  registered,  325. 

"  IMPERIAL  "  soap,  58,  123. 

IMPERTINENT  charges  disallowed,  159. 

IMPORTER  of  goods,  trade  mark  may  indicate,  4. 

IMPROVER  of  goods,  trade  mark  may  indicate,  4. 

"INDEPENDENT  NATIONAL  SYSTEM  OF  PENMANSHIP,  THE," 
264. 

"  INDLi  AND  CHINA  TEA  CO.,  THE,"  231. 

"INDIA  RUBBER  COMB  CO.  OF  NEW  YORK,  THE,"  483. 

INDIAN  trade  marks,  registration  of,  325. 

INDIVIDUAL,  trade  name  consisting  of  name  of,  232. 

INDORSEMENT  on  writ,  form  of,  417. 

INDULGENCE  to  defendant  who  infringed  innocently,  111,  159. 

plaintiff  having  delayed,  189. 

INFANCY  is  no  defence,  204,  221.  • 

INFANT,  dedaiation  by  an,  33L 
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IKFERIOBITY  in  quality  of  qnnioos  goods,  not  material  to  relief  8; 

CiFRIXGEMEKT,  11, 10a 
reqnisitet  for,  105. 
fact  of,  lOS. 

in  a  single  instance,  106. 

fxandoleDt  intention  in,  106, 109, 151, 156,  159. 
withoDt  deception  of  immediate  pnrchaaer,  106, 158. 
withont  proof  of  actoal  deception,  110. 
indulgence  in  caaes  of  onintentioDal,  111,  150. 
eontinnance  of,  after  complaint,  shows  fmudulent  intention,  112, 

146, 154,  228, 263. 
of  registered  trade  mark,  frand  immaterial  in  cases  of,  115. 

mnst  be  of  mark  as  registered,  115. 

essential  piracnkr,  116,  904 
of  names  as  old  mark*,  116. 

as  new  marks,  117. 
of  marks  registered  with  or  withont  colour,  117. 
of  numeral,  117. 
of  title  of  song,  26^ 
what  constitutes,  118. 
teste  of,  12,  119,  157. 
hy  actual  deception,  119. 

delay  for  purpose  of  obtaining  eTidence  of,  1 19. 
by  probable  deception,  )^,  201. 
without  identity  of  marks,  121, 124. 
where  ordinary  purchasers  purchasing  with  ordinary  ciution  may 

be  deceived,  121. 
by  use  of  a  mark  calculated  to  give  a  deceptive  name  to  the  goodff, 

121. 
of  essential  part,  123. 
of  part  of  mark  only,  201. 
of  general  appearance,  123. 
with  colourable  differences,  123, 124. 
by  imitation  of  mode  of  packing,  126. 
in  consequence  of  a  trap,  127. 
must  be  in  respect  of  flame  class  of  goods,  80,  127. 
of  disused  mark,  103.  128. 
by  use  of  a  registered  mark,  128. 
man's  own  name,  26. 
crest,  38. 
by  improper  use  of  genuine  mark,  128. 
by  use  of  moulded  bottles,  128. 
by  engraver,  129,  173. 
by  servant,  172. 
by  agent,  173. 

by  commission-merchant,  173. 
remedies  for,  12, 131. 
criminally  punishable,  12,  131. 
not  a  forgery  at  Common  Law,  131. 
minr  be  false  pretences,  131. 
is  forgery  under  the  Merchandise  Marks  Act,  1862,...  132. 
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INFEINGEMENT— cowfinMed 
civil  remedy  for,  143. 
measure  of  damages  recoverable  for,  148. 
entitles  to  nominal  damages  at  least,  149. 
though  spuriouH  mark  affixed  by  a  third  party,  159. 
risks  incurred  by,  180. 
by  others  is  no  defence,  203. 
no  notice  necessary  before  taking  proceedings  for,  220. 

INITIALS,  38,  67. 

INJUNCTION,  12,  158,  180. 

plaintiif  entitled  to  protection  of,  219. 

formerly  ancillary  to  account,  171. 

not  so  now,  172. 

account  incident  to,  209. 

though  onlv  one  case  of  infrinp:ement,  106. 

not  granted,  where  trap  laid,  127. 

to  restrain  harmless  misrepTesentation,  9. 
use  of  word  not  distinctive,  53. 
granted  in  all  cases  of  actual  fraud,  49,  183. 
though  spurious  mark  affixed  by  a  third  party,  159. 
to  restrain  imitation  of  mode  of  packing,  126. 

name  of  hotel,  242. 
title  of  song,  266. 
trade  libel,  250. 
use  of  trade  secret,  257. 
untrue  assertions  uf  plaintiflTs  retirement,  5K38. 
not  to  restrain  use  of  name  of  private  house,  242. 
forms  in  which  granted,  162. 
interlocutory,  160. 
form  of  notice  of  motion  for,  417. 
delay  as  a  defence  on  motion  for,  186. 
enlarged,  164. 

INJUNCTIONS  and  Orders,  precedents  of,  422. 
INJURIOUS  USE  OF  NAME,  247. 

INJURY  to  the  plaintiff,  there  must  be,  at  Common  liaw,  147. 

INNOCENT  OFFENDER,  indulgence  to,  111,  159. 
vendor  of  goods  falsely  marked,  148. 
bailee  of  goods  falsely  marked,  174. 
mortgagee  of  goods  falsely  marked,  175. 

INOPERATIVE  defences,  20L 

INQI][IRY  as  to  damages  given  at  plaintiflTs  risk,  213. 

INSCRIPTIONS  claimed  as  trade  marks,  59. 
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INSPECTION,  158, 180,  204, 207,  208. 
of  register,  326,  351. 

INSTRUCTIONS  to  persons  applying  for  registration  of  trade  marks,  373^ 

and  see  Aaaendum. 
to  Manchester  Committee  of  Experts^  368, 

« INSURANCE  *  oil,  52. 

INTENTION  to  defraud,  formerly  necessary  at  Common  Law,  7,  106,  144^ 
145. 

not  necessary  in  Eqnity,  8, 148, 151, 156. 

a  particular  person  neeil  not  be  allied  in  proceedings  under  the 
Merchandise  Marks  Act,  135. 

INTERDICT  in  Scotch  law,  162. 

INTERFERENCE,  declaration  of,  484. 

¥rith  defendant's  business  caused  by  injunction,  no  defence,  204. 

INTERLOCUTORY  iiy  unction,  160. 

INTERNATIONAL  arrangements,  17,  33a 

« INTIMIDAD  "  cigars,  60. 

INTRODUCTION,  general,  1. 

« IN VIGORATOR  "  spring  bed-bottoms,  52,  48a 

«'  INVISIBLE  "  face  powder,  50, 482. 

IRELAND,  reservation  of  remedies  in,  337. 
Hall  marks  in,  468. 

"  IRON-STONE  "  water-pipes,  50,  483. 

"  IRON  TRADE  CIRCULAR,  THE,"  264. 

IRON  WORKS,  question  of  title  betvreen  landlord  and  tenant  of,  167. 

«  IRVING  HOUSE,  THE,"  242. 

ISLE  OF  MAN,  337. 

ISSUE  may  be  directed  on  proceeding  for  rectification  of  register,  87,  326. 

«  JAMES'  HORSE-BLISTER,"  50,  436. 

"JOHN  BULL  AND  BRITANNIA,  THE,"  264,  42a 
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**  JOHNSON'S  AMERICAN  ANODYNE  LINIMENT/' 50,  59. 

JUDICATURE  ACTS,  effect  of,  on  trade  Ubel,  249. 
And  $ee  Statutes. 

"  JULES  JURQENSEN  *»  watches,  32. 

"  JULIENNE  "  soup,  60. 

**  JUNIOR  ARMY  AND  NAVY  STORES,  THE,"  230. 

JURISDICTION,  elements  necessary  to  found,  157. 

JURY,  questions  for  the,  145,  146. 

infringement  case  is  properly  tried  without  a,  160. 


**  KATHAIRON,"  61. 

•*  KEYSTONE  LINE  »  of  steamships,  169,  243. 

"  KITCHEN  CRYSTAL  SOAP,"  52. 
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LL.**  whiskey,  68. 


LABEL,  23,  37,  304. 

deceptive,  253w 

trade  mark  distinguished  from,  in  the  United  States,  470. 

LACHES.    See  Dblat. 

«  LACKAWANNA  "  coal,  50,  66. 

"  LACTOPEPTINE,"  52,  57, 126. 

«<  LAFERME"  cigarettes,  16. 

'« LANCASTER''  tickings,  56,  66,  482. 

LANDLORD  AND  TENANT,  167, 170. 

"LATE  OF,"  or  «LATE  WITH,"  23a 

LAW  OFFICER,  definition  of,  339. 

Comptroller  may  take  directions  o^  330* 

LAWS,  conflict  o^  16. 

M  H 
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**  LAWRENCE  FEINER  FAMILIEN  FLAl^NEL,''  50  62,  488. 

«  LAZENBY^  HARVEY'S  SAUCE,'»  163. 

LEARNED  PROFESSIONS,  goodwill  of.    See  Goodwill. 

"LEATHER  CLOTH  COMPANIES'  CASE,"  191,  andjpawim. 

LEGAL  AUTHOR'S  NAME,  244. 

personal  lepresentatiye,  title  at,  to  trade  mark,  11,  96. 

action  not  continued  against,  165. 
practice,  goodwill  of.    See  Goodwill. 
proceedinga,  form  of  certificate  of  r^stration  for  use  in,  402. 

re<]ue8t  for  ceraficate  of  r^iistration  for  use 
in,  394. 

*'  LEGISLATURE,"  definition  o^  339. 

•*  LEOPOLD  "  cloth,  52,  68. 

"  LEOPOLDSHALL  KAINIT,*'  64,  113,  125. 

"  LESLIE'S  ILLUSTRATED  NEWS,"  234. 

LESSEES  of  brickworks,  question  between  successive,  167. 

LETTERS,  opening,  236. 

as  trade  marks,  66,  304. 

LIBEL,  trade,  248. 

LICENCE,  184. 

proprietor  of  trade  mark  may  grant,  326. 

"  LICENSED  VICTUALLERS'  RELISH,"  62,  68. 

"LIEBiaS  EXTRACT  OF  MEAT,"  60,  232,  261. 

LIEN,  wharfingers*,  176. 

LIMITS  to  Court's  interposition,  9. 
registration,  86,  309,  313. 

«  LINDSEyS  IMPROVED  BLOOD^EARCHER,''  33. 

LINEN,  474. 

LINNELL'S  PAINTINGS,  132. 

«  LINOLEUM,"  60. 
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"  LION  "  mark,  38,  52,  122,  48a 

LITERARY  PUBLICATION,  title  of,  2«),  263. 
valae  of,  261. 

fraudulent  intention  need  not  be  proved  in  cases  of,  263. 
deception  must  be  probable  in  cases  o^  265. 
protected  generally,  265. 
incidents  of,  266. 
no  copyright  in,  266. 
must  be  actual  user  o^  267. 
protected,  though  work  out  of  print,  267. 

«  LITTLE  RED  BOOK,  THE,"  265. 

"LIVE  AND  LET  LIVE  DINING  SALOON,  THE,"  241. 

"  LIVERPOOL"  cloth,  52,  5a 

"LOBENTHAL'S  ESSENTIA  ANTI  PHTHISIC  A,"  33,  52,  482. 

LOCAL,  goodwill  formerly  treated  as  always,  270. 
not  so  now,  271. 

connexion  still  nf  importance,  271. 
and  personal  goodwill    See  Goodwill. 

"  LOCHGELLY  "  coal,  64. 

**  LOCH  KATRINE  "  whiskey,  50. 

«  LODER'S  VIOLIN  SCHOOL,"  2&L 

"  LONDON  **  animal  foods,  56,  66,  315,  482. 

and  County  Banking  Co.,  The,"  230. 

and  Provincial  Law  Assurance  Society,  The,*'  229. 

Assurance  Company,  The,"  229. 

Conveyance  Company,  The,"  256,  431. 

Journal,  The,"  264,  427. 

Manure  Co.,  The,"  229. 

"LONE  JACK"  tobacco,  32,  123. 

LOSS  of  trade  mark,  11,  99,  320. 

LUNATIC,  declaration  by,  331. 

"MACASSAR "oil,  50. 

'♦  McCARDEL  HOUSE,  THE,"  242. 

**  McGOWAN  BROS.  PUMP  AND  MACHINE  CO.,  THE,"  230. 

M  M  2 
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"  McLANFS  HLLS,"  31,  33. 

MACmSE,  configumirm  of,  78. 

"UADAME  ELISE,"233. 

MAOAZIXE,  261.    And  m  Litkbabt  Pcbuutiox. 

"llAGSEnC  BALM,"  52. 

"  MAGNOLIA  -  whwkey,  52,  58. 

'"  MAISOS  BOISSIEB  UE  PARIS,  24a 

"MAMMOTH  WARDROBE,  THE," 50,  241. 

UAN',  Isle  of,  337. 

UAXCHESTER  office  for  exbibilion  of  cotton  marks,  367,  372,  382. 
comiulit^e  of  eipertp,  appointment  of,  368. 
duties  of,  368,  369. 
instructions  given  to,  368. 
action  of,  369. 
eflVtt  of  ilt'cisions  of,  369. 
additions  to  lists  of  cotton  marks  formed  by  the,  369,  3^ 

MANUFACrUBEB  OF  GOODS,  trade  mark  may  serve  to  indicate,  4 

and  printer  of  cotton  floods,  167. 
and  exporter  of  cotton  tjnodii,  168. 
and  patentee,  199. 

MARK,  23,36,  304. 

niih  a  merely  mechanical  porpoee,  no  trade  mark,  3,  39. 

representing  tlie  article,  no  trade  mark,  39. 

And  $ee  Tradb  Mabk,  Old  Mabjc8,  New  &Iabke. 

"MARK  TWAIN,"  244. 

IfARKED  GOODS,  contract  for  purchase  of,  17a 

■'  MARKET  ST.  MH,LS,"  66,  482. 

"  MARSHALL'S  CANADA 

Celebrated  Linime] 

"  MASON'S  HOTEL,"  242. 

"MASONIC"  cigars,  61. 

emblems  as  trade  marks,  37. 

$  slatQte  aa  to  namea  of  partners,  2 
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MEASURE  of  damages,  148,  213. 

MEASURES,  weighte  and,  449,  451. 

MEDALS,  prize,  would  formerly  not  be  registered  as  new  marks,  or  parts  of 
new  marks,  305,  381. 

not  so  now,  see  Addendum, 

false  statements  as  to,  not  restrained,  53,  172. 

act)  the  exhibition,  452. 

MEDICAL  MAN'S  NAME,  245. 

practice,  goodwill  of.    See  Goodwill. 

"MEDICATED  MEXICAN  BALM,"  43,  51, 191. 
Prunes,'*  51,  482. 

MEDICINE,  goodwill  of  quack,  271. 

MERCHANDISE  MARKS  ACT,  1862,... 438. 
offences  punishable  under,  133. 
no  allegation  of  intention  to  defraud  a  particular  person  necessary 

under,  146,  444. 
when  use  of  word  "  patent "  allowed  under,  200,  443. 
discovery  under,  207. 
damages  under,  214. 
And  tee  Statutes. 

"MERCHANT  BANKING  CO.  OF  LONDON,  THE,"  230. 

METAL  BUTTONS,  472. 

goods,  statement  to  be  made  on  application  for  registration  of  trade 
mark  for,  343, 378. 

*«  MEXICAN  BALM,"  43,  51,  191. 

"  MIDLAND  ELECTRIC  LIGHT  AND  POWER  CO.,  THE,"  231. 

MILITARY  STORES,  476. 

•'MINTON  BRICK  AND  TILE  COMPANY,  THE,**  230,  233. 

MISDEMEANOUR,  forgery  of  trade  marks  is  now  a,  132. 

MISREPRESENTATION  disentitUng  plaintiff,  13,  55,  190, 191. 
not  disentitling  plaintiff,  13,  193,  199. 
in  foreign  language  may  disentitle,  193. 
as  to  manufacturer,  193. 
collateral,  193. 
as  to  genuineness,  252. 
intentional,  as  to  fact,  criminally  punishable,  141. 

MODE  of  packing^  126,  255. 

trial  without  a  jury,  preferable,  160. 
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MOHUR,  device  of  a,  308,  313. 

"MOLINE"  ploughs,  66. 

MONOGRAM  as  trade  mark,  39. 

MONOPOLY  not  object  of  trade  markts  5. 

"  MORISON'S  MEDICINES,"  430. 

MORTGAGE  of  goods  spuriously  marked,  159,  175. 
goodi/ml  of  property  subject  to,  270. 

"  MORSFS  INDIAN  ROOT  PILLS,"  51. 

MOTION  for  injunction,  158. 

'  delay  as  a  defence  on,  186. 
to  commit,  163. 

delay  in  regard  to,  189. 
costs  of,  217. 
And  9U  Notice  of  Motion. 

MOTIVE  of  defendant  immaterial,  if  he  has  acted  so  that  deception  is  probable, 
110. 

MOULDED  BOTTLES,  infringement  by  use  of,  128. 
MOUTHPIECE  of  cigarettes,  72,  482. 


NAME,  trade  mark  consisting  of,  23,  25,  304. 

how  it  differs  from  others,  25. 

may  be  used  by  person  who  bears  it,  though  another 
person  has  used  it  first,  25. 
but  not  with  fraudulent  intention,  26,  202,  233. 
evidence  of  fraudulent  intention  in  the  use  of,  233. 
must  now  be  in  a  distinctive  form,  30,  304. 
need  not  be  that  of  the  actual  manufacturer,  30. 
ma^  pass  with  the  business,  31,  90. 
of  lancv  personages,  32. 
used  alone,  32. 

in  combination,  33,  165. 
geographical,  63. 
of  patented  article  is  no  trade  mark,  47. 
of  new  article  is  no  trade  mark,  49. 
son  may  not  use  father's  changed,  so  as  to  deceive,  28. 
fraud  to  purchase  right  to  use  small  maker's,  because  it  is  the  same 

as  that  of  a  maker  of  reputation,  32. 
infringement  by  use  of  mark  calculated  to  attract  to  the  goods  a 

deceptive,  122. 
trade  mark  not  lost  by  being  habitually  coupled  with,  166,  203. 
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KAME — ecntintted,, 

no  defence  for  defendant  to  aaj  that  be  naes  his  own,  with  the  in- 

frincin^  mark,  202. 
no  exclusive  right  in,  apart  from  biuinesB,  225. 
of  companj,  229. 

of  individual  used  as  trade  name,  232. 
assumed,  used  as  trade  name,  233. 
man's  owil  used  as  trade  name,  233. 
of  former  nrm  or  employer  may  be  stated,  238. 
of  establishment,  fraudulent  use  of,  240. 
of  private  house,  242. 
of  hotel,  242. 
of  line  of  steamships,  243. 
of  collieries,  244. 
of  waggons,  244. 
not  used  as  trade  name,  244. 

right  of  property  injured  by  use  of  another's,  244,  246. 
of  poet,  244. 
of  numourist,  244. 
of  legal  author,  244. 
of  painter.  132,  179,  245. 
of  medical  man,  245. 
of  editor,  247. 
of  patentee,  255. 
contracts  in  respect  of,  247. 
80  used  as  to  iniure,  247. 
of  secret  manufacture,  258. 

cannot  be  used  in  ignorance  of  the  true  recipe,  258. 
transfer  of  recnstered  mark  into  new,  328. 
And  see  trade  Name. 

«  NATIONAL  ADVOCATE,  THE,"  265. 

arms  or  flags  of  Great  Britain  will  not  be  registered  as  new 
marks,  or  parts  of  new  marks,  305,  381,  and  see  Addendum, 
Police  Gazette,  The,"  264. 
System  of  Penmanship,  The,"  264. 

NATURAL  OBJECT,  trade  mark  consisting  of  representation  of,  37. 
product,  trade  mark  indicative  of,  4. 

NAVAL  STORES,  476. 

-  NEW  ERA,  THE,**  266. 

Manny  Harvester,  The,**  50. 
marks,  304,  376. 

what  will  not  be  registered  as  new  marks,  or  parts  of,  305,  381, 

and  see  Addendum, 
may  be  registered  for  part  of  a  class,  306. 
York  Cutlery  Co.,  The,"  483. 

National  Advocate,  The,"  265. 

"NEWCASTLE  DAILY  CHRONICLE,  THE,»265. 


o36  INDEX. 

NEWSPAPER,  TITLE  OF.    See  Literary  Pubucatio». 

lustration  of,  under  Copyright  Acta,  neelesB,  15,  267. 
goodwill  of,  271. 

**  NIGHT-BLOOMINQ  CEREUS,  EXTRACT  OF,"  60. 

"  NINETEENTH  CENTURY,  THE,"  262. 

NOMINAL  DAMAGES  where  right  infringed,  149,  212. 

•ufficient  to  carry  costs^y  214. 

NON-INFRINGEMENT,  181. 

NOTE  ON  REGISTER,  limitation  of  registration  by,  86,  313. 

NOTICE  need  not  be  given  to  infringer  before  proceedings  are  taken,  220. 
may  be  sent  by  post,  331,  344. 
deceptive,  253. 

of  renstration  of  trade  marks,  349. 
of  Older  of  Court,  351. 
of  opposition,  form  of,  388. 

grounds  of,  406. 
to  applicant  to  bring  opposed  application  before  Court,  401. 
of  motion  for  leave  to  re«8ter,  414. 

leave  to  add  to  or  alter  a  mark,  415. 

rectification  of  the  register,  415. 
of  order  for  rectification,  391. 
of  motion  for  iigunction,  417. 

NOTIFICATION  OF  REGISTRATION,  399. 

request  fur  copy  of,  395. 

"  NOURISHING,"  the  word,  no  trade  mark,  53. 

NUMERICAL  FIGURES  as  trade  marks,  66,  70,  304,  482. 

infringement  of,  117. 

registration  of  a  series  of  marks  differing  only  in 
statements  of,  306. 


"CAKES'  CANDIES,"  31. 
OBSOLETE  BOOK,  title  of,  protected,  267. 
OFFER  of  submission  by  defendant,  219. 
OFFICE  in  Manchester,  367,  372,  382. 
OFFICERS  to  be  appointed  by  Board  of  Trade,  325. 
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OFFICIAL  PAPER,  346. 

means  of  advertking  trade  mark  to  be  supplied  to,  346. 
stamp  can  never  become  a  private  trade  mark,  72,  76. 
publications,  sale  of,  375,  and  see  Addendum, 

«  OLD  BOURBON  "  whiskey,  60. 
London  Dock  Gin,"  50. 
marks,  66. 

become  descriptive,  100. 

become  common  if  used  by  more  firms  than  three,  46,  101,  304, 

312,  317. 
what  user  necessary  to  constitute,  305. 
must  have  been  used  as  trade  marks,  67,  82,  305. 

within  the  United  Kingdom,  67,  82,  305. 
mode  of  applying  for  r^istration  of,  82,  342. 
must  be  registered  as  a  whole,  305. 

in  the  exact  form  in  which  used,  305. 
may  be  registered  for  part  of  a  class,  306. 

sometimes  admitted  to  registration  when  new  marks  would  not 
be,  24,  312. 
Moore's  Pictorial  Almanack,"  262. 
Real  John  Bull,  The,"  264. 

"OLDFIELD  LANE  DOCTOR,  THE,"  233. 

OMISSION  to  give  notice  at  office  of  proceedings  in  opposition  case,  348. 

OMNIBUSES,  imitation  of  line  of,  255. 

ONUS  of  proof  is  on  person  alU*ging  a  registered  mark  to  W  common,  316, 
327. 

OPEN  OR  COMMON  MARKS,  disclaimer  of,  84,  316,  379. 
OPENING  LETTERS,  235. 
«'  OPOPONAX  "  perfume,  51,  58. 

OPPOSITION,  notice  of,  85,  308,  347. 

form  of,  388. 

grounds  of,  406. 
mode  of  trial  in  cases  of,  347. 
costs  of,  309. 

ORDERS  IN  COUNCIL,  prolonging  time  for  registration,  319. 
forms  of  injunctions  and,  422. 

ORDINARY  PURCHASER,  deception  of,  12,  121. 
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"OEEOON  CENTRAL  RAILWAY  CO.,  THE,"  230. 

"ORIENTAL  CREAM,  OOURAUD'S,"  33,  52. 

'•  ORIGINAL,  THE,'  4ft,  262. 

LazenbT's  Uaivtife  S»uce,  The,"  1G3. 

"OSBORNE  HOUSE,"  240. 

"OTTOMAN  CAHVEY  CO.,  THE,"  231. 

"OUR  YOUNQ  FOLKS,"  266. 

rity  of,  186,  2SS. 
"  33,  51,  68,  12a 
ilE,  132,  179,  245. 

maik  registered  for,  480. 

ye  needlae,  61,  69. 

L,"  42,  50,  67. 

RQATIVE  PILLS,"  50. 

ASS,  marks  may  b«  registered  for,  306. 

DtioD,  86, 313. 

directed,  208. 

devolution  of  trade  raaika  on  formatioii  of,  94. 
diBaolutioD  of,  94. 
inment  of  trade  matks  on  dissolution  of,  102,  188. 
nark  of,  approyriattd  by  one  partner,  171. 
lent,  not  pennitted,  235. 
tion  of  title  of  publication  on  dissolution  of,  S66. 

of  goodwill  on  dissolution  of,  236,  274. 
ill  of,  not  to  be  appropriated  contrary  to  articles,  23J 
is  partnersnip  assets,  290. 
And  ta  Goodwill. 
J  member  oi,  may  atate  kia  former  connexion,  SOS. 


INDEX.  589 

PATENT,  trade  mark  distiiiguished  from,  13. 

untnie  allegation  of,  in  trade  mark,  disentitles  plaintiff,  13,  195. 

though  not  likely  to  deceive, 

199. 
after  expiration  of  patent,  197. 
HO  as  not  to  deceive,  198. 
collaterally,  199. 

J>aniBhable  by  fine,  200,  336. 
(d  formerly  not  be  registered  as  a  new  mark,  or  part 
of  a  new  mark,  199,  305,  380. 
not  80  now,  see  Addendum. 

allegation  of,  nnder  Merchandise  Marks  Act,  1862,...  136,  200. 
Office  to  be  provided,  324. 
to  have  seal,  325. 

davs  for  leaving  documents  at,  331. 
Library,  deposit  of  trade  marks  at,  308. 

PATENTS  ACT,  1883,  registration  of  trade  marks  under,  302. 

commissioners  of,  functions  of,  transferred  to  Board  of  Trade,  151. 

instructions  given  by,  to  Manchester  Committee 
of  Experts,  368. 

^  PATENTED,"  the  word,  would  formerly  not  be  registered  as  a  new  mark,  or 
part  of  a  new  mark,*^5,  380. 

not  so  now,  see  Addendum, 

wrongful  use  of,  punishable  in  the  United  States, 
200. 
articles,  name  of,  is  descriptive,  47. 

"PATENTEE,  MANUFACTURER  AND,"  199. 

name  of,  may  not  be  fraudulently  used,  199. 

PATTERN-MARKS  may  be  trade  marks,  54. 

"PAYSON,    DUNTON,  AND  SCRIBNER'S  NATIONAL  SYSTEM  OF 
PENMANSHIP,"  264. 

«  PECTORINE,"  52,  57. 

«  PENNY  BELL'S  LIFE,  THE,"  2a3. 

"  PEPPER'S  SIGNAL  OIL,''  31,  33. 

PERIODICAL,  title  of,  260.    See  Literary  Publication. 

"PERRY  DAVIS*  VEGETABLE  PAIN-KILLER,"  33. 

«  PERSIAN  THREAD,  TAYLOR'S,"  31,  33, 51,  63. 

•*  PERSON,"  definition  of,  339. 
aggrieved,"  327. 

foreigner  may  be,  17,  327. 
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PERSONAL  TRADE  MARK,  89,  90. 

goodwill,  272.    And  see  Goodwill. 

«  PESSENDEDE  "  watches,  60. 

"PFEIFFER'S  EGG  MACARONI,"  16a 

«  PHARAOH'S  SERPENTS,"  68. 

PHOTOGRAPHS,  47a 

of  Baron  Liebig,  38,  232. 

"PICTORIAL  ALMANACK,  THE,"  262. 

PLACES,  regiatration  of  a  fleries  of  marks  differing  only  in  statement^  of 
names  of,  306. 

PLAINTIFF  must  be  injured  at  common  law,  147. 
not  the  registered  proprietor,  183. 
misrepresentation  by,  190. 

PLATE,  460. 

PLAYING  CARDS,  473. 

«  PLUMBAGO  CRUCIBLES,  PATENT,"  195. 

"PLUMBER   AND   DECORATOR   AND    JOURNAL   OF   GAS   AND 
SANITARY  ENGINEERING,  THE,''  265. 

PLURAfilTY  of  marks  or  names  used  by  plaintiff  is  no  defence,  203. 

POETS  NAME,  244. 

"  POLICE  GAZETTE,  THE,"  264. 

•*  POND  LILY  WASH,"  58. 

«  POROUS  PLASTERS,"  47,  50. 

Portrait  as  a  trade  mark,  38,  232. 

POST,  applications  and  notices  may  be  sent  by,  331,  344. 
Office  Directory,  The,"  265. 
offices  where  stamped  forms  obtainable,  373. 

PRECEDENTS  of  injunctions,  &c  -   .  ,   '    , 

label  on  blacking  bottles,  trade  cards,  mjuncliuu,  422- 
brand  on  casks  of  wine,  injunction,  422. 
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labels  on  bottles  of  ink,  mjunctiuii,  422. 
"Two  Elephant "*  yarn,  injunction,  423. 
"Dog's  Head"  beer  for  exportation, injunction  to  the  hearing,  costs, 

423. 
stamps  on  shirtings,  injunction,  423. 
"Qlenfield"  starch,  injunction,  424. 
"  Eureka"  shirts,  injunction,  424. 
"  ApoUinaris"  water,  injunction,  424. 
"La  Intimidad*'  cigars,  injunction,  425. 
"Anchor  brand"  wire,  prayer  of  bill,  injunction,  account,  delivery 

uf),  425. 
engraving  blocks  for  printing  forged  labels,  injunction,  426. 
printing  forged  label^  injunction,  427. 
name  of  newspaper,  injunction,  4^7,  428. 

injuring  plaintiff's  paper,  injunction,  427. 
soliciting  customers,  injunction,  428. 
publication  of  marine  as  a  continuation  of  plaintiQ's  magazine, 
injunction,  428. 

in  breach  of  contracf,  order,  injunction,  428. 
etchings  improperly  obtained  and  published,  catalogues  improperly 

published,  decree,  delivery  up,  injunction,  429. 
name  and  title  page  of  song,  injunction,  429. 
name  of  patent  medicine,  secret  recipe,  injunction,  430. 
hop  essence,  secret  recipe,  trade  name,  representation  of  succession 

in  business,  manufacturing  contrary  to  agreement,  injunction, 

430. 
fraudulently  using  another's  testimonials,  injunction,  431. 
imitating  a  rival  fine  of  omnibuses,  injunction,  431. 
trade  name,  injunction,  431 . 
name  of  company,  registration,  user,  advertisements,  &a,  injunction, 

432. 

injunction  against  user  within  a  cei*tain  locality,  432. 
name  of  mineral  springs,  injunction,  433. 
name  of  colUeries,  injunction  until  certain  events,  433. 
false  representation  of  continuation  of  business,  injunction,  433. 
soUciting  former  customers,  injunction,  434. 
false  representation  of  continuation  of  business,  trade  name,  labels, 

advertisements,  circulars,  injunction,  434. 
soficiting  former  customers,  after  Bale  of  business,  injunction,  435. 
false  representation  of  agency,  injunction,  435. 
fraudulent  disuse  of  Christian  name,  claim  to  be  the  "  only  genuine," 

injunction,  436, 
trade  fibel,  representation  that  the  plaintiff's  goods  are  spurious, 

injunction,  436. 
unauthorized  and  injurious  use  of  a  per^jon's  name,  injunction,  437. 
And  see  Fobms. 

PREDECESSOR'S  NAME,  use  of,  193. 

"  PRESCOTT  HOUSE,"  243. 

"  PRESCRIBED,"  definition  of,  339. 


i 
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PRICE  OF  ARTICLE,  no  trade  mark,  72. 

registration  of  a  series  of  marks  differing  only  in  statements  of,  306. 

"PRIDE"  cigars,  60,  125. 

"  PRIME  LEAF"  laid,  60. 

PRINCIPAL  and  agent,  question  of  title  between,  168. 

PRINCIPLE  of  construction,  name  indicative  of,  no  trade  mark,  44, 47. 
of  Millington  v.  Fox  explained  by  V.-C.  Wood,  164. 

by  Lord  Westbury,  166. 
on  which  discovery  is  given,  204. 

PRINCIPLES  of  equity  in  trade  mark  cases,  161. 

PRINTER  of  cotton  cloths,  trade  mark  indicative  of,  4^  167. 

PRINTS  and  engravings,  471. 

PRIVATE  HOUSE,  no  exclusive  right  in  name  of,  242. 

PRIZE  MEDALS  would  formerly  not  be  registered  as  new  marks,  or  parts  of 
new  marks,  306,  381. 
not  so  now,  see  AddeTidum, 
false  statements  as  to,  not  restrained,  53, 172. 

PROCESS  OF  MANUFACTURE,  name  descriptive  of,  no  trade  mark,  44, 47. 

PROFESSION,  goodwill  of,  272.    And  see  Goodwill. 

«*  PROFESSOR,"  assumption  of  title  of,  disregarded,  192. 

PROPERTY  in  trade  mark  formerly  denied,  152. 

now  settled,  1,  80,  115,  153,  157. 

when  registered,  157,  170,  318. 

how  acquired,  78,  79. 
in  name,  246. 
in  title  of  publication,  266. 

«  PROPHETIC  BELL,  THE,"  265. 

PROPRIETOR'S  name  and  address  need  not  be  stated  in  mark,  21. 

PUBLIC,  value  of  trade  marks  to  the,  5, 
house,  goodwill  of,  271. 
licenses  of,  271. 
stores,  476. 
use,  registration  equivalent  to,  7,  21,  75,  99,  317. 

PUBLICATIONS,  title  of,  260.    And  we  Literary  Pdblicatioh. 
sale  of  official,  375,  and  see  Addendum, 
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PUBLICI  JUEISf  no  exclusive  right  in  mark  which  has  become,  11,  44, 100. 

PUFFING,  192,  203. 

"PUNCH,"  265. 

"  PUNCH  AND  JUDY,''  265. 

PURCHASER  of  goodwill,  rights  of,  288. 

"  PYRAMID"  mark,  38. 

«  PYRETIC  SALINE,^  51,  67. 


QUACK  MEDICINE,  goodwiU  of,  271. 

QUALITY,  equality  in,  no  defence,  8,  202. 

no  defence  that  goods  are  plaintiff's  of  a  different,  202. 
registration  of  a  series  of  marks  differing  only  in -statements  of,  306. 
mere  statement  of,  is  no  trade  mark,  3,  21,  53. 
marks  which  indicate  the  maker  as  well  as  the,  may  be  trade 

marks,  3,  53. 
trade  marks  are  a  sign  of,  5. 
mark  denoting,  in  one  trade,  may  be  distinctive  in  a  different 

trade,  55. 
question  as  to  criminal  misrepresentation  of,  137. 

QUEEN,  representations  of  the,  will  not  be  registered  as  new  marks,  or  parts 
ofnew  marks,  305,  381. 

QUESTION  as  to  foundation  of  equitable  jurisdiction,  103. 

QUESTIONS  for  jury,  146. 

of  contract  in  respect  of  trade  marks,  176. 

names,  247. 
trade  secrets,  257. 
of  title,  167. 


"  RADSTOCK  COLLIERIES,  THE,**  64, 163,  230,  244. 

«  RADWAY'S  READY  RELIEF,"  34. 

"  RAGSDALE  AMMONIATED  DISSOLVED  BONE,"  33. 

<*  RALEIGH"  tobacco,  64,  488. 

"  RAMSAY  "  bricks,  31,  32. 
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"  RAZOR-STEEL,''  50, 59,  482. 

«  REAL  JOHN  BULL,  THE,"  264. 

RECIPE,  secret,  169,  252. 

RECTIFICATION  of  regiater,  326,  351. 

by  registration,  327. 
by  removal,  327. 

costs  of  application  for,  223,  d28b 
by  varying,  328. 

by  transferring  mark  into  new  name,  328. 
by  cancellation  at  request  of  proprietor,  329. 
notice  of  order  for,  to  be  given  to  comptroller,  326. 
entnr  of,  in  register,  351. 
publication  of,  351. 
form  of  notice  of  motion  for,  415. 

order  for,  391. 

"RED  AND  WHITE  BOOK,  THE,"  266. 
Paste,''  "Red  Drench,"  51. 
White  and  Blue ''  tea,  307. 

REFERENCE  of  appeal  to  the  Court,  302. 

REFUSAL  to  register,  certificate  of,  given  to  unsucce^ful  clainumt  of  old 

mark,  9,  24,  79,  84,  318. 
form  of,  405. 

request  for,  390. 
illegal  or  immoral  trade  mark,  325. 

REGISTER  of  traile  marks  established,  320. 

continuation  of  former,  338. 
trust  not  to  be  entered  in,  325. 
inspection  of,  and  extracts  from,  326,  351. 
sealed  copies  of,  to  be  evidence,  326. 
rectification  of,  326. 
falsification  of  entries  in,  330. 

"  REGISTERED,"  the  word,  will  not  be  i-egistered,  305,  380. 
design,^  the  words,  will  not  be  registered,  305,  380. 
proprietors  alone  recognised,  183,  318. 
trade  mark,  assignment  and  transmission  of,  310. 

cancellation  of,  104,  320. 

alteration  of,  87,  329. 

property  in,  157,  170. 

transfer  of,  into  new  name,  328. 

infringemcDt  of,  must  be  of  maik  as  registered,  115. 
by  use  of,  restrained,  128. 
designs,  marks  on,  453. 
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REGISTRATION  of  trade  marks,  79,  302,  348. 
register  for,  320. 
acquiflitioii  by,  79. 
steps  necessary  to  obtain,  82. 
application  for,  79,  302,  342. 

when  old  marks,  82,  342. 

form  o^  385. 

receipt  of,  399. 

advertisement,  308,  345,  400. 

limit  of  time  for  proceeding  with,  303. 
conditions  of,  304. 

must  be  for  particular  goods  or  classes  of  goods,  10,  79,  306. 
for  part  of  a  class  of  goods,  306,  311. 
representative,  84,  306,  312. 
in  a  series,  84, 306,  312,  344,  346,  379. 
in  colour,  84,  307. 

by  deposit,  84,  307,  343,  370. 
in  an  alternative  shape,  H4,  482. 
of  common  marks  as  additions,  84,  315. 
of  ground  work  as  part  of  a  mark,  380. 
for  cotton  good$s  83,  313,  367. 
at  Sheffield,  83,  321,  353. 
from  foreign  countries,  333. 

British  possessions,  335. 
fees  for,  321,  355. 
form  of  notification  of,  399. 

request  for  copy  of  notification  of,  395. 

certificate  of,  for  use  abroad,  403. 

request  for  certificate  of,  for  use  abroad,  393. 

ceitificate  of,  for  use  in  legal  pi*oceeding8,  402. 

request  for  certificate  of,  for  wac  in  le<;al  proceedings,  394. 
rules  for,  341. 

instructions  to  applicants  for,  385,  and  nee  Addendum, 
time  of,  348. 
date  of,  349. 
notice  of,  349. 

restrictions  on,  86,  380,  and  see  Addendum, 
opposition  to,  308,  347. 

by  whom  made,  309. 

coats  in  cases  ci,  222. 
conflicting  claims  to,  87, 310. 

mode  of  trial  of,  311,  347. 
forbidden,  where  identical  or  similar  marks  already  registered,  81, 
311. 

for  five  yea»  after  removal  of  similar  marks  from  register,  81, 
320. 
old  marks  £Eivoured  in  the,  312. 
the  '*  three  mark  rule  "  for  the,  46,  101,  312,  317. 
with  a  note  of  limitation,  309, 313,  349. 
mode  of  comparison  in  the,  313. 

may  be  refused  to  a  mark  which  has  not  been  restrained,  22. 
refusal  of,  in  America,  to  geographical  names,  66,  482. 

to  words  disentitled  to  protection,  66, 482. 

N  N 
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B£GISTBATION--co;2<tnK^. 

refiual  of,  to  deceptive  words  or  scandaloiu  deagas,  314. 
cases  of,  314. 

in  America,  314,  481. 
caiies  of  non-refusal  of,  314. 

words  which  will  not  be  admitted  to,  305, 380, 381, and  eee  Addendum. 
appeal  to  Board  of  Trade  from  Comptroller'a  refusal  of^  85,  302. 
certificate  of  refusal  of,  9,  24,  79,  84,  183,  318. 
form  of,  405. 

request  for,  390. 
effect  of,  44, 317. 

renders  fraudulent  intention  unnecessary,  115,  317. 
equivalent  to  public  use,  7,  21,  75,  99,  184,  317. 
is  evidence  of  proprietor's  right,  79,  115,  318. 
qualifies  for  suing,  79,  318. 
which  are  descriptive,  effect  of,  45. 
protects  in  all  colours,  79. 

which  are  invalid,  does  not  make  them  valid  after  five  yean,  182. 
of  defendant's  mark  is  no  defence,  15,  204. 
duration  of,  98,  320. 

cancelled  after  fourteen  years,  unless  fee  paid,  320. 
of  subsequent  proprietor  by  assignment  or  transmission,  93,  310, 

325,  349,  383. 
in  name  of  successor  to  goodwill,  348. 
form  of  application  for,  by  subsequent  proprietor,  389. 
of  joint  owners  as  separate  owners,  97^  311. 
Acts  administered  by  Chancery  Division,  150. 
wrongful  assertion  of,  punishaole  by  fine,  130, 141,  336. 
in  the  United  States,  478.    And  see  United  States. 
rules  for  the,  491. 
of  name  of  company  under  the  Companies  Act,  1862,... 231. 
of  title  of  publication  under  the  Copyright  Acts,  useless,  15,  267. 

REGULATION  of  customs,  454. 

REMEDIES  for  infringement,  12, 131. 

REMOVAL  of  mark  from  register,  98,  320,  326. 
effect  of,  81,  103^  320. 
costs  of  application  for,  223. 

REPEAL  of  Acts,  338. 
rules,  354. 

REPLY,  form  of,  421. 

REPORT,  Comptroller  to  make  an  annual,  333. 

REPRESENTATIONS,  general  law  as  to  false,  145. 

of  trade  mark  on  application  for  redstration,  82,  302, 343,  378. 
with  respect  to  partnership  goodwill,  235. 
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REPRESENTATIVE  registration,  84,  30e,  312. 

RESTORATION  to  register  of  mark  removed  from  it,  98,  320. 

RESTRICTIONS  on  registration  of  trade  marks,  86,  380. 

RESTRICTIVE  covenant  on  sale  of  goodwill    See  Goodwill. 

RETIREMENT,  false  representations  as  to,  238. 

RETIRING  PARTNER  may  state  his  former  connexion,  298. 

"RICHARDSON'S    PATENT    UNION    LEATHER  -  SPLITTING    MA- 
CHINE," 50,  482. 

"RISING  SUN"  stove  polish,  52,  126. 

"ROBERTS'  PARABOLA  GOLD-BURNISHED  SHARPS,''  59. 

"  ROBERTS'  RAZOR-STEEL  SCISSORS,"  59. 

"RODGERS  AND  SONS'"  cutlery,  33, 125. 

"ROGER  WILLIAMS"  longcloth,  32. 

ROLTS  ACT.    See  Statutes. 

ROYAL  arms,  the,  will  not  be  registered,  305,  380. 

wrongful  assumption  of,  punishable  by  fine,  336. 
baking  powder,"  58,  125,  305. 
crown,  representations  of  the,  will  not  be  registered  as  new  marks,  or 

parts  01  new  marks,  305,  381. 
family,  representations  of  any  member  of  the,  will  not  be  registered  as 

new  marks,  or  parts  of  new  marks,  305,  381. 
letters  patent,"  199. 
Station  Hotel,  the,"  242. 

"  RUBBER  CLOTHING  CO.,  THE,"  483. 

RULES  under  Trade  Marks  Acts,  repeal  of  the,  354. 
Patents  Act,  1883,... 341. 

power  to  make,  given  to  Board  of  Trade,  332. 
United  States  RegiBtration  Act,  491. 

RUPEE,  device  of  a,  308,  313. 

"RYE  AND  ROCK"  liquor,  51. 

N  N  2 
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"SAFETY''  powder,  50,  482. 

"  ST.  JAMES' "  cigarettes,  64,  66. 
Evening  Poet,"  96. 

SALE  of  goodwill,  278.    And  Me  Goodwill. 
trade  mark,  10,  87,  92,  310,  325. 

SAMPLER  pattern,  72,  482. 

"SAPOLIO"  soap,  57. 

<*  SATIN-POLISH  "  boote  and  shoes,  51,  482. 

SCALE  of  coste  in  case  of  defendant's  submission,  217. 

SCANDALOUS  CHARGES  disallowed,  159. 

designs  not  registrable  as  trade  marks,  314. 

SCHEDULES  to  rules,  355. 

"SCHIEDAM  SCHNAPPS,"  50,  57. 

SCOTLAND,  law  of  trade  marks  in,  7, 157, 162. 
courts  in.  336. 
hall  marks  in,  466. 

"  SCOTT  AND  CO.,"  286. 

SCULPTURES,  marks  on,  471. 

SEAL  for  Patent  Office,  325. 

SEALED  copies  of  roister  to  be  evidence,  326. 

SECRET  RECIPE,  169,  252.    And  iee  Trade  Secbxt. 

SECURITY  for  coste  required  on  opposition  to  registration,  309. 

"SEFTON"  cloth,  58. 
"SEIXO"  wine,  65,  125,  422. 
"  SELECTED  "  steel  pens,  316. 
SELECTOR,  trade  mark  indicative  of,  4, 130 
SENTENCES  claimed  as  trade  marks,  59. 
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SERIES  of  marks,  registration  of,  84»  306,  a44,  346, 379. 

can  only  be  assisped  and  transmitted  as  a  whole,  96,  306. 
advertisement  of,  346,  380. 

SERVANT,  infringement  by,  172. 

SEVERAL  PROPRIETORS  of  the  same  mark,  97,  170. 

SEWING  MACHINE  cases,  the,  48. 

'•SHAVER'*  waggons,  244. 

SHEFFIELD  marks,  registration  of,  83,  321,  363,  381. 

Acts  regulating.    See  CnTLSRs'  Co.'s  Acts. 

SHERIFF  cannot  seize  goodwill  or  title  of  publication,  266,  276. 
SHIPPER  and  ship  owner,  169. 
SHORT  WEIGHT,  196. 

"SHREWSBURY,  MARSHALL  AND  CO.,  PATENT  THREAD,"  125. 

SIGNATURE,  trade  mark  consisting  of,  23,  34,  304. 

is  transmissible,  35. 
in  trade  mark  may  not  be  altered,  304,  330. 
of  painter,  imitation  of,  not  forgery  at  Common  Law,  132. 
punishable  under  25  is  26  Vict.  c.  68,  132,  473. 

SIGN  BOARD,  241. 

"  SILICON"  polishing  powder,  51. 

"  SILVER  GROVE"  whiskey,  52. 

plate,  460.    And  see  Hall  Mabka. 

SIMILARITT  of  packing,  126,  255. 

"SINGER"  sewing  machines,  48, 166. 

SINGLE  LETTERS,  69. 

••  SLATE  ROOFING  PAINT,"  62,  6a 

SLIGHT  DELAY,  204. 

"SMITH,  SNYDER  &  GO'S."  goods,  31 

SOLICITATION  of  old  customers  by  voluntary  vendor  of  goodwill,  not  allow- 
able, 281. 
by  involuntary  vendor  of  goodwill,  allow- 
able, 282. 
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SOLICITOR'S  piactioe,  goodwill  of;  273.    And  see  Goodwill. 
SOVEREIQN  princes  or  states  may  own  trade  marks,  "26. 

SPECIAL  CASE,  conflicting  claims  to  registration  tried  by,  87,  31L 
mode  of  settling,  360. 
form  of,  413. 

application  for  settlement  of;  by  Comptroller,  394 
damage,  damages  may  be  given  without  proof  of,  212. 

"SPECIFIC  SOLUTION  OF  COPAIBA,  FRANKS V  264,  431. 

"SPLENDID  MISERY,"  265. 

"SPORTING  CHRONICLE  AND  PROPHETIC  BELL,  THE,"  266. 

Life,  The,'*  263. 

STAMPED  FORMS,  list  of;  376. 

places  where  obtainable,  373. 

"STANDARD  A"  cigars,  61,  482. 

"STAR"  011,122,314. 
pencils,  61,  58. 
shirts,  483. 

"STARK"  mills,  126. 

STATEMENT  OF  CLAIM,  forms  of,  418,  419, 420. 

"  STATION  HOTEL,  THE,"  242. 

"  STATIONERS'  HALL,"  the  words  «  Entered  at ;'  will  not  be  i^tcied 

305,  380. 
registration  at,  is  useless,  267. 
is  no  defence,  16,  204. 

STATUTES  CITED : 

28  Edw.  L  c.  20  (Hall  marks),  460. 

2  Hen.  VI.  c  17  (Hall  marks),  460. 

4  Hen.  YII.  c.  2  (Hall  marks),  460. 
18  Eliz.  c.  15  (Hall  marks),  460. 
31  Eliz.  c.  5  (InformationsX  464. 
21  Jac.  I.  c,  31  (Cutlers*  Co.X  456. 

8  &  9  Will.  III.  c.  8  (Hall  marks),  460. 

9  &  10  Will.  III.  c.  41  (Public  Stores),  476,  477. 
12  &  13  Will.  III.  c  4  (Hall  marks),  460,  466. 

1  Anne,  c.  3  (Hall  marks),  461. 

6  Geo.  I.  c  11  (Hall  marksX  460,  461,  468. 
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STATUTES  CITED— emUinued, 

9  Geo.  I.  c.  8  (Public  Stores),  476. 
13  Geo.  I.  c.  26  (Linen),  475. 

3  Geo.  II.  c  3  (Irish),  (Hall  marks),  468. 

8  Geo.  II.  c.  13  (Prints  and  Enj<ravinjTs),  471. 

12  Geo.  II.  c.  26  (Hall  marksX  460,  461. 
17  Geo.  II.  c.  30  (Linen),  475. 

17  Geo.  II.  c.  40  (PubHc  Stores),  476. 

18  Geo.  II.  c.  24  (Linen),  475. 

6  Geo.  IIL  c.  61  (Woollen  Cloths),  474. 

6  Geo.  IIL  c.  23  (Woollen  Cloths),  476. 

7  Geo.  IIL  c.  38  (Prints  and  Engravings),  471. 

13  Geo.  IIL  c.  62  (Hall  marksX  462,  463. 

13  Geo.  III.  c.  59  (Hall  marks),  466. 

14  Geo.  III.  c  68  (HopsX  474. 

17  Geo.  III.  c  67  (Prints  and  Engravings),  471. 

23  &  24  Geo.  IIL  c.  23  (Irish),  (Hall  marks),  468,  470. 

24  Geo.  III.  sess.  2,  c.  20  (Hall  marks),  462,  463. 

24  Geo.  IIL  sess.  2,  c.  53  (Hall  mai-ks),  463,  468. 

25  Geo.  IIL  c.  64  (Hall  marks),  463. 

30  Geo.  IIL  c  31  (Hall  marks),  461,  463. 

31  Geo.  IIL  c.  68  (Cutlers*  Co.),  456,  467. 
36  €^0.  III.  c.  60  (Metal  Buttons),  472. 

38  Geo.  III.  c.  69  (Hall  marks),  462,  463,  466. 

38  Geo.  III.  c.  71  (Sculpture  Copyright),  471. 

39  &  40  Geo.  III.  c.  81  (Hops),  474. 

39  &  40  Geo.  IIL  c.  89  (Public  Stores^  476. 
41  Geo.  IIL  c.  97  Gocal),  (Chitlers'  Co.),  457. 

47  Geo.  III.  sees.  2,  c.  15  (Hall  marks),  470. 

48  GJeo.  IIL  c.  134  (Hops),  474. 

53  Geo.  IIL  c.  116  (Gun-barrels),  472. 

54  Geo,  IIL  c.  56  (Sculpture  Copyright),  471. 
54  Geo.  III.  c  60  (Public  Stores),  476. 

54  Geo.  IIL  c  119  (localX  (Cutlers'  Co.),  457. 
54  Geo.  IIL  c.  123  (Hops),  474. 

54  Geo.  IIL  c.  159  (Public  Stores),  476. 

55  Geo.  IIL  c.  69  (Gun-barrels),  472. 

56  Geo.  IIL  c.  127  (Public  Stores),  476. 
55  Geo.  IIL  c.  185  (Hall  marks),  463. 
69  Geo.  IIL  c*  7  (Cutlery),  449,  456. 

4  Geo.  IV.  c.  40  (Linen),  479. 

5  Geo.  IV.  c.  52  (local),  (Hall  marks),  462,  463. 

6  Geo.  IV.  c.  105  (CustomsX  475. 

3  &  4  WilL  IV.  c.  42  (Limitations),  464. 

5  &  6  Will  IV.  c.  27  (Linen),  476. 

5  &  6  WiU.  IV.  c  62  (Deckrations),  389,  392. 

5  &  6  Wm.  IV.  c.  83  (Patents),  200, 335. 

6  &  7  Will.  IV.  c.  59  (Prints  and  Engravings),  471. 

6  &  7  Will.  IV.  c.  69  (Hall  marks),  466. 

5  &  6  Vict.  c.  47  (Customs),  466,  468,  470. 
5  &  6  Vict.  c.  56  (Customs),  466,  468,  470. 

7  &  8  Vict  c.  12  (International  Copyright),  471. 

7  &  8  Vict  c.  22  (Hall  marks),  462,  463,  464,  466. 
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STATUTES  ClTED^oHiinued. 

8  &  9  Vict,  c  &4  (Cuictonid),  406. 
13  &  14  Vict  c  104  (Deagni^X  *71. 

16  &  17  Vict  c.  107  (Curtoms),  454,  455,  472,  473. 

17  &  18  Vict  a  96  (Hall  marks),  464,  468,  470. 

18  &  19  Vict  c  60  (Hall  marks),  466,  468,  47a 

18  &  19  Vict  a  148  (local)  (Gun-barrelsX  472. 

19  &  20  Vict  c  64  (Statute  Law  Revifiionl  460. 

23  Vict  c.  43  (local;  (CuUertf  CaX  45a 

24  &  25  Vict  c  101  (Stataie  Law  RevisiooV  463. 

25  &  26  Vict  c  22  (Customs),  47a 

25  &  26  Vict  a  27  (Rolfs  ActX  150,  154, 161,  174, 196. 

25  &  26  Vict  c  64  (Naval  Stores),  476. 

25  &  26  Vict  c  68  (Art  CopTiightX  473. 

25  &  26  Vict  c.  76  (Weichta'and  Measures  [Ireland]X  451. 

25  <6  26  Vict.  c.  88  (Merekandue  Mark$\  438,  and  vamm, 

25  &  26  Vict  c  89  (CompaniesX  231. 

26  &  27  Vict  c  119  (Exhibition  Medals),  172,  452. 

26  &  27  Vict  c  125  (Stetute  Law  Revision),  463. 

27  &  28  Vict  c  27  (Chain  Cables  and  Anchors),  47a 
27  &  28  Vict  c  91  (Naval  Stores),  476. 

29  &  30  Vict  c  37  (Hope),  474. 

30  &  31  Vict  c  59  (Statute  Law  Revision),  460,  461, 
30  &  31  Vict  c.  82  (Customsi  454,  466. 

30  &  31  Vict  c  119  (Naval  Stores!  476. 
30  &  31  Vict  c  128  (Military  Stores!  476. 
32  &  33  Vict  c.  12  (Naval  Stores).  476. 

32  &  33  Vict  c  71  (Bankruptcv),  U. 

33  &  34  Vict  c.  99  (Statute  Law  Revision),  461,  46a 

34  &  35  Vict  c.  101  (Chain  Cables  and  Anchors!  47a 

34  &  35  Vict  c.  116  f  Statute  Law  Revision!  463,  466,  472. 

35  &  36  Vict  c.  20  (CustomsX  455. 

35  &  36  Vict  c.  30  (Chain  Cables  and  AnchorsX  47a 

?5  .  51  ^^  ^  ^  (Judicature),  7, 12,  151,  176,  249,  25a 

36  &  37  Vict  c  91  (Statute  Law  Revision),  463. 

37  &  38  Vict  c  51  (Chain  Cables  and  Anchors!  47a 

38  &  39  Vict  c.  25  (PubHc  Stores),  72,  476. 

38  &  39  Vict  c  91  (Trade  Marks  Registration),  panim. 

??  7  f*^  y?^*-  ^'  ^  <'^™^^  ^^^  Reflation  Amendment),  «i«hi» 

39  &  40  Vict  c.  35  (Customs),  466,1^,  470.  ^^ 
39  &  40  Vict  c  36  (Customs),  454,  455,  472. 

f^ttl  V^^  ""'  ^^  ^IS^^  ^*^^  R^tration  ExtenaionX  pani«^ 

41  &  42  Vict  c  49  (Weights  and  MeaaaresX  449,  46L 

42  &  43  Vict  c  21  (Customs),  454. 
46  &  47  Vict  c  62  (BankruptcyX  H- 

46  &  47  Vict  c  55  (Revenue),  454,  455,  466. 
46  <fc  47  Vu:L  c  57  (Patenti,  BesignSy  and  Trade  Mark$\  301,  463, 
am2  passim.  ^^ 

Untied  States  Act  of  1870,... 478. 

1875,... 485. 

1881,...487. 
repeal  of,  338. 
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STATUTORY  declaration,  manner  of  making,  364. 

by  infant,  lunatic,  or  other  person  under  disability,  331. 

by  Bubeequcnt  proprietor  seeking  registration,  necessary,  03,  350. 

form  of,  389. 
by  proprietor  seeking  cancellation,  necessary,  104,  329. 

form  of,  392. 

STEAMSHIPS,  name  of  line  of,  243. 

« STEPHENS'  WRITING  FLUID,"  33,  126,  422. 

"  STILLMAN  MILL,"  66. 

STORES^  Public,  476. 

"STRAIGHT  CUT "  cigarettes,  56,  316. 

SUBDIVIDED  ACCOUNT,  210. 

SUBMISSION,  offer  of,  damages  in  case  of,  213. 

scale  of  costs  in  case  of^  217. 
must  be  complete,  219. 

.  SUBSEQUENT  PROPRIETOR  aftei  the  first,  position  of,  97. 
registration  of,  93,  349,  383. 

form  of  request  for,  and  declaration,  389. 

SUMMONS  for  leave  to  register,  form  of,  413. 

form  of  writ  of,  with  indorsement,  416, 
to  stay  proceedings,  form  of,  421. 

"  SUPERFINE '*  no  trade  mark,  53. 

«( SUPERIOR  *'  no  trade  mark,  63. 

SURVIVING  PARTNER  mav  state  former  connexion,  298. 

'*  SWAN  "  goods,  314|  48a 

«  SWEET  OPOPONAX  OF  MEXICO,"  51,  68. 

«•  SWING"  scythe  sockets,  61,  482. 

"  TAMAR  INDIEN,"  52,  60. 

«  TAPER^LEEVE  PULLEY  WORKS,  THE,"  231 

«  TASTELESS  "  drugs,  50,  483. 
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«  TAYLOR'S  PERSUN  THREAD/'  31,  33,  61. 
"  TEMPLE  BAR,"  208. 
TENANT,  landlord  and,  167, 170. 
TESTS  of  infringement,  119, 156. 
TESTIMONIALS,  fraudulent  uae  of  another's,  254. 
"  THOMSONIAN  MEDICINES,"  50. 

"  THORLEY'S  FOOD  FOR  CATTLE,"  31,  33,  231. 

«  THREE  MARK  RULE,  THE,**  46, 101,  312,  317. 

foreign  user  does  not  bring  a  mark  within,  17,  313. 

TICKET,  23,  37,  304. 

«•  TIDAL  WAVE»'  tobacco,  52. 

•«  TIME-KEEPER  "  watches,  51,  48a 

TIME  of  registration  of  trade  marks,  348. 

enlaigement  of,  352. 

"  TIMES,  THE,"  264^  42a 

TITLE  to  trade  marks,  167. 

of  proprietor  of  a  trade  mark,  318. 
of  subsequent  proprietor,  97. 
of  literary  publication,  265. 

incidents  of,  26a 

no  ctipyright  in,  26a 
of  song,  266. 

"  TI VOLI  »*  lager  beer,  52, 123. 

•«  TO  (X)UNTERFEIT  THIS  IS  FORGERY,"  the  words,  will  not  be  Kgis- 
tcrcd,  305,  38a 

•*  Tl^NOE'S  GOODS,*  125. 

•*  TOUCHSTONE,^'  265. 

«Tt>NVER  PALACE,  THE,"  241, 

TRADE,  goodwill  of  a,  27a    Ami  $m  Goodwill. 

TRADE  LIBEL,  24a 

TRADE  MARK,  general  principles  of  Uw  of,  1. 

property  in,  fonnerlv  doubted,  152«  153^ 

now  settled,  1,  80^  153,  157. 
function  of,  ± 
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TRADE  JilLARK—contiyiued. 

carries  a  warranty,  3,  5. 

may  serve  to  indicate  the  manofiacturer,  or  improver,  or  importer, 
or  exporter,  or  selector,  of  goods,  or  the  exclusive  owner  of  a 
natural  product,  4,  5, 130. 
advantages  of  use  of,  5. 
gives  no  monopoly,  5. 
early  use  of,  6. 

sketch  of  history  of  law  of,  6,  142. 
cannot  exist  in  gross,  10,  310. 
necessarily  connected  with  goodwill,  10,  268,  310. 
distinguished  from  patent,  13. 

copyright,  16. 
what  is  a,  19,  304. 
must  be  affixed  to  article,  19. 

or  registered,  21. 
descriptive  word  is  not,  21,  482. 
need  not  state  proprietor's  name  or  address,  21. 
must  be  distinctive,  22. 

may  be  refused  registration  though  not  restiained,  22. 
definition  of,  23,  304,  376. 
a  name  in  a  distinctive  form,  25, 304. 
a  8i^;nature,  34.*  304. 
a  distinctive  device,  mark,  brand,  heading,  label,  ticket^  or  fancy 

word  or  words  not  in  common  use,  35,  304. 
representation  of  natural  object,  37. 
crest,  38. 
initials,  38. 
marks  representing  the  article  are  not)  39. 

with  a  merely  mechanical  purpose  are  not,  3,  39. 
name  of  patented  article  is  not,  47,  482. 

new  article  is  not,  49. 
marks  in  common  use  merely  indicating  quality  are  not,  3,  53. 

which  indicate  the  maker  as  well  as  the  quality,  may  be,  3, 53. 

containing  false  representations  cannot  be  protected  as,  55. 
words  from  the  dead  languages  as,  59. 

modern  foreign  languages  as,  60. 
geographical  names  as,  63,  482. 
old  marks,  67. 
devices  and  words  which  will  not  be  registered  as,  305,  380. 

as  new,  305,  381. 
Sheffield  corporate,  321. 
for  cotton  goods.    See  CorroN  Marks. 
official  stamps  cannot  be,  72,  76. 
prices  cannot  be,  72. 
may  be  consumed  with  the  article,  73. 
acquisition  of,  9,  74,  78. 

by  alien,  15,  74. 

by  sovereign  princes  or  states,  76. 

by  common  repute,  77. 

by  registration,  79,  224,  302. 
rules  for  registration  of,  341. 
instructions  to  applicants  for  registration  of,  373,  and  see  Addendum, 
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appropriation  of,  to  special  classes  of  goods,  10,  79,  306. 

incapable  of  advertisement  in  the  '*  Trade  Marks  Journal,''  343»  345. 

not  used  before  the  passing  of  the  R^;istration  Act,  1875,... 376b 

in  a  series,  84,  306,  344,  346,  379. 

powers  of  registered  owner  of,  325. 

two  or  more,  may  be  used  on  same  goods  at  same  time,  165. 

alteration  of  registered,  87,  329. 

transfer  o(  by  assignment  or  transmission,  10,  87,  268. 

transmission  of^  on  bankruptcy,  1 1,  93. 

formation  of  a  partnership,  94. 

dissolution  of  a  partnersmp,  94. 

death  of  owner,  96. 
may  be  bequeathed,  together  with  goodwill,  96. 
may  belong  to  seyeral  proprietors,  97,  170. 

used  to  in£cate  goods  passed  through  the  hands  of  sevetal  persons, 
94. 

Questions  of  title  to,  167. 
isoontinuance  of,  97. 

by  removal  from  the  register  for  non-payment  of 

fees,  98. 
by  abandonment^  11,  46,  99. 
habitual  use  with  name  is  no,  101, 166. 
infringement  after,  103. 
cancellation  of,  104,  329. 
infringement  of,  11, 105. 

tests  of,  12, 119, 157. 
criminal  prosecution  for,  13L 
civil  remedy  for,  143. 
measure  of  damages  for,  148. 
Acts  for  the  registration  of,  administered  by  the  Chancery  Division, 

150. 
cases  analogous  to  cases  o^  224. 
in  the  United  States,  registration  of,  478. 

rules  for  the,  491. 
what  is  a  lawful,  481. 

distinguished  from  designs  and  labels,  479. 
And  9M  Old    Marks,    New    Marks,    Rbqistration,    United 
States,  Forms. 

«  TRADE  MARKS  JOURNAL,"  346,  376. 

Re^tration  Acts,  1875 — 7. ..9,  2a    And  tee  Statutes. 
register  to  be  at  the  Patent  Office,  324. 

TRADE  NAME,  17,  225, 295. 

part  of  goodwill  of  business,  225,  268,  277,  288. 

no  exclusive  right  in,  apart  from  business,  225. 

as  meaning  the  name  by  which  goods  are  identified,  225. 

fraud  need  not  be  proved  in  cases  of^  226. 

innocent  imitation  of,  may  become  fraudulent^  if  continued,  S28. 

of  company,  229. 

of  individual,  232. 
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TBADE  NAME— conitniMd. 
assumed,  233. 
man's  own  name  as,  233. 

of  old  business  may  be  used  by  purchaser  of  goodwill,  286. 
does  not  survive,  295. 
And  tee  Qoodwill. 

TRADE  SECRET,  169,  257. 

when,  may  be  used,  257 

contract  not  to  use  or  divalge,  257. 

name  of  article  manufactured  by  means  of,  268. 

not  to  be  used,  without  knowledge  of,  258. 
passes  with  owner's  personal  estate,  259. 
settlement  of,  259. 
mode  of  dealing  with,  259. 
fraudulent,  260. 

TRADE  SIGN,  241. 

TRANSFER,  TRANSMISSION  of  trade  mark,  10,  87,  310,  325. 

of  signature  mark,  35. 
on  bankraptcy,  11,  93. 
on  formation  of  a  partnership,  94. 
on  dissolation  of  a  partnership,  94. 
on  death  of  owner,  96. 
of  a  series  of  marks,  306. 

TRANSMISSION  OF  FEE,  form  of,  387. 

And  see  Tkas>e  Mabk. 

TRANSMITTEE,  registration  of  assignee  or,  325. 

TRAP,  no  injunction  to  restrain  an  infringement  resulting  from  a,  127 

«  TREASURY,"  definition  of,  339. 

TREATY  with  the  United  States,  497. 

TRIAL  of  action  for  infiin^ement,  without  a  jury,  160. 
of  opposed  application,  mode  of,  347. 

"TRIANGLE "  beer,  38,  122,  314. 

"TRUE  BRITANNIA  THE,"  264. 

TRUST  not  to  be  entered  on  register,  87,  325. 

"TUCKER  SPRING-BED,"  50. 

"TURIN"  cloth,  58. 

"  TWIN  BROTHERS  "  yeast,  52. 
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**TWO  ELEPHANT''  yam,  122. 

or  more  marks  lused  on  same  goods,  165. 

ULTIMATE  purchaser,  deception  of,  snfficient  to  constitute  infringement^  7, 
12, 106,  152,  201. 

"  UNITED  SERVICE  "  soap,  5a 

States,  registration  of  trade  marks  in,  478. 
Act  of  1870,.. .478. 

declared  invalid,  479. 
Act  of  1875,... 485. 
Act  of  1881,. ..487. 

rules  for  registration  of  trade  marks  in,  491. 
trade  marks  of  aliens  protected  in,  16,  75. 

distinguished  from  labels  and  designs  in, 

479. 
jurisdiction  of  circuit  courts  in  cases  of,  481. 
what  are  lawful,  in,  481. 
descriptiye,  482.  488. 

or  aeceptive,  482. 
geographical  names  as,  65,  482. 
numerals  as,  482. 
vessels  of  peculiar  shape,  482. 
alternative,  84^  483. 
names  as,  483. 
deceptive,  483. 
intenerences  in  cases  of,  484. 
wrongly  registered,  no  means  of  removing 
from  register,  486. 
treaty  between  Great  Britain  and  the,  497. 

"  UNIVERSAL  LIFE  ASSURANCE  SOCIETY,  THE,"  230, 

UNLAWFUL  POSSESSION  of  public  stores,  476. 

UNNECESSARY  LITIGATION,  costs  of,  146. 

USER,  length  of,  formerly  required  for  acquisition  of  trade  mark,  76. 

latterly  considered  unnecessary,  77. 
only  gives  a  right  in  respect  of  the  goods  on  which  the  mark  has 

been  used,  81,  305. 
limits  of  rights  aoouired  by,  81. 

registration  of  trade  mark  equivalent  to,  7,  21,  75,  99,  317. 
of  genuine  trade  mark  wrongfully,  128,  141. 
of  predecessors  name,  193. 
of  word  "patent,*'  195. 
necessary  to  constitute  an  old  mark,  305. 
abroad,  not  equivalent  to  British  user,  17,  305. 
comparison  of  marks  in  manner  of  actual,  313. 
of  name  with  trade  mark,  not  abandonment  of  mark,  101. 
by  others,  no  defence,  unless  mark  is  common,  203. 
of  title  of  publication,  necessary  for  its  protection,  267.  ^ 
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VALUATION  of  goodwill,  299. 
"  YALVOLINE  "  oil,  49,  50,  123,  318. 
V  «  VANITY  FAIR "  dgarettee,  58, 164. 
VENDIBLE  ARTICLE,  the  mark  must  be  en  a,  9,  78,  98. 

VENDOR  of  business  and  goodwill  may  recommence  business,  236,  279. 

but  must  not  interfere  unfairly  with  purchaser,  281. 
restrained,  though  no  express  covenant,  283. 
of  goods  falsely  marked,  innocent,  148. 

"  VICTORIA''  lozenges,  50, 166. 

"VIENNA"  bread,  64,  123. 

"  VIOLIN  SCHOOL,  LODER'S,"  264. 

"VULCAN  PARAFFIN  MATCHES,"  126. 

WAGGONS,  name  o^  244. 

«  WAMSUTTA"  goods,  125. 

WAREHOUSEMEN  in  charge  of  goods  falsely  marked,  176. 

WARRANTY  ^ven  by  trade  mark,  3,  5. 

of  painting  by  painter's  name,  179. 

under  the  Merchandise  Marks  Act,  1862,...  180. 

WATCHES,  docks  and,  454,  472. 

"  WEDGWOOD  "  pottery,  32. 

WEIGHT,  false  pretences  as  to,  141. 

relief  refused  to  persons  who  sell  short,  195. 

WEIGHTS  and  measures,  449,  451. 

"WESTERN  OR  MASON'S  HOTEL,  THE,"  242. 

"WESTON'S  WIZARD  OIL,"  33,  58. 

WHARFINGERS,  lien  of,  175. 
costs  of,  215. 

WHAT  is  a  trade  mark  ?  19. 

first  class,  a  name,  25, 

second  class,  a  signature,  34. 

third  class,  a  distinctive  device,  mark,  brand,  heading,  label,  ticket 

or  fancy  word  or  words  not  in  common  use,  35. 
fourth  class,  old  marks,  66. 
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"WHAT  CHEER  HOUSE,  THE,"  242. 

<<  WHEELER  AND  WILSON'S  SEWING  MACHINES,  48,436. 

**  WHITE  CHEMICAL  EXTRACT,"  61. 

"WILDER  AND  CO.'S  STOMACH  BITTERS,"  33. 

«  WILKIE  "  ploughfl,  32. 

<"  WILLIAM  ASH  "  metal  goods,  31. 

«*  WINSLOWS  SOOTHING  SYRUP,"  33. 

"WISTAR'S  BALSAM  OF  WILD  CHERRY,''  51. 

''WOLFE'S  AROMATIC  SCHIEDAM  SCHNAPPS," 33. 

"WONDERFUL  MAGAZINE,  THE,"  261,  428. 

«  WOODS'  HOTEL,"  242. 

WOOLLEN  CLOTHS,  474. 

*"  WORCESTEBSHIRE  SAUCE,"  11,  44,  64^  66. 

WORDS,  in  common  use  or  descripiiYe,  no  trade  mark,  3^  41,  47,  49,  6S. 
not  necessary  to  constitute  false  representation,  141. 
which  will  not  be  registered,  305,  380,  381,  and  see  Addendum. 
in  other  than  Roman  characters  to  be  translated  on  application, 

82,  37a 
And  see  T&adb  Mabk. 

"  WOTHBRSPOON'S  VICTORIA  LOZBNGES^"  166. 

WRIT  of  summons  with  indorsementi  form  of,  416. 

WRONGFUL  USER  of  genuine  trade  marks,  128,  141. 

"  YANKEE  SOAP,"  51,  68. 
"YORKSHIRE  RELISH,"  64. 
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A  Catalogue  of  Modem  Law  Works  (iiiduding  ike 

leading    American,    Indian^    Irtish    and  Scotch)  ; 

together  with  a  complete  Chronological  List  of  aU 

tlie  English,  Irish  and  Scotch  Reports,  Abbreviations 

used  in  reference  to  Law  Reports  and  Text  Books^ 

and   am,   Index  of  Svihjects  (112  pp),  8ro,  cloth 

lettered,  may  he  had  on  application. 

Acts  of  Parliament. — Pv^tic  and  Local  Acts  from  an 

ea/rly  da/te,  mxvu  he  had  of  the  Pvhlishers  of  this 

Catalogne,  who  have  also  on  sale  tiie  largest  collection 

I  of  Frivale   Acts,  relcUing  to  Estates,  Encloswres, 

I  JkaiMoays,  Roads,  Ac.,isc. 

ACTION  AT  LAW.— Foulkes*  Elementary  View  of  the 
I  Proceedings  in  an   Action  in   the   Supreme 

Court,  TATith  a  Chapter  on  Matters  and  Arbi- 
'  trations.  —  (Pounded  on  "Smith's  Action  at  Law.")     By 

W.  D.   L  FOULKES,  E>q.,   Baxrirter-at-Law.      Third  Bdition. 

Demy  12ma    1884.  7«.  6(2. 

"  An  exceUently  plainly  writfcoi  little  work/'— Z/iw  Studtntt'  Jov.r*xaK 

Prentice's    Proceedings  in  an  Action   in  the 

Queen's  Bench,  Common  Pleas,  and  Exche* 

guer  Divisions  of  the  High  Court  of  Justice. 

I  By  SAMUEL  PRENTICE,  Esq.,  one  of  Her  Majesty*!  OonneeL 

Seooud  Edition.    Royal  12mo.    1880.  12«. 

ADMIRALTY.— Roscoe'^s  Admiralty  Practice.— A  Treatise 
on  the  Jurisdiction  and  Practice  of  the  Admiralty  Division  of  the 
High  Court  of  Justice,  and  oh  Appeals  therefrom,  with  a  chapter 
on  the  Admiralty  Jurisdiction  of  the  Inferior  and  the  vice- 
Admiralty  Conrts.  With  an  Appendix  containing  Statutes,  Roles 
as  to  Fees  and  Costs,  Forms,  Precedents  of  Pleamngs  and  BiUs  of 
Costs.  ByE.S.  ROSCOE,  £8q.,Barrister-atLaw.   Second  Edition. 

Revised  and  Enlarged.    Demy  8yo.    1882.  lU  U, 

"A  dear  dlgeiit  of  the  law  and  practice  of  the  Admiralty  Coxuta." 
"  A  conipreneniiive  and  uaeful  manual  of  practtoe."-  SoUdtcn'  Journal, 

ADVOCACY.— Harris'  Hints  on  Advocacy.  Conduct  of 
Cases  Civil  and  Criminal  Classes  of  Witnesses  and  suggestions  for 
Cross-Examining  them,  Ac,  ftc.  By  RICHARD  HARRIS,  Barrister- 
at-Law.     Seventh  Edition.     (Further  Revised.)      Royal   12ma. 

1884.  7«.  6d. 

«'  Full  of  good  sense  and  Just  observation.    A  very  complete  Manual  of  the  Advo- 
cate's art  in  Trial  Ity  J\uj"—8oUeitori'  Journal. 

'*  A  book  at  onoe  entertaining  axid  really  instracttve.   .    .  Deserves  to  be  carefully 
'  read  by  the  young  banistsr  whose  career  Is  yet  before  hbn.  "-^Law  ilagatirxe, 

INO.  38.]  A 


^  «^'  SHPUVieNB  AND  SONy  LAW  PUBUOATIOyS. 

AQRICiiLTURAL  LAWi^-Beaumont's  Xreatise  on  Agri- 
I  cultural  Holdings  and  the  l^arw  of  Distress  as 

regulated  by  thje  Agricultural  Holdings  (Bng- 
lAnd)  Act,  1883,  wKh  Appendix  oontainmg  BdU  Teat  of  the 
Act,  and  PraoedentB  of  »<Hnw —^^AiwuxiB.  By  JOSEPH  BEAU- 
1I0N2V At;,  SoUoifeMH.  BojQpa  12niQ^  1£8&..  10«.6d 

CteiOd's  Treatise  son  tiie  UaEswraint  Praatiae  of 
Agriculturar  T^nafncies.— -ri^ftw^etfion;  ia*  greal  pmk 
twmiiyUm  witlMipeoial  refarMmetoUnwdiiMitf  iii  ^taipioytmant%wi.tt 
Modern  roima  aad  Fiw^deiita.  By.  G.  PBIOK  GOLPNEY;  of 
the  Western  Circuit,  and  W.  BUB&ffiLL  GRIFFITHS,  LL.B, 
ofth«MkUaiidGlix«mt,BMrirten^At«Law.  Demy&vo.  188SL  Itls. 
Orffftttfa:  Agricultural  Holdings  (England)  Act, 
1868*' oontMiung  ft«.Inlrodi»tia»f.ft  SumnMRjr  of  th«.AelirWitk 
Notes  I  the  oomplete  Text  of  the  Act,  with  Forms,  and  .a  spechhen 
of  an  Award  under  the  Act  By  W.  BUSSELL  GRIFFITHS, 
LL.Bi,  of  tii»  Midland .  Gucoit.  UnifoEm  wtth:"  Cooke's-  Agrienl- 
taalTknmdm!*    Demy-avou    1883.  5l 

Spencer's  Arrricultiiral  Holdings  (Kngland)  Act, 
1888,  with  Explanatory  Notes  and  Fbrms;  togethep  wMh  the 
Groond  Game  Act,  18B9.  Forming  a  ShmpUment  to  "Bdxon's 
Law  of  the  Fann."  By  A;UBEBr  J.  SKBNCEB,  B.A^  Esq^ 
Bacrister-attLaw,  and  late  Holder  of  .Inns  of  Gonrt  Stndentship. 
Demy87o..  1888/  611 

**Tho  general  effeo^ol  tlie  MA  «f  1888  is  olBa4raBd\oaaciflelir  stated  in  the  Intro* 

JkHdton,  and  the  annotetion.of  both  Acts  Is  tveiy  weU  done.    Tuirty-nine  forms  m 

■ilm,  and  a  good  index.*'-^IAM^  l%mu.' 

MBITra^TION.^Ru88eirs^TpeatiBejoii  tli«  Powder  and 
Duty  of  an  Arbitrator,  and  tlia  La>^  of  Sub- 
missions and  A^^ards;  with  aB-Appendfirof-Fom^ 
and  of  the  Btstntes  relaAing  to  AcUtntlmi.  By  FBAKCOB 
lOTSBELL,  Bsq>,  M>A,  Banluto-afe^Law»  SSxA'  Bditisn.  By 
the  Author  and  HERBERT  RITBBELL,  Bsq.,  Binistsr^-Law. 
Boyal  8to.     1882.  26*, 

**ns  ceses  are  canfoUy  ooDeeted,  and  ttair  efltot  1*  ciieetly  and  shorltr  glf«n. 

This  edition  ms^jr  be  oommended  tu  thftpfafeasknasoesBiirenensiTe, 

ARTICLEa  CLERKS«^Rubin8tain  and^^ATard's  ArU^led 
Glerks'  Handbook.— Beii^  »  Condse  and  FhMstioal  Guide 
te;a]|  the  Steps  Neeessacy  for  Entering  into  Artieles  of  derkship, 
prntHig  the  BraliminJiry,  Intermediate,  Final,  and.  Honoms  Exami- 
nations, obtaining  AdinWon  and.GBrtifioate to  Pnetise,  ^lifch  Kotof 
of.Gaie^BufflMtiMuastoMbdeof  Rsadmg  and  Books  ta  he  iMii 
dozing  ArtiftKs,  and  an  Appendix.  ^Riird:  Edition.  BfJ-  & 
BX^BINSTEIN  and  a  WAm)^BoIioit8nL.  ISmo.  188L.  ^ 
•^e  artided  clerk  ikoold  be  wl€hoc»it.''-ZrfM»  Tbmm, 
Shearwood.— Vide  "  Examination  Giudtai" 

JUrriCLES  OF  ASSOaATION.— Palmer:— FM«i«*<»iw«yMicfag/ 

AUETS,  ADMtNISTRATrON  OP?— Edttis'  PHnoiples  of 
the  Administration  of  Assets'  in  Payment  or 
Debt&  By  ABTHUB  SHELLY  EDBB^ooDofHer Majei^  ■ 
CooMsL    Demy8Ta    U380.  ^ 

AIIMRALA8IAN  CQilLONIE&— VSTood's  Lawa  of  the  Aiuar 
tralaaian.  Carloniea^as  to  the.  Administration 
and  Diatrlbutlon.  of  the  Elstata  of  Deceased 
Persona;  with  »» Bnliminaiyr  Fart  on  the  Fonndation  wa 
Bonndaries  of  those  Colonies,  and  the  Law  in  force  in  them.  By 
JOHN  DENNIBTOUN  WQGB,.  Eaq^  Bsnirts^aUdiw.  Bonl 
12mo.    188i.  *■ 
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AVERAQE^Hopkins'  Hand-Book  «f  AverHgay  to  ivteA 

]■  added*. ohapter on Azbifentioii.--Foiij«hSditi<»«  By  MANLEY 

HeMPSINS^  Esq.,  Avtiior.  of  <*▲  Iftwul  ol  Mmjh*  Inooranoe," 

fta    Bemydvo.    1884  21«. 

"The  work  is  onlnaitlT  pnMeaX,  and  eshiUta  thftreialto  of  practical  acperience 

in  every  bxnnoh  of  the  subject  with  wbich  itdaals,  and  the  book  may  properly  find 

ita  place  In  the  library  of  erety  lawyer  who  oooopiea  himaetC  wi&  diipB  and 

abipping."— Xaw  Journal: 

Lov(rndes'  La^w  of  General  Averaaa^-Adbh  «ad 
Tomagtu  Fourtii  Bditfttb  Bj  BIOHAJtD  h^maoS,  Authat 
of  "The  Law  of  MMtee  l»Rixaao8^"  Ibo.-  (/b iw^mtUicm.) 

BAlJLOT.—FltzGerald*s  Ballot  Act.— WUi  mi  Iwnoiyuonoir. 
forming  a  Guide  to  the  IVooeduro  at  Parihmenfy  aad  HtmloiiMkl 
Eleotiona.  Second  Bditiom  By  GSBALD  A.  B.  FETZCHSBAXiD, 
UJL,  Esq.,  Banfirto^afe-Lvir*    Iku^gvo.    1876.  69,  6d. 

BANKING.— ^Walker^s  Treatise  on  Baaking-  ILffvr.  By 
J.  D.  WALK£B,.Eflq^Basrirtar;at4Law..  XkenqrSto.   1877.   lift 

BWNKiniPTCr.— Chitty's  Index,  Vol.  n— F53^«^DIgeifh.'* 
Grays  Bankruptcy  Manual.*— The  Bankrapti^  Act,  1888, 
and  the  Bolee,  Ovdara,  FomiB  and  Seales  thereanaewy  with  short 
Notes,  giving  cross-referenoes,  refoEenoes  f6r  oaupazileiu  with  the 
ooResjpMMling  pioTisiens  o£  the  old.  Statutes  and  BuFes,  and  Oases 
inooFporated,  and  Beferenoes  for  all.  the  Kepoited  Beobions,  an 
latrodnetion,  showing  the  Changes  effeoted  by  the  Act,  an  Analyiis 
ef  the  Act,  an  Appendix  o»  ttie  Debtofs'  Acts,  &c^  Tables  of 
Statotes/  Boles  and  Gases,  and  »  Toll  Index.  Seoond  Edition.  By 
GEO.  G.  GRAY,  LLJ>.,  Eaq,,.Bara8teMt-Law^  Svo.  1884.  12«.  6d. 

Hay  nee'  Leetures  on   Bankruptcy;  originally  de- 
Ilyered  before  the  members  of  the  Uveraool  Law  Students*  Associa- 
tion.   By  JOHN  F.  H  AYNES,  IIjJS^  Author  of  the  "  Stndenf  s 
atatotes,"  the  "Stndent's  Leading Casafl,''&o.  Boyal  12moi  1884.  fif 
**  WeU.  worthy  of  the  atudent'e  peruBaI.''~&ltdftinr  Jamnud, 

loe&^a.  Manuaa  at  Bankruptcy  and  Bills  of  Sale 
L«W,  with  onalytlndi  Notw  to  the  Baafcn^tey  Act,  1888,  and 
rslsBeDoe»  to  the  IcwJiitg  Cases  in  Bankniptoy,  mider  the  1849, 
1801-  and  1889  Aets,  sad  the  Biilaof  Sale  Aots^  1864, 1866, 1878, 
aiKiP  1882,  and  Debtors  AoH  186aaad.  1878^  together  with  Bules, 
Orders,  and  Forms,  Forms  of  Deede  of  GomMttion,  Bills  of  Snle, 
and  Rules  of  Interpleader,  kc  By  J.  BDBTONBSON  JOSLyBbq., 
Barnster-at-Law.    Bemy  8to.    1884.  1/.  6$, 

**It  Is  welcome  in  these  days  of  meduedcal  book  mamrfafltBte  aiMOntelallV  eTldence 

of  labour  and  thought,  both  of_whlch  are  tnn  frtixumitll'nisheirort  by  aookS  legal 

wsttena  of  modmi  tlnMa." — Lam 


Rlgg's  Bankruptcy  Act,  tS96f  and>  thic-  Debtors 
Act,  1869>  >^ltli  the  Rulea^aiad  ForiKM*  belong- 
incr  thereto,  and  the  Bllie  of  Sale  Acts,  1876  and 
1882.  Edited  with  a  Commentaiy.  By  JAKBS  MdlCULLEN 
RIGG,  Eki.,  Banrftitev^at'LMr.    BoyaL12iiio.    ISM^  10s.  6d. 

Salaman's  Analytical  Indey  to  the  Bankruptcy 
Act,  1883^By  JOSEPH  SEYIifOim  SALAMAN,  Esq., 
Solisitor,  Aathor  of  '« Banksnptcy  Aet^  1860»  with  Notes/*  "Ltqni 
dation  by  Arrangement,"  &c.  tTniftenB  witbthe  Aot^  168&  Ne^  8f. 

Bo.,  with  Banfcnxptcy  Aclr  (official  copy),  in  linm  leather.  Net,  9i. 

Doby  da..  dflu    intsrieared Jimp  1<wl;hgr.    SH,nt. 

M  ilMiard  Lam  WorU  mrthtpiim  AMfc,  iinfasatff«idflifar6iwdfa« 
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WilliamB'  Law  and  Practice  in  Bankruptcy: 
oompriiing  the  Baakrnptoy  Act,  1883,  the  Debtors  Aete,  1869, 
1878,  uid  the  Bilk  6{  Sale  Acts,  1878  and  1882.  Thiid  Edition. 
BjR.VA(JGHAN  WILLIAMS  and  W.VAUGUAN  WiLLIAMS. 
anirted  by  EDWARD  WM.  HANSELL,  Eaqn.,  Baniiten-at 
Law.    I>emy8va     1884.  12. 8f. 

"  We  mln  nothing  in  the  book  which  ia  necenary  material  for  understanding  the 
new  eystein.*— law  Jcurmd. 

Willis*  Law  and  Practice  in  Bankruptcy  under 

the  Bankruptcy  Act  of  1883,  and  the  Rules 

and  Forms,  with  Notes.    By  £.  COOPER  WILLIS   Eni., 

one  of  Her  Majesty's  Counsel,  aMisted  by  A.  R.  WHITEWAY. 

Esq.,  Bairister-at-Law.     Demy  8vo.     1884.  K  1C«. 

"  The  booK  before  ue  has  a  special  merit  in  the  practical  tone  in  which  it  ia  written. 

The  notea  upon  aect.  44  are  an  excellent  example  of  this  -virtue.    .    .    .    "Rie  index  i« 

up  to  the  standard  of  the  rest  of  the  book.'* — Law  Tiine$. 

"  The  index  appears  full  and  well  arranged,  and  the  notes  giro  a  good  account  of 
the  cases  bearing  go  the  sections  of  the  Act.** — Emw  JoumaL 

*'  The  book  is  extevmely  well  printed,  and  the  index — the  work  of  Mr.  Whitoway— 
is  all  that  oould  be  desired.** — SolMton*  JovrtwI. 

BILLS  OF  LADING.— A  Treatise  on  the  Law  of  Bills  of 
Lading.  By  EUGENE  LEGGETT,  Solicitor  and  Notary 
Pabllc.    Demy  8to.    1880.  12.  la 

BILLS  OF  SALEiT— Fithian's  Bills  of  Sale  Acts,  1878  and 
1882.  With  an  Introduction  and  Explanatory  Notes  showing  tiie 
changes  made  in  the  Law  with  Respect  to  Bills  of  Sale,  together  with 
an  Appendix  of  Precedents,  Rules  of  Court,  Forms,  and  Statutes. 
Second  Edition.  By  EDWARD  WILLIAM  FITHIAN,  Esq., 
Barristerat-Law.    Royal  12mo.    1884.  tti. 

"The  notes  appear  thorouglily  reliable. "—law  Tivtf^  March  32, 1884. 
*'  Mr.  Fithion's  book  will  maintain  a  high  place  among  the  moat  practically  useful 

editions  of  the  Bills  of  Sale  Acta.  1878  and  ISSS."*-  Law  Magatim. 
Joel.— Fide  "Bankruptcy." 

BOOK-KEEPING— Matthew  Hale's  System  of  Book- 
keeping for  Solicitors,  containing  a  list  of  all  books  ne- 
cessary, with  a  comprehensive  description  of  their  objects  and  una 
for  the  purpose  of  Drawing  Bills  of  Costs  and  the  rendering  of  Cash 
Accounts  to  clients;  also  showing  how  to  ascertain  profito  derived 
from  the  business ;  with  an  Appendix.    Demy  8to.    1884.  ^ 

•    "We  think  this  is  bj  far  the  most  sensible,  useful,  practical  little  work  on 

Solidtors*  book-keeping  that  we  have  seen."— law  atvidmiU'  Joumat, 

CARJRIERS.— Browne  on  Carriers.— A  Treatise  on  the  Law  of 
Carriers  of  Goods  and  Passengers  hy  Land  and  Water.  By  J.  H.  B. 
BROWNE,  Esq.,  Bairister-at-Law.    8ya    1873.  18<- 

CHANCERY,  4md  Vid€  "  EQUITY." 

Daniell's  Chancery   Practice.— The  Practice  of  tbs 

Chancery  Division  of  the  Hifh  Court  of.  Justice  and  on  appeal 

therefrom,  being  the  Sixth  Eatkm  of  Darnell's  Chancery  Pkvctice, 

with  idterationB  and   additions,  and  references  to  a  companion 

Volume  of  Forms.  By  L  FIELD,  E.  C.  DUNN,  and  T.  RIBTOK, 

assisted  by  W.  H.  Upjohv,  Barristers-at-Law.    2  tqIb.  in  8  parts. 

Demy8Yo.    1882-84.  62.  St. 

%*  YoL  11,  fnoff  be  had  teparaidy  in  2  parts.    ^Ttee  H  it. 

**  There  la  to  bo  found,  in  CTery  part  of  the  book  we  liave  examined,  eviden^of 

great  care.    ...     It  is  exaethr  what  it  profeaaea  to  be-a  oondse  and  careful 

digest  of  the  praotiae/'~.6oi<e«or7/ouriwiL 

^'  A  complete,  trustworthy,  and  indispensable  guide  to  vvAtV*"^^  ^  ^®  Chanc«s7 
DiTlsion,"-Iai  1V««.  *-  a       «xoUxoy 

"  A  mine  of  informatioa  for  ready  reference   wher*   ,^  v*  vnOmtrnMr  9KJ 
hare  occasion  to  se^k  for  guldanoe."— ^w  Hagatine,        *«^t<^ 
%»  All  ttandard  Law  Worh  •re  hfpt  in  Stocl,  i,^  j^       Jf  saiotKor  biadiirj?*. 
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CHANCERY.-OmliMifd. 

Danieirs  Forms  and  Precedents  of  Proceed- 
ings in  the  Chancery  Division  of  the  High 
Court  of  Justice  and  on  Appeal  therefrom; 
with  DiMoiaticmi  and  Notes.  Being  tha  Thud  Edition  of  ^'DaoiflU** 
ChMncBry  Pormi.'*  By  WILLIAM  HSNBT  UPJOHN,  Sm|^ 
of  Gray's  Inn,  fto.    Demy  8yo.     1879.  2L  2t. 

Haynes'  Chancery  Practice.— The  Practice  of  the  Chan- 
ceiy  Division  of  the  ffigh  Court  of  Jnstioe  and  on  Appeal  therefrom. 
By  JOHN  P.  HAYNES,  LL.D.    DemySva    1879.  Ufit. 

Mackenzie.— Ft(2e  ''Kules  of  the  Supreme  Conrt" 

Morgan's  Chancery  Acts  and  Orders.— "V^th  Notea. 
Sixth  Edition.  Adapted  to  the  new  Practice  by  the  Bight  Hon. 
GEORGE  OSBOBNE  MOBGAN,  one  of  Her  Majesty's  Connsel, 
Her  Mftjesty'fl  Judge  Advocate  General,  and  E.  A.  WUKTZBUBG 
of  Linoohi's  Inn,  £^.,  Baxrister-at-Law.  {In  prmaration, 

Morgan  and  W^urtzburg's  Chancery  Costa— 
Fitie ''Costa." 

N  apier.—  Vide  **  Common  Law." 

Peel's  Chancery  Actions.— A  Concise  Treatise 
on  the  Practice  and  Procedure  in  Chancery 
Actions  under  the  Rules  of  the  Supreme 
Court,  1883.— Third  Edition.  By  SYDNEY  PEEIs  of  the 
Middle  Temple,  Esq.,  Banister-st-Law.  Demy  8vo.  1888.  8&  64, 
"  A  valuable  little  treatiie.  .  .  .  Substantial  altoratlotm  of  the  pcactioe  and  new 
Rules  are  indicated  by  short  footnotea." — Lata  Tims$. 
"A  very  oommendable  aketdh  of  the  modem  praotloe  of  the  Chanoery  Divi- 


sion.   .    .    .    Enriched  with  a  very  full  list  of  oasea  bearing  upon  the  practloe  of 
the  Clhanoery  Division,  giving  referencea  to  all  the  Reports.**— Xaw  Joumaf. 

"  The  book  will  sive  to  the  student  a  good  general  view  of  the  effect  on  chancery 
practice  of  the  JucBcature  Acts  and  Orders."— AMieiton'  JowmaL 

CHANCERY  PALATINE  OP  LANCASTER^Snow  and  Win- 
stanley'8  Chancery  Practice.— The  Statates,  ConsoU- 
dated  and  Qeneral  Orders  and  Bnles  of  Court  relating  to  the  Practloe, 
Pleading  and  Jurisdiction  of  the  Court  of  CiianoeiT,  of  the  County 
Palatine  of  Lancaster.  With  Copious  Notes,  Tiaie  Table  and 
Tables  of  Costs  and  Forms.  By  THOMAS  SNOW,  M.A.,  and 
HEBBEBT  WINSTANLET,  Esqrs.,  Barristers-at-Law.  Boyal 
8yo.     1880.  1{.  lOf. 

CIVIL  LAW.— Bo'vsryer's  Commentaries  on  the  Modern 
Civil  La w.-~Boyal  8yo.    1848.  18t. 

COLLISIONS.— LoT^ndes' Admiral  ty  La^vsr  of  Collisions 
at  Sea.— 8yo.    1867.  7<.  6d. 

Marsden  on  Maritime  Collision.— A  Treatise  on  the 
Law  of  Collisions  at  Sea.  With  an  Appendix  containing  Extracts 
from  the  Merchant  Shipping  Acts,  the  International  Regulations 
(of  1868  and  1880)  for  peventing  Collisions  at  Sea ;  and  local  Bules 
for  the  same  purpose  in  force  in  the  Thames,  the  Mersey,  and  else- 
where. By  BEGINAID  G.  MABSDEN,  Es(}.,  Barrister-at-lAw, 
Demy  8yo.    1880.  12f. 

COLONIAL  LAW.—Clark's  Summary  of  Colonial  Lavv 
and  Practloe  of  Appeals  from  the  Plantations.     8yo.   1884.    11,  4f. 

COMMENTARIES  ON  THE  LAWS  OP  ENGLAND.— Broom  and 
Hadley*s  Commentaries  on  the  Lavsrs  of  Eng- 
land. By  HEBBBRT  BBOOM,  LL.I>.,  and  EDWABD  A. 
HADLEY,  MA.,  Barnsters-at-Law.  4  vols.  8yo.  1869.  {Ptih- 
lishedatZlZs,)  iVet,  U  U 

%*  AUtUindardLawWorllctarellcejainStods,inlaweaifan^ 


•  STBOraWg  iMMm  4B<3Mr  XJWr  JTOBMO^glONS. 

COMHERCIA'LIAW.— ^The  "Frencli  Code  of  Cojaaxa^rce 
and  most  usual  Comxnerclal  La^w^.  ^^h  a 
SFbaoietiMl  anfl  !E^rmetic«l  'Ckmnaenturyy.aiid  a  Compendiain  of  the 
jmdiebQ  .orgKfiizfttion  and  df  the  oowse  of  piocedore  'beforo  the 
Xtfbimtds  «lf  CoimDetoe ;  together  with  the  test  of  the  law ;  the 
Biovt  xeeent  ttaokioMy  and  a  gknaiy  of  Pxendi  jndicial  teanB.  By 
L.  QOIRAND,  liceiiditf  en  droit    Bemy  8to.    1860.  22.  2i. 

XevL— Ftk2e  <<Jnteniatioiial  Law." 
OOMWOlN  LMf^Alleii.~r«<ie  **  FleadJng." 

Arclii'bald*s  Country  Solicitor^  Practice;   a 

Handbedk  of  the  Fnctioe  .in  the  Queen's  Bench  Division  of  the 

High  Court  of  Jttitiee;  ^th  Statutes  and  Forms.    By  W.  F.  A. 

. ABCHIBALB,  Esq., Caififlter-aMiaw,  Author  of  ** Fenns4)f  Sum- 

jnonses  Bsd  Orders,  with  Notea.    Boyal  JL:ima    1881.  1^  5s. 

'SiallVs  Short  Digest  of  the  Common  L»slw;  being 
ttie  Prind^es  of  Torts  and  'Contracts.  )0hiefly  founded  upon  the 
wotIbb  of  Addisqp,Mfll  lUitltrati've  Oans^for  the  use  of  Students. 
By  W.  EDMTTWD  BALL,  TiL.B.,  late  "Holt  Scholar  "  of  Gray's 

Inn,  Barrister-at-Law  and  Midland  Circuit.    DanySvo.    1880.    16s. 
"  Hie  iniBCdplM  of  the  law  axe  Tory  deaxiy  and  condBely  stated."— ^^av  JomtnaL 

0aU.— TiVfe  "Leadmg  OMee"  and  ''Torts.^' 

Btill^n  and  X^eake.—rikfe"  Pleading.^' 

Ohitty's  Arohbold's  Projctlce  of  the  Queen's 
eench  Division  of -thje  High  Court  of  Justice 
in  Civil  Proceedings,  inehiding  Appeals  to  the  Court  of 
Appeal  and  House  of  Xoras.  Fourteenth  Edition.  Revised  and 
adapted  4o. the  .Ntfw.PnMtiiie.  By  THOS.  WILLES  CHITTF,. 
fiaq.,    Basiirtoi  at-Iawr.  {Inthepnm) 

Chitty*s  Forms.r—Ttelr  •*»«««.•" 

Fisher's  Di^^est  of  P^eported  Decisions  in  all  the 
Courts^  with  a  Selection  from  the  Jrish;  and 
references  to  the  Statutes,  Unlee  and  Orders  of  Courts  from  1756 
to  1883.  Compiled  and  arranged  by  JOHN  ASBWS,  assisted  by 
GECIL-MATTRICE  CHAPMAN,  HARRY  HADDEN  WiCKlS 
SPARBAM  .and  ARTHUR  HORATIO  TOX>I>,  Bamsters-at- 
Law.  ^intkepretB,) 

Foulkes.— Fiae  "Action.^' 

Napier's  Concise  Practice  of  the  QueerfsJBench 
and  Chancery  Divisions  and  of  the  Court  of 
Appeal,  based  on  the  Rules  of  the  Supreme  Court*  1883,  with 
an  Appendix  of  Questions  on  the  Practice,  and  intended  for  the  use 
of  Students.  By  T.  BATEMAN  NAPIER,  of  the'inner  Temple, 
Barrister-at-Law.    Demy  Svo.    1884.  lOt. 

Shirley.— Ffcfe  ''Leading  CaMt." 

Smith's  Manual  eft  Common  La'^nr.— ForftwtitioDfiCB 
aivd  Students.  Compriafaxg  the  fundamental  prineiplee  and  the  pdnti 
^moBit  usnitlly  occurnog  in  daily  Hf e  and  practice.  By  JOBIAH  W. 
SMirm,  B.C.L.,  Q.C.    Ninth  Edition.    12mo.    1889.  Hm. 

COWM0N6  AND  1NCLOSURE8.— Chambers'  Digest  of  the 
L,B.w  relating  to  Commons  and  Open  Spaces, 
indnding  PuUio  Paxka  and  Reorasefcion  Qnmnds,  with  YtoAaoB  offioial 
dooomants ;  pfaoedaBis  <A  hy*]aam  and  -ngolatioms.  The  Statutes  in 
full  and  brief  notes  Df  laa&ig  waes.  By  GEORaE  E.  CHAM- 
£EBS,  £sq.,Bacxifter.at-LMr.    Impenal  8ya    1877.  et.  6d. 

/COMPANY  LAW Palmer's  Private    Companies,    thdr 

Formation  and  Advantiiges ;  or,  How  to  Conyert  your  Busmeea 
into  a  Private  Company,  and  the  benefit  of  so  doing.  With  Notea 
on  "Single Ship  Companies.*'  Fifth  Edition.  By  F.  B.  PALHER» 
Esq.,  Barrister-at-Law.    12mo.    1884.  2VeC,2«. 
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COMPANY  LMt-dmtiMM€d, 

.JRalmor.—  Vide  "  Gonv^TUidnfir." 

JPalmer's  Shareholders'  anld  DhwfCtord'  'Legal 

Companion.— A  ManoiJ  of  every^j  Lsir  «m1  Fmctioe  for 

'Pjomoten,  Sluurebidden,  Direeton,  Saoretehes;  Orsdhon  uid  Solict 

'ton   of   Compftniei,  wider  the  Gompaiiies'  Aote,  18(12  to  1880. 

Tourth  Edition.    With  aa  .^^pendix  on  the  Ooavmmaa  of  BnsbeM 

.  t;oiieflni8  ioto  FH^ate  Compuiies.    By  X  B.  PALBOB,  Esq.,  Bar- 

iut«r-At-Law.    .12nM>.      1883.  Aet,2t.6<L 

Tliring.—VitU  **  Jbmt  Stokto.*' 

COMPENSATION— Crlpps'  Treatise  on  the  'Principles 
of  the  Im&w  of  Compensation.    Seooud  Edition.    By 

C.  A.  GRIPPS,  Esq.,  Barrister-at-Lav.    Deny  8vo.    1884.       IOjl 
"  A  «mnplet«  troattoe  on  the  subject  In  vhich  It  profeaaos  to  deal." — Law  Times. 


COfmNQENT'llEMAINDEflS.— An  Bpitome  of  Fearne  on 

Contingent  Remainders  and  Executory  I>e- 

vises.    Attended  for  the  Uee  of  Stodniti.    By  W.  AL  .C.    Port 

8yo.    1878.  6t.  9d. 

"Hhe  atadent  willted  a  {MRual  af  lhia«pttQMe  of  peafr Tidua to  Mm.^  *Mme  Jourmai 

XONTRACTS.~Addison  on  Contraiets^-^Bsing  tf.!Breatifle  on 

the  Law  of  Conttaota.    BigMi  Edition.    By  HOBAOE:  SMITH, 

Eaq.,  Barrister>atrLa;v,1teeotd0r  of  Lineoln,  Author  of  ^'A-XoBatise 

on  the  Law  of  N4«[liceiuie,"  &C.    Boyal  8vo.    1883.  SB^.lOi: 

** To  the  pveeent  editor  mustbe  igiToa.  all, pnSae  which  untiring  industry  aad  In- 

telUgiMit  raaearch  can  command.    He  has  proaented  the  profeasion  with  the  law 

turought  down  to  the  preaent  date  clearly  anafuUy  stated." — Law-Iivui. 

"  Thia  edition  of  Addiaon  wUl  maintain  thiaraiifatatk>n  of  the  work  aa  a  aatlafaetoiy 
guide  to  the  vast  atonahMae  of  deaiaiiaia  on  oontzact  ia.w.'^^SoUeUon'  /oumaL 
}Fry.-**Vide  <^Spedao  Performaaee." 

(L^ake  jon  Contmct8.>-rAn  JElsmentary  Digest  6f  the  Law 
of  Gonlnieta  (being  a  new  edition  of  "The  Elements  of  the  Law  of 
Gontrmetfl").  By  STEPHEN  MARTIN  LEAKE,  Banristerat- 
Law.    Demy  firo.    1878.  12. 18i. 

Pollock's  Principles  of  Contract.— Being  a  Treatise 
on  the  Gr«DflnJ  PrinoipleB  raUtbg  to  the  Validity  of  Agreements 
in  the  Law  of  England.  Thifd  JMiliwi,  txeviaed  and  partly  re- 
written.    By  EBEDEBIOE  POLLOOK,  df  «Lineoln's  Inn,  Baq., 

BanvterNat-Law.    Demy  8yo.    1881.  U  8«. 

The  late  Ijord  Chief  Jnstloe  of  imgianil  lablaJUdSflMntin  MitrtpdUian  SmUmaf 
Ommmmmtt.  Broffdtnandotikn,  said.  "The  Zaw  la  weU  vnt  br  ICr.  Tnrtetiok 
Po^ek  m  tila  very  ahto  and  learaad  woik  em  fkmtm«tm"'-*nt  Mnm. 
-  **  We  have  nothing  but  praiae  for  thia  (third) -edition.    The  material  recent  caaee 
-Ji«T«  taeen  added  and  the.whole  work  baa  been  careful^  reTised."->iS6lt6itoriV(wnMU. 
"A  work  which,  in  our  opinion,  ahows  great  abmty,  a  diacemlng  intellect,  a 
oompeehenaiTe  mind,  and  painstaking  indusu^."-^Xa«0  /aiwiia/. 
''Vorlhe  purpoaea  of  the  audent  there  ia  Bo-hoak^ual  to'lCr.  PoUoBk'a'' 
•••Ha  hM'Saeoeaded  in  intting  a  hook  en  OonfcraoU  whieh  the  worUagJawyer  will  find 
aa:aaefiU  for  reiarenoe  aa  any  of  itapcedeeeaaoni,  and  which  at  the  same  time  will  glTe 
the  student  what  he  will  aeekfor  In  TSin  daewhere,  a  caaaptote-  wlfawaia  of  the  law, — 
Law  MagatkM  and  Bnitw, 

Smith's  1^^/v  of 'Cont]:»ot8.—.SeTenth  Edition.  By 
Y.T*THOMPSON^£sq.,BaRJater«t-Iiaw.  Demy8To.  1878.  1£.  U 

CONVEY  ANCINQ.-I>art.—Ftife  ^  VendowMmd  PmrlwflenT," 

^Harris  anH  Clarkson^s  Conve^yancing  and  LanAr 
of  Property  Act.  1881,  and  the  Vendor  and 
Purchaser  Act,  1874 ;  wmi  Introduction, Notsa and  Codious 
Index.  By  W.  MANNING  HAKBIS,  M.A.,  and  THOMAS 
GIiABKSON,M.A.,BaiTiaten.atLaw.    Demy  8vo.    1882.         9«. 

'\*  AU  tUmdard  Law  Worig  airt  kept  in  Sioek,  t»  Urn  coif  tend  Mtr  Hndin^. 


STEVENS  AKD  SONS*   LAW  PUBUGATIONS. 


CONVEY  ANCINQ. 

Green^wood's  Manual  of  Conveyancing.— AMamial 
of  the  Piactioe  of  GoiiTeyaiioiBgyahowing  the  present  I^vedoe  relating 
to  the  deilT  roatlne  of  Conveyaocmg  in  Soliciton'  Offioee.  To  which 
are  added  Gonciae  Common  Fonna  and  Preoedenta  in  ConTeyancfaix. 
Seventh  Edition.  Indnding  a  8iippl«m«nt  written  with  apeda 
reference  to  the  Acta  of  1882,  and  an  Appendix,  compriabg 
the  Order  under  the  Solidtora*  BemuneratioQ  Act,  1881,  with  Notea 
thereon.  Edited  by  HAHRY  GREENWOOD,  M.A.,  Esq.,  Bar 
xiater-at-Law.    Demy  8vo.    1882.  16t. 

"  We,ahoiild  lUce  to  aee  it  placed  hy  hii  prineipal  in  the  hands  of  erery 
artided  elerk.   One  of  the  moft  naeftil  practical  worki  we  have  wwv  aeea."— 

fmdtrmam'M  Lmw  Students  JoumaL 

"  The  Anthor  hu  .car^ullr  worked  the  proriaions  of  the  Act  into  Ua  text»  calling 
■pedal  attention  to  the  effect  of  ttiose  aectloiLB  which  miUce  absolute  changes  in  the 
law,  M  diattoguished  from  thoae  which  are  merely  optional  for  adoption  or  exduaioD." 

Humphry's  Common    Precedents  in  Convey- 
ancing.   Adapted  to  the  Conveyancing  Acta,  1881-82,  and  the 
Settled  Land  Act,  1882,  &c,  tiMrether  with  tteActa,  an  Introduction, 
and  Practical  Notea.    Second  Edition.    By  HUGH  M.  HUM- 
PHRY,  M.A.,  Eaq.,  Barriater-at-Law.   Demy  8to.  1882.     12«.  6d, 
"The  ooDectlon  of  Precedents  is  sulficiently  oompi'ehenaive  for  ordinary  use,  and  is 
auiyplemciited  l^'  conciso  foot  notes  mainly  composed  of  extracts  frooi  statutes  neoes- 
MUT  to  bo  borne  in  mind  by  the  draftsman."— £aw  Maffogine, 
"A  work  that  wo  think  the  profession  will  appreciate."— Xoit  nmeg. 

Palmer's  Company  Precedents. — For  nae  in  relation 
to  Oompaniea  aabject  to  the  Companiea'  Acta,  1862  to  1883. 
Arranged  aa  foUowa  : — Afreementa,  Memoranda  and  Aztidea  of 
Aaaodation,  BeaolutionB,  JNotioee,  Certifioatea,  Ptoepeotoa,  Deben- 
tures, Polidea,  Private  Companies,  Write,  Petitions,  Judgments  and 
Ordera,  Winding-up,  Beconatruction,  Amalgamation,  Arrange- 
menta,  Spedal  Acta.  With  Oopioua  Notes.  Third  Edition.  By 
ERANCIS  BEAUFORT  PALMER,  of  the  Inner  Temple,  Esq^ 
Bairiaterat-Law.    Royal  8to.    1884.  d2«. 

"  To  those  concerned  in  gettinig^  up  companies,  the  assistance  given  by  Mr.  Fftbnev 
must  be  very  valuable,  beoause  he  does  not  confine  himself  to  oare  precedoits,  but 
hy  inteUkreut  and  learned  commentary  lights  up,  as  it  were,  each  step  that  he  takes. 

.    .    There  is  an  elaborate  index."— law  ffme*. 

"  To  those  who  are  acquainted  with  the  first  edition  we  reoommend  the  second 
edition  as  a  great  improvement."— Zav  J<nimat. 

Prideaux'8  Precedents  in  Conveyancing.— With 
Diaaertotiona  on  ita  Law  and  Practice.  Twelfth  Edition.  Tho- 
roughly revised  and  adapted  to  the  Conveyancing  Acta,  1881, 1882, 
the  Settled  Land  Act,  1882,  the  Married  Women'a  Property  Act, 
1882,  and  the  Bills  of  Sale  Act,  1882.  By  FREDERICK  PRI- 
DEAUX,  late  Pkofeeaor  of  the  Law  of  Real  and  Personal  Property 
to  the  Inna  of  Conrty  and  JOHN  WHITCOMBE,  Eaqra.,  Bams- 
tera-at-Law.    2  vola.    Royal  8vo.    1888.  3L10i, 

**  The  moat  uaefiil  work  out  on  ConTeyaaeing.'*— Xaw  JoumaL 

"  This  work  is  accurate,  oondse,  clear,  and  comprehenslTO  in  scope,  and  we  know 
of  no  treatise  upon  conveyancing  which  ia  so  generally  useful  to  the  practitioner."— 
>  law  THmet. 

**  The  conciseness  and  scientific  precision -of  these  Precedents  of  the  Future  arc  at 
once  vHwting  and  startling.  ....  The  Valuable  Dissertations  <m  the  law  and 
practice,  which  haye  always  formed  a  feature  of  those  volumes,  hare  been  revised 
thorouffhly."— Zaw  MagatiM. 

**  The  student  who,  in  good  time  before  his  examination,  can  peruse  these  most 
valuable  dissertations  and  refer  to  some  of  the  precedents  wHl  have  an  immense 
advantage  OTcr  those  who  have  not  done  bo."— law  StydenW  JottnuU, 

\*  AU  iUmdard  Law  Wvrkt  am  kept  in  Stock,  in  law  edtf  and  other  hindinsit. 
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Turner's  Duttew  of  Solicitor  to  Client  as  to 
Partnership  Ag.reements^  L.eaees,  Settle- 
ments and  NArills.-B7  £DWA£D  F.  TUHN£B».a»Udtor, 
Leetnrer  on  Real  Property  and  ConveyBoeingr,  aikI  one  of  the 
Assiatant  Bzainiien  for  Hmootb  to  the  Inooiporttted  Iaw  Society, 
Aatbor  of  "  The  Dntiea  of  Solicitor  to  Olienft  aa  to  Sake,  Pmchaeee, 
and  Mortgages  of  Land.'*  (PubHshed  by  permifltioB  of  til* Goandl 
oftfaelneorpoiatedLawSoQiely.)    Demy  Sra     1881.  10$.6<L 

GOMVICTION8.^Paley'8  I^w  and  Practice  of  Sun- 
znary  Convictions  under  the  Summary  Juria»» 
diction  Acts,  1848  and  187&;  iaeludiag  Ftooeediagi 
pgeBmfnaiy  and  euliaeqaeDl  ta  ConrietioDfly  and  tlxe  reapooiibiUiv 
of  convicting  Magistrstee  and  their  OAoeny  witk  Fonna*  Siatt 
TSdttioks  By  W.  H.  MAONAMARAy  Biq^«  Barda*er«t.Law. 
Beny  Svo.    1870.  IL  A 

COPYRIGHT -Slater's  Law  relating  to:  Copyright  and 
'  Trade  Marks,  treated  more  particularty  -with 
Reference  to  Infringement ;  foraauig  a  Digealrof  tit* 
man  inporiaat  English  aad  AoMrican  daciaaiia,  together  with  the 
Practioe  of  tlie  En^ieh  Gotuia  and  Fotm  oflnfonnationi.  Notice^ 
Pleadiiigs,  tmd  IvjiiDctioni.  By  JOHN  HBiliiSBT  SL4TBR,  of 
the  Middle  Teuide,  Esq.,  Baniater-at-LMr.   Deoqr  Svo..  lS84i   Idn 

CORONeR^— Jervis  on  the  Office^  and:  OatieS'  oC 
Coroners.— With  Forma  and  Preoedeota*  Eburlh  Edition.  Bf 
-R  V.  ^^T?'TJtTTEnffieR,Tga^yTU»m«ta«.«fc  1  Mm   Boet6va».  16M.  I2l. 

COSTS. — Morgan  and  Wurtzburg's  Treatise^on  the 
La>^  of  Costs  in  the  Chancery  Division  of  the 
High  Court  of  Justice. — ^Being  ti»  Seoood  Edition  of 
Morgan  and  lyavey's  Costa  io  GlmiMery.  With  an  Apiieodiz,  oon- 
tainbig  Foima  and  l^reoedenta  of  Billa  oi  CoalB.  By  the  Bight 
Htm.  GEORGE  OSBORNE  MORGAN,  one  ofr  Her  Majeaty'i 
Conaael,  Her  Majesty's  Judge  Advocate  General,  and  E.  A. 
WURTZBURG,  Esq.,  Barrister  at-Law.  Demy  8vo.  ISKT.  30<. 
Cimnot  fail  to  be  of  use  to  8olicito»  and  tliair  Chanooiy  mansgfng  dextes."— law 


Seott'S' Costs  in  the  High  Court  of  Justice  and 

other  Courts.    Fourth  Edition*    By  JOHN  SCOTT,  of  the 

Ijiaer  Temple,  Ek|.,  Bairfetei^iitrLaw*    Densy  8va.    1880*      IL  6f. 

'*  Hr.  Scotfs  introdoctory  notes  an  veiy  uaeCul,  and  Um  work  in  now  aoompeodlum 

on  the  law  and  practioe  rrgawJIng  oostii,a»weIl  aaa  book  of  preoedacts^"— '£ai»  21sna 

Summerhaya  and  Toogood's  Preeedentw  of 
Bills  of  Costs  in  the  Chancery,  Qaeenfs  Beneir, 
Probstte,  Divorce  and  Admiraity  Divisions  of 
the  High  Court  of  Justlctf ;  in  Contfeyaadng;  tiie  Crown 
Offloe;  Lnnaoy;  Aittoatieiirmideg  tha  Laeda  Claniiea' Consolidation 
Act;  the  Mayor'a  Coort^  LoadeD ;  tb*  Coaoty-  Conxtk;  tie  PriTy 
Ooondl ;  and  <m  FiMrfng  Besidaary  and  Suoeeeskm  AeosvAts  ;  With 
Scales  of  Allowances;  Rules  of  Court' relating  to  Costs  ;  IVMnrof 
Aflid«vit»  of  IneieaBe,  and  of  O^jeetiomi  to  TmEatftm.  Fourth 
Bditfeo.  By  Wk.  FRANK  SUKMERHAYS/^  and 'mORNTON 
TOOGOOD,  SoUetton.    Royal  8vo.    1SS9.  IL  8«. 

"tki  looking  through  thte  book  we  are  stmek  with  tbaninatsiwas^th  which  the 
costs  are  enumerated  under  oaoh  heading;  and  the  *  Table  ct  Content* '  showe  that  no 

subject  matter  has  been  omitted We  have  no  doubt  the  work  will  meet 

wltn  the  same  approval,  and  be  ss  useful  in  the  Bolicdtors  offlco»  as  herotofetu." — 
Law  JounuU. 

Webster's     Parliamentary    Costb.— Rivate    BiHi 

Election  PetitionB,   Appeala,    Hrniae"  of  hnd^f    Fourth'  EdiUbn. 

By  C.  CAVANAGH,  Esq.,  Barristerat-Lainr.   Host  8vo.  1881.  20$. 

%*  All  iUmdard  Law  Workt  are  kepi  in  Stock,  in  law  calf  and  other  hindittgi, 
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COUNTY  COURTS.— Pitt-Lewis'  County  Court  Prac- 
tice.—A  OomplAto  PnotiM  of  the  ConntjOovrti^  facMfag  Admi- 
t9itj  and  Banlmrotc^,  embodying  the  Aoto,  BxHm,  Fomis  And  Cotte, 
witn  Additional  Forms  and  a  Foil  Index.  Second  Edition.  By  G. 
PITT-LEWIS,  of  the  Middle  Temple  and  Western  Cinmit^  £w|.. 
Banftrter-at-Law,  aometinie  Holder  of  the  Stndantahip  of  the  Foot 
Inns  of  Coort,  aariited  by  H.  A.  Di  Coltab,  Eaq.,  Baiifater-at- 
Lnw.    In  2  peirts.    Demy  8yo.    1883.  22L  10*. 

*«*  Part  /.,  with  TaUt  of  Omcs,  Index,  «£c.,  toid  wepartOdif,  price  SOi. 
•r  Thu  EdiHon  deaU  fuUy  with  tks  Employer^  LiabiUfy  Act,  and  U  the 
mUf  OmmIjt  Court  Praetiee  vhieh  ecniaim  'the  CScmnty  Cmtrie  {Cotte  and 
BaHarke)  Act,  1882,  the  impmiant  legtAiOUn  [ae  to  Married  Womm'e  Pro 
forty  BiOs  of  Sale,  Jt^ferior  Courts*  JndgmenU,  dx,)  of  the  Settion  of  1882, 
mad  aim  the  County  Court  Rudee  of  March,  1888. 

"  It  is  vsry  slMrlj  writtan^aad  is  always  pzaetisaL  The  Indaz  is  Ttxy 
•labonta,  and  there  is  an  ezeellent  tabular  Index  to  the  County  Court 
Aofes  and  Bvlos."— Ayliedonr  JimmaL 

^'Obo  of  the  bast  books  of  praotioo  whieh  is  to  bo  fiBvad  in  ev  legal 
niorfttwo."— Xmp  Tmm, 

**  Wo  have  nuroly  iMt  with  a  work  dispUying  moro  honost  indvstry 
•»  the  part  of  the  author  than  the  ono  bofbro  ns."— Xow  JowmaL 

'*]fr.  Pitt-lewis  has,  in  £Mt,  aimed—and  wo  are  glad  to  say  saoeoos- 
idly— at  proTiding  fat  the  County  Covrts'  praetitioaor  what '  Chitty's 
Axohbold'  and  '  BaaioU's  Chancery  Praetiee'  have  long  been  to  praeti- 
tlanen  ia  the  High  Covrt"— Xato  Moffotine, 
"  Tho  oonploto  County  Conrt  Praetiee."— Ctty  Pma 

CRIMINAL  LAW^Arehbold'8  Pleading  and  Evidence 
in  Criminal  Cases.— With  the  Statntes,  Preoedenta  of 
IndiotmentB,  Ac.,  and  the  Evidenoe  necioenary  to  soppoit  them. 
Nineteenth  Edition.  Br  WILLIAM  BBUOE,  Esq.,  BaniBter^t- 
Law,  and  Sttpendiaiy  MagistTate  for  the  BoroDgh  of  Leeds.  Demy 
8yo.    1878.  U  11«.  64. 

Roseoe's  Digest  of  the  La^vsr  of  Evidence  in 
Criminal  Cases.— Tenth  Edition.  By  HOBAGB  SMITH. 
Esq.yBaixister-at-Law.    Boyall2mo.  {Inthepren.) 

Russell's  Treatise  on  Crimes  and  Misdemea- 
nors.—Fifth  Edition.    By  SAMUEL  PSENTICE^  Biq.,  one  of 
Her  Majesty's  CoonaeL    StoIs.    Boyal8m      1877.      N.  16s.  M. 
**Wlii^  better  plgee tj>f  Crimiaal  Iaw  ooald  ^'^^JJJ'bly  hope  for  tbau  *Bniteil  ou 


CMsimT  '  '*-H8lft-  Jamm  FUehmet  Otp^m't  4w9e%  on 

"We  iMamaMd  at  the  piitteiMMpliitfwtry  and  ddllwUoh  axe  exhibited  in  UieooUM- 
nee  aad  aRaatoMBt  of  all  this  SUM  of  leaniag."— Ibt  flMi. 

Shirley's  Sketch  of  the  Criminal  Law.— By  W. 

SHIBLET  SHIBLEY,  M.A.,  Esq.,  Baixister-at-Law,  Anther  of 

«  Leading  Cases  made  Easy,"  aasistMl  by  a  M.  ATKINSON,  MJL, 

B.C JL,  Esa.,  Banister-at-Law.    Demy8vo.    1880.  7«.6d. 

.*'  As  a  ptimaiy  intnduotton  to  Criminal  Law,  it  wlU  be  fovnd  very  aooeptalil^to 

Skidenta.^'— low  BtmienU  JmnnMd 

DECISIONS  OF  SIR  QEORCE  J ESSEL.-Peter's  Analysis  and 
Digest  of  the  Decisions  of  Sir  George  Jessel 
late  Master  of  the  EoUa ;  with  Full  Notes,  Beferenoea  and  Com! 
ments,  and   oopioas   Index.     By  AP8LET   PETBE   PETER' 

Solicitor,  Law  Society  Prizeman.    Demy  8va    1888.  161r 

*'  The  effect  of  the  Tarioua  deciaions  \b,  for  the  moat  parfc^  f ab-ly  and  aocunttely* 
•tated,  and  in  many  caaee  the  analysis  is  searching  and  complete.  .  .  .  The  authwiB 
notes  and  referenoes  to  the  various  decisions  are  good."— JUtw  ruses. 

DECREES^Seton.-  Vidt "  Eiimty." 

V  Mf^UmdmrdLamWmlciainhtttimBtodcym 
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DIARY.— Lawyer's  Companion  (The),  Diary,  and  L»a>^ 
Directory  for  1884.— -For  tha  om  of  the  Legal  l^ratmAm 
FaUlo  OompaiUM,  Justices,  Merohenta,  Estate  Afents,  Anotksieenr, 
fto.,  fto.  Bdited  by  JOHN  TH01CP80N,  ol  tiie  Inner  Temple, 
Esq.,  BaRiBter*at-Law;  and  contafaiB  TaUea  of  Costs  in  OonTSj- 
andiu^,  fto.;  Monthly  Diaiy  of  Oonnty,  Local  Gk>Tanunen^  and 
Parish  Bosbess;  Oaths  in  Sapreme  Oomrt;  Snnunaiy  of  Legis- 
lation ol  1888 ;  AhdiabetiGal  Index  to  the  F^aotioal  Staftotes;  a 
OoploQs  Table  of  Stamp  Duties;  L^  Time,  Intenst^  Disooon^ 
Inoome,  Wages  and  other  Tables;  Probate,  Legaor  and  Sncoesrfoa 
Doties  I  and  a  farietj  of  matters  of  praotioal  ntiuty.  Pububhid 
AnroiLLLT.    Thirty-dghth  Issue.  {Now  rmdif.) 

Contains  the  most  complete  list  pabUshed  of  the  Bni^ish  Bar,  and 
London  uid  Coontry  Solldton,  with  d*te  of  admiSBlon  and  Mpointments, 
and  is  issned  in  the  following  forms,  octavo  sise^  stron^y  boona  m  cloth  x-* 

t.    d, 

1.  Two  days  on  s  page,  plain 6    0 

2,  The  aboYo,  nmoLLiAViD  f or  Attivdavom  ..70 
8.  Two  days  on  a  page,  mled,  with  or  without  money  oolimms      6    6 

4.  Tlie  above^  nmBLiATSD  for  AmvDAVOM .  .80 

5.  Whole  page  for  each  day,  plain 7    6 

6.  The  abore,  miBLiATSD  for  AmirDAjraB  ..96 

7.  Whole  page  for  each  day,  ruled,  with  or  without  money  cola.      8    6 

8.  Hie  aboTs^  omLiATSD  for  Attevdavoes  •    10    6 

9.  Three  days  on  a  page,  mled  Une  Hnes,  withont  money  ools.      5    0 

Tkt  Dimry  coatoww  mtmortrndft  of  Legal  Bugmm  tktvugkotU  the  Ttar, 

"  An  exoeUent  work."— Ilht  TImm. 

"  A  poblketlon  wbloh  bee  lone  ago  leenrMl  to  itielf  tlie  fKfoar  of  Um  proAaeion,  and 


«lil«h,  as  haratoflDn,  Jsstttaa  br Ita  oontanu  tho  titla  aaaoned  l»7  It*— leaf  /ouniaZ. 
"Oimtaina  all  Um  iBiarmattim  wfakh  ooold  be  looked  for  ia  aiMk  a  wio(!k,«ndgivos  It 


InainoeteQnTealeiitiinBaBdfeqr  eoatpletalj.  Wo  nay  nahiwliithigty  nwomimmd  the 
work  to  our  readen."— ABtietton'  JoumaL 

**  The  ^Lawyai'iCtaBpaiilon  and  Diary*  is  a  book  tbat  onght  to  be  ia  the  poewieiOB  of 
Ofery  knryar,  and  of  efeiy  man  ofboaJneie.** 

*'The*iaw7«i^CaBqpMikn'  ia»  indeed,  wtaal  It  ia  eaOed,  te  it  sesAiasi  eferythisff 
reooiied  iir  reteenoe  la  the  lawyec^s  oOoe.*— Ioip  TImm. 

"  It  ia  a  book  without  which  no  lawyer's  Ubnuy  or  ofioe  oen  be  oompiete."— Mi* 
4flwfVaMi. 

QICTIONARY^— The    Pocket    La^vsr    Lexicon.— ExpUinuw 

Technical  Woids,  Phrases  and  MaTims  of  the  EngUah,  Scotch  and 

Boman  Law,  to  which  is  added  a  complete  List  of  Law  Bepcrto 

with  theb  Abbreviatlona.    Second  Edition,  Bevised  and  Enliuged. 

By  HENBY  G.  BAWSON,  B. A,  of  the  Inner  Templ^e,  Esq^  Bar- 

rister-At-Lnw.    Pcap.  Sva     1884.  6&  fid, 

'*  A  wwMleKfal  little  legal  Diotloiiary.''— /iMicniiai»^«  Lmu  StudamT  JomrmL 
**  A  Tvy  handyi  oomploto,  and  uaefol  little  work."—- Amtntay  iUvkw, 

"Wharton's  La^vsr  Lexicon.— Fonning  an  Epitome  of  the 
Law  of  England,  and  containing  fnll  explanations  of  the  Tsefanical 
Terms  and  Phrases  thereof,  botii  Andent  and  Modem ;  iiw<l««iii>g 
the  Tarions  L^gil  Tenns  nsed  in  Commerolal  Business.  Together 
with  ft  Translation  of  the  Latin  Law  Maxims  and  selected  Titles  from 
the  Ciyil,  Sootdi  and  Indian  Law.  Seyenth  Edition.  By  J.  M. 
LELY,  Esq., Barrister-at-Law,  Editor  of  "Chitty's  Statntss,"  ko. 
Soper^royal  8yo.    1888.  U  18«. 
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On  atanost  eveiy  point  both  etudent  and  practitioner  can  gather  infonnatlon  from 
this  inTahiable  book,  which  ought  to  he  in  eTsry  lawyoi'a  oiBoe.**— <?iAi9ii'«  Lam  MoUi. 
"  Aa  it  now  etanda  the  Lezloon  contains  all  it  noed  contain,  axid  to  those  whoTalue 
auch  a  work  it  la  made  more  Taluable  still."— Xai9  Tumes, 

*«*ilff  ikmdiord  Lmw  Woirki  ar$  ktpt  in  Stock,  in  law  ooSf  «"<<  ^i^^hm  bindinffa. 
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MQESTS^Bedford.— Ftdf  *<  BzamiiiAM<m  GnidM.'* 

Chittys  Index  to  all  the  Reported  Casedr  decided 
in  tbe  BUfwl  Gooia  of  Bqnity  in  EnglaiDdi  tlie  "Priry  Octoatal,  and 
the  HooM  of  iMsidM,  tHIh  &  Beleotimi  of  ItUlit  Cades,  on  or  relating 
to  tiie*  PrtUc^ei^  Pleadiiig,  and  Pmctiee  of  Bqnity  and'  Bankniptcj  ; 
fram  tlie  eariiert  period.  The  Foaith  EdStioiv  whoUy^  revised,. 
r^a0rified  and  faronglit  down  to  the  dafte  of  pnfaibaiion  by 
WILLIAM  FRANK  JONBS,  B.O.L.,  M.A.,  and  HENBY 
BDWARD  HIBST,  B.C.Ii.«  M.A^  both  of  Linoohi'e  Inn,  Esqn., 
Benfaten-at-Law.    Volume  I.    Boy.  8^0.    1888.  1^  Us.  M, 

%•  Thit  Tolume  eaatidiir  tlM  Titles' '<  Abaadonmeat"  t^**  Bank- 
rvtiioy:*  The  Title  Bankruptey  ii*dOoiB|ilee«  Dif  eat  ef  mil  caaea,. 
iaohiung  the  BaeiaiiMia  at  Comaoa  1*aw. 

Vblaiaa  H  ii  ia  the  presa,  aad  will  be  iaaaed  shortly.' 
Fisher's  Digest  of  Reported  l!!)ecisions  in  all  the 
Courts,  Vvith  a  Selection  from  the  Irish;  and 
references  to  the  Statutes,  Rules  and  Orders  of  Courts  from  1756 
to  1883.  Compiled  and  arranged  by  JOHN  MSSWS,  assisted  by 
CECIL  :kLAi;BIC£  CHAPHAN,  HABRY  HADDBN  WICSES 
SPAEHAM,  and  ARTJSCJB  HORATIO  TODD,  Barristers-at- 
Law.  {In  thepreu.) 

Mews*  Digest  of  the  ;f^eported  Decisions  for 
the  year  1883*  By  JOHN  MEWS,  Esq.,  Banister«afe-Law. 
Boyal  8vo,    1884.  16». 

Notanda  Digest  in  X«aw^>  Bouity,  Bankruptcy^ 
Admiralty,  Divorce,  and  Probate  Cases. — ^By 
H.  fTDDOR  BODDAM,  of  the  Inner  Temple,  and  HABBY 
GREENWOOD  and  £.  W.  D.  MANSON,  of  IJaoohi'B  Idb,  Bsqzs., 
Banl8ter8>«t-Law. 

Third  Series,  1878  to  1976  inelusiTe,  hitf^bomd.  Net,  U  lla^dA 

Ditto,  Fottrth  Series^  for  the  yearrl677, 1W8;  1879, 18«!),  1881;  1888J 
and  1883,  with  Index.-  Sdek,  nH,  IL  Is. 

Ditto,  ditto,  for  1884.  By  TSL  W.  t>.  MANSON  aad  PIU>C£:T£R 
T.  FtHBiMAN,  Bs<|i«.,  BaufstertPat^Ls^.  ¥UM^  Qi&fff  tUdf  Twa 
Indexes,  or  Adheeire  Copy  for  iflSertfon  in*  Text-Books  ^riOnut 
Index).    Annual  Subsoiription,  payable  in  advanoe.  I^  9ilM 

*«*  The  numbers  are  issued  eyerv  alternate  month.  Each 
ntimbev  co&taiAB  a  concise  analysis  of  erets  cftae  reported  in  the 
Jmw  Reports^  Laim  lourruUf  WeAly  Reporter,  La%o  Timei,  and  the 
Irish  Law  Itiep<frts,  up  to  and  including  the  cased  cotftftitted  in  the 
parts  for  the  current  month,  #ith  reference  to  Text-books,  Statutes, 
and  the  Law  Reports  Consolidated  Digest,  and  aii  AtPBAEKCKULL 
lypKX  of  the  subjects  contained  in  saoh  mrlraKB. 
DISCOVtRY.— Hare's  Treatise   on   the   Disitftfvei^  of 

Evidence.— Second  Edition.     By  SHERLOOfil  HAl^,  Bar- 
rister^M-Lwip.    PM«8m    1877.  12t. 

Sichel  and  G^tanoe^s^  Discovery.— The  Law  relating  to 
Interrogatories,  Prodtietion;  Inspeotion  of  Documents,  aad  Dis- 
covery, as  i^U  in  th»  Superior  as  in  the  I&^srior  Oovrts^  together 
with  a»  Appen^x  of  the  Aets,  Forms  and  Orders.  By  WALTER  S. 
SICHEL,  M.A.J  and  WILLIAM  CHANCE^  MA.,  Es^s.,  Bar- 
t/k/bbrtf^t'JjMh    Benyata    1888.  12s» 

"Tlio  Tvork  win,  we  think,  be  Tory  useful  in  jSMtice,  and  ma^  beoonfidently 
recommended  for  use  in  judges'  chamben."— Zato  Tinia. 

"  It  will  be  of  mnch  ubc  to  prflcf ftfotocrt  to  be  able  to  find,  as  we  dv  111  tti«*«rark 
bcH'ore  tus,  an 'intelligent  aecbtint  of  the  whole  set  of  decisions."— ^otietfoni*  ^nermtL 
''It  is  evident  that  iliis  worK  is  the  result  of  much  careful  and  pstesfaldn^ 
research,  and  wo  can  confidently  recommend  it  as  a  careful  and  oenvMieiiir  etMtt- 
pendium,  and  psrtictikurly  as  likely  to  be  of  material  aaslstanco  to  thoas  who  arv 
much  engaged  in  judges'  chambers  or  In  the  county  courts." — Law  Mapatint. 
*«*  AU  standard  Law  Works  art  kept  i»  Stock,  in  tawcaXfand  other  bindings 
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•DIVORCE,— BroTArne's  Treatise  on  the  Principles 
and  Practice  of  the  Court  for  Divorce  and 
Matrimonial  Causes:— With  the  Statutes.  Rnlee.  Feee 
and  Fomw  relathig  thereto.  Fourth  Edition.  By  GEORGB 
BROWNE,  Esq.,  Barriater-at-Law.    Demy  8vo.    1880.  12.  ii. 

"  The  book  U  a  clear,  pnctical,  and,  bo  far  aa  we  have  been  able  to  teat  it,  accurate 

•eoiKMitlon  of  diToree  law  and  procedure.  "—A>iMtton^  /oumuU. 

OOMICIL.— Dicey  on  the  Law  of  Domicil  as  a  branch 
of  the  La^AT  of  England,  stated  in  the  form  of 
Rules.— ByA.  V.DICfiT,B.C.L.,Bwii8ter«t-Law.  Author  of 
**  Roles  for  the  Seleotionof  Partiea  to  aaAction.;'  Demydm  1879. 18«. 

EASEMENTS.— Goddard's  Treatise    oii  the   Law    of 

Basements.— By  JOHN  LETBOURN  GODDARD,  Em., 

B«rrifter-at-Law.    Second  Edition.    Demy  8to.    1877.  lot. 

"The  book  !■  faxraluable :  where  the  caaee  are  rfleat  the  anther  baa  taken  palm  to 

aeeertain  what  the  law  would  be  if  brought  into  qaeattan.*~Xaiv  JotanuU. 

"Nowliere  baa  the  ■object  been  treated  lo  ezhanatiTelj,  and,  we  may  add,  eo  eeiaDtlfi- 
eallj,  aa  bj  Hr.  Goddant  We  recommend  it  to  the  meet  earefol  atadyof  the  law  atndent, 
aa  weU  aa  to  the  library  of  the  practitioner."— £«e  TInm, 

ECCLESIASTICAL  LAW.— Dodd's  Burial  and  other 
Church  Fees  and  the  Burial  Act,  1880 :— With 
Note&  By  J.  T.  DODD,  M.A.,  Banister-at-Law.  Royal  12mo. 
1881.  ii. 

Phillimore's  (Sir  R.)  Ecclesiastical  La^Ar.  —  The 
Eodefliartical  Law  of  the  Church  of  Knglaitd.  With  Supplement, 
containing  the  Statutes  sad  Dedsjons  to  end  of  1875.  By  the 
Right  Hon.  Snt  ROBERT  PTTTTiTiTMORE,  D.O.L.  2  toIs.  8yo. 
1878-76.  82.  7i.  M. 

ELECTIONS — Carter's  Corrupt  and  Illegal  Practices 
Prevention  Act,  1888,  with  Notes  and  an  Index.  Edited 
by  JOHN  GORRIE  CARTER,  Esq.,  Recorder  of  Stamford.  Form- 
ing a  Supplement  to  "  Rogers  on  ElectionB."  Royal  12mo.  1883.    5t. 

**'  Kr.  Cbrter'a  notes  are  ex]^cit»  and  senre  the  useful  puxpose  of  dearly  indicating 
all  alterations  in  the  Iaw,"^I%e  Law  Times. 

FitzGerald.— Ftcfe  •*  Ballot." 

Rogers  on  Elections,  Registration,  and  Election 
Agency. — Thirteenth  Edition,  including  PinnovB  and  Muni* 
dpal  Electiona  and  Registration.  With  an  Append  of  Statutes 
and  Forma.  By  JOHN  CORRIE  CARTER,  £^.,  Baniater-at- 
Law.  Royal  12mo.  1880.  {For  SupplanaU,  vide  Carter,  anpra.)  12. 12t, 

'*  Petition  has  been  added,  setting  forth  the  procedure  and  the  dedalenB  on  that 
'Snbject;  and  the  atatutea  passed  since  the  Isst  edition  are  explained."— ITIs  nm«f. 

"  A  book  of  long  standing  and  for  information  on  the  common  law  of  elections,  of 
which  it  contains  a  mine  of  extracts  fnnn  and  relisrenoea  to  the  older  autboritiea 
will  always  be  resorted  ta"— Xaw  JotanuU 

ELECTRIC  LICHTINC.-Cunynghame's  Treatise  on  the 
Lavsr  of  Electric  Lighting,  with  the  Acta  of  Par- 
liament, and  Rules  and  Orders  of  the  Board  of  Trade,  a  Model 
Provisional  Order,  and  a  set  of  Forms,  to  which  is  added  a  Descrip- 
tion of  the  Principal  Apparatus  used  in  Electric  Lighting,  with 
Hlustrations.  By  HENRY  CUNYNGHAME,  Banister-at-Law. 
Royal  8va    1888.  12«.  6d 

EMPLOYERS'  LIABILITY  ACT.^Macdonell.-FKfo<' Master  and 

Servant'* 
Smith.— Fiefo  "  Negli^jence." 

\^  MMkuMUirdLcnoWork9air€J^inStoek,inUMeciVfu^ 
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EQUITY,  mid  Vidt  CHANCERY. 

Chitty's  Index.-  Vide  "  Dlgesta." 

Seton's    Forms    ot   Decreas.    Judgments,  and 

Orders  in  the  High  Court  ox  Justice  and  Courts 

of  Appeal,  hftTtng  especial  reference  to  the  ChaiMery  DiTidoii, 

with  Prmotloal  Notes.    Fourth  Editioii.    Bj  B.  H.  LEACH,  Em., 

Senior  Begietrar  of  the  Chancery  Diyidon  ;  P.  6.  A.  UTLLIAMS, 

of  the  Inner  Temple,  Beg.;  and  the  bte  H.  W.  MAT,  BtM}. ;  mic- 

oeeded  bj  J  AMES  RASTWICK,  of  lincdbi'a  Inn,  Esq.,  Baoisteca- 

at-Law.    S  yds.  in  8  parts.    Boyal  8to.    1877—79.  4L  lOi; 

*»*  Vol.  n.,  Parte  1  and  2,  separately,  price  each  U  lOt. 

"TheSdlton  of  this  new  edition  of  Setondesexre  much  praise  for  nhat  ia  almost^  if 

not  abaohxtely,  an  Innoratlon  in  law  books.  In  trcatiiigof  anydirlslon  of  thelrs«tMeet 

they  bSTO  put  praninentlr  forward  the  result  of  the  latest  dertsiona,  aettUng  the  law 

■o  far  aa  it  la  aseertained,  thua  avoidlnff  much  useless  referenoe  to  older  cases.    .    . 

There  can  be  no  doubt  that  In  a  book  of  practioe  like  Seton,  it  is  much  more  Important 

to  be  able  to  see  at  onoe  what  the  law  la  than  to  know  how  it  has  become  what  it  ia ; 

and  the  Editw*  have  evidently  taken  gi'eat  pains  to  carry  out  this  principle  in  pre- 

sentlng  the  law  on  eadi  division  of  their  labours  to  their  raaders."— TIks  fimai. 

"  Of  aU  the  editions  of 'Beton' this  is  the  best.  .  .  .  We  can  haidly  speak  too 
highly  of  the  industry  and  inteUigenoe  which  have  been  bestowed  on  tiie  preparation 
ofthe  notes."— «»2teiter«'  JtmnuU. 

"  Now  the  book  ia  before  us  complete ;  and  we  advisedly  asy  eotmplMe,  because  tt 
has  aoaroely  ever  been  our  fortune  to  see  a  more  compiae  law  book  than  thia.  Sxten- 
slve  in  aphere,  and  eshaustive  in  treatise,  comprehensive  in  matter,  yet  apposite  in 
details,  it  preaenta  all  the  featurea  of  an  excellent  work  .  .  .  The  index,  extend- 
ing over  S7S  pages,  ia  a  model  of  oomprehensivenees  and  accuracy." — Lmo  JotmtaL 

Smith's  Manual  of  Equity  Jurisprudence.— 
A  Manna]  of  Eqmty  JntiBprudenoe  for  Practitioners  and  Students, 
founded  on  the  Works  of  Story,  Spenoe,  and  other  writen,  and  on 
more  thaft  a  thousand  subsequent  oases,  comprising  the  Fundamental 
Principles  and  the  points  of  Equity  usoally  occnrring  in  General 
Practice.  By  JOSlAH  W.  SMITH,  B-CL.,  0.0.  Thirteenth 
Edition.    12mo.     1880.  12il  (M. 

"There  is  no  disguising  the  truth;  the  proper  mode  to  use  this  book  is  to  lesm  its  pages 
by  heart.      Isw  lAiifwsAM  «hmI  ttniutt, 

"  It  will  be  foond  as  useful  to  the  praotitioner  as  to  the  stodent.'—SoIieitortVoMnial. 

Smith's  Practical  Exposition  of  the  Principles 
of  Equity,  illustrated  by  the  Leading  Decisions  thereon.  For 
the  use  of  Students  and  Praotitioners.  By  H.  ARTHUB  SBOTH, 
M.A,  LL.B,  Esq.,  Bairister-st-Law.    Demy  Svo.    1882.  20s. 

"  The  book  seems  to  us  to  be  one  of  great  value  to  students."— fioHciten'  JennwU. 
"  This  is  a  most  remarkable  book,  containing  in  a  reasonable  space  more  infor- 
mation, and  that  better  arranged  and  conveyed,  than  almost  any  other  law  book 
of  recent  times  which  has  come  under  our  notice.  "—Arfttrcbv  Rarietn, 

ESTOPPEL— Everest  and  Strode's  Law  of  Estoppel.— 
By  LANCELOT  FEILDING  EVEKBST,  M.A.,  LLM  ,  and 
EDMUND  STBODE,  M.A.,  Esqra.,  Barristers-at  law.  Demy 
8yo.     1884.  18s. 

EXAMINATION  QU IDES.— Bedford's  Guide  to  the  Pre- 
liminary  Examination  for  Solicitors.— Fourth 
Bdition.    12mo.     1874.  ifd;  8s. 

Bedford's  Digest  of  the  Preliminary  Examina- 
tion Questions  in  Latin  Grammar,  Arith- 
metic, French  Grannmar,  History  and  Geo- 
graphy, with  the  Answers.  Second  Edition.  DemySvo.  1882.  18s. 

Bedford's  Preilnainary  Guide  to  Latin  Gram- 
mar.—ISmo.    1872.  Asl,  8«. 

Bedford's  Final  Examination  Guide  to  Bank- 
ruptcy.— ^Four^^  Edition.  (In  preparation.) 
\*  M  9UmdMd Imw  Wwhioirthepiiin  8k)ektinU»Be^ 
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EXAMINATION  qyiDES.      .    _    _  ^     ^,.      ^  „^,^, 

Badford'8  Studant's  Guide  to  the  Ninth  Edition 

of  Stephen's  New  Commentaries  on  the  L»Byvs 

of  England.— Third  EditioEU    DcmySyo.    1884.         7i.  6d. 

Bedlord's  Final  Examination  Digest:  ooiitft2iiiiii[ a 
"Digo^  of  tiie  Final  Examination  Qaettkma  in  maiten  of  Law  add 
Prooednre  determined  by  the  Chanoeify,  Qneeu'e  Bench,  Comicon 
Fleae,  and  Exchequer  Divisions  of  the  High  Gonrt  of  Jnstioe,  and 
on  the  Law  of  Real  and  Personal  Property  and  the  Practice  of 
Conveyancing,  with  the  Answers.    8vo.    1879.  18*> 

M  wfl]  forniah  stodunts  with  a  Urge  armonry  of  wespons  with  which  to  meet  the 
■ttmeirs  of  the  ezamlnen  of  the  Inooinponted  Lew  8oelKy.'*'-X«w  Tkmm. 

Haynes*  Lectures  on  Bankruptcy;  originally  de- 
livered before  the  members  of  the  Liverpool  Law  Students*  Asso- 
ciation. By  JOHN  F.  HATNES,  LL.D.,  Author  of  the  "Student'e 
Leading  Cases,"  kc    Royal  12mo.    1884.  5f. 

Haynes  and  Nelham's  Honours  Examination 
Digest,  comprising  all  the  Questions  in  Conveyancing,  Equity, 
Common  Law,  Bai^ruptoy,  Probate,  Divorce,  AdminJty,  and 
Eoclesiastical  Law  and  Practice  asked  at  the  Solicitors*  Honours 
Examinations  since  their  establishment  to  the  prerant  time,  with 
Answers  thereta  By  JOHN  F.  HAYNES,  LL.D.,  Author  of 
** Chancery  Practice,'*  "The  Students'  Leading  Cases,'*  &c.,  and 
THOMAS  A.  NELH AM,  Solicitor  (Honours).  Demy  8yo.  1888. 16«. 

*'  Students  going  In  for  honoun  will  find  this  one  to  their  advaotage."~  Law  Time$. 

**  Answen  are  appended  which,  judging  from  an  examination  of  several  of  them, 
appear  to  be  careful  and  accurate."— ^7»«flor«'  Jowmal, 

Shearwood's  Law  Student's  Annual  (Second  Tear). 
— Containing  the  Questions  with  short  Answers  to  the  Solicitor's  and 
Bar  Examinations,  1882 — 1883,  with  Bemarks  and  Comments 
thereon.  A  list  of  Books  suggested  for  Students,  Cases  and  im- 
portsnt  Statutes  for  the  year,  Extracts  from  Law  Students'  Debating 
Societies,  and  the  Prize  Essay  and  Prize  Answers  to  the  Questions 
set  last  year.    Edited  by  JOSEPH  A  SHEARWOOD,  Esq.,  Bar- 

riater-at-Law.    Demy  8vo.    1884.  5f. 

*'  This  is  a  book  of  a  thorough  character.  .  .  .  Much  care  and  labour  have 
evidently  been  expended  on  the  book,  which  will  be  found  of  groat  advantage  te 
students."— lam  Journal. 

"We know  of  no  other  manual  which  oontalns  the  same  quantity  of  information 
in  such  a  oonciae  form."— iSWin/orf'  Journal. 

"The  remarks  on  the  examinations  are  very  interesting,  and  there  are  some 
valnalile  hints  as  to  what  books  the  candidate  for  honours  and  a  pass  respeotlvslj 
should  vma."—€Hbmm't  Law  Notes, 

*«*  A  few  oopia  of  thefirtt  i$tue  may  tHU  be  had^  jprice  fit. 
Shearwood's  Student's  Guide  to  the  Bar»  the 
Solicitor's  Intermediate  and  Final  and  the 
Universities  Law  Examinations^^WlthSoffKettlona 
as  to  the  books  usually  read,  and  the  panaMS  therein  to  which 
attention  should  be  paid.  By  JOSEPH  A.  8&BABW00D,  KA^ 
Esq.,  Bairister-at-law.    8to.    1870.  St.  6A 

**  Aay  stodsnt  of  avenge  intelUfs&ce  who  oooidentioiisly  follows  the  path  sad  obi^s  the 
iaslraetloas  givsn  him  t^  the  avihor,  need  not  tear  to  prsssnt  hlmssU  at  a  osatlt4at« 

idadssa 


for  say  fifths  essminatfcms  to  whloh  this  book  Is  intsndad  as  a  g«ids.**-'Xew  Avrsei 

EXECUTORS.— Macaskie's  Treatise  on  the  Law  of 
Executors  and  AdministratorSi  and  of  the  Admlnii* 
tration  of  the  Estates  of  Deceased  Peisoni,  With  an  Appendix 
of  Statutes  and  Forms.  By  STUART  OUKNIXOHAM  MA< 
CASKIE,  of  Gray's  Inn,  Esq.,  Barrlsterat-T  AW.  8vo.  1881.  lOt.  Qd, 
**  An  able  ■nnmuury  of  the  law  of  administration,  now  forntlng  ona  of  U\o  ii\(l^oola 

aet  for  the  general  examination  for  call  to  the  bar." 
"  Btudenta  may  read  the  book  with  advantaga  aa  an  intrmUwUon  ti>  *  WtUUnuL'  mid 

by  praetltfonerB  not  poasessing   the  larger  work   it  will  u)uto\)btodl>'  l¥»  iu\md 

UMinil."    f  n  in  JoumaL 

V  AU  ikmdaird  La/w  Worh»eyrihtpiin  8lo^,iiiilw»t9lfemdMk$rUikd 
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EXECUTORS.-Owrtinu^f. 

vVilliams*  Law  of  Executors  and  Adminis- 
trators.~£ighth  Edition.  Bj  WALTER  VAUGHAN 
WILLIAMS  rad  ROLAND  VAUGHAN  WILLIAMS*  Esqis., 
BttristerMt^Lsw.    2  yobu     Boyal  8vo.    1879.  9L  16c 

EXTRADITION.^Kirchner'sL'Extradition.— BeoneURenfer- 
mukt  in  ExtenM>  touB  les  Traits  condus  jusqa'au  ler  Janvier, 
1883,  entre  les  Nataona  dvilis^,  et  donnant  la  solution  pr^dae  dee 
difficnlt^  qui  peavent  surgir  dans  leur  application.  Avec  una  Pre- 
face de  Me  GEORGES  LAOHAUD,  Avocat  k  la  Gonr  d'Appel  de 
Paris.  PnbUe  sons  les  aospioes  de  M.  O.  £.  HOWARD  VINOBNT, 
Directenr  des  Affaires  Ciiminelles  de  la  Police  M^tropolitaine  de 
Londres.  Par  F.  J.  KIRCHNER,  Attach^  k  la  Direction  des 
Affaires  Criminelles.    In  1  voL  (1150  pp.)    Royal  8vo.  2L  2s. 

FACTORS  ACTS.— Boyd  and  Pearson's  Factors  Acts 
(1823  to  1877).  With  an  Introduction  and  Explanatory  Notes. 
By  HUGH  FENWICK  BOYD  and  ARTHUR  BEILBY 
PEARSON,  Barristera-atLaw,  and  Joint  Editors  of  "Benjamin's 
Treatise  on  the  Sale  of  Personal  Property."  Royal  12mo.  1884  6c. 
"  This  is  an  admirable  little  work.    The  book  1b  tersely  and  well  written,  and  the 

•ominentB  are  IntolUffent." — Lam  JounwL 

FACTORY  ACTS.— Notcutt's  Law  relating  to  Factories 

and  "Workshops.    Second  Edition.    12mo.    1879.  9«. 

FARM,  LAW  OF.— Dixon's  Law  of  the  Farm.— A  Digest  of 

Cases  conneoted  witii  the  Law  of   the  Farm,  and  inolnding  the 

A^cnltnral  Cnstoms  of  England  and  Wales.    Fonrth  Edition. 

By  HENRT  PERKINS,  Esq.,  Banister-at-Law.  8vo.  1879.  12.  6«. 

"  It  ia  Impoisible  nol  to  be  itrack  with  tbe  extraordinary  reaearch  that  must  hare  been 

csed  in  the  compilation  of  sooh  a  book  aa  this.*'— i^iv  JcmJtal. 

*«*  Supplement  to  above,  containing  the  Agricultural  Holdings  (Eng- 
land) Act,  1888,  with  explanatory  Notes  and  Forms;  together  witii 
the  around  Game  Act,  1880.  By  AUBREY  J.  SPENCER^  Esq., 
Barrister-at-Law.    Demy  8va    1888.  6t. 

FIXTURES.— Annos  and  Ferard  on  the  La^w  of  Fix- 
tures and  other  Property  partaking  both  of  a  real  and 
penonal  Nature.  Third  Edition.  Revised  and  adapted  to  the  pre- 
sent state  of  the  Law  by  C.  A.  FERARD  and  W.  HOWLAND 
ROBERTS,  Esqrs.,  Barristers-at-Law.  Demy8vo.  1888.  18<. 
"  in  accurate  and  well  written  work.**— fiaficretoy  JUoiao. 

"The  editors  have  aecompllshod  their  work  natisfactorily.    We  have  tested  the 
new  edition  in  numerous  points,  and  on  these  we  have  found  the  modem  eases  wad 
statutory  proYisions  oarefullv  inserted."— <8Micttor«'  Journal,  March  22, 1884. 
FORMS.— Allen.-< Fide  •'Pleading." 

Bullen  and  Leake.— Fide  '*Pleadingr 

Chitty's    Forms   of    Practical   Proceedings   in 

the    Queen's    Bench    Division    of  the    rligh 

Court    of   Justice:  wHh  Notes   containing  the  Statntea, 

Roles  and  Casea  relating  thereto.    Twelfth  Edition.    By  THOa 

WILLES  CHITTY,  E8q.,Baniflter-at-Law.  DemySvo.  1888. 12.18i: 

"The  forma  themselves  are  brief  and  dear,  and  the  notes  nocurate  and  to  the 

point    The  present  edition  brings  tho  book  into  harmony  with  the  new  Rules  of 

Procedure.    We  have  tested  it  in  yarious  ways,  and  have  found  it  wanting  in  no 

respect.  *—Lav  Journal,  Hareh  i^  1884. 

Daniell's  Forms  and  Precedents  of  Proceed- 
ings in  the  Chancery  Division  of  the  High 
Court  of  Justice  and  on  Appeal  therefrom  ; 
with  Dissertations  andNotes.  Being  the  Third  Edition  of  '*  Daniell'a 
Chancery  Fonna."  By  WILLIAM  HENRY  UPJOHN,  Esq.,  of 
Gray's  Inn,  &o.,  Ac.    Demy  8vo.    1879.  S&  St. 

\*  AU  itandard  Law  WorJu  art  kept  in  Stocky  in  law  caJlfa»d  Uker  Undmg9» 
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HIGHWAYS.-Baker's  Law  of  Highways  in  Bngland 
and  "Wales,  including  Bridges  and  LooomotiYet.  Oompriaing 
a  snooinct  code  of  the  MvenJ  provinons  under  each  hMkd,  the 
fltatotes  ftt  length  in  an  Appendix ;  with  Notes  of  Gases,  Forms, 
and  copkms  Index.  By  THOMAS  BAKEB,  of  the  Inner  Temple, 
Esq.,  Barrister-at-Law.    Boyal  12mo.    1880.  16<. 

"lUs  ia  dlstlnctlj  a  woU-plAnned  book,  and  oannot  fail  to  be  uaefaL  not  only  to 
dawjeia,  but  to  those  who  may  be  locally  engaged  ia  the  management  of  highwayB."— 
Lam  JowmaL 

**  The  genend  plan  of  Mr.  Baker's  book  is  good.  He  groops  together  condensed 
fltatements  of  the  effect  of  the  provialona  of  the  different  Hif^way  Acts  relattnir  to 
the  aamo  matter,  giving  In  all  cases  references  to  the  sections,  which  are  printed  in 
fall  in  the  appen<ux.  To  each  condensed  section,  or  group  of  sections,  he  appends  a 
note,  stating  oondsely  the  effect  of  thededstons."    BrikUor^  JommaL 

Chambers'  Lavsr  relating  to  High^vays  and 
Bridges,  being  the  Statates  in  foil  and  brief  Notes  of  700 
Lesding  OawM;  together  with  the  Lighting  Aot,  1883.  By  GEO. 
F.CHAMBEBS,  Esq.,  Barrister-at-Law.     1878.  12«. 

HUSBAND  AND  WIFE.— Lush*s  Law  of  Husband  and 
Wife ;  within  the  Jnriediotion  of  the  Qaeen's  Bench  and  Chancery 
Divisions.  By  C.  MONTAGUE  LUSH,  of  Gray's  Inn  and  North 
Eastern  Gircait,  Esq.,  BarriBter-at-Lav.    Demy  Svo.    1884.       20s. 

"  Ijooklng  to  the  oztrome  difBculty  of  the  subject,  wo  think  the  book  a  very  good 
•one." — Law  Journal. 

"  A  law  book  of  solid  ezceUonce  .  .  .  will  probably  become  the  standard  work 
on  the  subject.'*— i8<i<ur(Zay  Review. 

INLAND  REVENUE  CASES.— Highm ore's  Summary  Pro- 
ceedings  in  Inland  Revenue  Cases  in  England 
and  ^Vales.  By  NATHANIEL  JOSEPH  HIGHMORE,  of 
the  Middle  Temple,  Esq.,  Barrister-at-Law,  and  .of  the  Inland 
Bevenne  Department    Royal  12mo.    1882.  6s. 

"  A  complete  treatise  cm  procedure  applied  to  cases  under  the  Rereane  Aot,  and  as 
4k  book  of  practiioe  it  ia  the  best  we  have  seen." — Th*  Justiee  cf  <A«  Aa«i. 

INSURANCE.— Arnould  on  the  Law  of  Marine  Insu- 
rance.—Fifth  Edition.  By  DAVID  BIACLAOHLAN,  Esq., 
Bsnister-at-Law.    2  voIb.    Boyal  8to.    1877.  82. 

"  AS  a  text  book, '  Amoold '  Is  now  all  tiie  practitioner  can  want»  and  we  ooqgratiilats 
the  editor  upon  the  tkUl  with  which  he  has  incorporated  the  aew  dedrions  "— later  newt. 

Lowndes  on  the  Law  of  Marine  Insurance.— By 
RICHABD  LOWNDES.  Anther  of  "The  Law  of  General 
Ayerage,*'&c.    Second  Edition.  (/n|>np(iralioi».) 

Lowndes'  Insurable  Interest  and  Valuations.— 
By  RICHARD  LOWNDES,  Author  of  "  The  Law  of  General 
Average,"  "The  Law  of  Marine  Insurance,*'  &a  Demy  8vo. 
1884.  5s. 

4NTERNATICNAL  LAW*— Amos'  Lectures  on  Inter- 
national Law.— By  SHELDON  AM06»  M.A.,  ProfesBor 
of  Jnrisprodenoe  (including  International  Law)  to  the  Inns  of 
Court,  &c     Royal  8vo.     1874.  lOi;  6d. 

Dicey.— Ftcfa  "DomidL" 

Kent's  International  La^/v^.  — Kent's  Commentary  on 
International  Law.  Edited  by  J.  T.  ABDY,  LL.D.,  Judge  of 
Oonnty  Ccnrts.    Second  Edition.    Crown  8yo.    1878.        10<.  ^d, 

**  Alfeofsther  Dr.  Abdy  has  performed  his  task  in  a  manner  worthy  of  his  repntetSon. 
His  book  will  be  asefal  not  only  to  Lawyers  and  Law  Students,  for  idmn  It  was  primarily 
iotended,  ont  stao  for  laymen.**— fiolMCcrf'/dwnMl. 

AXL  ttandard  Law  Workt  ofie  hejpi  in  Steek,  inlaw  calf  mi^dctkn^Utidiiigi, 
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INTERNATIONAL  LAW -OmfiniMri.  " 

Levi's  International  Commercial  Law.— Baing  the 
Miifliples  of  Meroantile  Law  of  the  foUcfwixut  and  other  OoimirieB 
—Til. :  Ungimd,  IrelMid,  Sootiaiidy  Biitiih  £idiA^  Biitiih  OdonleB, 
Amtri*,  Belgium,  Bndl,  Bnenoe  Ami,  Demnuk,  Fnnoe,  GermMiy, 
Cfaraeoe,  Hans  Towns,  Italy,  Netheriuide,  Norway,  Portagal,  Praaia, 
Bonia,  Opaln,  Sweden,  Switeerlaad,IJiiited  States,  and  Wflrtemberg. 
By  LEONB  LKVI,  Esq.,  F.&A.,  F.S.a,  BanftBter-at-Law,  dDC 
Seoond  Edition.    S  tqU     Royal  8to.    1868.  1{.  15t. 

VattePs  Laiiv  of  Nations.— By  JOSEPH  0HITT7,  Bm|. 
Boyal8yo.    1884.  11 U. 

Wheaton's    Elements  of  International   Lai^; 

Seoond  SngUdi  Edition.     Edited    with  Notes  and  Appendiz  of 

Statntes  and  Treaties.    By  A.  U  BOYD,  Bemi.,  Banister-at-lAw. 

Author  of  ^'TheMerohaat  Shipping  Laws."  Demy8TO.  1880.  12. 10s. 

^'Kr.  Bo7<d,  tlM  Istist  editor,  hat  added  nuiy  oaeftil  notei;'ke  bM  liMrtod  In  the 

Araendix  pnUio  dooamentt  of  pennaneot  Talue,  and  then  le  the  prospect  thatt  M  edUad 

by  Mr.  Bojd,  Mr.  Wheaton's  toIiiibo  wUl  enter  on  a  new  leaae  of  Ufk*'— like  fines. 

**  Both  the  ptaaaadsnentlon  of  th»  work  before  us  deaenreaeommendatkNL  .  .  . 
Jht  text  of  wheatoa  is  yieseuted  without  alteration,  and  Mr.  Dana's  nsmbeiinf  of  the 
seotkma  is  preeorred.  .  .  .  The  Index,  whidi  oould  not  have  been  oompUed  wlUKrat 
mach  thought  and  htboor,  makee  the  book  nandy  to-  reforenoe.**— £ai9  J&mmal, 

*'fltadents  who  require  a  knowledge  of  Wheaton's  text  wUl  find  Mr.  Boyd'a  vohune 
▼erj  eooTonient**— £019  Magmim. 

INTERROQATORIES.-Sichel  and  Chance.— W(fc"Di8coTepy." 

JOINT  OWNERSHIP.-Foster.— Ftcis  '*  Beal  Estate.*' 

JOINT  STOCKS.— Palmer.— Ffctt  "OonTeyaiioiiig"  and  ''Compwiy 
Law." 

Thring'8  (Sir  H.)  Joint  Stoelc  Companies'  Laiiv.— 
The  Law  and  Fjraotloe  of  Johit  Stook  and  other  Oompanisa,  mdTiding 
the  Companies  Aots,  1862  to  1880,  with  Notes,  Qrdcn,  and  Bnles  in 
Chanoeiy,  a  Collection  of  Preoedents  of  Memoianda  and  Aiiioles  of 
Association,  and  all  the  other  Fonns  reqnired  inM^^ng,  Admmister- 
ing,  and  ^V^ndinj^-np  a  Company.  By  Sot  KENKx  THBIN6, 
K.C.B.,  The  Parliamentary  CoonseL  Fourth  Bdition.    By  6.  A.  B. 

FITZGEBALD,Bsq.,M.A.,Banri8ter«t-Law.DQmy8YO.  1880.  U5f. 

"  Thehkrhest  aathority  tn  the  aabjeot.**— n«  TImm. 

"  One  oflta  moat  yaluable  f eaturoe  Is  ita  collection  of  preoedenta  of  Menda  xmnoand 
AiHeieo  at  Aaaooiatlon,  which  haa,  tn  this  Edition,  been  lai^y  inoreaasd  and  im- 
prored."— Zow  JcmrmaL 

JUDOMENTS-^VS^alker's  Practice  on  Signing  Judg- 
ment in  tlie  High  Court  of  Justice.  With  Fonns. 
By  H.  H.  WALS:£B,  Esq.,  of  the  Judgment  Department,  Ex- 
oheaner  DiTision.    Crown  8yo.    1879.  4&  fUL. 

**  We  tUnk  that  aoHciton  and  their  derka  will  find  it  estremely  nsefSl.*— low  JtrnnaL 

JUDICATURE  ACTS.-\A^hiteways  Hints  on  Practice;  or 
Practical  Notes  on  the  Judicature  Acta,  Qrden^  Boles  and  Begola- 
tions  of  the  Supreme  Conit.     IllQstiated  by  the  Latest  Cases. 
Teyether  with  the  Bnles  of  the  Bnprtme  Court,  1888.    With  an 
Litrodnction,  Beferences,  Notes,  and  Index.    By  A.  B.  WHITE- 
WAY,  M.A.,  of  the  Equity  Bar  and  Midland  Circuit,  Author  of 
*' Hints  to  Solicitors."    Seoond  Edition.    Boyal  12mo.    1888.    14s. 
Sold  separately  **  Hints  on  Practice,'*  with  Cases  and  Index,  7s.  6d. 
The  Bales,  edited  with  Notes,  Cross  Beferences,  and  Index,  Ustp  ieiUker,  7«.  M. 
"This  Ixx^  contains  an  immense  amount  of  useful  informathm  ot  a  most  practical 
diaraoter."— (7ib«m'<  Imw  Note*. 

*'  Under  the  circumstances  he  has  done  wonders,  for  he  has  jwodueed  a  serrloeable 
new  editlou  of  an  already  serviceable  book,  containing  as  much  criticism  and  sugges- 
tions on  the  new  Bulos  as  is  likely  to  be  helpful  to  the  practitioner."— losr  Mtoi^anrie. 

AUdandard  l*w  ffori:!  areikqE)<»n  j8todb,fntowo(iZ/aiuio(Asr6Mu{tii^ 
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JUDICATURE  ACT8.-€biUiiiu«f. 

Wilson's  Supreme  Court  of  Judicature  Acts 
Rules  of  the  Supreme  Court,  1883,  and  Forms. 
With  other  Acts,  Oraen,  Bules  «nd  BegolatioiiB  relating  to  the 
Supreme  Court  With  Practical  Notes,  fourth  Edition.  Br  M. 
D.  0HALMER8,  of  the  Inner  Temple,  and  M.  MUIB  MACKEN- 
ZIE, of  Linoohi's  Inn,  Bairistera-at-Law.  Royal  12mo.    18SS.    25i. 

*«*  A  LABOI  PAPEB  IDITION  POR  MASOniAL  N0TI8.  BOTAL  8V0.  1888.  80f. 

Bzirtui/rom  Prtfact  to  tkt  Fourth  Bdiiion,—**  The  prosent  edition  contains  the  BuIm 
of  the  Supzeme  Court,  1883,  with  notes  and  comments.  Where  a  repealed  rule  is 
reproduced  without  alteration  a  reference  to  its  former  Order  and  number  is  giren  in 
the  margin.  Where  a  repealed  rule  is  reproduced  with  modifleatlons  the  marginal 
reference  to  it  is  preceded  by  the  prefix  ef.  Where  a  nile  is  new  it  is  stated  to  be  so 
in  the  note,  and  reference  is  made  to  any  statute,  consolidated  order,  or  common  law 
or  Admiralty  rule  upon  which  it  appears  to  be  founded. 

*'  This  edition  further  includes  the  proyisions  of  the  Bankruptcy  Act,  1888,  in  so 
far  as  they  relate  to  or  affect  the  Supreme  Court,  and  the  Statute  Law  BeTision  and 
CiTil  Procedure  Act,  1888.    We  have  also  entirely  re-eonatrueted  the  Index." 

"  All  that  can  be  expected  is  an  accurate  statement  as  to  the  sources  of  the  rules,  a 
short  practical  explanation  of  the  alterations  affected  by  them,  and  coidous  cross- 
references.  The  editors  have  accomplished  remarkably  well  all  that  could  reasonably 
be  expected  from  them.  Their  notes  to  the  rules  are  concise,  dear,  accurate  and 
pncUoaL    .    .    .    The  index  to  the  book  Is  greatly  improTcd.'^— <8o{ieitor«'  Journal, 

"  Wilson's  *  Judicature  Acts'  remains  what  it  always  was,  one  of  the  most  handy 
as  well  as  one  of  the  best  appreciated  editions  of  the  Acta."— ^w  Magaxine. 

"  Wilson's  '  Judicature  Acts '  is  now  the  latest,  and  we  think  it  is  the  most  con- 
renlent  of  the  works  of  the  same  class.  .  .  .  The  prac^tioner  will  find  that  it 
supplies  all  his  wants."— X<u0  Tinut> 

JUSTINIAN,  INSTITUTES  OF.-Meara--Ftd0  '< Roman  Law.» 

Rueqg's  Student's  '<  Auxilium"  to  the  Institutes 
of  Justinian. — ^Bei^g  a  ooonilete  lynoMli  thenof  in  the  fonn 
of  Qneetioin  and  Answer.  By  ALBBSD  HENRT  RUEGG,  of  the 
Middle  Temple,  Banister-at-Law.    Post8yo.    1879.  St. 

*'The  student  will  be  greatly  assisted  tai  clearing  and  arranging  his  knowledge  by  a 
werkortfaiskind.''-^ew/owiM<.  . 


JUSTICE  OF  THE  PEACE.—Burn'8  Justice  of  the  Peace 
and  Parish  Officer.— Edited  under  the  Snperintendenoe 
of  JOHN  BLOSSETT  MAULE,  Ek|.,  Q.C.  The  Thirtieth  Edition. 
EiTe  large  vok.    Svo.    1869.  71*  7«. 

Stone's  Practice  for  Justices  of  the  Peace,  Jnefeioea 

Clerks  and  Solioitoni  at  Petlyand  Special  Seodone,  in  Summary 

matters,  and  Indictable  Oflfencei,  with  a  list  of  Snmmaiy  Convio- 

tions,  and  matters  not  CriminaL  With  Forms.  Ninth  Edition.    By 

W.  H.  MAGNAMARA,Esq.,Barrister.at-Law.  Demy  8vo.  1882. 25t. 

**  A  veiy  creditable  effort  has  been  made  to  condense  and  abridge,  which  has  been 
sucoessful,  ^Hiilst  the  completeness  of  the  work  has  not  been  impidred."-~£«ii  nsMS. 

Wig  ram's  Justices*  Note  Book. — Containing  a  short 
account  of  the  Jurisdiction  and  Duties  of  Justices,  and  an  Epitome 
of  Criminal  Law.  By  W.  KNOX  WIGRAM,  Esq.,  Banister-at- 
Law,  J.P.  Middlesex  and  Westmhister.  Third  Edition.  With  a 
copious  Index.     Royal  12mo.    1883.  12i.6<{. 

"  We  have  found  in  it  all  the  information  whlc^  a  Justice  can  require  as  to  recent 
legislation."— 3%«  Timet. 

••  This  is  altogether  a  capital  book.    Mr.  Wigram  is  a  good  Lawyer  and  a  good 
Justices*  lawyer.^—Xaw  Jommal. 
**  We  can  thoroughly  recommend  the  volume  to  magistrates."— Xait  TtMf, 

LAND  ACT.— 5m  "SeUIed  Estates."— Middleton. 

\*  AU  9Umda/rd  Idnw  W<nlB»ainktpiw8lMkfinlmecaVandaih£rHndin0$, 
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LAND  TAX.— Bourdin's  Land  Tax.— An  Bzporfttai  ol  the 
Lftad  Tftz ;  iti  Ammmneat  and  CoIIectioii,  with  ft  statement  of  the 
rights  conferred  by  the  Redemption  Acts.  By  MASK  A.  BOUB- 
DIN  (late  Begistrar  of  Land  Tax).    Second  Editu 


ition.    1870.        4f. 

CANDLORD  AND  TENANT.— Woodf all's  Law  of  Landlord 
and  Tenant.— With  a  full  Collection  of  Breoedents  and 
Forms  of  Ptooednre.  Containing  also  an  Abatraet  of  Leadmg  Pxo- 
podtionsi  and  Tablet  of  certain  CuBtoms  of  the  Countiy.  Twelfth 
Edition.  In  which  the  Precedents  of  Leases  have  been  revised  and 
enlarged,  with  the  assistanoe  of  L.  G.  O.  Bobbins,  Esq.  By  J.  IC 
LELY,  Esq.,  Barrister-at-Iiaw.    Boyal  8vo.    1881.  12. 18s. 

**  Tbe  editor  lias  ezpsaded  clabonKe  indostiy  and  HTstaiBBtio  abiUtf  in  nuldiig  tin 

work  as  parfsot  as  possude."— Midtorf'  J&urnai. 

LANDS  CLAUSES  ACTS.— Jepson's    Lands  Clauses  Con- 
solidation Acts:  with  Decisions,  Forms,  k  Table  of  Costs.  By 
ABTHUB  «rEPSON,EBa.,  Barrister-at-Law.  Demy  8vo.  1880. 18t. 
*'  The  work  concludes  with  a  number  of  forms  and  a  remarkably  good  indeaL"— 
Law  Tima. 

**  As  far  as  we  have  been  able  to  discover,  all  the  dedsi<ms  have  been  stated,  snd 
the  effect  of  them  correctly  given."— Zow  Jowmal. 

LAW  LIST.—Law^  List  (The).— Comprisfaig  the  Jndges  and  Offioeta 
of  the  different  Coorto  of  Justice,  Connaal,  Special  Pieaden, 
Draftsmen,  ConveyancetB,  Solicitors,  Notaries^  Ac,  in  Bngjand 
and  Wales ;  the  Circnits,  Judges,  Treasniers,  Kegfetrars,  and  Bigh 
Bailiffs  of  the  Comity  Conrts ;  Metropolitan  and  Stipendiaiy 
Magistrates,  Offidal  Beoeivers  under  the  Bankruptcy  Act,  liaw  ana 
Public  Officers  in  England  and  the  Colonies,  Foreign  Lawyers  with 
their  English  Agents,  Sheriffs,  Under-Sheriffs,  and  their  Deputies^ 
Clerks  of  the  Peace,  Town  Cl^ks,  Coronera,  &c,  ^c,  and  Commia- 
sicners  for  taking  Oatiia,  Conveyancers  Practifling  in  England  under 
Certificates  obtained  in  Scotland.  So  far  as  relates  to  Special 
Pleaders,  Draftsmen,  Conyeyanceis,  Solicitors,  Proctors  and  Notaries. 
CompUed  by  JOHN  SAMU|:L  PTJRCELL,  of  the  Inland  Bevenna 
Office,  Somerset  House,  Begistrar  of  Stamped  Certificates,  and  of 
Joint  Stock  Companies,  and  PubHshed  by  the  Authority  of  the 
Commissioners  of  Inland  Bevenue.    1884.    {Ntt  CoaA,  9a)    lOt.  6cL 

LAW  REPORTS. — A  very  large  Stock  of  second-hand  and  new  Bepoita. 

Prices  on  application. 
LAW  STUDENT^S  ANNUAL.— Fide'* Examination  Guides." 
LAW  SUIT The  Humourous  Story  of  Farmer  Bump- 
kin's LaTAT  Suit.    By  RICHARD  HARRIS.    Barrister-at- 
Law,  Author  of  *^  Hints  on  Advocacy."    Second  Edition.    Royal 

12mo.     1888.  6«. 

'*  Host  of  the  standing  giieTanoes  of  suitors  find  a  place  in  this  book."— ^w  Timu, 

LAWYER'S  COMPANION^ Fids  <' Diary/' 

LEADING  CASES.— Ball's  Leading  Cases  on  the  Law^  of 

Torts,  with  Notes.  Edited  by  W.  E.  BALL,  LL.D.,  Esq.,  Barria- 
ter-at-Law,  Author  of  "  Principles  of  Torts  and  Contracts."  Royal 
8vo.     1884.  21s. 

Haynes'  Student's  Leading  Cases.  Being  some  of 
the  Principal  Decisions  of  the  Conrts  in  Constitational  Law,  Com- 
mon Law,  Convqrancing  and  Equity,  Probate,  Divorce,  and  Criminal 
Law.  With  Notes  for  tbe  use  of  Students.  Second  Edition.  By 
JOHN  F.  HAYNBS,  LL.D.    Demy  8va    1884.  !««. 

"  Will  prova  of  great  utility,  not  only  to  Students,  bat  PrMtttlonars.    The  Kotes  are 
dear,  pointed  and  concise."— Zow  fimtt, 

*' Wo  think  that  this  book  will  supply  a  wsnt the  book  is  sfaigolarly  weQ 

arraniired  for  reference."— Xa»  /mirJuit. 

%*  AU  ilmdoard  Law  Wcukt wrt  k^ii^ SM^inUm teif  mf^tfOm Mwdwigf, 
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LEADfNQ  CASeS.-^:^««iitf. 

Shirley's  Leading  Casieft^— *A  Selection  of  Leading  Cmos 
in  the  Commoii  Law,  with  Notes,  and  a  Skeieb  of  Mmeof  tibe  prin- 
cipal changeB  introduced  by  the  Bnlee  of  Supreme  Court,  1883.  By 
W.  SHIRLET  SHIBLBT,  M.A.,  BO.L.,  Esq.,  Bintirter-at-Law. 
Second  Edition.    DemySvo.    1883.  15a 

"The  book  is  deservlnfr  of  high  pndBe,  and  we  oooimend  it  la  all  oonfldenee.'*-" 
GIUon'9  Law  Noit»,  April.  1883. 

"The  16160110X1 1«  Tery  largo,  though  all  are  dlfttinetly  'leadlnreAM*/  ahd  the  BoftM 
■re  by  no  means  the  least  merltorioui  part  of  the  w<ork/'~-Zaw  JmiimaL 

**  Mr.  Shirley  writes  well  and  otoarly,  and  evidently  ondsntandv  what  he  la  writing 
about**— Zow  Timti. 

LEGACY  DUTIES.- ru2e  <<  Taxes  on  Sticoeuioa."' 
LKXICON;— V«fe  "Dictionary." 

LIBEL  AND  SLAMDER.-Od^ers  on  Libel  and  Slander.-- 
A  Digest  of  the  Law  of  Libel  and  Slander,  with  tSxe  j^vldence.  Pro- 
cedure and   Practice,  both  in  Civil  and  Crimtnid    Oases,  with 
Precedents  of  Pleadings.    With  Appendix  of  Statutes  including 
the  Newspaper  Libel  and  Begiatn&tion  Act,  1981.    By  W.  BliAKE 
ODGERS,  M.  A,  LL.D.,  BairlBter-at-LaW.  Deiny8vo.   1881.    24«. 
"'WehAYergrelyextuotned  a  work  which  ihowtf  so  mtteh  indnstry. 
.    .    fh  good  if  the  book,  wliioh  in  its  topioftl  anniBgvmeiit  is  vastly 
npMrtm'  to  the  general  ran  of  lawbook*,  that  erititittn'of  it  is  a  oompli- 
meflt  mther  than  the  revBrae.'* — Lcnv  Jvttmai, 

*'  The  exctise,  if  one  h6  needed,  for  another  book*  on  ttibel  and  SlaiHfefr,  and  that  an 
Bn^tish  (me,  may  be  foond  In  the  oxoeUenco  of  the  authtor'fc' WOtfk.  A  olcar  h(»d  and 
a  skilled  hand  are  to  be  seen  throughout."— Anfro^t/rom  Prtfaee  to  Amwtmn  rtprint. 

LIBRARIES  AND  MUSEUMS,~Clia«ibera'  IDipest  of  the 
Law  relating  to  Public  Lioraries  and 
Museums  and  Literary  and'  Scientific  Insti- 
tutions generally.  Second  Hdition.  By  G.  E«  CHAM- 
BERS, Barrister-at-Law.     Imperial  8vo.     1879.  S»  Qd. 

LICENSINQ.— Hindle's  Treatise  on  the  Legal  Status  of 
Licensed  Victuallersi>  ait<i  other  License- 
Holders,  as  affected  by  roectnt  Legll»£Ati4ftl 
flind  Decisions  ;  ortntainingfffuU'IUport  of  the  Proceedings 
aad  Judgment  iii  tb«  reoent  Darwten  Lieeasing  Appeids,  with  Notes. 
Third  Edition.  By^  FREDK.  G.  HSBTDLB,  Esq.,  SoUcitor. 
Demy  8to.     188S.  Ne^  2s,  6d 

Lely  a«ld  Foulkes'  LiciaM«iztigi  A<l4ttry  1(888^  1869, 
1872,  and  1674;  cocftalntegr  thft  Law  ofthraMlaof  Ufnain 
byBetail  and  the  Mauagemmt'of  Uoonflid  EKiflkMH;  wftii  Notes  to 
the  AeH  ^  Snmmary  of  ike  LaWj  «id  ssf  .AoMMbdix  of  Forms. 
Seooad  Bdition.  By  J.  BC  UOJW  an4  W.  IX  L*  VOITLKES, 
Eiqrs.,  Banisters-at-Law.    Roy«112m«    187iu  8f. 

mNACY.->~Blmey^s  Practice  m  Lun«C7.--9ev«(nth  B^Dttbn. 
By  JOSBPH  ELISBB,  of  t&o>  Me^of  the  MastlBr»  ht  Lunacy. 

(hi  pfepuration.) 

NTAQIStCRim.  LAW.— Shlrley'9'    Bl^meftit^ery  Treatise 

on  Magisterial  Larw,  atid  on  the  Practice  of 

Magistrates*  Courts.— By  W.    dHIRLinr  SHIRLEY, 

M.A,  B.C.L.,  Esq.,  BarriBter-at-t>aw.  Royid  12mo.  1881.     6«.  (kL 

'Wigram. —  Vidti  **  Justice  oi  the  Peaoob" 

MARRlEa  WOMEN'S  PROPERTT.  -^  Smith's  Married 
Women's  Property  Aot^  166S,  with  aa  &tioduction 
and  Critical  and  Explanatoiy  Notes,  together  with  the  Married 
Womm's  Property  Aots,  1870  aad  1874,  Jtc  Second  Edition.  By 
B.  ABTHUR    SBilTH,    Bk].,  Bwmster^at-Law.    Boyal    ISmo. 

1884.  6*. 

**  Thera  are  some  exeeSent  critical  and  ex^Unfttery  notte,  togefher  with  a  sood 

index,  and  reference  to  aomethlng  like  twe  hundred  decided  oaaee."— Zaw  Ttmet. 

*^*  A  U  itandard  Lom  Works  wn  k&pi  in  Stocky  in  law  calf  ami  oiher  bindingi. 


M  grgVBKS  AMP  BOtm  JJLW  PUBUOATIONS. 

MASTER  AND  SERVANT.— Macdoaell's  Law  of  Master 
and  Servant.  Part  I,  CommoA  Iaw.  Part  II,  Statate  Law. 
By  JOHN  MACDONELL,  M.A.,  Eaq^  Bttcnster-at-Law.  Demy 
Svo.    1888.  l£.5s. 


"Kr.  Hf^**"*^'  luw  done  hla  woik  borooghlr  And  wilL  Ho  haa  erldentlT 
iMstowed  gnat  care  and  labour  on  Us ;  aak,  and  baa,  therefoi%  produced  a  work 
which  will  be  of  real  ndae  to  the  practitioner.  The  Information,  toe^  is  preaented  in 
a  moat  afoeeaaible  fonn."— Xott  lima. 

MAYOR'S  COURT  PRACTICE.— Candy's  Mayor's  Court 
Practice.— Hie  Juriidietioii,  Prooea,  Pnotioe,  and  IM*  of 
Plaadliiff  in  OrdlnaiT  Aotiona  in  the  ICajor's  Ooiirt» Landoii(oonHMB]y 
caUedtiie  "Lord  Mayor'a  Court").  Towidad  on  InuidaA.  Bsj 
GBOBOB  CANDY,  Ek^.,  Barriater-at-Law.  Demy  8vo.  1879L  14iu 

MERCANTILE  LAW.— Russell's  Treatise  on  Mercantile 
Agency.    Second  Edition.    Svo.    1878.  lit. 

Smith's  Compendium  of  Mercantile  Law. — Nintb 
EditioiL  By  O.  H.  DOWDESWELL,  of  the  Inner  Temple,  Bm}., 
one  d  Her  Majeaty'a  CoonieL    BoyalSra    1877.  U  18c 

Tudor's  Selection  of  Leading  Cases  on  Mercan- 
tile and  Maritime  La  w.— Wtth  Notea.  By  O.  D.  TUDOB, 
Ek|.,  Baixlitflr-ai-Law.  Third  Edition.  Boyal  8va  1884.  2£.  2f. 
Wilson's  Mercantile  Handbook  of  the  Liabili- 
ties of  Merchant,  Shipowner,  and  Under- 
writer on  Shipments  by  General  Vessels.  By 
ALBZANDEB  WILSON,  Solicitor  and  Notary.  Boyal  12ino 
1888.  «& 

METROPOLIS  BUILDINQ  ACTS'-VToolrych's  Metropoli. 
tan  Building  Acts,  together  with  sach  danaea  of  the  Metro- 
polii  Haaagement  Aoti  aa  more  partioalarly  relate  to  the  Building 
Aeti,  with  Notea  and  Forms.  Third  Edition.  By  W.  H.  3£AC- 
NAMABA,  Esq.,  Baniater-at-Law.    12mo.    1882.  lOi. 

**  We  may  aafely  reconunend  thla  new  edition  to  thoee  who  have  to  And  their  waj 

among  these  atatutea.'*— 1««  iMUer,  March  81. 188S. 

MQOCAN  LAW.— Hamilton's  Mexican  Law^.— A  compila. 
tion  of  Mexican  Legislation  affecting  Foraigneri,  Bights  of 
Foreigners,  Ccmimetoial  Law,  Ptoperty  Beai  and  Personal,  &c, 
Extracts  from  Treaties,  Mexican  l^edaions  of  Federal  and  State 
Courts,  and  Mexican  ^Oning  Law.  Annotated.  By  LEONIDAS 
HAMILTON,  Attomey4Kt-Law.    Demy  8ya    1882.  18«. 

MINES^^Rogers'  Law  relating  to  Mines,  Minerals 
and  Cluarries  in  Great  Britain  and  Ireland, 
with  a  Sanmaiy  cf  the  Iawb  of  Fonign  Statsa,  kc  Second 
Bdltfan  Enlarged.  By  ABUNDEL  BOaEBS,  Esq.,  Jndge  cf 
County  Cowls.    8Ta    1876.  IL  lit.  6cl. 

•'fba  W)la»e«lll  srev*  lavalaable  aaa  work  of  legal  reltaanoa.*— 3%<  Mlmki^IamrmL 

MONET  SECVRITIE&— Cavanagh's  Law  of  Money  Secu- 
rities.— In  Tiiree  Books.  L  Peisonal  Secorities.  IL  Secorities 
onProperty.  IIL  MiaceUaaeoiia;  with  an  Appendix  ol  Statutes. 
By  C.  CAVANAGH,  BJL,  LLB.  (Lend.),  of  the  Middle  Temple, 
Esq.,  Banriatsr  at  Law.    In  1  toL    Demy  8yo.    1879.  21t. 

"An  admirable  eynopaia  of  the  whole  law  and  practioe  with  regard  to aecoxltief 

of  erevT  watf'Sahandaf  RMtett. 

MORTQAQE.— Coote's  Treatise  on  the  Law  of  Mort- 
gage.— Fourth  Edition.  Thoronghly  reyised.  By  WILLIAM 
wAlYB  MAOKESON,  Esq.,  one  of  Her  Majesty's  CoonseL 
In  1  Yd.  (1488  pp.)    Boyal  8vo.    1880.  22.  2f. 

"A  oomplete,  terae,  and  prwtioal  treatiee  for  the  modem  lawyer."^  ffriiaffwi*  Jqmi  — /. 

*<inil  be  foimd  a  valuable  addition  to  the  library  of  cTeiy  praettoing  lawyer.*'— 

*«*  JU  ikmdmd  Lm  WwfkMmrt  htfi  tn  5«odk,  in  law  calf  and  other  hindivgn. 
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MUNICIPAL  CORPORATIONS.-. Laly'8  I^w  of  Munioipal 
Corporations. — Containing  the  Mnnici^  Corporation  Act, 
1882,  and  the  Enactments  incorporated  therewith,  with  a  Selection 
of  Supplementary  Enactments,  including  therein  the  Electric  IJgfat- 
ing  Act,  1882,  with  Notes.  By  J.  M.  LELT,  £^.,  Barrister-at- 
Law.  Editor  of  '<Chitty'«  Statutes,"  fta  DemT  8to.  1882.  16«. 
**  An  adminbto  edition  of  ono  of  the  moi«t  important  consolidating  statates  of  the 

year.    .    .    .    The  summary  ia  tersely  written,  and  the  notes  appear  to  be  to  the 

point.    Noting  required  for  the  due  understanding  and  working  of  the  Act  seems 

to  be  absent."— Zoio  Jovamal. 

HAVY.— Thring's  Criminal  Law  of  the  Navy,  with  an 
Introdnotoiy  Chuiter  on  the  Early  State  and  DisdpUne  of  the  Navy, 
the  Balsa  of  BTidonoe,  and  an  Appendix  comprising  the  Naval 
Disdnline  Act  and  Practical  Forms.  Second  Edition.  By 
THEODORE  THRING,  Banister-at-Law,  and  C.  E.  GIFFOBD, 
Asristant-Paymaster,  Royal  Navy.    12nia    1877.  12c  6cl. 

NEQLIQENCE — Smith's    Treatise    on    the    Law    of 

Negligence.    Second  Edition.    By  HORACE  SMITH,  B.A., 

Esq.,  Banrister-at-Law,  Recorder  of  Lincoln,  Editor  of  "Addison  on 

Contracts,'*  &a    Demy  8vo.     1884.  12«.  6d. 

'*  The  work,  in  its  present  form,  appears  to  us  to  be  one  of  great  yalue  both  to  the 


practitioner  and  student  of  law.  It  Ib  not  merely  a  book  of  reference,  thou^^  it  i% 
Ukely  to  be  very  valuable  in  that  capacity.  It  is  not  merely  a  digest  of  decisions 
arranged  under  appropriate  heads ;  but  it  reaUy  answers  to  its  title^  and  is  a  treatise 
on  the  law  of  negUgenoe."— fiMtcA^n*^  /oKmoi,  June  7, 1884. 

NISI  PRIUS.— Roseoe's  Digest  of  the  Law  of  Bvidence 

on  the  Trial  of  Actions  at  Nisi  Prius.— Ftftesnth 
Edition.       By  BCAURICB  POWELL,  Esq.,    Banister-at-Law. 

2  vols.    Demy8vo.    1884.  (Nearly  rtadg,) 

NOTARY.-^Brooke's  Treatise  on  the  Offioe  and  Prac- 
tice of  a  Notary  of  England.— With  a  fnll  oollaotion  of 
PMoedents.  Tonrth  Edition.  By  LEONE  LBYI,  Esq.,  FAA., 
of  LiAooln's  Lin,  Bsnister-at-Law.    Syo.    187«.  U  Am. 

OATHS.— BralthTAraite's  Oaths  in  the  Supreme  Courts 
of  Judicature. — A  Manual  for  the  nse  ox  Oommissfoneni  to 
Administer  Oaths  in  the  Supreme  Courts  of  Judicature  inEni^and 
and  Ireland,  ftc.  Fourth  Edition.  By  T.  W.  BRAITEWZtTB, 
of  the  Central  Office.    Fcap.  8to.    1881.  i&  6d 

**  The  reoogniied  guide  of  oommiasiGnen  to  admiaieter  oaUis.'*-.-awteM0rc'  /MtraeL 

PAMPHLETS.-The  Battle  for  Right  (Der  Eampf  um's  Recht). 
By  GBHEIM-JTJSTIZRATH  De.  VON  IHERINO,  Rrofessor 
Der  Rechte  zu  Gottingen.  Translated  by  PHILIP  A.  ASH- 
WORTH,  B.A.,£sq.,Banister-at-Law.  Royal  12mo.  1888.  Jiret2#.6d 

PARISH  LAW.— Steer*s  Parish   Law :  being  a  Digest  of  the 

Law  idtttinff  to  the  Ciyil  and  Ecclesiastical  Government  ol  Parishes 

and  the  Relief  of  the  Poor.    Fourth  Edition.    By  W.  H.  AiAC- 

NAMARA,  Esq.,  Barrister-at-Law.    Demy  8vo.    1881.  18f. 

**  An  exoesdin^  naefol  oompeDdium  of  Pariah  Law.'  —law  Ivmn, 

PARTNERSHIP.— Pollock's  Digest  of  the  Law  of  Part- 
nership.— Third  Edition.  By  FREDERICK  POLLOCK,  Esq., 
J^anister-at-Law.     Author  of  '*  Prindples  of  Contract  at  Law  and  In 

Bqnity."    Demy  8vo,     1884.  8t.  (W. 

MQf  the  exeention  of  the  work,  we  can  speak  in  terms  of  the  highest  pnlae.  The 
languaiM  ia  simple,  ooooiset  and  dear."— £a«  Magaxim. 

••Mr  PollookV work  MipQsrs  eminently  Batiafactory  .  .  .  the  book  is  {nralae- 
worthy  in  design,  aoholarly  and  complete  in  execution.^*— Ariivvler  Rtfim, 

Turner.— Fufc  "  Conveyancing.** 
%*  iaiiMNfaHviXoiiirorl»of«li«4f»Aodfc,Mtoii0it/me«iJ^ 
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PATBWTS.— Aston 's  (T.)  Patents,  Designs  and  T^racl^ 
Markq  Act,  1883,  with  NotM  and  Index  to  the  Aot^  Rul€» 
and  Fonna.  By  THEODORB  ASTON,  Q.C.,  of  Liao^'s  Inn. 
Royal  12m».    1884.  6s. 

Munpo'8    Patents,  Designs    and  Trade  Marks 
Act,  1888,  with  the  Rukvand  Iiistiniotkms,  totretfeer  with  Plead- 
ings, Ordenr  and  Treced&atL     By  J.  E.  CRAWPORD  MCNRO, 
of  the  Middle  Temple,  "Esq.,  Barrister-at-Lav.  Royal  12mo.  IQ$.  6eL 
"Tho  completeness  of  the  statements  as  to  the  new  practico  should  reader  it 

acceptable  to  soUcitfnv  as  a  handy  giilde  on  practicalpoints/'— Zaw  T^nus. 

Thompson's  Handbook  of  Patent  Law  of  alF 
Countries.— By Wm.  P.  THOMPSON,  Head  of  thelvt^niational 
Patent  Office^  liiveipooL   Sixth  Edition.    12mo.    1884.    Nee,  2i.  6d. 

PAWN:— Turner's  Contract  of  Pawn,  as*  it  exists  at 
Common  Law,  and  as  modified  by  the  Factoza^  Aote,  the  Pawn- 
brdcers*  Acts,  and  other  Statutes.  By  FRANdB  TITBXISB,  Esq., 
Baftrister-at-Law.  Second  Edition.  8vo.  1883.  19^ 

Tui^ner's  Parwnbrokers*  Act,  1872,— With  Explanatory 
Kbteg.  By  FRANCIS  TURNER^  Esq.,  Banist«-at-Law.  Thud 
Edition.    1883.  Net,  2s,  Sd. 

rtftnffillTflES.— Marsden's    Rule    against    Perpetui- 

tl€(S. — ^A  Treatise  on  Remoteness  in  Limitation ;  with  a  diapMr* 

OA  Aoonmnlation  and  the  Thelluson  Act     By  REGINALD  d. 

MARSDEN,  Esq.,  Banriatei^at-Law,    Demy  8vo.     188a  16$, 

"  Mr«  Mandyn's  work  is  entitled  to  be  called  a  now  one  both  In  treatnasnt-  and  in 

design.  Bs  haa  ha&iUfid  a  difficult  subject  with  intclllgonce  and  clearness.  ** — Law  nmu 

PERSONAL  PROPERTY.— Shearw^ood's  Concise  Abridg- 
ment of  the  La'W  of  Personal  Property;  showing 
analytically  its  Branches  and  the  Titles  by  which  it  is  held.  By 
J.  A.  SHSARWOOB,  Esq.,  Bhrnater-at-Law.     188S.  U$  ML 

'    **  ins  bs  aeoepkablo  to  many  stodenta,  eagivtnir  then,  in  tuct^  a  ready«iiiade  note 

buek*"— /ndwiMoitr't  Iki«  Sfitimbf  JounuU. 
Smith.—  Vidn  **  Real  Property." 

PLEADING.— Allen's  Forms  of  Indorsements  of  tKTrits 
of  Summons.  Pleadings,  and  other  Proceed- 
in  as  in  the  Queen's  Bench  Division  prior  to 
Trial,  pursuant  to  the  Rules  of  the  Supreme 
Court,  1883 ;  with  Introduction,  showing  the  prinbipid  changes 
introduced  by  these  Rules,  and  a  Supplement  of  Rnles  aoid  Forma 
of  Pleadings  ap^icable  to  the  other  Divisions.  By  ^BORGE 
BATTCtH*  ALLEN,  Esq.,  Special  Pleader,  and  WILFMTD'  B. 
ALLEJN,  Esq.,  Barrister-atLaw.    Royal  1 2mo.    1 888.  18s. 

*' A  moirt  ezeelldnt  handbook  and  guide  to  those'who  are  called  upon  to  fnune  in- 

dorsenMAts  and  pleadkig>-«mdsp  the  new  ayistlnn.    .    .    .    AwerkwUlsbwlMbeTery 

useful  to  most  legal  piactitlonen." — SolieUors'  Journal. 
**  The  learned  authors  have  done  theit  work:  well  and  tnipply  a  large  n«asOsr<  of 

precedents,  betides  providing  nseftU  hfat^and  suggestions.''— Zr«w  JToinatiM. 

BuU^n  and  Lieake^s  Precedents  of  Pleadings, 
with  •  Notes  and  Knles  relating  to  Pleading.  Poiuih  Edition. 
By  THOMAS  J.  BULLBN,  Esq.,  Special  Pleadeiv.aiid  Gl^RIL 
DODD,-  3Bsq.,  Ban!i8teD«i-L»W.  Part  L  Royal  ISme.  18^2. 
(PaH'IJi,  in  tke  ptemk)  12.  U, 

POi80N8. -- Reports  of  Trials  for  Murder  b>t  Poi- 
soning; by  Prussic  Acid,  Strychnia^  ^nti- 
nfiony,  Arsenic  and  Aconitine ;  inoluding  the  trials 
of  Tawdl,  W.  Palmer,  Dove,  Madeline  Smith,  I>r.  Pkitohaid, 
SmethiWBtiand'Dr.  X^amson*  With  Chemical  Introdacti6n»and  Nbtea 
on  the  Poisons  used.  By  G.  LATHAM  BROWNE,  Esq.,  BaartistlBr^ 
at-LaWjjuid.  C.  G,  STEWART,  Senior  Assistant  inthe-Li^ttitorT 
of  St.  TEomas's  ffospitat,  &c.     Demy  8 to.     1883.  1&  60, 

"  The  work  will  be  found  alike  useful  to  the  lawyer  as  to  the  medical  man." — 

law  7ime$, 

*«*  All  stamdard  Law  Worls  are  Jcept  in  Stocky  in  law  caffemdcAerhkuUn^ 


119,  GHANOJSBY  LAMB,  LONDON,  W.C.  20 


LOWERS.— Farwell    on    Po^wera— A   Cooetie   TniMa&  on 

Powcn.    By  6B0BGE  FABWELL,  KA.,  of  linooln't  Inn,  Eiq«, 

BtfristaMi-Lftw.    8vo.    1874.  12. 1«. 

**  We  numaufod  Mr.  FanraU's  book  m  wwitoining  wltldii  m  waaSX  oonpMf  what  «oal4 

oitenrlaa  havo  to  be  Mngbt  oat  In  the  pefee  of  bnnmpede  of  eonftuliic  raporti,*— 2V  Lax, 

PROBATE.-— Browne's  Probate  Practioe :  a  Treatite  on  the 
PrindplM  and  Pnotioe  of  the  Goort  of  Probate,  in  ContantioiiB  and 
Non-Gontontioas  BiuineBi.  Beviaed,  enlarged,  and  adapted  to  the 
Pnctioe  of  the  High  Court  of  Jostioe  in  Probate  bnnnen.  By  L.  D. 
POWLES,  Barriater-at-Law.  Including  Practical  Directiona  to 
SoUdtora  for  Proceedings  in  the  Begiatiy.    By  T.  W.  H.  OAKLBT, 

of  the  Principal  Begirtiy,  Somerset  Hooae.    Svo.    1881.       12.  lOt. 

'*  Tht«  edition  will  thua  aupply  the  practitionen  in  both  branches  of  the  profeaalon 
with  all  the  taifonnation  that  thej  may  require  in  connection  with  the  probate  of 
wUls."— 2%«  Tima. 

"  In  its  present  form  this  ia  undoubtedly  the  most  complete  work  on  the  Praotloe 
of  the  Court  of  Probate.  ....  This  la  strictly  a  practical  book.  No  prindxrfe 
of  law,  statute  or  form  which  could  be  of  service  to  the  practitioner  in  the  Probate 
DtTiaion  appears  to  hare  been  omitted."— 7A«  Xaw  Tima, 

PUBLIC  HEALTH.— Chambers'  Digest  of  the  La>v  re- 
lating to  Public  Health  and  Local  Govern- 
ment—With Notes  of  1260  leading  Caaea.  The  Statutes 
in  full.  A  Table  of  Offences  and  P1miBhm0ntl^  and  a  Copioos 
Index.  Eighth  Edition  (with  Supplement  corrected  to  Februaiy  8, 
1888).     Imperial  8yo.     1881.  12.14s. 

Or,  the  above  with  the  Law  relating  to  Highways  and  Bridges.  2L 

PUBLIC  MEETINGS.— Chambers'  Handbook  for  Public 
Meetings,  including  Hints  as  to  the  Summoni^  and  Manage- 
ment of  them.  By  GEOBGE  F.  CHAMBEBS,  Esq.,  Barrister- 
at-Law.    12mo.    1878.  Net,  2t.  6d. 

QUARTER  SESSIONS.— Leemina  &  Cross's  General  and 
Quarter  Sessions  of  the  Peace. — ^Their  Jmnadiotion 
and  Practice  in  other  than  Criminal  matters.  Second  Edition.  By 
HOBATIO  LLOYD,  Esq.,  Judge  of  County  CoortB,  and  H.  F. 
THUBLOW,  Esq.,  Barriater-at-Law.    8to.    1876.  U  It. 

Pritchard's Quarter  Sessions.— The  Juxifldiotion, Practice 
and  Procedure  of  the  Quarter  Seasionain  Criminal,  OMi,  and  Appellate 
Matters.  By  THOS.  SIBBELL  PBITCHABD,  of  the  Inner  Temple, 
Esq.,  Banister-at-Law,  Becorder  of  Wenlock.    8vo.    1876.    21.  2s. 

RAILWAYS.— Browne  and  Theobald's  Law  of  Rail- 
vv^ay  Companies.— Being  a  Collection  of  tiie  Acts  and  Orders 
relating  to  Bauway  Companies,  with  Notes  of  all  the  Cases  decided 
thert'tiD,  and  Appendix  of  Bye-Laws  and  Standing  Orders  of  the 
House  of  Commons.  By  J.  H.  BALFOUB  BBOWNE,  Esq., 
Begistrar  to  the  Bailway  Commissioners,  and  H.  S.  THEOBALD, 
Esq.,  Barristers-at-Law.     Demy  Svo.    1881.  IL  12t. 


"  Contains  in  a  very  concise  form  the  whole  law  of  railwaya."— 7%e  TinuM. 
'*  A  marvel  of  wide  design  and  accurate  and  complete  fulfilment.  .  .  A 
and  valuable  repository  of  all  the  learning  as  to  railway  mattera."— AsHtrvtoy  Bririm. 


"  As  far  aa  we  have  examined  the  volume  the  learned  authors  seem  to  Iwye  pre- 
sented the  profession  and  the  public  with  the  most  ample  information  to  be  foimd 
whether  they  want  to  know  how  to  start  a  railway,  how  to  fnune  its  bye-laws,  how 
to  work  it,  how  to  attack  it  for  injury  to  person  or  property,  or  how  to  wind  it  npi" 
— Imw  TimcB. 

RATES  AND  RATING.— Castle's  Practical  Treatise  on 
the  Law  of  Hating.  Second  Edition.  By  EDWABD 
JAMES  CASTLE,  of  the  Innar  Temple,  Esq.,  Bamster-at-Law. 

{In  tJu  pittt,) 
%*  AUMandmdJMwWin'ktm^hqpimSiot^inlawcalfaindeU^ 
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SHERIFF  LAW.— Churchill's  Law  of  the  Office  and 
Duties  of  the  Sheriff,  with  the  Writs  and  Forms  relAting 
^o  the  Office.  Second  Edition.  By  CAMERON  CHURCHILL, 
B.A,  of  the  Inner  Temple,  6»rriBter-at-Law-.  DemySvo.  1882.  ILis, 

**  A  very  oompleto  treatise."--JSMidt<n'«'  Jowrtial, 

'*  Uuder-sharfffs,  sad  lawyers  generaUy,  will  find  this  a  uaeful  book."-  lave  Mag. 

SHIPPING,— Boyd's  Merchant  Shipping  Lav^s ;  being  a 
Oonsolldatioii  of  bD  the  Merchant  Shipfnng  and  Passenger  Acts  £x^ 
18£4  to  1870,  indnslTe;  with  Notes  of  all  the  leading  English  and 
American  Cases,  and  an  Appendix.  By  A.  C.  BOYD,  LL.B.,  Esq., 
Banister-at-Law.    8va    1876.  IL  5s. 

"  We  esn  reeonmieDd  ths  work  ss  sTwy  qmM  eompendlmii  of  fthipplnclaw.**— £aie  fimm. 

Foard's  Treatise  on  the  Law  of  Merchant 
Shipping  and  Freight— By  JAHES  T.  FOABD,  Bar- 
rister-at-Law.    Boyal  870.    1880.  Half  coif ^  \L  \t. 

SLAN0ER.-Odgers.— ri(2(;  <<  Libel  and  Slander." 

8OLICIT0R8.*~Cordery'8   La^w  relating  to  Solicitors 

of  the  Supreme  Court  of  Judicature.— With  an 

Appendix  of  Statntes  and  Rules.    By  A.  COBDERT,  of  the  Inner 

Temple,  Esq.,  Bairister-at-Law.    Demy  8vo.    1878.  14«. 

"  Mr.  Cordezy  writes  tenley  and  cleeriy,  and  diaplayB  in  general  great  industry  and 

care  in  the  collection  of  cases '  ^^SMicitorr'  Jommal, 

Turner.— Fide  "Conveyancing"  and  "Vendors  and  PurchaserB." 
>A/^hite'way's  Hints  to  Solicitors,— Being  a  Treatise 
on  the  Law  relating  to  their  Dnties  as  Officers  of  the  High  Coort 
of  Justice;  with  Notes  on  the  Recent  Changes  affecting  the 
Profession ;  and  a  vode  mecttm  to  tho  Law  of  Costs.  By  A.  K. 
WHITEWAT,  M.A.,  of  the  Equity  Bar  and  Midland  Circoit. 
AuthoKof ''Hints  on  Practice."    Royal  12mo.     1888.  f^. 

"  A  concise  treatise  of  usefid  information."— Xow  Tima, 

"  He  writea  tersely  and  practically,  and  the  cases  he  gives,  if  not  exhaustiTe  of  tbv 
subject,  are  mimennis  axul  pithily  explained.  The  book  will  altogether  be  found  of 
great  practicsl  ^alue."  —Law  jmtmaL 

SPECIFIC  PERFORMANCE.— Fry's  Treatise  on  the  Specific 
Performance     of    Contracts.— By    the    Hon.    Sir 

EDWARD  FRY,  one  of  the  Judges  of  the  High  Court  of  Justice 
(now  a  Lord  Justice  of  Appeal).  Second  Edition.  By  tiie  Author 
and  W.  DONALDSON  RAWLINS,  of  Lincohi's  Inn,  Esq., 
Barrister-at-Law,  M.A.    Royal  8vo.    1881.  IL  16s. 

STATUTE  LAW.— Wilberforce  on  Statute  Law.— The 
Principles  which  govern  the  Construction  and  Operaticm  of  Statutes. 
By  E.  ^VILBERFORCE,  Esq.,  Barrister-at-Law.     188L  18«. 

STATUTES*  and  vide  "  Acts  of  ParUament." 

Chitty's   Collection   of   Statutes  from   Magna 

Charta  tol880.— AGoUaetionof  Statntasof  Pnotloalirtility; 

arranged  in   Alphabetical  and   Chronological  order,  with  Notes 

thereon.    The  Fourth  Edition,  containing  the  Statntes  and  Cases 
'  down  to  the  end  of  the  Second  Session  of  the  year  1880.    By  J.  M. 

LELY,  Esq.,  Barrlster-ai-Law.    In  6  very  tUok  yoIb.    Royal  8t(i. 

(8,846  pp.)    1880.  122.  12s. 

SuppUmenti  to  above,  44  Jb  45  Ftc^.    (1881).     8f.     45  <£  46    Vict. 

(1882).     16«.    46  d-  47  Viet.    (1888).  ]4<. 

*«*  This  Edition  is  printed  in  larger  type  than  former  Editions,  and 
with  inereatad  fkoilities  for  Befereneo. 

%*  AU  itandmrd  Law  WMetarth^in  Stotk,  in  law  eatfmud  other  hindings. 
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8TATUTE8.- 

*'  A  ToiyMtiiCftctory  edition  of  a  timo-honoured  and  most  raluable  work,  the  trusty 
guide  of  preeent*  as  of  former  jndra.  jurists,  and  of  all  othen  connected  with  the 
adminiatratiou  or  practioe  of  the  Jaw.  '*—Ju$Uee  <tf  tKe  P^aee,  * 

*'  The  practitioner  has  only  to  take  down  one  of  the  compact  Tolumetf  of  Chitty 
and  he  nas  at  once  before  him  all  tiie  legislation  on  the  subject  In  hand." SoUcitw* 
JtwrnaL 

**  *  Chitty  *  is  pre-eminently  a  friend  in  need,  lliose  who  wish  to  know  what  Acts 
are  in  force  wiu  reference  to  a  particular  subject  turn  to  that  head  in  *  Chitty/ 
and  at  once  And  all  the  material  d  whldi  they  are  in  quest.  Moreover!  they  aie, 
at  the  same  time,  referred  to  the  moat  important  oases  whie^  throw  Ught  on  the 
AUbjeot.">-Zai9  Jommal, 

^Public  General  Statutes,  royal  8yo,ianied  In  parts  and  in 

complete  yoltuHeB,  and  supplied  Inunediately  on  pablication. 
*  Fiinted  by  Her  Maje&ty's  IVintera,  and  Sold  by  Stbvxnb  &  SoVB. 

SUMMARY  CONVICTIONS.— Highmore.-- Fuie  '<  Inland  Bevenne 
Caeee." 
Paley's  Law  and  Practice  of  Summary  Convic- 
tions under  the  Summary  Jurisdiction  Acts, 
1848  and  1879  ;  inclading  Proceedings  preliminatT  and  sabee- 
qnent  to  OonvictionB,  and  the  reeponnbOily  of  oonvicting  Magi- 
strates and  their  Offioexs,  with  Fonna.  Sixth  Edition.  By  W.  H. 
MAONAMARA,  Esq.,  Barrister-at-Law.  DemySvo.  1879.  12.4s. 
"  We  gladly  wUoome  this  good  edition  of  a  good  hoolL,** —Solieitart'  JoumaL 

.Templer's  Summary  Jurisdiction  Act,  1879.— 
liulee  and  Schednles  of  Forms.  With  Notes.  By  F.  G.  TEMFIiER, 
Esq.,  Barrister-at-Law.    Demy  Syo.     1880.  6i. 

**  We  think  this  edition  eTeiything  that  could  be  desired.'*— jSW^et  P»tt. 

Wigram.— Ficfe  **  Jnotioe  of  the  Peaoe." 

TAXES.  ON  SUCCESSION.-O'revor's  Taxes  on  Succes- 
sion.— ^A  Digest  of  the  Statutes  and  Cases  (indudinff  those  in 
Scotland  and  Ireland)  relating  to  the  Ftobate^  Legacy  and  Succession 
Duties,  with  Practical  Observations  and  Official  Forms;'  Completdy 
rearranged  and  thozoTighly  revised.  Fourth  Edition.  By  EVELYN 
FREETH  and  ROBEBT  J.  WALLACE,  of  the  Legacy  and  Suc- 
cession Duty  Office.  Boyal  12mo.  1881.  12*.  fkl. 
*'  Contains  a  great  deal  of  practical  iiifonnation,  which  is  likely  to  make  It  voiy 

nseful  to  solioitors." — Lcuo  Jatarmal, 
"  The  mode  of  treatment  of  the  subject  adopted  by  the  authors  is  eminently  prac* 

ticaL"— Arffattorx*  Journal, 

TORTS.— Addison  on  Wrongs  and  their  Remedies.— 
Being  a  Treatise  on  the  Law  of  TottB.  By  C.  G.  ADDISON,  Esq., 
Anther  of  «The  Law  of  Contracts."  Fifth  Edition.  Be-written. 
By  L.  W.  CAVE,  Esq.,  l^LA.,  one  of  Her  Majesty's  Counsel 
(now  a  Justice  of  the  Hiigh  Court).    Boyal  8yo.  1879.  12. 18<. 

'*  As  now  presented,  this  Tslnable  treatise  most  prove  highly  aeosptable  to  Judges  and 
the  profeesioa.''— Zlhw  Tknu. 

**  OaToTs  *  Addison  on  Torts '  will  be  reoognixed  as  an  indispensable  addition  to  eT«i7 
lawyer's  Ubiary.*'— Law  MagoMine, 

Ball's  Leading  Cases  on  the  La>v  of  Torts,  with 

Notes.    Edited  by  W.  E.  BALL,  LL.D.,  Esq.,  Barrieter-at-Law« 

Author  of  "Principles  of  Torts  and  Contracts."  Boyal  8yo.  1884.  21«. 

"  We  are  glad  to  find  that  the  notes  are  extremely,  and  as  far  as  we  have  been  able 

to  discover  uniformly,  good.    Subsequent  cases  to  the  'leading  ones'  are  copiously 

cited.    Dlstinctiona  are  carefully  ^inted  out,  the  exact  state  of  the  authorities  on 

disputed  ouestiouH  is  aociuiitely  given,  and  there  Is  much  intelligent  and  independent 

ormcism.-^  SolieUcra'  Joarnal. 

TRADE  MARKS.->Hax*dingham'8  Trade  Marks:  Notes  on 
the  British,  Foreign,  and  Colonial  Laws  relating  tiiereto.  By  GEO. 
GATTON  MELHXJISH  HABDDfGHAM,  Consulting  Engineer 
and  Patent  Agent.    Boyal  12mo.    188L  iVef,  2«.M. 

*^^  A  H  Stamdard  Law  Worlu  an  kept  in  Stode^  in  Unt  calf  and  Mv  hinding$. 


STEVSN8  AND  SOSOT  LiHir  SnXLIOAriON& 

TRADE   MARlCS.-«m«»wd. 

Sebastian  on  the  iLmw  of  Trmdbe  Marks.— The 
Isiw  of  TlVadv  Iflisitti  and  their  Beglfttntioii,  and  mMten  cowiMted 
therewith,  iiielndliig.a>ch>pter  ob  Goodwill.  Together  with  Appai« 
dieet  oonteiDiiifiThft Petem^Deaigne udTnde  Maria  Aai>  1883, 
and  the  Trade  Marks  Bales  and  Instroctions  thereunder;  Vatmm 
and  FreeedODls;  The  Merehandiae  Matte  Act.  1862,  and  other 
aiatoliH^  enastmentii  The  United  States  Statotes,  1870-^1,  and 
the  EttWand  FoHM  tiMiwander;  'the  Treaty  with  the  United 
States,  1877.  With  a  oopioiia  Index.  Second  Edition.  By  I^EWIB 
BOYD  SEBASTZAK;  KCJl,  M.A.,  Esq.,  Banister^t-Law, 
Author  of  "A  Digest  of  Csses  of  Trade  MMo,  Trade  Name,  Trade 
Secret,  Goodwill,  &c'*    Demj^  Svo.     1884.  {Neariv  ready,) 

"llieilMStrof  the  HoUslnMiJiidgmcatiiiJb  FalmarlB'IYadaMBXto,  nML  'Hewas 

^lad  to  see  that  tbo  well-known  writw  on  trade  marks,  Mr.  Sebaatlan,  had  taken  tbe 

eana  Tiew  of  thg  Art' "— Tb«  t9mu. 
"Mr.  SebMtka  bit  wiittear  theftdlMt  aad  most  maUndtesl  beokoa  trade  natka 

wUoli  hu  appMred  ia  Bhfjtad  alass  the  paiikv  ol  the  Tkada  Ma*a  BaglitxtttiM 

Aala*—lVtMb  iisrfeb 

SebaBtlsn*s  Digest  of  Gasee  of  Trade?  Mark, 
Tirade  Name^  Trade  Secrret^  Good^wriU,  dbc.,  de- 
cided in  the  Govtts  of  the  Unilad  Ifingdeni,  Ladiai  theColonfes,  and 
the  United  States  of  Amerles  13^lSWIB  BOYDB^BiAflTrA  K, 
B.C.I1.,  M.A.,  Esq.,  Batilstot-at-Lawr;    8^0.    1879.  liL  Is. 

**  A  dlgfwt  which  wtn  be  of -very  graatvalne  to  all  pnotltionen  who  have  to  advlae 
en  matters  connected  with  tOBdemaite^— «Bsit«Mer^  JommmL 
Slater.— F«e  "  Copyright*' 

TRAMWAYS.— Sutton's  Tram^9v«y  Acts  or  the  United 

Kingdom ;  with  Kotee-on  the  Baw  and  Bcaetioe,  an  Intndcio- 

tioB,-  incdoding  the  Frooeedlngs  before  the  Oommitteefl,  Decisions  of 

the  Referees  witli  respect  to  LoeasStaadi,4aid  a  Sununaiy  of  the 

Principles  of  Tnunway  Bating,  aad' an  Afipendiz  containing  the 

Standing' Orders  of  BarHaaentt  Bulk  K>f  the  Board  of  Trade  relating 

to  Tramways,  &o.     Seeond  Edition.     Bf  HENBY  SUTTOK, 

B.A.,  assisted  by  BOBEBT  A.  BENNEfCC,  KA.,  BsRisters-at. 

Xjkw,    Ilemy8To.    188S.  16*. 

"The  book  is  exceedingly  well-done,  and  cannoir  fill  not  mdy  to  be  the  slandacd 

work  on  its  own  subject,  b«t  to  take  a  high  place  among  legal  text-booiltar— Zoas 

TRIALS    FOR    MURDER    BY    POISONINQ^  Browne     and 

Stewart.— Futo  "  B6iwns.'" 

TRUSTS.  ANDT  TRU8TEE9&-Gadefl«oi's    Digest    of    the 

Prinelpleg:  orttte  Eaw^  of  Trusts  and  Trus- 

tees^.'By-  HBSIBT    GODSmtOI,   of  Unoolii**  Inn;    Esq., 

Bsrrister^at-Law;    Joint  Author  of  <«G6defzoi  and  Siortt^Lsngr  of 

Baiiway  CoDpaniiss.'*    D«my8T«>.    1879.  li.  Is. 

*'  As  a  digest  of  the  law,  Mr.  Gedefrol's  work  meritaeo— imdatl<iw,  fev4he««iliAr^ 

sistemenu  aie  bxlefandcteor,  and  foB  Us  stKfcenentB  he  refers  to  a  goodly  arrsy  of 

aatfaDritlsa.    In  the  taUe  of  cflses  the  ref erenooa-  to  the  sevearsl  conten^poraneous 

reports  ara  gtvea,  and  there' is  a  very  ooploos  index  to  subjects,'*— £«•  JitmntaL 

USES  —Jones  (W.  Hanbury).  on  Uses.— 8m    1882.       7s. 

VENDORS  AWPiniReiwaiRS*— Dart>S  V^widors  and  Pui^ 
ahaserSi— A  Treatise  oB>the  Law  and  Fra4stioe  relating^ ^'^^ien* 
dors  and  Purchasers  of  Beal  Estate.  By  J.  HENRYT  DjUBC; 
£sq^  one  of  the  Six  Convsmnctng  Oounael  of  the  Hi^  Oonrt  of 
J^stieer  GhansM^.  DlTisbn*.  BIfth.  Edition.  By  the  AUTHOB 
nd  WILLIAM  RAMWR, Esq.,  Bssrister^ifeLawr,  ^yoUl  Boyal 
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